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1301 Substantially Allowable Case,
Special [R-24]

When an application is in condition for al-
lowance, except as to matters of form, the case
will be considered special and prompt action

221

1302

Cancellation of Claims Lost in Interfer-:

ot Rejected Claims Foliow-

 Data of Copending Application Referred

_ specification. Neglect to give due attention to
these matters may lead to confusion as to the

taken to require correction of formal matters
See § 710.02(b) paragraph (a). o
Final Review and Preparation
~ for Issue , .
1302.0_1 General Review of Disclosure
[R-24] :

When an application is apparently ready for
allowance. it should be reviewed by the Ex-

" aminer to make certain ihat the whole case
~ meets all formal requirements and particularly
that the brief summary of the invention and

the descriptive matter are confined to the in-

vention to which the allowed claims are di-
rected and that the language of the claims
finds clear support or antecedent basis in the

scope of the patent.

Frequently the invention as originally de-
scribed and claimed was of much greater scope
than that defined in the claims as allowed.
Some or much of the subject matter disclosed
may be entirely outside the bounds of the
claims accepted by the applicant. In such case
the Examiner should require the applicant to
modify his brief summary of the invention
and restrict his descriptive matter so as to be
in harmony with the claims. However valu-
able for reference purposes the Examiner may
consider the matter which is extraneous to the
claimed invention, patents should be confined
in their disclosures to the respective inventions
patented. (Rule 71.) Of course enough back-
ground should be included to make the inven-
rion clearly understandable. See §8 608.01(d)
and 608.01(e). E “

There should be clear support or antecedent
basis in the specification for the terminology
used in the claims. Usually the original claims
follow the nomenclature of the specification;
but sometimes in amending the claims or in
adding new claims, applicant employs terms
that do not appear in the specification. This
may result in uncertainty as to the interpreta-
tion to be given such terms. See § 601.01(0).

Where a copending application is referred to
in the specification, the Examiner should as-
certain whether it has matured into a patent
or become abandoned and that fact or the pat-
ent number added to the specification.
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1302.03 Statns Letter of Allmoablhty,

POL-—327 | R—24]

Form POL—324 is used whenever an apphca— |
tion under final rejection has been placed in

condition for allowance as a result of a:com-

munication from or an interview with apphcant
- The date of the communication or interview

which resulted in the allowance and the name
_ of the person with whom the interview, if any,

was held should be included in the letter.

~ Immediately after determining that a POL
327 letter is necessary, the letter should be ef-
fected before preparmg the application for
allowance. See § (14 13, ,

1302.04 Examiner?s,Amendmehts and
Changes - [R-24]

Except by formal amendment duly signed or
as hereinafter provided, no corrections, era-
sures, or interlineations may be made in the
- body of written portions of the specification
or any other paper filed in the application for
patent. (See Rule 121.)

Correction of the following obvious errors
and omissions only may be made with pen by
the Examiner of the case who will then initial
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5. Entry of “now Patent No. _..." to iden-
fy a patent which has been granted on a
.S. application referred to by Serial No. in
ification.
ther obvious minor atml errors
surh as misplaced or ormtte(g commas, improper
parentheqe: quotation marks, ete.

other than the ones noted abme or of purely
grammatical nature.

The fact that applicant is entitled under 35
U.S.C. 120 to an earlier U.S. effective filing
date is sometimes overlooked. To minimize
this possxbﬂlty the statement that, “This is a
division (continuation, contmuatlon-m-part)
of -&pphcatlon Serial No. .-__, filed
should appear as the first sentence after the ab-

where it should appear as set forth in § 1503.01.
Any such statements appearing elsewhere in the
spemﬁr-atlon should be relocated. The clerk in-
dicates the change for the printer in the appro-
priate margin when checking new applications
for matters of form.
Other obvious informalities in the applica-
tion may be corrected by the Examiner, but
sunh corrections must be by a formal Exam-
iner’s Amendment, signed by the Primary Ex-
aminer, placed in 'the file, and a copy sent to
the applicant. The changes s c1ﬁed in the
amendment are entered by the clerk in the reg-
ular way.
The amendment or cancellation of claims by
formal Examiner’s Amendment is permitted
when passing an application to issue where
these changes have been authorized by appli-
cant (or his representative) in a te]ephone or
personal interview. The Examiner’s Amend-
ment should indicate that the changes were
authorized, the date and type (personal or
]telledplmne) of interview, and with whom it was
e
The Examiner’s Amendment. practice may be
used to make charges against deposit accounts
under speci ial conditions. Such charges must
not exceed $50.00 for any one patent application.
An Examiner’s Amendment can be used to
make a charge against a deposit account, pro-

‘Obvious informalities in the application, =









