Cancelation of Non-: tat’utofy C!aim

Cancellation of Claims to Non-Elected

Tnvention
Cancellation of Claims Lost in Interfer
_ence L e
_Cancellation of
F mgAer” , . . :
1302.04(f) . Data of Copending Application Referred

‘ ~ to Should Be Brought up to Date
1302.04(g) - Identification of Claims '
1130205 Correction of Drawing
. 130206
11302.07

 130204(e)

Use of Retention Labels to Preserve Aban-
' Companion Applications :
ference Search

n Drawings and on Classification
ue) Slip ‘
Reference to Assignment Branch
Listing of References
Signing
1303 Notice of Allowance

1303.01 Amendment Received after Alyim?&an”cle
1308.02  Undelivered f o
1302 3 Not Withheld Due to Death of Inventor

1304.01 Amendments After D-10 Notice
1305 . - Jurisdiction
1396  Issue Fee ,

Issue

1308 Withdrawal From Issue
1308.01 = Rejection After Allowance

1308.02 For Interference Purposes

1309 . Yssue of Patent ,
1300.01 . “Printer Walting Cases

1300.02 Protest Against Issue

1301 Substantially Allowable Case,

Special [R-24]

When an application is in condition for al-
lowance, except as to matters of form, the case
will be considered special and prompt action

221

Prior Foreign Application .
- these matters may lead to confusion as to the

- the Examiner should require the applicant to
modify his brief summary of the invention

‘in harmony with the claims. However valu-

13064 Withhqlding From .Is;que of “Secrecy Orderf” ;
' e . ~ claimed invention, patents should be confined
_ in their disclosures to the respective inventions
patented. (Rule 71.) Of course enough back-
~ground should be included to make the inven-

1367 Change in Classification of Cases Which are in

tion to he given such terms,

[R-24] L ‘
application is apparently ready for

General ,Beir’iew, of Dlsclosure

yhe ppiics : :
‘allowance, it should be reviewed by the Ex-
aminer to ﬁ"fmal;le

rtain that the whole case
irements and particularly

of the invention and

t the allowed claims are di-
ected at the language of the claims
ds ,lneara;supﬁou or antecedent basis in the
fication. Neglect to give due attention to

scope of the patent.
requently the invention as originally de-
scribed and claimed was of much greater scope

‘than that defined in the claims as allowed.

Some or much of the subject matter disclosed
may be entirely outside the bounds of the
claims accepted by the applicant. In such case

and restrict his descriptive matter so as to be

able for reference purposes the Examiner may
consider the matter which is extraneous to the

tion clearly understandable. See 8§ 608.01(d)
and 608.01(e). ' ‘
There should be clear support or antecedent
basis in the specification for the terminology
used in the claims. Usually the original claims
follow the nomenclature of the specification:
but sometimes in amending the claims or in
adding new claims, applicant employs terms
that do not appear in the specification. This
may result in uncertainty as to the interpreta-
See §601,01(0).
Where a copending application is referred to
in the specifieation, the Examiner should as-

certain whether it has matured into a patent

or become abandoned and that fact or the pat-

ent number added to the specification.
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: , quotation marks, etc..
4. Obvious informalities in th
ther than the ones noted ab

gr’:lx‘rl?m?tical }x:;turg,, .

Whenever interlineations or cancellations U.S.(%. i’gt that 2P pliea ,
have been made in the specification or a date is sometimes overlookec
ments which would lead to confusion and mis- is p xsibility, the statement that, “This isa
take, the Examiner should require the entire  (ivision (continuation, continuation-in-part)
ion of specification affected to be rewritten  of Application Serial No. .- Jiled ...
before passing the case to issue. See Rule 125 ¢hould appear as the first sentence after the ab-
in §60801(q). , stract except in the case of design applications
o S where it should appear as set forth in § 1503.01,
- 1302.03 Status Letter of Allowability, \ny, such statements appearing elgewhere in the
POL-327 [R-24] > specification should be relocated. The clerkin-
dieates the change for the printer in the appro-

Form POL-327 is used whenever an applica-  priate margin when checking new applications
“tion under final rejection has been placed in for matters of form. o .
condition for allowanee as a result of a com- . Other obvious informalities in the applica-
sunication from or an interview with applicant.  tion may be corrected by the Examiner, but

The date of the communication or interview such corrections must be by a formal Exam-
which resulted in the allowance and the name ner’s Amendment, signed by the Primary Ex-

of the person with whom the interview, if any,  Amlner, placed in the file, and a copy
| was held should be included in the letter. the applicant. The changes spe
, Immediately after determining that a POL  amen ment are entered by the cle ,

327 letter is necessary, the letter should be ef-- ular way. e
fected before preparing the application for The amendrpent’ or cancellation of claims by
allowance, See §714.13, ~ formal Examiner’s Amendment is permitted
 when passing an aggehcatmn to issue where

these changes have been authorized by appli-
cant (or his representative) in a telephone or
 Changes [R-24] personal interview. The Examiner’s Amend-

- o ment should indicate that the changes were
 Except by formal amendment duly signed or authorized, the date and type (personal or
" ns hereinafter provided, no corrections, era-  telephone) of interview, and with whom it way
sures, or interlineations may be made in the held, ’
body of written portions of the specification — The Examiner's Amendment. practice may be
or any other paper filed in the application for  used to make charges against deposit accounts
patent. (See Rule 121.) under special conditions, Stueh charges must
Correction of the following obvious errors  not exceed $50.00 for any one patent application.

and omissions only may be made with pen by An Examiner’s Amendment can be used to .

""‘,15302.04 Examiner’s Amendments and

the Examiner of the case who will then initial  make a charge against a deposit account, pro-
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jon is not spe-

posit account num
data, 1f deemed necessa
attorney, should also be
iner’'s Amendment.
A change in the abstract
Examiner’s Amendment. o
' he parent application
Rule 147 divisional
inuation case has in-
by the applicant, the
uired reference

allowance the Examin
. ously non-statutory cl !
substantially as shown and described
int should {)e notified of the cancella-
1 by an Examiner’s Amend-

aminers when passing an
“will not be supplied to app ica
ences will be cited as usual on form 892,
 copy of which will be attached-to | xaminer’s
Amendment form POL~-87. L
~ Where an apglicntion is ready for issue ex-
~cept for a slight defect in the drawing not
involving change in structure, the Ezxaminer o
will note in pencil on the drawing the addition
or alteration to be made. He will also prepare  See §1109.02.
an Examiner's Amendment indicating the : .
changes made and send the drawing to the  1302.04(e) Cancellation of Rejected
Draftsman for the required correction. . Claims Following Appeal

See also § 608.02(w). [R-24] f

No other changes may be ma . e :
son in any reeord of the Patent Off at See $§ 12“06’ 121""032 and 1215.04.
- the ,\vritten:'g};’)proval of the Com issioner ”’ 1302‘.04({) |

- Seo §§ 821.01 ‘az;d,82:1.02-

1302.04(d) Cancellation of Claim
. Lost in Interference
[R-24]

Patents. kData of Copénding ‘Ap-
revi plication Referred to

~ In reviewing the :applicyat;ibn‘ 11 err e ;
should be carefully noted. It is not necessary ' Should Be Brought Up to

that the language be the best; it is, however, Date [R-17]
essential that it be clear in meaning, and free Lo
from errors in syntax. Any necessary Ex- Where a patent application which is ready
aminer’s Amendment is usually made at the for issue refers by serial number fto t U.S.
_ time a case is being prepared for issue by the 2 plI::catlop which 1’]"‘5 matured into ," patent,
Examiner. However, the need for such may the Examiner.is aut “","zed»-t" enter the patent
not be noted until after the proof of the patent o iber: without 1 formal Examiners Amend-
gy 2 - ! the pal ment. This entry should be in the following
is read and the ease is sent up to the Examiner — form: “now Patent No, ... * This entry is to
with a “printer waiting” slip (Form PO-97). L initinled in the margin by the Examiner to
;‘\ copy of any .formawl‘l‘lmmnmr’s Amendment  {ix responsibility for the same. The entry and
is sent to applicant even if the application is  the initials should be in red ink. :
already in the printer’s hands. If the application referred to has become
Fxaminers will not cancel claims on the basis  abandoned, the entry “and now abandoned”
of an amendment which argues for certain  should be made by a formal Examiner’s
elaims and, alternatively, purports to authorize  Amendment.
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_ Correction
M Sl e t

Corrections”. ,
130206 7 PrmrForengn Applicatfon'
See 88 201.14(c) and 202.03. |

1302.07 Use of Retention Labels To

~ Preserve Abandoned Com-
‘ pamon Applications [R-24]

Related applications referred to in patent
ecifications are preserved from destruction

by a retention label (Form P0-150) which i
attached to the outside of the file wrapper. ‘
Final Review Clerk of the Group prepares s

a label for use as indicated below on each appli- |
cation (which has not become a patent) which
is referred to in the specification or oath or

declaration of the application ready for allow-
ance (or in any Office letter therein). i
If the case referred to is
Still pending: \ '
Fill in and paste label on the face of the
pending file wrapper in the space provided.

Make no change in specification of the allow-

able application. L
Abandoned for failure to pay issne fee:

~_T{ file has been forwarded to abandoned
_files, fill in label and send it to Abandoned

Files for attachment to the wrapper. If not
forwarded treat the same as pending case. If
the period for filing a petition for delayed
payment has expired, make Examiner’s
Amendment adding “now abandoned™ in the
allowable application. If period has not ex-

Rev. 24, Apr. 1970

- whether any other ap Rimi -
. stantxally the same subject matter as is being

24

e in the speci-
W ation.  Clip
the Serial Register card of the

If case in issu ‘Sabandoned*}cl;
' to the

e, it is returned
ial Register card
ached at this tim

ted, the label is de-

, hecardispulled.
Examiners are reminded that only one re-

o tention label is necessary. Thus, if a retention
label is already present, it is sufficient to merely
add “et al.” to the Serial Number cited thereon.

1302.08 Interference Search [R-24]

Assuming that the case is found ready for

issue, the Examiner makes an “interference
search” and notes the date and class and sub-

classes searched in the file wrapper. To do this,

 he inspects all the pending prints and drawings

(or all the digests 1f the invention is not suscep-

tible of illustration) in the relevant subclasses - -
‘of the class in which the application is classitied,
_and all other pertinent classes, wh in hi

in order

Group or elsewhere

allowed in the case in hand. When any of the
drawings or digests shows such a condition to be
likely, he examines the corresponding file.

If the search does not disclose any interfer-

__ing application, the Examiner should prepare

the case for issue. {

1302.09 Notations on File Wrapper
[R-24] | '

The Examiner preparing the application for
issue fills out, in black ink, the appropriate
spaces on the face of the file wrapper.

To aid workers in the Printing Office and the
Issue and Gazette Branch, FKxaminers should

licant is cl g sub-




Exar
-clai

spond to the c
patent will issue and to the

; tion to be pl
‘See §1302.13 for n:

" Classification (Issue)
_ [R-24] .

“‘The class and subelass and the nameof the
Assistant Examiner which have been written

Slip

in pencil in the upper lefthand corner of the

drawing should not be erased. See § 717.03.
: On the margin of the first sheet of drawing,
_the Examiner indicates in black ink in the spaces
_ provided by the Draftsman’s stamp the figure
which he selects for printing in the Official
Gazette and also the final official classificatior:
of the case. Ordinarily a single figure is
selected for printing. This figure should be
consistent with the portion of the application to
be printed in the Official Gazette. The numer-
als should fill as much of the space provided as
feasible. , : ,
1f the selected figure is not on the first sheet,
the Examiner should indicate it also on the

225

be printed in the patent. ,

1302.11 Reference | to-A;ugnmént -

' Branch [R-24]

The practice of referrin{; certain applications
to the Assignment Branch when passing them

to issue is no longer followed since title searches
are automatically made in all applications after

o , . payment of the issue fee. See § 303,
0 . Notationson Drawingsandon . . . _ ..~ .

2 Listing of Referenc
All references which have been cited du

the prosecution, including those appearing

Board of Appeals decisions, and those submitted

by applicant if they conform to the require:

ments set forth in §§ 707.05(b) or 708.02, wil
‘At time of allowance, the Examiner may ci
pertinent art in an Examiner’s Amendment

~ Such gﬁrtinent, art should be listed as usual on

form PO-892, a copy of which is attached to

_the Examiner’s Amendment form POL-37.

Such pertinent art is not sent to the applicant.
Such citation of art is important in the case of -

continuing applications where significant prior .

art is often of record in the parent case. In the
rare instance where no art is cited in a continua-
tion application, all the references cited durin

the prosecution of the parent application wiﬁ

Rev. 24, Apr. 1970




- - gpace. AT

due to death of the invent
~ administrator has n
g40001(f).

he executor or .
vened. See

1304 Withholding From Issue of “Se-

Examiner involved in ow

plication will print or stamp their |

the file wrapper in place o their signatures.
 Each Examiner shall place his init fter his
printed or stamped name. A Primary Exam-
iner who prepares an application for issue I
self prints or stamps his name and initials the
file wrapper only in the “Primary Examiner”
iné shouald be drawn through the
“Assistant E ner” box to make it clear that
the absence of a name in the box was not an

ry Examiner -

ppearing on the
\pper will be

. 1303 Nonee of Alloy ance

! The appro ﬂatel{form'(xf'vm)tice of allowance

is used and the mailing date appearing thereon

__is stamped on the file s
Gazette Branch.

- 1303.01 'A'méndment Received After
. Allowance [R-24]

If 'the amendment is filed under Rule 312,

see §§ 71415 to 714.16(e). If the amendment

Rev, 24, ‘Apr. 1970

e him-

by the Issue and

 “Secrecy Order ' ) 0 is:

even when all of the claims
Instead of mailing an ordi
ance a D-10 Notice is sent. See 8

h

rder” in a

1304.01 Amendments After D~10 No-
o  tiee [R-24]
ndm e ved :gftéif‘%D—-lO Notice,

urisdiction of the application remains with
the Primary Examiner until the notice of allow-
mailed by the Issue and Gazette Branch. -

H “xaminer may make Examiner’s
amendments correcting obvious errors, as,
when brought to the attention of the Examiner
by the printer, and also may admit amend-
ments under Rule 312 which are confined to
matters of form in specification or claims, or

to the cancellation of a claim or claims. The

Examiner’s action on other amendments under .
~Rule 312 consists of a recommendation to the

Commissioner, .
~ To regain jurisdiction over the case, the Ex-

" aminer must write a letter to the Commissioner

requesting it. See §& 1112.04, 1308, and 1308.02.
~ Once the patent has been granted, the Patent
Office can take no action concerning it except
as provided in 35 U.S.C. 185 and 35 U.S.C. 251

through 256. See chapter 1400.
226 .




a portion thereo:
in three months thereafter.
' Upon payment of this s
if payment is xot timely ma
regarded as abandoned..
_Any remaining balance of '
‘within three months from fl

 notice of all

mination of this three-month pe
~amount of a remaining balan

with the fee fo

he after the due date and suff-
yment, it may be
yugh no abandon-

The Patent Office has discontinued the praz-
tice of estimating the num f printed pages
of \?miﬁcat)(mrin advance of printing. Instead.
‘a Minimum Issue Fee i ‘three months from
the date of the Notice of Allowan amount
of the Minimum Issue Fee is shown on the No-
tice of Allowance and consists of $100 plus 810
for the first page of printed specification plus
$2 for each sheet of drawing. .

After the patent is printed, if an additiona
fee is required, a Notice of Balance of Issue Fee
Pue will-beattached to.the patent when
Failure to pay this balance within three months
from the date of the Notice thereof will result
in lapse of the patent. Under the authority of
35 U.S.C. 151, the charge is disregarded
WHERE ONLY ONE ADDITIONAL
PAGE OR LESS is involved. .'hus, if the pat-
ent consists of two pages or less, no balance fee
is due. However, if the patent consists of three

- pages, a Notice of Balance of Iscue Fee Due for
%90 is mailed together with the original patent
grant. (A page consists of one side of a printed
sheet containing two columns or less.)
“Applicants and their attorneys or agents are
urged to nse the special fee transmittal forms
yrovided with the Notice of Allowance and the
kt)’tine of Balance of Issue Fee Due when sub-
mitting their payments, ;

The payment of the balance of issue fee dne
may be simplified by using a Patent Office
posit Aecount. for cuch a fee, A statement, in
duplieate, at the time of payment of the mini-

.
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Rule 313. Withdrawal from fssuc. (a) Aft
£ ¢ an application is =ent, the case
will not be
of the Co
new notice of allow-
tion is again sllowed.
hat portion thereof
has been paid, and
its date and num-

{b) When the f{ss
specified in the notice of all

ver, the application will not be
on account of any mistake or ch
,abplicant, his attorney or his agent, no ; j
of enabling the inventor to procure a foreign patent,
nor for any other reasons except mistake on the pi
of the Office, or because of fraud or illegality
eation, or for interference, '

1f the applicant wishes to have the case
withdrawn from issue, he must petition the
“ommissioner. Withdrawal is permitted
»asons stated in the rule. For
procedure by Examiner see § 1308.02

-1308.01 -Rejeetion -After- -Allows
A claim ,ﬁnbted as allowable shall thereafter .
be rejected only with the approval of the Pri-
mary Examiner. Great care should be exer-

cized in authorizing such rejection.  See

£ 706.04.

When a new reference is discovered, which

_obviously is applicablefto one or more of the
allowed ‘claims in an application i

‘ issue, and
where a sufficient portion of the statutory pe-
riod for payment of the issue fee remains, the
Examiner is authorized to enter a letter in-
forming applicant of the proposal of request-
ing withdrawal from issue for the purpose of
rejecting the claim or claims as fully met by,
or obviously unpatentable over the new ref-
erence. The letter should apply the reference
in detail and should also set a time limit
(within such statutory period), within which

Rev. 24, Apr. 1970




and, if n

[he lette

urned to the Group from

. withdrawal from the issue is.
. register, and the application is thu
_ its former status as a pending
- awai ion by the Examiner. The Exam-

that the appli s bee \ f
issue, citing the new reference, and rejecting t
_claims met thereby. . .

 placed in the file.

I the Examiner’s proposed action is not ap-
h

ng withdrawal from
the file.

nterferénée Purposes

22] , - . e, e e T
to withdraw a case from
ected with an interfer-

ure to be "fallowed see

§§ 1101.01 (0) and 1112.04.
1309 Issue of Patent [R-24]

The files of allowed cases (not patented ﬁles)
_are kept in the Tssue and Gazette Branch, ar-

ran in the serial number order. When the
Tssue fee is paid within the time allowed by
law, the file is given a patent number and date,

The file then goes to the Assignment Branch

for examination as to assignments after which
it is sent to the Government Printing Office
for printing of the specification. A bond
paper copy of the drawing and gpecification is
ribboned and sealed in the Issue and Gazette
Branch and finally signed.

Rev. 24, Apr. 1970

pplication

stating ;

 TIssue and Gaz
- PO-364, may
 Clerk. The Ex’aminershall?ﬁnt directly on the
- ‘ i ’ ssue and Gazette
REnet !
outlined above. The application is then for-

a L e
A plications in which the appli-
 petition setting forth his reasons for ad-.

vancing the printing date.

Allowed ap

nd not covered

i tegories.

rolved catego
sequence base

any application falling
of the categories outlined
dentified by numbers 1 to 5 receives

e Branch.” The special tag,
be obtained from the Group

he recitation “In I

@ the appropriate printing category
warded to Issue and Gazette Branch in accord-
ance with existing procedures.

The personnel in Issue and Gazette Branch
will then set the tagged cases aside and make a-
notation on all copies of the Notice of Allow-
ance to be mailed that further processing of
this application will be “special.”’

In cases falling in eategory No. 6, the request

must be filed after the Notice of Allowance has

!men received and no later than the date the
issue fee is paid, The request must be directed
to the Head of the Issue and Gazette Branch.

25 U.R.0. 158, How issucd, Patents shall be issued
in the name of the United States of America, under the
seal of the Patent Ofce, and shall be signed by the
Commissioner or have his signature placed thereon
and attested by an officer of the Patent Office desig-
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cant has filed a request in the natureofa ‘

tment the Examiners should staple
rapper a tag entitled “Special in



of the specificat roC
loyees of the Government Print-
re apparent error is found, the
is transmitted to the Exam-
_being called on an attached
il ing” slip to the supposed errors.
-~ All *prin iting” cases must recelve 1m-
. ; ) ) { e i
er concurs in the.
the errors should, if ‘

clean red ink at d initial d or |
Examiners’ amendment. See §1

- ;

required correction cannot be cured

iner's amendment. the application
. to be withdrawn from issue. This
: oided if the attorney or
ntative is telephoned immediately,
or is corrected by amendment under
Rule 312, S ‘

If th Exjamiyﬁerkﬁnds the specification cor- -
t as ds, he endorses the slip to that

rect as
effect, = .
After correction or checking, the application

file and proof should be promptly returned to

the Issue and Gazette Branch.

........ e a

an ap

be returned to the Issue
soon as possible (pref-

‘a hearing asa ma

- 0.G, 1171,

_ of a patent the same shal ,
by the Examiner, be forwarded to the Group
Director and shall not be entered in the file of

arty properly obtainin,

1 ion pending in the Office may file a o
protest against the issue of a patent upon it and

~may therein call attention to any facts within
his knowledge which, in his opinion, would

make the grant of a patent improper. He does
not, however, thereby obtain the right to argue
the question before the tribunals of the Office.
The question of patentability has been uni-
formly looked upon as ex parte in character. It
is a question between the applicant and the
Office on behalf of the public, and no one mem-
ber of the public can be recognized as having

~such an interest in the grant of a patent as to

entitle him to contest the matter any further
than to call attention to matters which he con-
siders bars, The Office will consider facts called
to its attention, but will not give the protestant
of right. Carey v. The New
Home Sewing Machine Co., 1901 C.D. 165; 97

When a protest is filed against the issuance
fter consideration

the application to which it refers.
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