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fum] by tlw Patent Ofﬁ ,
_the Commissioner may issue a patent to the applicant
who ig adjndgod the prior inventor. A final judgment

"taken or had shall con-

_ stitute cancellation of th laims [nvolved from fhe
patent, amnd notice therenf sh be endorsed on copve&
of the patent thereafter distributed by tho Patent
Oﬁim .

A clalm whirh is the same as, or fnr the same or
substantially the same subject matter as, a claim of
an issued patent may not he mada in any application
unless such a claim is made prior fo one year from
the date on which the patent was granted.

Rule 201 sets forth the definition of an in-
terference and is here reproduced.

Rule 201. Definition, when declared. (a) An inter-
ference is u proceeding instituted for tbe ‘purpose of
determining the question of priority. of invention be-
tween two or wore partieg claiming snbatantiall;, the
same patentable invention and may be instituted as
soon as it is determined that commoen patenmbln sub-
Jeet matter is clabmed in a plurality of applications
or.in an _application and a patent.

(b) An infwterence will be declared between pend-
ing amﬂ!&*atitms for patent, or for reissue, of different
parties when suel applications contaln claims for sub-
stantially the same Invention, which are allowable in
the application of each party, and interferences wili
also be declared between pending applications for pat-
ent, or for refgsue, and unexpired original or rejssued
patents, of different parties, when such applications
amd patents contain claims for substantially the same
invention which are allowable in all of the applica-
tions involved, in accordance with the provisions of
these rules,

(¢) luterferences will not be declared, -nor contin-
ued, between applications or applications and patents
owned by the same party unless gowl cause is shown
therefor. The parties shall make known any amd all
right, title and interest affecting the ownership of
any application or patent invelved or essential to the
proceedings, not recorded in the Patent Office, when
an interference s declared, and of changes in such
right, title, or interest, made after the declaration of
the nterference and before the sxpiration of the time
preseribed for seeking roview of the decision in the
interference, ~

1101

review has heen or ca

Preliminaries to an Interference
[R-23]

An interference is often an expensive apd
time-consuming pmcvedmg Yet, it is neces-
gary to determine priority when two applicants
1970
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"a&verse to the;
itute the fingl re-
claims !nvolved and

dverse to a patentee from which no appeal or other
‘declared.
_patents. especially those used as references
against the application claims,

164

':togethe - th

NING Pnocgbﬂﬁg

'e Oﬂ‘xce are cl'ummg the same %llhj(‘(,t ~
r and their filing dates are ugh
at there is a reasonable possxblhtv
t_npllcant t nle is ho the first

gre'ltesr care must’ therefore ‘be exer-
oth in the search for interfering appli-
 and in the determination cf the ques-
tion as to whether an interference should be
Also the claims: m'recentlv issned

should be con-
sidered for possible interference. '
- The question of the proprxetv f mmatmg '
an wﬂerference in any given case is affected by
2o many faetors that a discussion of them here
's impractieable,  Some circumstances which
render an interference nnnecessary are herein-
afrer noted, but each instance must he carefully
dered if serious errors are to be avoided.

Ir. derermining whether an interference ex-
ists 2 claim should be given the broadest inter-
pretation which it reasonably will support,
bearing in mind the following general princi-

r;‘b S5
The

interpretation  chould not be

5
.
e

(bt Express limitations in the claim shonld
not be ignored nor should limitations be read
therein to meet the exigencies of a particular
situation.

=+ The doctrine of equivalents which is
applicable in questions of patentability is not
ap; »%ﬁahle in interferences, i.e., no application
shionld be placed in interference unless it dis-
closes clearly the structure called for by the
eount and the fact that it discloses equivalent
struczure is no ground for placing it in inter-
ference.

{d} Before a claim (unless it is a patented
claim: is made the count of an interference
it should be allowable and in good form. No
pending olaim which is indefinite, ambiguons
or ntherwise defective should be made the count
of an interference.

te; A claim copied from a patent, if am-
bigmious, <hould be interpreted in the light of
the patent in which it originated.

(fi Since interference between eases having
a4 eominon assignee is not normally instituted,
the cases must be submitted to the Assignment
Brasich for a title report, Note: Title searches
are automatically made only when the Issue Fee
is paid.

ti Tf doubts exist as to whether there js an
interference, an interference should not be
derired,




e declared between

\pplications if there is a difference of

; % months in the effective filing dates
of the oldest and next oidest u,)plications in th

se of inventions of a simple character, ¢
‘6 months in the effecti

; pplications in other cases

except in exceptional situations, as determined

and approved by the Group Director. If an i

terference is declared, all applications ha;
' ring subject matter shou

steps looking to the for

erence, it is very essential

make certain that each of

Hes 15 claiming the same

le the clatms that

are to constitu ) f the interference

are clearly read ' e disclosure of each
party and allownble in each application.

1t is to be noted that while the elaims of two

e applicants may vary in seope and in

ial details, yet if directed to the same

patenta

afford a ground for
elaims for the said
r application that
he intention of the

1¢
is elaiming the invention. ,
e patentable invention,

parties to claim the sa
as exp1 d in the sum » of the invention or
elsewhere in the disclosure. or in the ¢ is
an essential in every instance. =
 When the subject matter found to be all
able in one application is disclosed and claim
in another application, but the claims therein
_ to such subject matter are either nonelected «
_subject to election, the question of interference
~ should be considered. The requirement of Rule
- 201(b) that the conflicting applications shall
contain claims for z-mlmtanﬁa{ly the same in-
vention which are allowable in each application
should be interpreted us meaning generally
that the conflicting claimed subject matter is
sufficiently supported in each application and

is patentable to each applicant over the prior

art. The statutory requirement of first inven-
torship is of transcendent importance and

ST8-ADE 9Tl 4

_containing allowed claims to in

claimed species a, b, ¢, d,and e, Generic cl:
rejected and election of a single species re

erference exists. But mere dis-
f an invention which

165

on requirin
anothe

a requirement

made }

and IT and in response to a rve-

rement for restriction, applicant traverses

~the same and elects invention

ves an action on the merits !
bsequently finds an application to another

ntion IT and
which is ready for issue. = =
" The si s not altered by the fact that
the election is made without traverse and the

nonelected claims possibly cancelled.

_C. Application filed with generic claims and
laims.

quired. Applicant elects species a, but ¢
ues to urge allowability of generic claims, Ex-
aminer finds another application claiming spe-
cies b which is ready for issue,

_The allowability of generic claims in the
first case is not a condition precedent to set-
ing up interference. , ,
 D. Application filed with generic claims and
elaims to five species and other species disclosed

~but not specifically claimed. Examiner finds
_another application the

sclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.
The prosecution of generic claims is taken as
ative of an intention to cover all species

_ disclosed which ‘come under the generic claim.

In all the above situatious, the applicar
shown an intention to elaim the subject m

which is actually being claimed in another ap-

plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The guestion of inter-
ference should not be considered in the latter
instance. However, if the appiication disclos-

ing but not claiming the invention is senior,

and the junior applieation is ready for issue,

Rev. 23, Jan. 1970




instituted since there is no conflict of in
Fhmmatmn f conflicting claims from all ex-

should usually be required, Rule
ee must determine

common assi
on in which the eonflicting claims
placed. Treatment by rejection

+ in § 305.02(a)

sre an interference with a third partv’;

hould be required

pplmatmn&" &hall be

mee of npphmtm s

; ‘ g .
by different inventors is ealled upon to eliminate

conflicting claims from all except one 'lppllca-f'

tion under the provisions of Rule 78(b. a copy
of the Office action making this requirement
must be sent directly to each of the applicants.

Whenever a common assignee is required un-

der Rule 201(¢) to elect one of the conflicting

applications owned by him for purpose of inter-
£ the Office

ference with u third party, a copy of
action making this requirement must be sent to

the applu-am« in each of the ('l)mmonlv' ned

' applwatmns.

’ 1101.01 (c) ’g'he nterference Search
R-23 ,

The wm'h for inte ,fermg apy

not be limited to the class or subclass in which

n, is classified, but must be extended to all classes

in or ont of the Examining Group which it has
heen necessary to search in the examination of

the application.
‘Wm'mwer, the pw-,:lnln_y of the existence of

Rev, 23. Jan. 1970

,whmh is ready f

lications must, i

_ p()‘islbl? nmerfemncos
_ this book should be re

_wrappers or dmwmgs ,
this hook may mclude notes as t

termining whethe ,
s, the Primary Examiner must decide the

~question. The Patent Interference Examiner
: maﬁ however, be consulted to obtain his advice.

Group Director should be consulted if it

is believed that the circumstances justify an

interference between applications neither of
or allow;mce. ;

.Ol (e ) Comspondence Under
" Rule 202 [R-23]

(‘onespondeme under Rule 202 may be

necessary but is seldom required under present

txce
eparamm /or interference beticeen ap

. plicauom, pﬂ:hmimtry inquiry of junior applicant.

In order to ascertain whether any question of pri-
ority arises between appllcatlons which appear to in-
terfere and are ‘otherwise ready to he prepared for

L ,lnterrerence, any jumm' applicant may be called upon
__to state in writing under oath or declaration the date

and the character of the earliest fact or act, susceptible
of proof, which can be relied upon to establish concep-
tion of the invention nunder conglderation for the pur-

pose of establishing priority of invention. The state-

ment filed in compliance with this rul 11 be retained

by the Patent Office separate from the

and i€ an interference is declared will be opened simul-
taneously with the preliminary statement bf.' the party
filing the same. In case the junior applicant makea no
reply wlthin the time specified, not less than tlxirly




© 1101.01(d)
susceptible of proof, which
 establish conception of the

nsideration. Such affidavit or
become a part of the recor
.does any. correspondence
nior. : Ant . affidavit or declaration,
writing under oath or by makin r, will become a part of the interference
the date and the character of ~ record, if an inter: e is formed.

166.1 Rev. 23, Jan, 1970



1) The name
a conference

£ th
] _al] wance.

Jivigin

yr not_the appli ed ‘
enefit of the filing date of th ier applica-
g subject matter. ‘L
1ore applications are owned
same attorney, it should be <o stated.
(5) Only th
interference or, if various ag
1 are claimed, the broades
feature, need

, b the claims are
not present in either of the applications, a pro-
posed count should be set out in this letter,
(6) Any other points which have n bearing
on the declaration of the interference should be
stated. s .
Amendments or other papers filed in
ses held by the Law Examiner bearing on the
question of interference should be promptly
forwarded to him. Cime
(8 Letters of
duplicate,

1101.01(f) Correspondence  Under
: " Rule 202, Not an Action

ontheCase

Correspondence under Rule 202 is not an
action on the case. Hence, it cannot serve to

extend the statutory periocif the case is await-

ing action by the applicant.

1101.01(g) Correspondence  Under
" Rule 202, When and
When Not Needed [R-

231, ...

After July 1, 1964, eorrespondence under
Rule 202 was greatly eurtailed since interfer-
ences between pending applications with more
than six months difference in effective filing

~and th 19} ! -
ontlined in the next sec on. When a “Disap- o

gnee, or are presented by the
broadest claim’prcaposed;for o

of an inven-
laim to each

applieant, the Law

submission should be in

mp the letters
pproved” or “Dis-.
1ay require, and return.
1y e Examining Group.

If the earliest date alleged by the junio
der Rule 202 fails to antedate the fil-

ing date of snior applicant. the Law Ex-
aminer disapproves the proposed interference
xaminer then follows the procedure

proved” letter is returned to the Exnmining

Group it is accompanied by n note to he at-
‘hed to the senior party’s case requesting the

Tssne and Gazette Branch to return the case to

the Law Examiner after the notice of allow-

‘sent., e .
Where the junior party nired by Rule
2012, states under oath or declaration a dateofa

fact or an aet, susceptible of proof, which would

_establish that he had conceived the claimed in-

vention prior to the filing date of the senior
Sxaminer approves the
Fxaminer's proposal to suggest claims and the
Examiner may then proceed with the prepara-
tion nf the cases for interference,

SEALING STATEMENT

~ When an interference is to be declared in-
volving a{)phcmwns which had previously been
<nbmitted to the Law Examiner for corre-

~spondence under Rule 202, before forwarding

the files to the Board of Patent Interferences,

the Fxaminer should ascertain from the Law

Exuminer if any such statement has heen filed
and. if so. get thisstatement and forward it with

the files. , ‘
“The oath or declaration nnder Rule 202 be-

- eomes a part of the interference file in contra-

distinetion to the applieation file as in the ease
of an affidavit or declavation under Rule 131 or
Lide 204 but, like them, is subjeet to inspection
o the opening of the preliminary statements.
When the formation of an interference be-
fween two parties is necessary, all other appli-
eants claiming the contested invention should
be placed in the interference irrespective of
thoir filing dates or of any dates alleged under
Lule 202, provided there is no statutory bar to
the allowanee of the elaims in the other appli-
cutions,

Rev. 238, Jan, 1970




Rt g - iﬁnior pai‘ﬁ}’
f ration deriRulew

fails to overcome the
party and if the interfe
clared (note that an
ssary for other reasons]
slication will be sent to
possible and the conflieti
applicant will be rejecte
granted. A shortened p
 set in the senior party's ca :
 After the senior applicant’s applicat
been. passed for issue _application is
to the Law Examiner by

attached to the application
letter to that applicant u
_pay the issue fee, t .
that prosecution of

- be promptly resumed
closure then being available p _art.
treating the claims of the junior application,
The Examiner may make a supplemental action

on the junior applicani’s case when the senior

applicant’s patent issues,
 IxtEmst ProcEDTRE

__In the meantime the junior party’s applica-
tion will be treated in aeccordance with the
following : . o

"

Where a junior party after correspondence

under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he

substantially as follows:

In view of Rule 202. action on this case (or
on claims 1, 2, 4. ete.. indicating the conflict-
ing claims and elaims not patentable over the
senior party’s case) is suspended for six
monthe to determine whether an interference
will be declared (unless these claims are can-

cant should eall up the case for action. ,
The letter should include the usual action on

what, if any, elaims are allowable,

Rev, 23. Jan, 1970

I‘
A
P

, he L« - by the Issue and Gazette
Branch in aceordance with a note to that effect
and he writes a

%1

reaches the case for action will write a letter

celed). At the end of the six months appli- '

the remaining claims in the ecase, indicating !

the junior

else occurs te

onle
NIpW

date.

informed as to the progress of the senior appli-
nd cite the patent with appropriate
_to the junior applicant immediately

~ T£. ar the end of the six months’ suspension.
it appears likely that the senior application will
he passed to issne within the next six months.
action on the conflicting claims and claims not

patentable over the senior party’s case should

again be suspended for a period of six months.
ourse, if the first suspension was directed
ertain claims only and the usual action was
11 o1 other claims, it is ssary for the ap-
licant 10 make such response as is required to
he action on the other claims.
If. at the end of the first six months’ suspen-
11. there is no likelihood of the senior party’s
' tion being put in condition for ajlow-
within the next six months and the only
unsettled question in the junior party’s case is

?‘h"—’, disposition of the cliims on which action

ended, then the interference should be

_If the junior application is in issue when the

_interference is discovered and, in correspond-

ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn frow issue
(see “Letter Forms Used in Interferences.”
< 1112,04) and a letter sent informing him that

e interfering claim or claims and claims not
satentable over the senfor party’s case cannot




 applicant copi
ation withou

subject matter o
ding claims of one

wo or more applications
gy, but te to substantially the

same patentable subject matter, the examiner 8
if it has been determined that an interference ghould
' red, saggest to the parties such claims a8 are
fon in the same

nt the suggested ,
nendment) within a specified time, not less than 80
ys, in order that an interference ‘may be declared.
 The faflure or refusal of any applicant to make any
claim suggested within the time specified, shall be
taken without further action as a disclaimer of the
invention covered by that claim unless the time be
(e) The suggestion of claims for purpose of inter-
ference will pot stay the period for response to an
Office action which may be running against an appli-
- cation, _unless the claims are made by the applicant

_ within the time specified for making the claims.

(dy When an applicant presents a claim §o his ap-
plication (not suggested by the examiner as specified
in this rule) which is copled from some other appli-
cation, either for purpose of interference or otherwise,
he must so state, at the time he presents the claim and

identify the other application. o

Although the subject of suggesting claims is
treated in detail at this point in the discussion
of u prospective interference hetween applica-

tions, some of the practice here outlined is also

between counts should be one not taught by the

1690

(d

uc
h are to form the issue
ould be claims already
er of the applications, yt
' found in the applications
satisfactc xpress the issue it may be
ry to fra aim or claims reading on
applicat early expressing the
interfering subject matter and suggest it or
them to all parties. Whether selecting a claim
already presented or framing one for suggestion
to all parties, the Examiner should keep in mind
that where one application has a less detailed

_ disclosure than others there is less chance for
_ error in finding su port in all applications if

language is selected from the application with
the less detailed disclosure. \

"It is not necessary that all the claims of each
party that read on the other party’s case be
suggested. The counts of the issue should be
representa laims and should be materially

different, Stated another way, the difference

rior art. and should have a significant effect
in the subject matter involved. In general, the

broadest patentable claim which is allowable

‘in each case should be used as the interference

count and additional claims should not be sug-
gested unless they meet the foregoing test as
to material difference. In determining the
broadest patentable count the Examiner ould

avoid the use of specific Innguage which im-

poses an unnecessary limitation.. Claims not
patentably different from counts of the issue are
rejected in the application of the defeated party
after termination of the interference,

The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already made those claims. .

Where necessitated by the respective dis-
closures, one or more applications may be in-
volved on # claim which differs from that of

Rev. 20, Apr. 1960



" counts of the interference, and, on the other

parties
aiso ca

rhose inte!
» other party or
requiring such representation, in fur-
1gs before the Patent Office involving the
pplication or patent in which the confliet-
ing interests exist. . -
)&iﬁqﬂtion] s.houldkbe,” iven to both
at time claims are suggested
claims are suggested'toﬂqs):fybne par ‘
tion of the persons to whom this letter 1s mal
should be made on all copies. (See 8
1112.03.) The attention o ‘the Commissioner

is not called to the fact that two,ctmﬁictm% :
af

jes have the same attorney until an actu
interference is set up an

in section 110201,

n u;% the Examiner of Interferences as
explain

1101.01() Suggestion of Claims, Ae

| . tion T ,
. of Suggesting Claims

At the same time that the claims are sug-

gested an action is made on each of the applica-
tions that are up for action by the 'Examiner,
whether they be new or amended cases. In this

wa ible motions under Rule 231(a) (2)
m’g 3) may be forestalled. That is, the action

on the new or amended case may brin% me%ght
patentable claims that should be includ hm

hand. the rejection of unpatentable claims will
serve to indicate to the opposing p th
position of the Examiner with respect 1
claims. .

The Examiner is required to inform each
a;;;;;limnt, when the interference is declared
what c¢laims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to, and many advantages in, giving this
information when suggesting claims, :

Where in a letter suggesting claims to an
applicant for interference, the Examiner states

1

that none of the claims in the case is patentable

Rev. 20, Apr. 1960

‘explained.

jes.  (See section
d then it is done by Ifs ;

Be Made at Time

end of the

 times
__are not thus made within the specified time, the

are suggest ,
period determined by the Ex s
than 30 days, is set for reply. See
10.02(c): ... . T i
Should any one o '

 make the claim

within the time s

entable thereover a

that he has disclaimed th ,
they are directed. If ‘applicant makes the
pested claims later they will be rejected on the
same ground unless the delay is satisfactorily
d. (See section 706.03(u).)
01.01(n) Suggestion of Claims,
After Period for Re-
- sponsc Running Against
. Case  [R-20]0 .
gested claims are made withi  the time

specified for making the claims, the applicant

_ may ignore other outstanding rejections in the

application. Even if claims are suggested in
an application near the end of the period for
response running against the case, and the time
limit for making the claims extends beyond the
riod, such claims will be admitted
if filed within the time limit even though out-
side the period for response (usually a three
month shortened statutory period) and even 5

though no amendment was made responsive to e
the Office action outstanding against the case

the claims. No por-

at the time of suggestin
: ovided the ap-

tion of the case is abandoned

plicant makes the suggested claims within the

pecified. However, if the sugge ed claims
case hecomes abandoned in the absence of a
responsive amendment filed within the period
for response. See Rule 203(c). \

1101.01(0) Suggestion of Claims,

_Application in Issue or in

Interference
An application will not be withdrawn from
isue for the purpose of suggesting claims for
an interference. When an application is pend-




resulting fro
claims, using {

in issue will not

of interference unl
shall be made in the

in the time specified by
letter suggesting claims
the Group Directo

the tim exp ! ,
gible issuance of the application as a

should the issue fee be paid. To further ?r?su e
plication. the

against the issuance of the ar N,
Examiner may pencil in the blank space labeled

«“Date paid” in the lower right-hand corner of
the file wrapper the initialled request: “Defer

, The issue fee is not applied
to such an application until the following pro-

cedure is carried out.
YWhen notified

for interference.” '

the Issue and Gazette Branch requesting that
jssue of the patent be deferred for a period of
three months due to a possible interference.
This allows a period of two months to complete
any action needed. At the end of this two
month period, the application must either he
 released to the Issue and Gazette Branch or be
_ withdrawn from issue, using form at § 1112.04.

When an application is found having claims
to be suggested to other applications already

involved in interference, to form another inter-

ference, the Primary Examiner borrows the Jast

2 Rule 204 Interference 1ith a patent ;. i
declaration by junior applicant.. (a) The fact that one

more than three months subsequent to

_ or more corroboratin

hat the issue fee has beenre ’
ceived, the Examiner shall prepare a memo to

aminer finds the case to be otherwise fn condition for

of the parties has already obtained n patent will not
prevent an interference. Although the Commissioner
has no power to cancel a patent, he may grant ano
patent for the same invention to a person W

 interference, proves himself to be the prior int

" (b) When the effective filing date of an a|

is three months or less subsequent to the effe

filing date of a patentee, the applicant, |
terference will be declared, shall file an
declaration that he made the {nvention in

in this country before the effective filing date of the
_ patentee, or that his acts in this country with respect

to the invention were sufficient to establish priority of
invention relative to the effective filing date of the
tentee. , o ; -

(¢) When the effective filing date of an applicant is
' e effective
1 efore the in-
terference will | r , two copies of affi-
davits or declarat '

by himselt, if possible. and by one
witnesses, supported by documen-
tary evidence if avajlable, each setting out.a factual

 deseription of acts and circumstances performed or ob-

_ served by the affiant, which collectively would prima
facie entitle him to an award of priority with respectto

' the effective filing date of the patent. This showing must

be accompanied by an explanation of the basis on which

"‘he believes that the facts set forth would overcome the

effective filing date of the patent. Failure to satisfy the
provisions of this rule may result in summary judg-
ment against the applicant und@f rule 228 Upon a
showing of sufficlent cause, an affidavit or declaration
on information and belief as to the expected testimony
of a witness whose testimony 18 necessary to overcome
the filing date of the patent may be accepted in leu of
an afdavit or declaration by such witness. If the ex-

the declaration of an interference he will consider this
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e interferen 1d be the broader claim

as between the patentee and the applicant
" Thus, if an immaterial limitation is excluded,
 the count of the interference should be a co
 of the modified patent claim as

Card, 112 (

- adequately take care o ' all

here is an interference in f
a patent and an application but th
les to the applicant making the ex

be wholly elimin
to broaden the ¢
irte Card a

In some cases, tI i
eation, although for the same
tion in fact as the patent claim
narrower than the elaim of the pat
such circumstances, the applicant
permitted to copy the clai
as_exactly as possible, modif
substituting language ba

rower diselosure for the limitation in the utem
In declaring

claim which he can not make,

_ required to either make a showing in justifica-

sed npon his own nar- thes !
~application elaim i

. IImem CLATMS A Mu.x on Grove or 6

rmitted to copy the
by substituting his
 6-member group in

should be declared with the ex-
tent claim as the count and it should be
ndicated that the claim in the application cor-
responds substantially to the inter erence count.
CLOSURE

N PATENT CLAIM

he disclosure in the applica-

or the same invention in fact

‘claim, is somewhat broader than

n of the patent. Under such circum-.

ances, if the ap t presents a correspond-
ing broader clai d makes a satisfactory
showing, as by as g that his best evidence
lies outside the exact limit of the patent claim,
in declaring the interference, the application

claim should be used as the count of the inter-

ference and it should be indicated on form PO~

850 that the count is a modification of the patent

claim. If in presentin such a broader ¢laim, the
applicant has not made a showing, he should be

tion of excluding a limitation of the patent claim
or to copy the exact patent claim. If the appli-
cant then presents a satisfactory showing, the
is used as the count of the
interference as explained above, If the appli-

the interference, the exact patent claim should  cant copies the exact patent claim, the patent
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there being no distinction in suﬁmnce between
_ the two ranges. ~ '
" If, in seeking interference the applicant
actory showing
~_the ranges ;
in the interference count, the inter-
y be declared having as a count the
pa aim modified by substituting his ran
of 10 to 90 for the ra
im. Rule205(a).
pplicant may seek such sub-
i er the interference is declared
_ the exact patent claim by filing a motion

10 to 20

~ substitute a count with the broader range sup-

_ported by a similar showing.
1In either case where the a

_that the count is a modification of the patent
claim. . L '

T the applicant elects to copy the exact patent |

claim, the interference should be declared with
~ the patent claim as the count. "

1L Patest CramMs A MarxvsH GRoOUP OF 5

MeypeERs, 00
Application discloses a Markush group of 6
members, including the 5 claimed in the pat-
ent, there being no distinction in substance be-
tween the two groups.

If there is o sausfactm?y showing, the inter-

ference is declared with the application claim
having the 6-member group as the count and it

should be indicated that the count is a modifica-
tion of the L:etent claim, :

In the absence of a showing, or if the appli-
cant elects to copy the exact patent claim, the

f the necessity

In e re lication claim is
accepted as a count, it should be indicated in
~ the interference notices and declaration sheet

172.1

satisfactory showing of
luding the sixth member
i 1e may be rmitted

n modified by sabsti-
p for the 5-member

ISCLOSURE BROAD-
, E ASPECTS AND NAR-
ROWER IN SOME ASPECTS THAN
 PATENT CLAIMS

Some cases inay include aspéCts kof both A and
B, above. Such cases should be appropriately

 treated by the same general principles outlined
. Examples

involving yini’xed ‘Vaspects :

" . ~ I PaTteNnT CLXms A?”RANGE m‘*l-lo TO 80
e of 20 to 80 in the P et ,

,Ap%lgcation discloses a ,\:ran%)e of 20 to 90,
there being no distinction in s ce between
he two ranges. L o
) The applicant may be permitted to pre-
t a claim which includes the range of 20-90,

. :indthe interference should be declared with a
~_count covering the range of 10-90, and it should
~ be indieated that the count is a “phantom” count.

by writing the word “phantom” beside the num-
ber of the patent c

the Examiner must attach a copy of the count
to the form P()-859. ' ~ i

(b) If the applicant presents a claim which
includes the range 2030, the interference should
be declared with the exact patent claim as the
count and it should be indicated that the claim
in the application corresponds substantially to
the interference count. However, the applicant
may subsequently, if a satisfactory showing is
made, move under Rule 231 to substitute a count

_ which additionally includes the range of 80-90.
Upon the granting of such a motion, the inter-

ference is redeclared with a count coverin;’g the
range of 10-90 and the word “phantom” ap-
pears beside the number of both the patent claim
and the application claim on the notice of
redeclaration. '

Rev. 22, Oct. 1061

ber -Jaim and the application
claim on form PO-350. In such circumstances,




application
_interferen:

8 re ;]ared Wlﬂl a “phan- .
ing a Markush group of all
I patent and disclosed
: d[;‘phratmn and this Sh(m]d be indicated
: 1 by cal anentxon

] declaration pulpers ' :
"p]mntnm next to the number of t
sponding claim. Care should be raken 1o he sure
that the corresponding application claim con-
tains only the 6 member group disclosed in the
application.

This count is established only for. mterfer-
ence purposes and thus provides a situation

h does not restrict either party as to any

ony or exhibits offered as to the disvlosed
embers included in the count. Such a “phan-

1" count is only for interference purposes
and cannot otherwise appear as a claim in either
of the cases since it has no basis therein. Fur-
ther, such a “phantom” count must e patentnb]e
over the prior art.

The practice outlined .ﬂmve should be Te-
stricted "tuatmns where the inventions
claimed » patent and disclosed in the
application cloarly the same, <o that there
13 lrnly an interference in fact.

57

1 claim is narrower

patent claim, indicate

(subst.) or (s) be-

the nitmber of atzon clazm.

Where theappl

ase a copy of

rount ached to the for

The result of (1) and (2) ,

count, other than a phantom count, will be iden-

tical to the claims in the cases beside it on form
PO-#50 having no indicator.

For rejection of copied patent clmms see

section 1101.02(f)

Rul» 205. Interference wnhapahmt copyiny cla'lms
from patent. (a) Before an interference will be de-

clared with a patent, the applicant must present inhis

pplication. (-opies f all the claims of the pntent which

also define. his invention and such clnim« must  be

patentab!e in the application.” However, an interfer-
ence may. be declared after copying the claims exclnd-
ing an unmaterlal imitation or vuriation if such
1mmaterial limitatl
' or if the applicant otherwise

wing in Justification thereof.

1 nppl cant presents a claim copied or

pied from a patent, he must, at the

time he pre the clalm. identify the patent, give
the namber he patented c¢laim, and srmclﬂmlly
apply the of the-copied clgim to his own' dis-
nlens the elaim is copled ‘in_response 1o a
fo11 by ttw Office. . The examiner will call to the

€ ummiwxmwr’s attention any instance of the filing of

nn wptimtion or the presentation of an amendment
eopying or substantially copying vlalms trom n patent
withont calling atteminn to that mot and ldentifvlng

. the patent.

Rule 200, lnwrﬂ'rcwm with a patent; vmims Amprop-
erly ‘copied.  (n) Where claims are copled from a
patent and the examiner is of the opinion that the
applivanz can make only some. of the claims so copied,

Rev. 22, Oct, 1969
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second pas
: vithout an interfer-
ice set forth hereinbelow ap-
_patent and a;;*pendin% e
, nly assigned. If
totibned el et g " there is a commo! _a rejection
?a!l:lit” ‘ , ined in section 305 shou'C. X ade if

. L the

hen an interference wi ‘ ent. ' : .
jt should be ascertained be : ~ A patent claiming the s me invention as that
en whether there is common own . being claimed in an application. can be over-

report must be placed in both the ap come only through interference proceec ings.

nc‘tlw‘putentedﬂﬁl@:when the pap Where the effective filing date of the applica-

' an_application . a  tion is prior to that of the patented |:":J)phcation 0

pate: , end the Exam-  noaffi avit or declaration is requi '

_Iner, U ) I the effective filing date of the ap i
a patent, should onths or less later than th
the patented file t Assignment , nted application, the applicant must subm

notation as to owner - _affidavit or declaration that he made the inven-

, L i _tion prior to the filing date of the patent, even

ERENT UROT ‘ though there was copendency between the two
re copied from s patent clas- applications, Rule 904(b). The affidavit_or

, 1 Group, the propriety of de- eclaration may be made by persons other than

g th (if any) is decided by ' applicant. See section 715.04. . .

_ and the interfer declared by the Group f the effective filing date of the applicant is
where the copied s would be classi- re than three months later than that of the
fied. In such a case, it may be necessary to patented application, the applicant is required -
transfer the application, including the diaw- by Rule 204(c) to mit a showing by affi-
ings, temporarily to the Group which will davits or declaratio cluding at least one by

 declare the interference. A print of the draw- roborating witness. and documentarv, ex-
:nos should be made and filed in the Group | s setting forth acts and circumstances which

y dicti Slica- proven hy testimony taken in due course

ce involving

.

d provide sufficient basis for an award of
o ority to him with r o the effective filing
date of the patent application. In connection
, ould d ‘with a requirement for a showing under Rule
ences shonld esolved by agreement be- 204 (b) or (¢), or in ex’amining'suchvajshowing
tween the Examiners of the Groups “con-  Submitted voluntarily, the Examiner must de-
g , possi ly in consultation with termine whether or not the patentee 13 entitled to
" Directors involved. . the filing date of an earlier domestic or foreign
' .. applieation. A determination that a divisional

1101.02(a’ v e Claim or continuation relationship is acknowledged in
l - 02(.) g::g;:‘g [R‘f“é;‘]s Fro : he heading of the putentpis sufficient for this

. ; e ~ purpose as to a parent application thus men-
A large proportion of interferences with a tioned. Tn the case of a foreign application
pat riw;jthrtm‘fh the initiative of an appli- this determination will not be made unless
cant in copying claims of a patent which ,Yms the necessary papers (Rule 55(b)) are alrendy
come to his attention through citation in an of record in the file, including a sworn trans-
Office action or otherwise. Jation of the foreign npplication if it is not, in

the English language. Where the henefit of

If, in copying a claim from a pafent_an
error is introduced by the applicant, the Ex-  such earlier application is then accorded the
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by the Ex T on the extent of
. ining that it includes an allegation relat-
. i?lg to priority of at least one date prior to the
_effective filing date of the patentee. Absent
ch a date, the deficiency should , ,
d the copied claims rejected on the patent
a time limit for respense under Ru e 203.
ch an allegation is present and the inter-
rence is otherwise proper, the Examiner will

174.1 Rev. 22, Oct. 1060




_ the sufficiency
~ be made where it is cle r ,
that the showing relates to an invention of .
-different charactel

he Examiner may. re-
nd reject the copied

not a Ty
claims of the a}:
 the patent. If it appea
is claiming the same invention as is claimed in
 the patent and that the applicant is able to
_make one or more claims of the patent, a state-
‘ment should be included in the rejection that

_the patent  overcome by an affidavit

131 but only through
ote, however, 35

n 1101.02(f). If

P
‘,1319 the ca
claim of th

or declaration under Rule 131 and requiring the
applicant to make the Selected claim as well as
any other claims of the patent which he believes
find support in his application. If necessary. the
applicant should be required to file the affidavit
_ or declaration and showing required by Rule
204. In making this requirement, where appli-
_cable, the applicant should be notified of the

_ fact that the patentee has been accorded an
~- earlier efféctive Ating date by virtie of a patent

_ or foreign application. A time limit for response
should be set under Rule 203. In any case where

an applicant attempts to overcome a patent by

means of affidavit or declaration nnder Rule
131, even though the Examiner has not made
a rejection on the ground that the same inven-
tion is claimed in the patent, the claims of the
patent should be examined and, if applicant is
claiming the same invention as is claimed in the

patent and can make one or more of claims of

the patent, the affidavit or declaration under
Rule 131 should be refused, and an action such
as outlined in the preceding part of this para-
_ graph should he made. If necessary, the require-
ments of Rule 204 should be spacified and a

from that of the copied

nt which the applicant clearly
can make should be selected, and an action
should be made refusing to accept the affidavit

~ Boardof Patent Inter ei'en

9, If the affidavits fail

pplicant to an
ive filing
an order will be issued con-
e notice of interference, requir-
o show cause why summary
»e renderc rainst him.

1 affidavits in response to s
; ered unless justified by a
visions of Rule 228, and

~ (Rule 247) and

the original showing (Rule 22

entitled to present his views with respect
thereto. o o

4, Tt is the position of the Board of Patent

Interferences that all affidavits submitted must
‘describe acts which the affiants performed or
observed or circumstances observed, such as
structure used and results of use or test, except

on a proper showing as provided in Rule 204(c).
Statements of conclusion, for example, that the
invention of the counts was reduced to practice,
are generally considered to be not acceptable.
Tt should also be kept in mind that documentary
exhibits are not self-proving and require ex-
planation by an affiant having direct knowledge
of the matters involved, However, it is not nec-

_essary that the exact date of conception or rg.. .. ..
duetion to practice be revealed in the affidavits
- or exhibits if the affidavits aver observation of

the necessary acts and facts, inclnding documen-
tation when available, hefore the patentee’s
effective filing date. On the other hand, where
reliance is placed upon diligence, the affidavits
and documentation should be precise as to dates
from a date just prior to patentee’s effective
filing date. , L L

The showing should relate to the essential
factors in the determination of the question of
priority of invention as set out in 35 USC
102(c). .

5. The explanation required by Rule 204(c)

should be in the nature of a brief or explana.

tory remarks accompanying an amendment, and
Rev. 22, Oct. 1060




] in the patent
, not be granted
, Ppre ings, the patent
ted and one claim of the patent
nt clearly can make should be
he applicant should be required
he selected claim as well as any other
e patent which he believes find

,, his application. o
. pplication claims an invention pat-
entably different from that claimed in a pat-
ent, which discloses the same subject matter as
that disclosed in the application but which has

, 80 that a distinct patent could be

to the applicant without interference

dings, the patent should be only cited to

plicant. Thus, it is left to the applicant

_ to determine whether he wishes to and can
_copy the claims of the patent.

1101.02(c) Copying Claims From a

~ Patent, Difference Be-

tween Copying Patent

Claims and Suggesting

Claims of an Application
[R-22]

The practice of an applicant copying claims
from a patent differs from the practice of sug-
gesting claims for a prospective interference
nvolving only applications in the following

respects . :

ae)c No correspondence under Rule 202 is
coniducted with a junior applicant who is to
become involved in an interference with a pat-
ent but, instead, an affidavit or declaration under
Rule 204 is required.

(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
o claim is suggested for a prospective inter-
ference involving only applications.
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'made had he been in

r than the filing date of the

not required by the Office does not constitute a
response to the last Office action and does not
operate to stay the running of the statutory pe-
riod dating from the unanswered Office action.

such claims before the expiration of the stat-
utory period, by operation of Rule 212 stays
the running of the statutory period.

tent claims by the
[ an immaterial limitation or vari-
the applicant can not make or upon
y Rule 205(a) ), where:
_interference €

betwee

ey or agent pre
copied or subst Ily copied from a patent
without indicating its origin he may be «
to be seeking, obviously improper]

a claim or claims to which the applicant isnot

entitled under the law without
Examiner may be led
~ different from what

to “call to the Commissioner’s attention any
instance of the filing of an application or the
presentation of an amendment copying or sub-

stantially copying claims from n patent with-
~out calling attention to the fact and identify-

ing the patent.” ” L
1101.02(e) Copying Claims From a

- Patent, Making of Patent
Claims Not a Response to
Last Office Action

The making of claims from a patent when

" The declaration of an interférence based on

1101.02(f) Copying Claims From a

Patent, Rejection of
Copied Patent Claims
[R-22]

Resection Notr ArpLICABLE 10 PATENT
When claims from a patent are made, the

application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. Examples of

possession of all the facts. .
‘Rule 205(b) therefore requires the Examiner




ar from the dai

n applicant is per-
mitted to copy a patent claim outside the 3
_ period if he has been imi 1bx
the same subject matte
See Thompson v. | i
USPQ161:InreF ) T
99: Andrews v. Wi , 1952 C.D, 176
SPQ 27: Inre T . 1954 |
PQ 93; Emerson v. Beach, 1955
45; Rieser v. ,W’ll'amls, 118

pointed out in

; ds that
a patentable to applicant ar
one other is, the Examiner should at once ,
ate the interference on the claim or claims con-

sidered patentable to ~=;3Fp1icant, rejecting the
pli

_ others, leaving it to applicant to proceed under

Rule 231(a) (2) in the event that he does not

uiesce in the Examiner’s ruling as to the
rejected claims. . .

Vhere all the claiiﬂisffcopiedv from a patent
are rejected on a ground not applicable to the

patentee the Examiner sets a time limit for
reply, not less than thirty days. and all subse-
quent actions, including action of the Board
on appeal, are special in order that the inter-
ference may be declared as promptly as pos-
sible.  Failure to respond or appeal, as the
case may be, within the time fixed, will, in the

disclaimer of the invention claimed.

While the time limit for an appeal from the

final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where

the remainder of the case is ready for final

action, it may be advisable to set a shortened

statutori 1od for the entire ease in accord-

ance with Rule 136,

distinction between a limited time for
reply under Rule 206 and a shortened statutory
period under Rule 136 should not be lost sight
of. - The penalty resulting from failure to reply
within the time limit under Rule 206 is loss of
the claim or claims involved, on the doctrine of
disclaimer, and this is appeniable; while failure
to respond within the set statutory period (Rule

a patent, and
or more of them
cant and at least

© aminer’s letter,

~ s, o _reached initsregularorder.. . ... ..
. absence of a satisfactory showing, bedeemed 2~~~ ached in its regular.ord

-settin

176.1

. Further,a

mit set in ac-
t

~one day late under Ruﬂ;’.ﬁ period,
what the excuse, results in abandonment.
s if asked for in a extensi
er period may be gra
provided that extension does n

six month statutory period.
~ Copep Ovtsioe Tive Lmrr

Where 1 patent claim is Su%‘ ested
applicant by the Examiner for the

_ establishing an interference and is nol
~ within the time limit set or a reason
_ tension thereof, an amendment

thereafter will not be entered with

presenting it

of the Commissioner. =
rejection of copird patent clai

~ times creates a situation whe

_periods for response are running agair
‘application—one, the statutory period dating
from the last full action on the. case; the
other, the limited period set for the response
to the reiethon either first or final) of the
patent claims, This condition should be
avoided where possible as by setting a short-
ened period for the entire case, but where un-
avoidable, it should be emphasized in the Ex-

In this connection it is to be noted that 2 reply
to a rejection or an appeal from the final rejec-

“tion of the patent claims will not stay the run-

ning of the regular statutory period 1if there is
an unanswered Office action in the case at the
time of reply or appeal, nor does such reply or
appeal relieve the Examiner from the duty of -
acting on the case if it is up for action, when

Where an Office action is such as requires the
of a time limit for response to or z:g-
peal from that action or a portion thereof, the
Examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
See § 71004,

RESECTION APPLICABLE T0 PATENT AND
ArrLicATION

If the ground of rejection is applicable to
hoth the cﬁlli.ma in the application and the claims
in the patent, any letter including the rejection
must have the approval of the appropriate
Group Director.

Rev. 22, Oct. 1060




p Direc
, , forward-
ing letter of § 1112.08 and before mail-
__ingthe decision on motion. o
~ The decision on such a motion should avoid
any comment on the patentability of the claims
See Noxon

alreadv granted to the patentee,
v, Halpert, 128 USPQ 481.

1101.02(g) Copying Claims From a

Patent, After Prosecution
of Applicatic
or Anplication
[R-22]

An amendment presenting a pat r
an application not in issue ually admitted
and mmpﬂy acted on. However, if the case
had been closed to further prosecution as by
final rejection or allowance

all of the claims,
or by appeal. such ent is not entered asa
matter of right. ‘ '

copies claims from a patent which provided the

basis for final rejection. Where this occurs, if
jection in question has been appealed, the

the
Board of Appeals should be notified of the
withdrawal of this rejection so that the appeal
m%hbe dismissed as to the involved claims.

ere the prosecution of the application is
closed and the copied patent claims relate to an
invention distinet from that claimed in the ap-
plication, entry of the amendment may be de-
nied. (Ex parte Shohan, 1941 C.D.1; 522 O.G.
501.) Admission of the amendment may very

-~ properly be denied in a closed application, if -
_prima facie, the claims are not supported by ap-

plicant’s disclosure. An applicant may not have
recourse to asserting a patent claim which he
_has no right to make as a means to reapen or pro-
long the procecution of his case, See § 714.19(4).

Arrer Notick oF ALLOWANCE

When an amendment which includes one or
more claims copied or substantially copied from
a patent is received after the Notice of Allow-
ance and the Examiner finds one or more of the
claims patentable to the applicant and an inter-
ferenee to exist, he should prepare a letter [see

n Is Closed
Allowed @

laim in

Letter Form § 1112.04], requesting that the ap-
m

. the pur-
h should

: refused. The following or equivalent
language should be emploved to express the
adverse recommendation as to the entry of the
copied or substantially copied patent claims:

- “Entrv of claims ____________ is not recom-

mended because (brief statement of basic rea-

sons for refusing interference). Therefore
ithdrawal of the application from issue is

_ not deemed necessary.” ,

1101.03 Removing of Affidavits or
. Declarations Before Interfer-

_ence [R-22]

When there are of record in the file, affida-
vits or declarations under Rule 131, 204(b) or

.. ange) they should not be sealed but should he
An interference may result swhen an applicant s gy i

left in the file for consideration by the Board
of Interference Examiners. If the interference
proceeds normally, these affidavits or declara-
tions will be removed and sealed up by the Serv-
ice Branch of the Board of Patent Interferences
and retained with the interference. '

. In the event that there had been correspond-

ence tunder Rule 202, this should be obtained
f;m?_ ]the Law Examiner and left (unsealed) in
the file, Do
Affidavits or declarations under Rules 131 and
204, as well as an affidavit or declaration under
Rule 202 (which never becomes of record in the .
application file) are available for inspection by

an opposing party to an interference when the
preliminary statements are opened. Ferrig v.
Tuttle. 1940 (\.D, 5: 521 O.(x, 523, :

The now opened affidavits or declarations
filed under Rules 131 and 24 may then be re-
turned to the applieation files and the affidavits
or declarations filed under Rule 202 filed in the
interference jacket, o .

1102 Pf'«eﬁamtion of Imerferencé
Papers and Declaration  [R-22]

Rule 207, Preparation of fnterference papers and
declaration of interference. () When an interfer-
ence is found to cxist and the applications are In con.
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‘?tbo-e ot his attorney or agert, and

: , dentify the appliution of
mhfowodnx purty serial number and filing.

1 ' 1 ee by the number and date of

the filing date of such prior ap n,

shall so state. Except as noted in paraguph
_ this section, the notices shall also set a sched

. ﬂmes for taking various actions as follows:

(1y For filing the mum!mry statements required
by rule 215 and serving notice of such filing, not less
tlmw months from the date of declaration.

(2) For each party who mes preliminary state-
ment to serve a copy thereof on each opposing party
who glso files a preiimmary _statement as required by
rule 215(b), not less than 15 days after the expiration
of the time for filing preliminary statements.

{3y For filing motions under rule 231 not legs than
4 months from declaration.

(¢) The notices of interference ahall be forwarded
by the patent fnterference examiner to all the parties,
in care of their attorneys or agents; a copy of the

- niotices will also be sent the patentees in person and, if
~ the patent in mtt«r!etence has heen gssigued, to the
asuigneen,
_(@y When the twﬁf*eﬁ sem in the interest of a patent
arg returned to the Office undelivered, or when ope of
the parties resides abroad and bis agent in the United
States is unknown, additional notice may be given by
publication in the Official Gazette for such period of
time as the Commissioner may direct,

(e) In a case where the showing required by rule
204 (c) is deemed insufficient (rule 228) the notice of
interference will not set the time scheduole specified
in paragraph (b) of this section but will be accom-
panted by an order to show cause by the Board of
Patent Inteferences as provided by rule 228,
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the followi
T ng s

, 9 5367

'Exammer and forwarded with the other

" notice, Therefore, a recent txtle report on all the

1102 01 (a) Initial Memorandum to

Patent Interferences is written on Form PO-

_ In declaring 'rtmdeclarmg an. mterferencef :
buld be borne in mmd i
) ould be made junior as
ior as to others, but that
hould be set up making the
lications junior in one in-
1or in the other.
.interference should be declared
; party to the interference is not
on every count.
at where an applicant. puts identical
l'cauons by virtue of one of
rty and of the

leaving the '

aApp mm to gar 1e may
the senior application either by motion to shlft
the burden of proof or by 1ntroduc1ng the
senior into the interference as evidence,”  (In
re Redeclaration of Interference Nos. 49,635
49,866: 1926 C.D. 75; 350 O.G. 3)
nitial \lemor'mdum and the files to be
ved are forwarded to the Interference
Service Branch. Any correspondence under
Rule 202 should be obtained from the Law

papers. See £1101.03. This same practice ob-
tains in the case of affidavits or declarations of
this nature in earlier applications the benefits of
which is accorded a party by the Examiner in
the initial memorandum. Such cases will be -
acknowledged in the Declaration papers.

Rule 207(b) requires inclusion of the name
and residence of any assignee in the declaration

applications and patents involved should be
obtained by the Examiner and forwarded with
the other paper‘s to the Board of Patent Inter-
ferences,

The inf ntmn tobe mc]uded in the initint-
ing mcm‘ m"ndum is set forth below :

the Board of Patent Inter-
ferences [R-16]

The initial memorandum to the Board of



'tmuatwn-m-})
vided on the

rule 55, ha
Primary Examii
1 clai

~ which are unpaten
mdwated,, the blanl

attenno of the partles ~
f the second'f

ially” hould appem' in
he_corresponding claims
able of claims, In
xactly correspond
' in the appligations an
be interfering, sce th ;
nation of the mlatmnsh:p of the
In any event, where one

of the ]'mmm;' yes not have a claim correspond-

ing exactly to the count, the Examiner
m(llc&.tc by the word “count;” nnd an
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ge and disputes as to th

counts. When dependent coun

_ avoided, as in the case of an

_a patent where one of the coun nd

claim, the count may likewise be dependent on ;

the count corresponding to the claim on which 7, : .

the dependent claim is founded. 1f necessary ; (a) Upon

a dependent claim may be the sole count of an ' eclaration of the interference, as

interference. o e Board of I’atent Interferences
o o will take jurisdiction of 111 then

1102.02 Declaration of Interference  become? contested casc. v

;[R-:-25]‘ . , (b) The primary examiner

The papers necessary in declar nter- :
ference are prepared in the Interference Service . . i
Branch. The notices to the parties and the Le declaration of interference is made when
declaration sheet are signed by a Patent Inter- the Patent Interference Examiner mails the
femmee Examiner, who institutes and declares 1028 of interference to the parties. The in-

 the interference b,y mailing the notices to the terference is thus technically pending before
 geveral parties to the proceeding. Thereafter the Board of Patent Interferences fr the
the appg: : ‘ date on which the letters are mailed, and from

ations and interference files are kept et > and 1r
in the Service Branch where they are also re- that date the fil the various applicants are
corded in a card index. ~ o opene gomspectmnfbyother parties. Rulc 226.
If an application that has been made special Throughout the interference, the interfer-

by the Commissioner becomes involved in an  eLce papers and application files involved are in
interference, the interference will be made spe- the }kefeping of the Sgrwce '_:,anCh except at
eial, provided the prosecution of such appli-  such times that action is required as for decision
V on. motions, final hearings, appeals, etc., when
they are temporarily in possession of the tri-

eation has been diligent on the part of the
applicant. See § T08.01. e 171 ; e {r)
, bunal before whom the partlcular_ question is

1103 Suspension of Ex Parte Prosecu- pending. : G ,
tion, Full or Partial -25 If, independent of that interference.actionns. . .7 js.
< Wule Bi8. Suspension of ¢z S o Pl fo one ore of the applications becomes neces- ; !
o o sary, the Examiner charges out the necessary
deciaration of the fnterferene : appiication or applications from the Service
nt an application s suspended, and amendments ad . Brageh by leaving a charge card. It is not
other papers received during the pendency of the I forocee) that the 1,’z -imary Examiner will need
terterence will not be entered or considered without = ¢ action for which he requires jurisdiction
the consent of ihe Commissioner. except as provided antire interference. However, if circum-
by these rules. Droposed amendments directed toward .. o5 arise which appear to require it, the Pri-
 the declarntion of an interference with another party . Inary Examiner should request jurisdiction
wiil be considered to the extent neccssary. kEx parte from the Board of Patent Interferences. ‘
prosecuticn as to specified matters may be continned . The Examiner merely borrows a patent file,

‘eoncurrently with the interference, on order from or  if m:adéd, %, where the pu\tont iz to be involved
in a new interference. .

with the consent of the Commissioner.
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ence is a patentee, no motion to dissol € nd :
that the subject : it is nnpatentable to Jic ccompanled by gn scention
’ i i o g w "ﬂ ding { ) question to the apphcatxon con-:

are not alrendy in that applica-

patmnw may be bmngm which is limited to such e o ~
_ters as may be considered at final hearing (rule 5R). 2 d) Al s;wcmed in parﬂgraph (a)
Where a motion to dissolve is based on prior art, s 1aracter, will be trans-
__lee on oppoxing parties must include copies of
prior art. A motion to dissolve on the .ground
. there iz no inwrference in fact will not be considered

or appucation or unlwn t relates to a count w
kclaim of an invo

agninst a patentee or hae heen ruled upon bv the Bnard
of Appealq or by a court in_ex parte proceedings :

pmnation a% m why 4 c:mmt pmwsed to be dded 1%
necessary or why a count proposed to be subs! zmed
g preferable to the original count, must demonstrate
patentability of the count to wll parties and must apply
the proposed count to all involved applications except
an application in which the proposed count orig
{37 To substitute any other apphcation owned by
him as to the existing fssue, or to declare an addi-
tional interference to include any other npphcannn
owned by bitn as to any subject matter other than the
existing jssie but disciosed in hic application or patent
involved in the interfercnce and in an upposing par
application or patent in the znwrferenwwhirh -rho 1d
be made the basis of interference with such other ;:artv:

Complete copies of the contents of such other applica-
tion, except affidavits or de-daratiom,umler rules 131, claims need not be signed or sworn to by the Inventor
202, and 204, must b served on all other parties andthe  in person, A second time for filing motions will not be
_ motion, mmstbe geeompanied by proof of such gervice -« et ‘and- subsequent motlons with respect to matters
(4) To be accorded the benefit of an earlier applic which have heen onice consldered by the primary ex-
tion or. to attack the Lenefit of un earlier m:plwmmn' aminer will not "‘”"“"m"“'“

which hag been aceorded to un umxming party in the A" ”“erfpr‘hlu(\ may He enl; llﬂl'(l or (]nnm.
notice of declaration. ~ ighed botl as to counts and applieations in-
(%) To amend an “f’*’“f*"‘*i applicat] di volved, or may be entirely dissolved, by nvtmns
ﬂ?fﬂu?’iﬁg the names of one or more invento ProO- taken Illl(l(‘l' [{"h» 931 "\f()(umh |M‘f(’)!‘(‘ the l')]‘l-
vided in rule 43, . . mary examiner” or under Ruln "‘%7 “Prisgolu-
_ (by Each motion must contain a full «tatement of  tion at the request of examiner”, The action
the groumds therefor and regsoning in support there: may be a2 substitution of one or more counts,

_of.  Any opposition to a m ion must be filed within t]l('n addition of countg or diszolution nsmnnp or

20 days of the espiration of the time set for filing more counts or as 1o all commnts, n change in the

motions and the moving lmrt& mab’ if lie desires, 7!!" ,1pp11(,mum by addition, substitution, or dmwlu-

prior art of rawrd in the pntent file. may be referrvd
y for the punmm of uumtm!mz the jssue.

(t) Upon the granting of a-metion to amend and the
ﬂduptiun of ‘the claims by the other parties sithin a
time speclﬂm! or tipon the granting of a motion to sub-
stitute anothe pluatmn. and after the oxpxratmn
of the time for filing any new preliminary statements,
a  patent mtvr{e retce” examiner  shall redeclare -1he
interference or shall declare siich other interferences
ax may be necessary to include said claims, A prelim-
Cinury staten s to the added elaims need not be

filed if a- party states . that he intends to rely on the
original statement and such a declaration as to added
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Q“" the
nd ob-
Board of

here the matter of sup-
s raised in opposition or
ny the motion

ti ;
application,

fotions to dissolve on the gronnt that one

_or more parties have no right to. he

~counts, : o
Motions to dissolve on the ground of no inter-
__ference in fact, o
Motions to convert an application to a differ-
_ent number of inventors ' .

fotions to substitute or involve another ap-

jcation in interference
upport for a count
ion or the Examine

‘motion for that reason, ,
Motions to amer involving modified or
' b i “phantom” counts, . e

) OHheR PO ' Motions to amend seeking to broaden a patent

m the expiration of the time . l] 810 AMENE seexiNZLQ o | fLa phoent
for filing an pposition to a mo- claim .m‘(.l an issue is un;ed with “‘?ﬁl""ft‘ to.
edigts e a reply brief the showing in justification. o
the date 8 ich opposition - Requests should he made to the Patent Inter-
o dissolve is fil ~ ference Examiner for the assignment of the
] Board member to be eonsulted. The econ-
sultation will normally be at the offices of the
S  Board of Patent Interferences, The Primary
ief are allow Examiner should nrrange a convenient time by
ling date of the latter telephone. In the case of motions to amend
. - o . or to involve another application the Patent
ter the expiration of the time for filing 2 Interference Esaminer will examine any oppo-
motions filed under Rule 231 are sition which may have heen filed and if the
"2 Patent Interference Examiner  question of right to make the pro hosed eounts
e finds them to be proper motio , 15 to any party is raised thereby, he will indi-
the case to the Primary ; cate in his letter transmitting motions the nec-
ation of the motions with an mc essity for consultation. If such indication is

in . not-made there~wilHw no necessity foi eonsnlia-
tion unless the Primary Examiner from his
e own consideration concludes that one or more
( o should promptly parties cannot make one or more of the pro-
“each motion transmitted by the posed counts. In this case he should inquire
seforence Fxaminer.  The decision of the Patent Interference Examinerasto w ich
member to consult, : ' i

wde the basis for any conclusions ;

by the Primary Examiner, Care - D AN sg . ‘ .

by the Primary Fxa 1105.02 Decision on Motion To Dis-
' solve  [R-25]

ken to specitically identify which
{ a count are not supported, or the
he specification which do provide By the granting of a motion to disgolve, one
he limitations of the count when  or wore parties may be eliminated from the
de a motion. The Examiner  interference; or certain of the connts may be
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See  § 13502
refereices discussed. in

ground that one or more parties

one or more counts it should be k
that the interference is dissol
count any appeal from a rejection base
is ex parte and the views of other parti

_ preserve the infer partes fornm for considera-

ound should not be granted where the deci-
on is a close one but only where there is clear
 basis for it. o ; :
It should be noted that if
ag upon the same ground fo
which ground will subsequently be t
rejection of the interference count
more parties, the interference should b
 solved pro forma upon that ground

~regard to the merits of the matter. This agree-

ment among all parties may be expressed in the
motion -pﬁ{)erg, in the briefs, or in papers di-
rected solely to that matter. See Buchli v. Ras
mussen, 339 0.G. 223; 1925 C.D. 75, and Tilden
v, Spodgrass, 1923 C.D. 30: 309 0.G. 477 '
‘Gelder v. Henry, 77 USPQ 223, o
Affidavits or declarations relating to the dis
elnsure of a party’s application as, for example,

on the matter of operativeness or right to make

shonld not be considered but affidavits or decla-
rations relating to the prior art may be con-
sidered by analogy to Rule 132,

If there is considerable, doubt. as to whether... .

~or not a party’s application is operative and it
_appears that testimony on the matter may be
- useful to resolve the doubt, a motion to
~ dissolve may be denied so that the interference

‘may continue and testimony taken on the point,

See Bowditch v. Todd, 1902 C.D. 27 0.G.
792 and Pierce v. Tripp v. Powers, 1925 C.D,
690t72,3160.G.3, , o

Where the effective date of a patent or pub-
lication (which is not a statutory har) iz ante-
dated by the effective filing dates or the alle-
gations in the preliminary statements of all
parties, then the anticipatory effect of that

JAE T G

interference will not be heard. In order o

tmﬁ of this matter a motion to dissolve on this

substitute or involve in interferenc

- an application in issue, the application should
be withdrawn from issue prior to decision on
The motioh only if thé motion i Fansmiftéd to = 7 7

the Primary Examiner after the issue fee has

been paid or the date of transmittal is so close
to the ultimate date for paying the issue fee that
the motion cannot he decided prior to that date,

“even though the Examiner may be of the opin-
ion that the motion will probably be denied.
but this withdrawal does not reopen the case
1o further ex parte prosecution and if the mo-
tion is denied the case is returned to issue with
1 new notice of allowance,

183

_date by hi
ons in his prelimi-
th v. Richards, 1905
Simons v. Dunlop,

hat only prio

3 i)el considered

hat patentability of the counts will not
considered. These court decisions re

to the final determination of priority,

r the interference has passed the motion

age; in the ordinary case a motion to dis-

olve may attack the patentability of the count

and need not be limited to matters which are

ncillary to priority.

1105.03

Motions by the interfering parti
made under Rule 231(a) (2) and (3) to
substitute counts to the interference and also to
: ‘other ap-
plications owned by them. It should be noted
that, if the Examiner grants a motion of this
character, he sets a time for the nonmoving

parties to present the allowed proposed counts

heir applications, if necessary, and also sets
1e for all parties to file preliminary state-

ents as to the allowed proposed counts. An

lustrative form for these requirements is given
it §1105.06. If the claims are made by
some or all of the parties within the time limit
set, the interference is reformed or a new inter-
ference is declared by the Patent Interference
Examiner. - , ‘

If a motion under Rule 231(a)(3) relates to

For form see § 1112.04,

“The case should then be withdrawn from issne

Rev. 25, July 1970




_ hand, if

motion iod, sec
named tmein,'
access thereto is ,
and the motion may be tr
ent Interference Examine ransmii
onsidered and de« by the Primar
ithont regard to the question of
 whether the moving party’s case lready in th
interference discloses the sub
oposed claims .

~ Contrary to the p

all parties agr
dissolution, the co

_ motion to amend or to s
icati ot result i

oosed counts are patental
the applications mvolved.

references have been cited rinst proposed

»

_ counts by the parties, it is the .Jxan"z}zger's'dugyf' ,
to cite such references as may anticipate the

proposed counts, making a search fo

A
» should be exercised, in

hat any counts to be added to
rence differ niaterially from the
and from each other, and that
itional interferences likewise if-

rially from the counts of the first,
ference and from each other § 110L01¢j).

A good test to apply is whether d rent

proofs may be required to prove priority as, for

example, in the case of a generic original count

ount to a species, or vice
If the answer is affirmative, the motion to
the proposed count should be granted
a patent is involved, all of the patent

v

which the applicant ean make must be ine

as counts of the interference.

and a prope

The Examiner should also be careful not to

pefuse neceptance of n count broader tlian orig-

Rev. 25, July 1970

of invention set for
the mere statement tha

the broadest origina
will not be limited in
e or more features

inal

ow the parties o submit

y both counts.
larations are oc
of opposition to motions
ite counts or ap; slications. The
: t il

f a party’s app
ter of operativeness or right
be considered, but aflidavits
ting to the prior art may be
analogy to Rule 132, = ‘
under Rule 231(a) (2) or (3) is
s of a reference which is not

the party inv

Rule 237, although normal st for recon-
ideration of decisions inder Rule
' Rule 231(d).

ations should not be
opened to the inspection o posing parties
and no reference should be made to the dates
\ sther than

reference has been overce
other affidavits or dec

. they remain sealed until the prelin
ments for the new counts are ope ed

‘A member of the Board of Patent Interfer-
ences must be consulted in connection with mo-

tions to add or sibstitute one or more counts
or applications where the matter of right to

make one or more counts is raised in an opposi-
tion to the motion or the Primary Examiner
wishes to deny a motion for that reason al-
though it has not been raised by a party. 1In

the event the consulfation ends in disagreement,

the matter will be resolved by the Assistant
Commissioner, o




benet a prior applicatic ,
{a)(4). These may involve shifung
n of proof or merely giving a party

ofit of an earlier date which will not
the order of the parties. They may

] - order to show cause

hose ary state-

he ‘earhe v

nce of the e

doubt r appli-

in the

] there being i

for denying the partys right

shiould not be given the earlier record
The denial of a motion to shift the burd
proof does not 2(,19{3148'8 a party of the
of the earlier app }icm ion upon whic

tion was based. He e
1 hearing (Rule 258) and he may

viewed at fin ing | .
introduce that a plication as part of his evl-

‘dence to be subject to argument by all yarties
and to be considered by the Board of Patent
Interferenc See Greenawalt v. Mark, 1004
1In deciding a motion of this natut is usu-
ally advisable first to determine exactly which
counts will be involved in the final redeclaration
of the interference, The practice in deciding
the motion should then follow that set f()lftﬁ
in the case of In re Redeclaration of Interfer-
ences Nos, 49,655
75; 330 0.G. 3. In accordance with the last
stated case, no party in an interference should
be made junior as to some count: d senior as
to others. Therefore, if, in considering a mo-
“tion to shift the burden of pmof, it is found
that the moving party is entitled to the benefit

- of an earlier iilctll application as to some counts
but 1ot as to other counts in the same interfer-
ence, the motion should be denied. '

lier filed, allowable application d

single species (including chemical
tions) is n construetive reduction to
of a count expressing the genus provi ed con-
tinuity of disclosure has beel
tween the earlier application and the involved
application either by copendency or by a chain
of suceessively copending applications, _
suel an applieation is constructive reduction

1105.05

e may have the matter re- parties will be notified of the reason to be considered.

" the ‘interference is before the primary. examiner for

5: 49,6365 49566: 1926 C.D..

In aceordance sith present practice an ear-
composi-

ractice
1\ maintained be-

Where

185

f the
‘the order of
e placed up
all the counts |
_earlier application
 ather party. ‘
filing for Priority see

ution on Primary Ex-
aminer’s Own Request Unde
 Rule 237 [R-25] “

Rule 237, Dissolution at the request of examiner,.

D ol

If. during the pendeney of an interference, 2 reference
or other reason be found which. in the opinion of the -
primary examiner, renders ail or part of the counts
_unpatentable, the attention of the Board of Patent
Interferences shall be called thereto,
may be suspended and referred to the primary exan-

The interference

ner for consideration of the matter. in which case the

Arguments of the parties regarding the matter will
be considered if filed within 20 days of the notifica-
tion. The interference will be continued or dissolved in
accordance with .the determination by the primary
examiner. 1f such reference or reason be found while

determination of n motion, decision thereon may be
incorporated “in the decixion o the motion, but-the
parties shall e entitled to reconsideration if they
have not submitted arguments on the matter. e
Rule 237 covers dissolution of an interference

on the Primary Examiner’s own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
Two procedures are available under this rule:

First, if the Primary Examiner finds a refer-

ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-

sion on this newly discovered matter “may be '
incorporated in the decision on the motion, but
the parties shall be entitled to reconsideration
»if they have not submitted arguments on the
matter” (Rule 257). This sae practice obtains

when the Primary Examiner discovers a new

reason for holding counts proposed under Rule
231(a) (2) or (3) unpatentable.  Under
this practice, the Primary Examiner should
state that reconsideration may be requested
within the time specified in Rule 2Hi(c).
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1 where the Primary Examiner raises the
on of patentability of the count, atten-

applications, a ref
tention of the Exs
to the interferenc
of record by the Exami ,,
Examinerof I Rule 237,
. If,in an rfere volving an applica-
tion and a patent, the applicant calls attention

to a reference which he states anticipates the
_jssue of the interference, the Examiner of

Interferences will forthwith dissolve the inter-
10 ¢ Primary Examiner will there-

upon rejec claim or claims to the applicant

on his own admission of nonpatentability with-

ot commenting on the pertinency of the refer-
ence. Such applicant is of course also esto pped

from claiming subject matter not patentable
over the issue. A reference cited by the pat-
entee which is applicable against the claims of
A reference newly

~the patent, will be ignored. ,
“diseovered by the Primary Kraminer is treated
in aceordance with % 1101.02(f). ' ‘
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Diffe

for more tha

_conclusion on which denia

ed to Noxon v. Halpert, 128 _ applieation is to be added

" If, in an interference involving two or more

~* considered obvious.

ions arrived

re must be ta
limitations of a cou

»r the portions of the
rovide support fo

vhen necessary
different grounds urged for
lar action, such as dissolution
should be referred to and decide
motions. When a motic
ground of no right t

itations
‘a motion,
seeking a particu-
or example,
s separate
n to dissolve on the
ke urges lack of support
one portion of a count and is
>xaminer should indicate which
unt_he considered not to be

granted, the
portions of the

~ disclosed in the a?’plic'a on in question. The
~ same practice appll

: es enying a party the
benefit of prior application. .
Motions to amend or to substitute an appli
cation, if unopposed. do not require any state-
nt of conclusion if granted, but a denial
1d be supplemente statement of the
 based. If an
stituted and the
oxam yas determined that it is entitled to
the filing date of a prior application by virtue
of a divisional. eontinuation or continuation-
in-part relationship. the decisi should so
state. ' .
MOTION DECISION EXAMPLES
The motion by Brow dissolve on the
ground of unparentabil “all parties over
X in view of Y is den he combination
of references propose the motion is not

The motion b
ground that .J
connt is granted.
expression ...
the Jones disclosure. , ~

“The motion by Jones to substitute proposed

count 2 for the present connt is granted.

The motion by Jones to add proposed
connt 3 is denied.  The expression *
is considered to be ambiguous. '
~The motion hy Smith to shift the burden
of proof is granted. :




any changes in |
‘may have been effe
Al b

_nonmoving pa
svmding" to the newly ad
all parties to file prelimir

‘paragraphs should nke

them. Suec
lowing form: f
_ desire to contest priority as to proposed
__count 2, they should ass
to their respectiy )
fore ______. .-, and fai
within the time allowed w
disclaimer of the subject matter thervof.

On or before . .-, the statements
demanded by Rul et seq. with respect
to proposed count 2 must be filed in a sealed

_envelope bearing the name of the party filing

pplications on or be-
y %0 assert 1t

186.1

«Should the partiés'?Smith and Brown
assert it by amendment

taken as a  copying allowed proposed «

a prelim

o

quired
'(\!elope bearing his name and the number and
title of the interference,” '
The decision should close with a warning
statement such as the following: ,
- No reconsideration (Rule 231(d) second

sentence).” ‘ ;
 The time periods fixed i y decision for
and for filing
preliminary statements shonld oriinarily be the
same and a period of 30 dnys should suffice in

_most _cases. However, where mailing time is

materially longer, as to the West Coast or for-
eign countries, or when an attorney and inven-

Rev. 26, Oct. 1970

Rules 215 ef seq. in a sealed en-




In this case the Examiner’s
should include a statement to the effect
nsideration may be requested within
specified in Rule 244(c). See § 1105.05.

such approval. Fo
~ “Approved as to
 burden of proof.” e ' . '
_ After the decision is signed by the Primary es where necessi-
Examiner and rtP per clerieal entry made,  tated by a decision on motions under Rule 231
» complete inrerference rd will be done by a Patent Interference Examiner,
3ranch of the Board of Patent  the papers being prepared by the Interference
; for dating and mailing or for the  Service Branch. The decision signed by the
Board Member’s signature if t Primary Examiner will eonstiture the author-
consultation: ' ization.,” The sam '
 The motion decision is entered in the | declaration of as
__of the interference file: it sho :
_ following information and be set forth in this
order: . '
Date_____*Dec. of Pr. Ei:

If some of the motions ha

1106.01

_..Grante Ll . ; o
r‘aﬂ!’t’c’l nng . Various procedures are necessary _after de-
others denied. the Iast entry will be ~Granted ""'Sl’:‘?' on l{“ :“?t(']‘m The following g‘?‘?em‘
and Denied”, wrse, if ull the motions  T'He m‘? Je stated: ; vl

have beer x A v will be “De ) If the total result of the motion d
nied.”  If a date for copying allowed proposed

_ consists solely in the elimination of counts, the
connts and for filing preliminary statements elimination of parties or a shifting of the bur-
isns been set, this <hould also be indicated at the

den of proof, no redeclaration is necessary.

vindd of the line b : The motion decision itself constitutes the pa-

< Amendment and Statement due__ ..o ber deleting counts or parties and s likewise

re examples of entries which should adequate notice of the shifting of the burden
Le interference brief in the section | B ‘

of proof.
isions on Motion™ (Form PO-222)

If the motion decision results in any
addition or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration papers. The old counts should re-
tain their old ninmbers for ease of identification.
(3) Since all of the necessary information
concerning an application to be added or sub-
stituted shonld appear in the motion decision
or on the face of tlhe application file no separate
communieation from the Primary Examiner to
the Patent Interference lixaminer is necessary
or desired. ~

The Patent Interference Examiner will de-
termine whether or not the nonmoving parties.
of Decision [R-23] have copied the proposed counts which have
S ‘ been admitted within the time allowed and if
Petitions or requests for reconsideration of o they have, he will proceed with the redeclara-
decision on motions under Rule 231 or 257 will tion.  If a party fails so to copy a proposed
not be given consideration. Rule 2310d) see- count und thus will not he included in inter-

: stocounts2ands
Dissolved as to Smith f
Counts 4 and 5 admitted
These entries should be verified by the Pri-
mary Examiner, . v
Determination of the next action to be
taken is made Ly the Service Branch of the
Board, Examples of such action may be redec-
Inration, entry of judgment, or setting of time
for taking testimony and for filing briefs for
_ final hearing. [R-23] ,

'1“05.07 Petition for Reconsideration

187 Rev. 23, Jan. 1970
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Rule 238 Addition of mow party by craminer. .
during the pendency of an interference, another
appears, claiming substantially the subject matter i
 issne, the primary examiner should notify the Boar

of Patent Interferences and request addition of such
wase to the interference. Such addition will be done as

4 matter of course by a patent interference examiner,
_if no testimony has been taken. If. however, any testi-
motiy may have been taken, the patent interference
~vaminer «hall prepare and mail a notice for the pro-
possd new party, Adisclosing the tgsue in interference
and the names and addresses of the interferants and
of thetr attorness or agents, and notices for the inter-
ferants disclosing the name and address of the said

purty and his atterney. or agent, to each of the parties,

setting a rime for stating any objections and at his
discretion a time of hearing en the question of the ad-
miesion of the mew party. If the patent interference
examiner he of the spinion that the new party should
he ndded, he shall preseribe the conditions imposed
upon  the proceedings, including a suspension if
appropriate. .

Rule 238 states the procedure to he followed
when the Examiner finds, or there is filed, other
or new applications interfering as to some or
as to all of the counts. The procedure when
any testimony has been taken differs consider-
ably from the procedure when no testimony has
heen taken. }!gmwever, the difference does not
involve the Primary Examiner but rather af-
fects the action taken by the Patent Interfer-
ence Examiner.

wary  Examiner forwards Form
PO-550 sceompanied by the additional appli-
cation to the Interference Service Branch,

Fev, 24, Jan, 1070

Ht’h’e’ parti

- become final.

hose counts
- omitting

the counts which are inclu
In this easethe fact tha

xaminer’s Entry in [nterférence
hsequent to Interference

ninated either by d
d of priority to one of
¢ r case the interference is
returned with the entire record to the Exam-.
iner as soon as the decision or judgment has

After the files have been returned 'to:,rh_e

Examining Group the "Primarx Examiner is
the

required to make an entry on index in the

_interference file on the next vacant line that

the recision has been noted, such as by the

words *Decision Noted” and initialed by him.
The interference file is returned to the Service
Branch of the Board of Patent Interferences

when the Examiner is through with it. There it

_will be checked to see that such note has been
_made and initialed hefore filing away the inter-

_ference record. < :

1108 Enrv ‘of Amendments Filed in
| R oo

Connection With Motions

This section is limited to the disposition of
amendments filed in connection with motions
in an application involved in interference, after
the interference has terminated.

The manner of treating other amendments.
which are filed in an application during the
course of the interference, is discussed in a
separate seetion (§1111.05). :

nder Rule 231(c) an applicant is required

to submit with his motion to amend the issue

or to substitute an application, ns a separate

paper, and amendment embodying the proposed

claims if the claims are not alrendy in the ap-
plication concerned. I the ease of an appli-




jeant is informed of

 the Office for incl

be accompanied b

paid in connection
s ;

.d the amendment is
on on the motion 18

the motion is not granted, the

g]lx left in the file, is not en-

is granted only in part and

ed as to another part, only so much of the

amendment as is covered in the gran of the

motion is entered, the remaining part being in-

dicated and marked “not entered” in pencil.
{See Rule266.) ;

~ that app
__prosecutien fo
~ though additional claims had bee
~under Rule 231(a)(2).

nent in the first

termination of

therwise ready

plicant is notified that the applica- -

able and the Notice of Allowance
' ourse, that prosecution is
nt the amendnent ha

closed a
rollary to this pr
wh ecution of th
had been closed prior om of
rterference, as by being in condition for issue
n may not be reopened to further
lowing the interference, even
presented
The interference pro-
ceeding was not such an Office act relieved
the case from its condition as the doctrine of
ox parte Quayvle, 1935 C.D. 113 453 O.G. 213.
It should be noted at this point that, under

the provisions of Rule 262(d), the termination

of an interference on the basis of a disclaimer,

concession of priority, abandonment of the in-
‘vention, or abandonment of the contest filed by

an applicanr operates withput further action as

a direction 1o cancel the claims involved from

the application of the party making the same.

Itev. 23, Jan, 1070



e
winning

al m

matically restored

and the cases of all

__ex parte action as their res
may require, even though,

-

the Court of Customs and P
filed, the losing party to th
file a suit under 35 U.S.C. 146. 1In a case wher

_ a patentee is the losing party, and flice is
 notified that a civil action und /
_ has been initiated, the files wi
 to the Examining Group until after that actio
has been terminated. e date when the pr

ority decision becomes final does not mark the

beginning of a statutory period for response by

the ag:pliaant. See Ex pa

C.D. 8,525 0.G. 3. .
If an applicatior

issue for inter

jssue” is placed on the file wrapper together
with a new signature of the Primary Exam-
iner in the box provided for this purpose.
Such a notation will be relied upon by the
Issue and Gazette Branch as showing that the
application is intended to be passed for issue
and make it possible to sereen out those appli-

cations which are mistakenly forwarded to the  °
- Issue and Gazette Branch during the pendency

of the interference.
See £1302.12
erences discu m

1109.01 The Winning Party [R-25)

h respect to listing ref-
motion decisions.

The winning party may be sent to issue de-

spite the filing of a suit under 35 U.S.C. 148
by his opponent in an interference solely in-
_ volving pending applieations. Monaco v. Wat-

son. 106 1.8, App. D.C. 142: 270 F. 2d 335 122
T'SPQ 564. In an interference involving a

the Office will not send the application to issue

195

S.C. 146

“econtains an unanswered Office action:

rte Peterson, 1941 :
. oo unanswered Office action.,
had been withdrawn from
, nce and is again passed to

issue, a notation “Re-examined and passed for

case had not been closed, generally may be

patent where the winning party is an applicant,

ains an un-.
ection stand-
he interf:

wever, the application of the";wi'n'n(ing '

¥ contains an unanswered Office action, the .
) he applicant of this
~ fact and requires response to the Office action

xaminer at once notifies the

within a shortened period of two months
running from the date of such notice. See Ex
parte Peterson, 1941 C.D. 8; 525 O.G. 3. This
procedure is not to be construed as requiring
the ﬁreopeninf_.v of the case if the Office action
had closed the prosecution before the Exam-
iner. - '
The following language is su
fving the winning party that

ﬁested for noti-
is application

 [1] “Interference No. __.._ has been term-

inated by a decision favorable to applicant.

 Ex parte prosecution is resumed.

However, this napplication contains an

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO SUCH

ACTION 1S SET TO EXPIRE TWO

MONTHS FROM THE DATE OF THIS

- LETTER.” '

‘The winning party, if the prosecution of his

allowed additional and broader claims to_the
common jpatentable subject matter. (Note,
however, In re Hoover Co., Ete., 1943 C.D. 338

rty of the interference js not denied anything

_he was in possession of prior to the interference,
nor has he acquired any additional rights as a

result of the interference.  His case thus stands

~ asit was priortothe interference. If theappli-

cation was under final rejection as to some of its
claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.

~After termination of the interference a letter
~is written the applicant, as in the case of any

other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod of two months within whieh to file an

_appeal or cancel the finally rejected elaims.

Rev. 28, July 1970
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‘making the sam ndon-
ment of the con See
£1110. The inte
claimed, concedec
canceled  from the ap
filing the document whic
adverse judgment. '
_ If the judgment is ba
an those referred
; graph', the
erence counts
rty should

of without fljrther ac-

r and are not open to fur-

: , Accordingly, o
_ pencil line should be drawn through the claims
as to which a judgment of priority adverse to

applicant has been rendered, and the words

~ “Rule 265” should be 'w;'itten in the margin to

neil line. If these
d by the applicant
1y for issue, these

indicate the reason fo
claims have not be

and the case is otherwise r
notations should be replae

_passing the case to issue, and th
notified of the cancell &

ndment. If an action is necessary in t

ite ie applican

numerals),-as to which a j
ority adverse to applicant has

seny. render
stand finally disposed of in accordance with

_ Rule 265.” .

T4, as the result of one or both of the two
_ preceding paragraphs all t laime in the aEe-
plieation_ are eliminated, a letter shonld
written informing the applicant that all the
claims in his ease have been disposed of. indi-
cating the circumstances, that no claims remain
s«ub;ect to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications. Pro-

or review by civil netion was due if no appeal
or civil action was filed. !

party

_vention defined in the interferenc
_ reRisseet al, 154 USPQ1: 54 CCPA 1405,
~ Where the winning party is an applicant,

, by a line in red
ink and the words “Rule 2657 in red ink before

ceedings are terminated as of the date appen)

ery. qu of
vhich might have been
ned in the interfe
n 51

vinning party
ire, cannot be denied

The distinction which should be borne in
mind is that, with regard to interference

_estoppel. the losing party is only estopped to

obtain claims which read directly on disclosures

- of subject matter clearly common to both the .

winning, party’s an]iCation and that of the

 losing Jgart,yﬁ; but, that, with regard to prior art
_ (includi ‘

ng prior invention), the losing party
nnot obtain claims to subject matter whichis
her barred under 3 . 102(g), or ren-
lered obvious under : 103, by the in-
ce counts. In

reference should be made only to the application
of -.__..i. .. , the winning party in Interfer-

(Name) ! . y o
, but the serial number or the filing

g

No. ; ;
date of the other case should not be included in
the Office Action. However,a losing applicant
may avoid a rejection based on unclaimed dis-
closure of a winning patentce. When notice
is received of the filing of a suit under 35
U.S.C. 146, further action is withheld '

.. application of the-party filing the suit. N

ter to that effect need be sent. ‘ o
 When the award of priority is based solely =
~upon ancillary matters, as right to make, and

is in favor of the junior party, the claims of
the senior party, even though the award of
priority was to the junior party, are not sub-
ject to rejection on the ground of estoppel,
through failure to move under Rule 231(n) (2)
or on the disclosure of the junior party as prior
art (Rule 257). S

1f the losing purty’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
addition, rejections as unpatentable over the

Rev, 25, July 1970

194




of to Jenable Thin
d on the successful part
ferred to the atem Inter
of this nature.
. Where the rejection 1s base
h erference,
to have a copy of th
! g for the issue can be inter]
sht of the applicant’s. own dmwmg as
ell as that of the successful party.

a
Tt may be added that rejec
" failure to move under Rules 231 (’e )

ay app]y where the interference

n ent of pri
here it is ended by dissolution
Iawmer. Ru 2‘31(9.) (‘3) nmv limits the

See £1110. 1

, See § 1108.
pect to listing refere es
n demsmns If the grounds
are also npphcab]e to the non
y €y unpatentability of the sub-
f the interference, the Examiner
turn of the files to his Group,
ations of the non-
sponding to the
erfer n the grounds stated
tls roper. oreferto the "ap-

-~ (Name) :
2 but nelt her. ,the Serial

; 114 yr nor the ﬁlmg date of such application. i
should be mcluded m the Oﬁice actlon. o

Rev. 25, July 1970




ved claims from
262(d)).
. iration are clim- .
paragraph of § 1109.02 for 1 ! 1 the |
; o ~ particular interference may be kept separate
‘ : _ and distinet, all motions and papers sought to
 be filed therein must be titled in and relate only
to the particular interference to which they be-

_ inat
theactiontobe taken,
~ Rule262(b) readsin part:

* Upon the Sling of such abandonment of the contest
or of the agplfcaﬁm.' the interference shall be dissolved

as'to tha parht)y. but such dissolution shall in subse-

_ Under these circumstances, it shou

that, pursuant to the last sentence o

262 (b), supra, the party who abandons the cc
test or the application stands on the same foo
ing as the losing party referred to in £ 1100

" derRule2310r237 [R-26]

1, following the dissolution of the interfer-
ence under

should be rejected on the
The senior of the parties, 1n accordance with

Rule 257, is exempted from such rejection.

Where it is only the junior parties to the inter-

ference that have common subject matter addi- = *%

““tional to the subject matter of the interference,
the senior fl this subgroup is free to claim
this common ect matter. Rule 231(a)(3)
now limits the doctrine of estoppel to subject

matter in the cases involved in the interference.

See §§ 110503 and 1109.02, ,

1111 Miscellaneons '
1111.01 Interviews [R-16]

 Where an interference is declared all ques-
tions involved therein are to be determined
inter purtes. This includes not only the ques-
_tion of priority of invention but all questions
relative to the right of each of the parties to

ese circumstances, any junior
pa‘rtz files claims that might have been included
in the issue of the interference such claims
ground of estoppel.

¢ interferences

- When there ¢ m
to the same sub-

pending in this Offi

Ject matter, or in which substantially the same
_applicants or patentees are parties thereto, In

order that the record of the proceedings in each

long, and no motion or paper can be filed in any
interference which relates to or in which' is
joined another interference or matter affecting
nother interference.
The Examiners are also directed to file in
I interference a distinct and separate copy
their actions, so that it will not be necessary

_ to examine the records of several interferences

to ascertain the status of a particular case.

- : .  This will not, however, apply to the testi-
- 1110.02 Action After Dissolution Un-

_tice will be returned to the parties filing them.

mony. All papers filed in violation of this prac-

- 1111.03 | /Overlapping' Applications
~ [R-26] |

Vhere one of several applications of the
inventor or assignee which contain over-

4 lapping claims gets into an interference, the
- prosecution of all the cases not in the interfer-

hould be carried as far as possible, by
as prior-trt the coumts of 't it

ference and by insisting on proper lines

vision or distinction between the applications.

1In some instances suspension of action by the

Office cannot be avoided. See § 709.01,

Where an application mvolved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divizional application for the application ovig-

Rev. 26, Oct. 1970




 volved

partles,no Interers
an applic

o that all part
y 1dent1cal sub

| c)mma and clalms not patentable over the ap-

- plication under security status) conflict with

those of another appl cation, However, the
security status (of the other appli
'your application) does :
tion of an interference. ngly, :
the apphca ions is suspended for 0 long as this
_ situation continues. ,
~ “Upon removal of the securltv status from all
applications, an interference will be declared.”
The letter should also mdxcate the allow-

1111.0;.
.  Interference [R-26]

The dlsposnmn of amendments filed in con- :

notions in applications involved

in an mte erence. after the interference has

Pmmary F mmer, “after having g&ten juris- |
volved application for the pur-. .
ting a claim or claims for inter-

. 4[@ of ;

ference with another J)arty and for the purpose
of declaring an additional interference, the
Examiner enters the amendment and takes the

proper steps to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an applieation in-
, inan interference is reecived, the
~ Examiner inspects the amendment and, if neec-
ossary, the application, to determine whether
or not the amendment affects the pending or
any prospective interference. If the amend-
ment is an ordinary one properly responsive

Rev. 26, Oct, 1970

e with {:’I:e interference proceeding
and if it relates to the appe
~_ treated like any similar an

. the folléwmg lmer Wl“ be sent to all partles. _ nary appealed case.

 (indicating the conflicting

tion) or (of .
i m fact, it does so.

Amendmenu Fnled Durmg .

_cation at the time of forming the interference

the disclosure of the application will, prima

, . r peal o the Board
als is being con ucted concurrently
(see §1103),
, 1t should be
n ment 1n an ordz-

‘When an amendment ﬁled during mterfer-," |
ence purports to put the npplwutxon in condi-

__tion for another interference either with a
_pending ﬂppllcatlon or with a Yutent the Pri-

- mary Examiner must personal
determme whether, :

, y consider the
amendment suﬂiclentl

08 the endment presents allowable clalmsk

dn'ected to an jnvention claimed in a patent or
_in another pending application in issue or ready

for issue, the Examiner borrows the file, enters
the amendment and takes the proper steps to
mttmte the second interference.

~ Where in the opinion of the Examiner, the

| proposed amendment does not put the applica-

tion in condition for mterference with another
application not involved in the interference

~ the amendment is placed in the file and marked

“not entered” and the applicant is informed
why it will not be now entered and acted upon.
See form at §1112.10. Where the amendment
copies claims of a patent not involved in the
interference and which the Examiner believes
are not patentable to the applicant, and where

- the- application is- open to fuvther ¢ pirte e
~ prosecution, the file should be obtained, the

amendment entered and the claims rejected,
setting a time limit for response. If reconsidera-

tion is requested and rejection made final a time
limit for appeal should be set. Where the appli-

was closed to further ez parte prosecution and

facie, not support the copied patent claims or
where copied patent claims are drawn to a non-
elected invention, the amendment will not be
entered and the applicant will be so informed,
giving very briefly the reason for the nonentry
of the amendment. See Tetter Form in § 1112.10.




the interfer
ed to in the motiol
nined in the same

should be ascer-

( e 1,’usefﬁ] and essen-
” ttention must be given

i e
n inter partes proceed

same applicant ot party i

the mc

the application from

§ 1112.04. Third, if the

affidavit or declaration

ication contains
er Rule 131, this

access to the application.
'1111.07 Conversion
o oint to Sole or Sole

, for simplicity, the subject of this

itled “Conversion of _Application
o Sole or Sole to Joint,” it in-

. where an. application is con-
ase or increase the number of

, i)jted after declaration

r to expiration of the
the matter is treated

time set Jor filing motions, ,
as an infer partes matter, subject to opposition.
That is, the filing of conversion papers during
this period whether or not accompanied by &
formal motion will be treated as a motion under
Rule 231 (a) (5) and will be transmitted to the
Primary Examiner for decision after expiration
of the time within which reply briefs may be
filed, along with any other motions which may
have been filed. If conversion is permitted,

St eail O e T4

e
must be sealed because the opposing parties have

of Apﬂicdtion

197

y has c , the Interference

‘ 1 general defer consideration

of the matter to final ring for determina
‘the Board of Patent Interferences.

y case where the Examiner must de-

e question of converting an application
must, of course, determine whether the le-

al requirements for such conversion have

en satisfied. just as in the ordinary ex parfe

~ treatment of the matter. Also as in ex parte
situations the Examiner should make of record
the formal acknowledgment of conversion 18
 required by §201.03.
A party may occasionally seek to substitute
an application with a Jesser or greater number
of applicants for the application originally in-
_volved in the interference. . Such substitution

. i treated in the same manner as the conversion

of an,’_in,vqlved\ application as descrlbed gbove'. 0

111108 Reissue AppliqatiOn Filed

 While Patent Is in Interfer-
ence ’[R,—26] -

' Ca‘rek,’sh'oul'd bé'itaken‘that a reissyuyéfof a pat- |
ent should not be granted while the patent is

f the Commissioner. e
If an application for reissue of a patent is
le the patent is involved in interfer-
attention of the Commissioner before any ac-
tion by the Examiner is taken thereon. ‘
‘Such applications are normally forwarded by
_the Applieation Branch to the Office of the
Solicitor. A letter with titling relative to the
 interference is placed in the interference file by
~ the Commissioner and copies thereof are placed
in the reissue application and mailed to the

parties to the interference. This letter gives
notice of the filing of the reissue application and
generally includes a paragraph of the following
nature: :

The reissue application will be open to in-

gpection by the opposing party during the in-

Rev. 26. Oct. 1970

d in an interference without approval

_ence, that application must.be. called to the.- o



_and the matter will

vil action under the
146, relative to the i
should be called to the
ference Service Branch in order that
ereof can be made on the inde
interference. o
en notice is received of

withheld on the app
_ the suit. No letter t

tev. 26, Oct. 1970

ect need be sent.

partes basis;' L v ,
1111.11 Patentability Reports.

Thefquestrion of Patentability Reports
arises in interference proceedings

_ proper oceasion for may occur in decid-
Ee

otions. appropriate, Patentability

A Report practice may be utilized in deciding
$ . motions and the procedure should follow as.

closely as possible the ez parte Patentability

Report practice.




experience they ma

faction whie

will

Requests for certifics

joinder or nonjoinder o
are referred to the Solicit

nventors in a patent
rs Oftice for consid-

If the patent is involved in interfer

vhen the request is filed. the ma
inter purtes. Service of rhe request

1

tter will be

_poli¢y

1112 Letter

on the
s, the
; to the
ermining
onforms to applica
_the interference
ncerning the request
PP party as well as to the
ty. Issuance of the certificate will be
d until the interference is terminates ‘since
dence adduced in the interference may haven
aring on the que of joinder,  also
140201,

prim
decision

orms Used in Interfer-

~_ences

_ Forms are found in Chapter 600 of the

¢

Manual of Clerical Procedure whicli gives de-
 tails
copies, typing format and handling.

s to the starionery to be used, number of

Rev. 23, Jan. 1970




_John Wentworth et &1

ALCANT

EVi#'C. Seone
Press Buildin
Washington, . €. 20007
lease f‘r?u} hetow o communics o the EXAMINER in charge of tmis sceiication.

Commissioner of Patents

‘gve’ suggested

for the {wcmw'ﬂ intérference;

| APPLICANT $HOTLD WAKE THE CLATM(S) BY
taliow not lep# thas 3% devs, usually 65 days), FPAILIE 10 DQSQ WILL
BE CONSIDERED A DISCLADEE OF THE SUBJECT MATTER L'7OLVED UNDER THE

PROVISIONS OF RULE

W,C,J00ES :pef
5572804

12‘.03 Same Attorney or Agent in Applications of Conflicting Interests [R—23}

_ The following sentence is usually added to the letter suggesting claims: o ‘
Letention is called to the fact that the attorrney (or agent in this application is also the
attorney gm’ agent) in an ap{)]icnti(m of another party and of different ownership claiming

substantially the same patentable invenition as claimed in the above-identified application.

Beeew, 23, Jan, 1970




- piled
- (allowed) _
Director, Operation

it il t¢qﬁ¢lt¢d'th8Fxfhe aboveééntitied dppiicbtion béfwifhdrawnf'77“

frow iasUGVfOr thB Pﬁ:P°’¢u9f, '  f?‘  ?, o t"f(Exnminér~§ro-

'videa'necesna‘wnre;sgn 'of de§i tes one of a - e beléw)}:
Thg,isiqé fee has (or has not) been paid.
| Respectfully,

' Exauminer

' JCWILLIAMS :fwa

interference,*anothér'party having made claims suggested

a. . 00 E
to him from this application.

interference, on the basis of claims
(specify) copied from Pat. No. _ ‘

intérfetéﬁce, applicant having made claimsHsuggeated to
him. i ' , S

rejecting claims  (specify) on the implied
disclaimer resulting from failure to make the claims

suggested to him under Rule 203.

deciding a motion under Rule 231(a) (3) involving this
application, the issue fee having been paid, or, the
motion cannot be decided prior to the ultimate date for

paying the issue fee.

Reev, 23, JJan, 14450




% rypeweitien,
The pasti

L 7 : {z After terminar; interference,'this application
FiLED (Ma, Day, Year) C 1wl beheld Wik, examination undes Rule

 June 10, 1965

The following ¢! 12, 13

will be held sabiece T entable over the
issue in the event of ¢ adverae to
~applicans, : = :

if opplicable, check and ps 7111 im
(] M.P.E P 1102.0V/e;

Smith et sl (Pat. — : i
e e . ) . L Afer reemination of thes incerference, this applicetivn
SEMAL NUMBER PILED Mo, Dey. Year; will'he heldsubjece sher esamination under Role

Ny ; i 06
816,322 | sy 15, 1965 "

Accorded benetir of
SEfAL NUMBER

as unpatentable over.the
priovity adverse to

16 opplicable, chock and or 51!

LAST KAME OF FIRST | in appropeicte paragraphs
E from M.P.E.P. 1102.01(6} , : 4

J After termination of rhis suterierence, this application

SERIAL NuMEBER LR M, Dy, Veee, : will be held subrect 2o riexamination endet Ruly

g § ; ;
| 713,042 1 April 3, 1965
Ateurded banelic of - : The following ¢laims ,
GEHIAL RUMBES : FLbT Mo Bay, Ve, sondoel] be held subjece toire rtis ar wnpatentable over the
: ‘ : issue In the event of a8 avary M isiority adverse to
i ; o applicane, ; “

LAST MAME OF PigT 8T ED CEBBLTANT " . : 1§ opplicable, chack end os 1! in appenpricre paragraphs
; : from M.P.E P, 1102.01(a)

4.

Parker (" After terminaz ey this application
SERIAL KUWMBER PELLED Mo Ley, Vear: wi}l b held isation unier Rule
i : 266 .

668,312 . March 12, 1965 o
Accorded barals of ' The following claims 122 14, 29
CERiAL NLWHBER LI LES Mo., Dav, Yeer; witl be keld subject to reiection as opatentable over the
: issue in the t'.{eru(;f an award . priority adverse (o .
605,111 o April 1, 1964 applicant T
i
The relation of the counts ts the cloims of vhe respactive parties rindicate those maodified;
oML GF PARTY HAME GF BARTY NAME GF PARTY HAME OF PARTY
CounTS Jores et &) Smith et al Adams Parker
¥ & (m) oo L 4
z ‘ 2 2 9
s 3 fm). 4 3 23
4 :
$ .
&

(o7 M ion tyBed o8 4 separate ashent and attach 1o thig Saee.

AR—

CIMATORE GF PHIMARY EXAM NEB

7 //4//9 // /’/‘?*/ﬂ» L7

Clerk’s taafryctions:
0w pretant e pnvalerd, e

7. Retugn tranematial wip 200

de a copy. /

 Busrd of Appesin, /

v POBSG (5 6es ; : LB UMM LIG HEGT R 68
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- nee
terference Rule 237(a)

ore the Primary
S ] 1d be prepared and
t he may send a copy to each party.

U.S. DEPARTMENT OF COMMERCE
Pqnnt Office . '

Address Only - COMMISSIONER OF PATENT:
: Washington. D.C. 20231

_ In re Intf. No. 98,000

John Willard
; v,
Luther Stone

Urder the pro ionc ”'of’mxklgl’ 237, your attention is cslled

to the foiiowing ,pitents :

197,520  Jolfen 1-1897  214-26
1,637,468 _ Moran 4-1950  214-26

Counts 1 and 2 _‘re_,considc'réd unpatentable over either of
these references for the following reasons:

(m”ngaim ugses the references.)

MMiard: pcf

' ,Co'pie: to:

John Jones
133 pifth Avenue
Kew York, New York 11346

leonard Smith
460 Munsey Building
Weshington, D, C. 20641

Patexrter INvoLVED

If one of the parties is a patentee, uo reference should be made to the patent claims nor to
the fact that such claims correspond to the connts.  See § 110L02(f), last paragraph. - However,
this restriction does not apply to elaims of he applieation,  Language such as the following is
snggested s SApplicant’s elaims —are considered fully met by (or unpatentable over) the--

. reference,”
' ‘ : : Rev. 25, July 1970

03



[R-23]
' (With applicetion or

EXAMINER'S / o
HAME , Z. Green

123 | s21,316 | auiy 1, 1065

GR ART LN FILING DATE " SERIAL 'NO,

Richard A, Creen o
MPPLICANT S INVENTION .

B Charles A. Donyn;liy,ﬁi,
© 123 Main Street =
. Dayton, Ohio 65497 '

Please find below o communication from the EXAMINER ir, charge of this oppﬁcbﬁon.

Commissioner of Patenrs

The mndmnt filed ' ' has not now .been

entered gince it does not place the cn'e’in condition for another

1nter£erénce. ,
(Pollow with appropriate patagrgph, e.g., () or (b)
below:) o '

(8) Applicant hae no right to'mke claims

because (state reason briefly), (Use where applicant cannot make

‘elaims for interference with another application or where appli-

cant clearly cannot make claims of a patent.)

(by Claims ' are directed to a species

which is not presently allowable in this case,

, 9 Z.GHEEN :ng
: 557-2802

574494 O 70 205

Rev. 23, Jan. 1970






