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401 Patent Office Cannot Aid in Selec-
tion of Attormey [R-24]

Rule 31. Applicants May Be Represented by an Attor-
ney or Agent. An applicant for patent may file and
prosecute his own case, or he may be represented by
an attorney or agent authorized to practice before the
Patent Office in patent cases. The Patent Office can-
not ald in the selection of an attorney or agent.

If patentable subject matter appears to be dis-
closed in a pro se application and it is apparent
that the applicant is unfamiliar with the proper
preparation and prosecution of patent applica-
tions, the Examiner may suggest to the appli-
cant that it may be desirable to employ a
registered patent attorney or agent. The follow-
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ing language is suggested for incorporation in

an Office action:
[ll] “Since the value of a patent is largely
dependent upon the skillful preparation of
the specification and claims, applicant may
consider it desirable to employ the services of
& registered patent attorney or agent. The
Patent Office cannot aid in the selection of an
attoiney or agent.”

402 Power of Attorney [R-24]

Rule 34. Power of attorney or authorization. Before
any atterney or agent, original or associate, will be
allowed to inspect papers or take action of any kind
in any application or proceeding, a written power of
attorney or authorization, from the person or persons
entitled to prosecute the application or from the prin-
cipal attorney or agent in the case of an associate
attorney or agent, must be filed in that psrticular
application or proceeding.

Usually a power of attorney is made a part
of the petition, see §601.02. In order that
this power may be valid, the attorney or agent
ap&%mted must be registered.

hen an application for patent is filed ac-
companied by a power of attorney or authori-
zation of agent to a person not registered to
practice before the United States Patent Office,
the Application Branch will send the official
filing receipt directly to the applicant, together
with an_explanatory letter. A copy of the
letter will be sent to the person named in the
power of authorization and a copy placed in
the file without being given a paper number.
The name of the unregistered person will not
be placed on the face of the file, and the Ex-
aminer will communicate only with the appli-
cant directly unless and until the apphecant
appoints a recognized practitioner. An associ-
ate power of attorney or authorization from
the unregistered person will not be recognized
or accepted.

See also § 1702

402.01 Exceptions as to Registration
[R-24]

Rule 342. Limited recognition. Any person not reg-
Istered and not entitled to be recognized under rule
341 as an attorney or agent to represent applicants
generally may, upon a showing of circumstances which
render it necessary or justifiable, be recognized by the
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Sometimes in a joint application one of the
coinventors gives to the other the power of
atto_rx;?f' in the case. Such power will be rec-
_ ognized even though the one to whom it is

_given is not registered. '

If a request for special recognition accom-

: panies the :gplica;ion, the Application Branch
will forward the file to the Chairman of the
Committee on Enrollment.

402.02 Appointniént of Associate At-
torney [R-24] ' s

The principal attorney (either original or

substituted ) may appoint an associate attorney.

The associate attorney may not appoint another
attorney; as provided in Rule 34, the power of
attorney or authorization must be *“from the
principal attorney or agent in the case of an
associate attorney or agent.” See also § 406.

402.03 Appointment of Substitute At-
torney [R-21] |

In order to simplify the procedure relative
to new powers of attorney filed in connection
with the formation, dissolution or reorganiza-
tion of firms, a power of attorney signed by
the attorney or firm originally empowered to
act appointing a substitute attorney or firm,
will accepted provided that the original
power of attorney authorizes a substitution,
and provided further that the substitute attor-
ney or firm includes at least one person who
was empowered to act under the original power
of attorney. Firm names do not always fully set
forth firm membership. Questions as to whether
the foregoing conditions have been met may be
referred to the Clerk, Committee on Enroliment.

Except as indicated above, no appointment
of a substitute attorney wiil be accepted unless
it is signed or concurred in by the applicant or
the assignee of the entire interest. In all cases
where the substitute power of attorney is ac-
cepted, the name of the replaced attorney or
firm will be cancelled from the file.

The Clerk of the Examining Group will enter
all proper substitute powers of attorney filed in

ex parte cases.
See § 402.07.

402.04 Power of Attorney to a Firm
[R-24]

Rule 346. Signaturc and certificate of atlorney,

Every paper filed by an attorney or agent representing
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te 08 attorney or agent & spec-
tions, b nited recog-

an applicant or party to a proceeding in the Patent

Office must bear the signature of such attorney or
_Agent, except papers which are required to be signed
by the applicant or party in person (such as the appli-
cation itself and affidavits or declaration required of
applicants). The signature of an attorney or agent
to a paper filed by him, or the filing or.presentation
of any paper by him, constitntes a camtificate that the
paper has been read: that its filing is anthorized:
that to the best of his knowledge, information, and

_ belief, there is good ground to support it: and that

“it is not interposed for delay. When an applicant or
party is represented by a registered firm, such papers
must carry the signature of the firm; or the signature

_of an individual member of the firin or an individual

registered attorney or agen: employed by the firm and
~duly authorized to sign on behalf of the firm in addi-
tion to the firm name, and the certification constituted
br. the signing or presentation of the paper shall be

.'a_certification by and on behalf of the firm and by

the individual.

Note, that, in the case of a power of attor-
ney to a firm, Rule 346 requires (1) the sig-
nature of the firm, or (2) the signature of
an individual member of the firm, or (3)
the signature of an individual registered attor-
ney or agent employed by the firm and duly
authorized to sign on behalf of the firm. Under
(3), above, the name of the firm must appear
but may be either written or typed. The name
of the firm may be used on the drawing.

402.04(a) Firm of Attorneys Changes
Name [R-24]

Where a firm having power of attorney in a
case wishes to change its firm name, due, for ex-
mp&)]e, to the addition of a new member or the
withdrawal or death of one of the members,
application for registration of the firm under
the new name, must be made to the Committee
on Enrollment. The application must be signed
by all living members of the firm including both
those who are leaving the firm and the new
members, and must be accompanied by the pre-
scribed fee for registration of a firm.

Notation of change of firm name must addi-
tionally be filed in each application involved.
The prosecution of a case may, however, be con-
tinued in the name of the original firm, if de-
sired. A mere change of firm name may be
noted in an application regardless of whether
or not authority to substitute another attorney
was included in the original power of attorney.
It is entered by the Clerk of the Examining
Group by amending the old firm name on the
face of the file wrapper. See §402.03. A
notice in an application of the change of firm
name should be signed in the name of the firm
ns it existed immediately before the change,
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TATIVE OF INVENTOR OR OWNER

402.05 Revocation [R-21]

Rule 36. Revocation of power of attorney or author-
ization; withdrewal of attorrey or agent. A power of
attorney or authorization of agent may be revoked at
any stage in the proceedings of a rase, and an attorney
or agent may withdraw, upon application to and ap-
proval by the Commissioner; and when it is so
revoked, or the attorner or agent so withdrawn,
the Office will communicate directly. with the appli-
cant, or with such other attorner or agent as he may
appoint. An attorney or ageat, except an associate
attorney or agent whose address is the same as that of
the principal attorney or agent. will be notified of the
revocation of his power .of attorney or authorization
and the applicant will be notified of the withdrawal of
the attorney or agent. An assignment will not nf itself
operate as a revocation of a power or authorization
previously given, but the assignee of the entire Interest
may revoke previous powers and be represented by an
attorney or agent of his own selection.

Upon revocation of the power of attorney,
appropriate notification is sent by the Clerk of
the Examining Group. W

Revocation of the power of the principal
attorney revokes powers granted by him to
other attorneys. -

Revocation of the power of attorney be-
comes effective on the date that the revocation
is RECEIVED in the Office (in contradis-
tinction to the date of ACCEPTANCE).

[R-24]

402.06 Attorney Withdraws

See Rule 36 in § 402.05.

In the event that a notice of withdrawal is
filed by the attorney or attorneys of record,
the file will be forwarded to the Office of the
Solicitor where appropriate procedure will be
followed pertaining to the withdrawal.

To expedite the handling of requests for per-
mission to withdraw as attorney, under Rule 36,
the request should be submitted in triplicate
(original and two copies) and indicate thereon

the present mailing address of the attorney whe

is withdrawing.
402.07

Assignee Can Revoke Power of
Attorney of Applicant [R-24]

The assignee of record of the entire interest
can revoke the power of attornev of the appli-
cant unless an “irrevocable™ right to prosecute
the case had been given.

Rule 32. Prosecution by assignee. The assignee of
record of the entire Interest in an application for pat-
ent is entitled to conduct the prosecution of the appli-
cation to the exclusion of the inventor.

See Rule 36 in § 402.00.
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403.01

A power of attorney by the assignee of the
whole interest, if the assignment is recorded in
the Office, revokes all powers given by appli-
cant.

402.08 Application in Interference
[R-21]

While an application is involved in inter-
ference, no power of attorney of any kind
should be entered in such application by the
Clerk of the Group.

If a power of attorney or revocation is re-
ceived for an application while in interference,
it should be forwarded to the Interference Serv-
ice Branch because all parties to the interference
must be notified.

403 Correspondence—With Whom
Held [R-24]

Rule 33. Correcspondence held with attorney. When
an attorney or agent shall have filed his power of
attorney. or authorization, duly executed, the corre-
spondence will be held with him; notices, official
letters, and other communications in the case intended
for the applicant will be sent to the attorney or agent
at the address of which notice shall have been given
in the case, and replies to Office actions, or other ac-
tions in the case, will be received from him. Double
correspondence with an applicant and his attorney or
agent, or with two representatives, wili not be under-
taken. If more than one attorney or agent be appointed,
correspondence will be held with the one last appointed
unless otherwise requested.

Rule 35 states that when an attorney has
been duly appointed to prosecute an appli-
cation correspondence will be held with the
attorney. Double correspondence with an ap-
plicant and his attorney. or with two repre-
sentatives, will not be undertaken. See §§ 403.01,
403.02 and 714.01(d).

In a joint application with no attorney, the
applicant whose name first appears in the
papers receives the correspondence, unless
other instructions are given. All applicants
must sign the responses. See § 714.01(a).

403.01 Correspondence Held With As-
sociate Attorney

Where the attorneys bear relation of princi-
pal attorney and associate attorney, the
correspondence will be had with the associate
attorney unless the principal attorney directs
otherwise. Ex parte Eggan, 1911 C.D. 213;
172 O.G. 1091.
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403.02

403.02 Two AuomeyaforSame Appli-
cations [R-24]

principal attorneys he should indicate with
which corp dence is to be conducted. If
one is a local Washington Metropolitan area
attorney and applicant fails to indicate either
attorney, correspondence will be conducted with
the local attorney. -

If, after one attorney is appointed, a second

attorney is later appointed without revocation
of the power of the first attorney, the name of
the second attorney is entered on the face of
the file (Ex parte Eggan, 1911 C.D. 213; 172
0.G. 1091), with notation that the Office let-
ters are .to be sent to him. This applies also
to associate attorneys.

404 Cbnﬂicting Parties Having Same
Attorney [R-24]

See Rule 208 in § 1101.01 (k).
405 Attorney Not of Record [R-24]

When an amendment is filed, signed by an
attorney whose power is not of record, see
§ 714.01(c).

406 Death of Attorney [R-24]

MzmxnorFmM

Death of an individual attorney does not
terminate a power of attorney to his firm. See
§402.04§a) for change of firm name due to
death of an attorney.

SoLE ATTORNEY

If notification is received from the applicant
or assignee of the death of the sole principal at-
torney and the application is up for action by
the Examiner, correspondence is held with the
applicant or assignee who originally appointed
the deceased attorney.

If notification is received from the office of
the deceased attorney and the application is up
for action, the Examiner when preparing the
Office action should add a paragraph such as:

(1] “In view of the notification of the death

of the attorney of record, his power is ter-

minated. Applicant (or assignee if he origi-
nally appointed the deceased attorney) may
appoint a new attorney.”

If notification of the death of the sole prin-
cipal attorney is received from the Attorney’s
Roster or some outside source, there will be no
paper of record in the file wrapper to indicate
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that the attorney is deceased. Correspondence
therefore continues to be held with the office of
the deceased attorney but a copy of the Office

If applicant simultaneously apjgoints "two ~ action is also mailed to the person who m
i

nally inted the attorney. In such an

action where the application is not ready for

allowance the Examiner should add a para-
ph similar to the following:

[2] “Notice of the death of the attorney of
- record has come to the attention of this Office.

Since his power of attorney is terminated, a

copy of this action is being mailed to appli-

cant (or assignee if he originally appointed
the deceased attorney). Applicant (or as-
signee) may appoint a new attorney.”

If notification of the death of the sole prin-
cipal attorney is received from the Attorney’s
Roster or some other outside source and the ap-
plication is ready for allowance, the Examiner
prepares the application for allowance and
writes a letter to the office of the deceased at-
torney with a copy to the person who originally
appointed the deceased attorney stating:

3] “Notice of the death of the attorney of
record has come to the attention of this Office.
Since his power of attorney is thus ter-
minated, and this application is now read
for allowance, the Notice of Allowance wi
be mailed to the office of the deceased attorney
in the absence of a new power of attorney.”
When, after the death of the attorney of

record, an amendment is filed by an attorney
whose power is not of record, the amendment
should be placed in the file and the applicant
and the attorney who filed the amendment
should be notified that it cannot be entered
unless it is promptly ratified by the applicant
or by an attorney whose power has been made
of record at the time of such ratification.

An amendment signed by an assistant in the
office of the attorney, the latter baving died,
may be admitted, subject to future ratification.

It should be observed that the death of the
principal attorney results in the lapse of power
of any associate attorney appointed by him.
Accordingly, an amendment signed by such
associate attorney and filed after the death
of the principal attorney cannot be entered
and should be treated as directed hereinabove
in the case of an attorney whose power is
not of record.

If the ratification is promptly filed. the
amendment should be entered as of the date
on which the amendment was filed.

In carrying out these instructions, Primary
Examiners should not set a definite time
within which ratification must be filed, but the
word “promptiy"” as used above should he used
in the notification. 'The question of prompt-
ness or undue delay in ratification should be









