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1701 Examiners Not To Express Opin-
- ion on Validity Nor Testify as
; Patent Experts  [R-21]
 Inasmuch as public policy does not permit
Examiners to decide, as ju({gos in the Patent
Office, questions upon which they have been

hapter 1700 Miscellaneous

retained to give opinions as expert witnesses.

in patent cases in the courts, every Examiner
who shall testify as an expert in a patent case
Eending in any court will be dismissed, unless

e shall have so testified involuntarily, upon
compulsion by competent judicial authority,
~ and without retainer or preparation.
Congress, in 35 U.S.C. 282, has endowed
" every patent granted by the Patent Office with
a presumption of validity. Public policy de-
mands that every employee of this Office re-
frain from expressing to any interested person
any opinion or view as to the invalidity of any
U.S. Patent. The question of validity or in-
validity is exclusively a matter for the courts
to determine. Each member of the Examining
Corps is cautioned to be especially wary of any
inquiry from any person outside the Patent
Office (including any employee of another
government agency), the answer to which
might indicate that a particular patent should
not have been issued.

Whenever an Examiner is asked or sub-
poenaed to testify in a suit concerning a pat-
ent, trademark registration, or application for
either, he is directed to report that fact im-
mediately to the Solicitor.

Examiners are cautioned against answering

~i51$1i'x"‘iefs?fmm any person outside the Patent

ce as to whether or not a certain reference
was considered and, ¢ fortiori, whether or not

a claim would have been allowed over that
This_applies to anything in the .
patented file, including the extent of the field

reference.

of search and any entry relating thereto. The
record of a patented file must speak for itself.
Practitioners can be of material assistance In

‘this regard by refraining from making such in-

quiries of members of the Examining Corps.
Answers to inquiries of this nature must of
necessity be refused, and such refusal should be
considered neither discourteous nor an expres-
sion of opinion as to validity.

Also, Examiners are reminded that, in visw
of the long established: policy of the Patent
Office to refuse to permit members of the staff
of the Patent Office to testify in patent suits,
they should, before allowing an application, de-

termine that the written record is accurate and

complete. ' o

1702 Restrictions on Examiners Re-
signing From the Office [R-24]

Extract from Rule 3}1. Registration of Altcrncys
and dgente.  (gy Former eraminers. No personp who
has served in the examining corps of the Patent Gffice
will be registered after termination of his services, nor,

T if registered before such service, be reinsfated. unless
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he undertakes (1) not to prosecute or zid in any
manner in the prosecution of any application pending
in any examining group daring his period of service
therein; and (2) not to prepare or prosecute nor (o
assist in any manner in the preparation or prosecution
of any application of another filed within twop yvears
after the date he left such group, and assigned t¢ such
group, without the ‘speeific authorization of the Com-
missioner. Associated and related classes in other
groups may be required to be included in the under-
taking or designated classes may be excluded. In case
application for registration or reinstatement i made
after resignation from th» Office, the applicant will not
be registered. or reinstated, if he has prepared or
prosecuted, as assisted in the preparation or prosecu-
tion of any such application as indicated in this para-
graph. {See further 18 U.8.C. 207),

See also § 309,
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it A0 griis Fﬁ‘.dﬁ& Iﬁi’xmel‘,

_ of the invention, (8) the number of
‘the U.S. classification by
{10) a selected figure of the dnmng
, except in the case of a plant patent, ( 11) 1
stract of the disclosure, (12) international clas-

any, and (14) foreign priority application data,
if any. In the case of a reissue patent there are
pubhs}xed the additional data of the number
_date of the orx%lmal patent
Pp ;and in t
. ,the term of the patent. .
' The Official Gazette also inc
tration of each trademark published for opp

 sition, a list of trademarks registered and other
‘trademark information, decisions in patent and
trademark cases rendered by the courts and

the Patent Office, notices of patent and trade-
mark suits, indexes of patents, disclaimers filed,
Certificates of Correction issued, list of patents
available for license or sale, and general infor-
mation such as orders, notices, changes in rules,
changes in classification, certain adverse deci-
sions in interferences, the condition of work in
the Office, disbarment and registration of at-
torneys, and notices to partms not 1‘ea(,hed by
mail.

The patent and trademark decmons mclude
in particular those of ths United States Court
of Customs and Patent Appe'lls, the U.S.
Supreme Court, and the U.S. Court of Ap-
peals for the District of Columbia Circuit, and
selected decisions of the Commissioner of

Patents and Board of Appeals. These decisions

constitute such important statements of the law
that the notice and decision section is sep-

- arately printed in leaflet form and 1s distri-
huted to the Examiners.

An annual subscription to the Official
Gazette costs $78 ($20 additional for foreign
mailing). Single copy $1.50.

The following parts of the Gazette may be
purchased independently of the remainder of
the publication. They are issued on the same
date as the Gazette.
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on, (13) U.S. parent application data, if

and original
design patent
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Kept in Examining
[R~21] :
The pmﬁcxpal records kept in the Examining

o sets of cards, Form P0-205
; numerically and Form

f‘ ich those awaiting action are
' ‘mged by mdn idual Examiners. Each card

‘contains data concerning the applications that
have been assigned to the Groups, identified by

name of applicant, title of invention, serial
number and filing date. Notation of attorneys
is also made. Each set of cards also shows the
name of the Examiner to whom the examina-
tion is entrusted or the assigned docket desig-
nation and the class and subclass considered
most pertinent for examination, the successive
actions taken, and finally the patenting or
abandonment or transfer of the case.

- Miscellaneous records are also kept relating
to matters such as cases on: appeal cases in-
volved in interference, patentability report

cases temporarily in or out of the Groups,
cases involving classification questions and ap-
plications or referencas charged out.

1705 Exammer s Work Report and
Actions To Be Counted Thereon

[R-21]

All reporting of Examiner’s production,
docket, and time activities is on a bi-weekly
basis corresponding to the period covered by the
Time and Attendance Reports, PO-5186.

Data Processing Branch makes the following

reports for each art unit:

Examiner’s Bi-Weekly Docket Activity Re-
~port, PO-200--This report covers infor-
~ mation regarding the new and amended appli-

cations awaiting action. The information is
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