i %er case, the as.,lgmnent records of that case ml] , .
be open to public inspection; similar situations

‘ mvoh ing continuation in part applicati :

> considered on their individu S.: L
_‘Assignment records relating to reissue apph

' pen to publi mspectmn. e

305.02 - Claimed: Subject Matter the
 entably. Different
305.02(a) Rejection of One Application on

The Patent Ofﬁce will accept and record legl— .
bI?1 certified copzes of ongmal mlgnmenta or
er
' The certified copy if not in the English lan-
- guage, will not be recorded unless accompanied
by a translation signed by the translator.

" Certification shall be to the fact that the in-
person authorized. admmister oaths ‘within the strument submitted is a true copy of the orig-
United States, or, in ,‘ untm of a dlplomm .  inal and shall be made by a notary public or, if
or consular officer o in a foreign country, by a consular officer of the

authorized to administ United States or an officer authorized to admin-

, ister oaths and authenticated by a consular

er it the United smtes, shall be pr ~ officer of the United States. Certification may
dence of the execution of an assignmeht, gram or  also be made in che form. of a declara.txon,
conveyance of a patent or application for patent. (m ule 68) e : .

. 303 ﬂ '«Endorsmg Ass:gnments on Pend
ing Applications [R-22]

. : The ﬁle wrapper of an application ordmarﬂv :
Assxgnments relating to apphcatlons for reg. does not display the endorsement of an assign-
istration of g’trademarks are open to pubhc, . ment during the period an flpphcatmn is before
mSPectwn- o ‘an Examiner.
The Office will not open rtain parts only of The name of the assignee is endorsed on the
- an assignment document to public inspection. file of an application only when it is submitted
If such a document contains two or more items,  to the Assignment Branch for a title report.
any one of which, if alone, would be open to  Therefore, the file wrapper connot be relied
such inspection, the’n the entire document will upon to accurately reflect the assignment status
be open. Thus, if an assignment covers either  of an application while it is pending before an
a trademark or a patent in addition to one or  Examiner. Title searches are automatically
more patent applications, it will be available  made in all applications after the payment of

301. 01' - Aoees,slblhtyg of Assxgnment
ecords [R—22] :

to the public ab initio; and if it covers a number  the issue fee.
of patent applications, it will be so available as When the determination of the assignment
soon as any one of them is patented. Assign-  condition of an application is significant, as in

ments relating only to one or more pending  the factual situations represented by Sections

applications for patent will not be open to pub- 304 and 305, or when forwarding a form PO-
lic inspection. 850 to the Board of Patent Interferences, it is
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tions with ov
and assigns «
tirety,
the Paten ,
- once may become a reference

ication for ail commo

. Where there is a common ass},
more applications by different iny
ing conflicting subject matter see
tanley et al., 102 USPQ 234
der to reject on the ground
g the cases must have the
~ Where the applications disclose and claim

patentably different inventions, there being no

overlap of claims, or where the earlier filed
application has issued as a patent and has be-
come a statutory bar before filing of the other
application, no problems arise. = =

the Earlier Filed Application

If the second filed ,applicatibn éId.ims subject
matter disclosed but not claimed in the earlier

filed application, 35 U.S.C. 102(e) applies and
the earlier filed application is a reference
(Section 706.02) unless it is removed (Section
715). , o -

305.02 Claimed Subject Matter the

Same or Not Patentably Dif.
ferent '

Where the applications by different inven-

tors but of common ownership claim the same
subject matter or subject matter that is not

patentably different, questions of interference
therebetween and with third parties are
handled as indicated in Section 1101.01(h).

Rev. 22, Oct. 196D

Oﬁice, the assigned application at
‘ st the sec:

two commonly.

 patent issued were clair ity
- were not patentably distinct, the assignee should

- determination indicates that the patent issued to

“disclaimer of the conflicting claims in the patent.
See § 804.03. T

306 Assignmeﬁt, of D’iyvisyion,’ Contm.. i

,ap{)lication. :
I

- tion-in-part application because the assignment

sh

. onthe claimed subject matt

- still pending applicati
11 Shere the senior
~other sh

ion issues as a
ected thereon

a common assignee, after
tent on one of two or more appli-
he first time presents claims in a
ending application which are not patentably
“distinet from claims of the patent, the claims of

i should be rejected ontheground =
by taking out the patent ata
plication was not claiming the

tion, is estopped to contend that

tentee is not the prior inventor.

If a patent is inadvertently issued on one of
ed applications by different
h at the time when the
iming inventions which

be called on to make a determination of priority
as in the case of pending applications. If the

the senior entity the rejection set forth above in
II should be maintained. If no election is made
and the patent has issued to the junior entity,

~an interference should be declared. An election
~of the applicant as the first inventor should not

 305.01 Unclaimed “Subjéct Matter in

be accepted without a complete (not terminal) =

~uation, Substitute and Continua-
tion-in-Part in Re tion tO_Pa’rent S

Case [R-22]

After the payment of the issue fee, a divi-
sional, continuation, or substitute application is
sent to the Assignment Branch where the as-
signment of the original application is applied
without charge to the later application, pro-
vided the date of the assignment of the original
application was hefore the filing of the later

In the case of a continuation-in-part, a prior
assignment of the original application is not
applied as a matter of course to the continua-









