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1701 Exammer’s’ Not " o‘iEx ress Opm-
ion on Validity Nor Testlfy
 Patent Experts [R' 211

: Inasmuch as_public poh _not
' Exammers to decide, as the
/ uestions upon which
retaln to give opinions as expert witnesses
in patent cases in the courts, every Examiner
who shall testify as an expert in a patent case

, Hendﬁnﬁ in any court will be dismissed, unless

e sha

atent

have so testified involuntarily, upon

compulsion by competent judicial autinonty,
and without retainer or preparation.

~ Congress, in 35 U.S.C. 282, has endowed
every patent granted by the Patent Office with

a presumption of validity. Public policy de-
" 'mands that every employee of this Office re-
frain from expressing to any interested person
~__any opinion or view as to the invalidity of any

U g atent, The question of validity or in-
‘validity is exclusively a matter for the courts
to determine. Each member of the Examining
Corps is cautioned to be especially wary of any
inquiry from any person outside the Patent
ce (including any employee of another
government agency), the answer to which

not have been issued.
Whenever an Exammer is asked or sub-

poenaed to testify in a suit concerning a pat-

ent, trndemark registration, or application for

mediately to the Solicitor.
Examiners are cautioned agamst answering
inquiries from any person outside the Patent

_ this regard by refraining

, have been

might indicate that a particular patent should

elther, he is directed to report that fact im-

Office as to whether or not a certain reference
43

_This applies to anythmg m tho
it of the field

file, including the exten'

of a patented file must speak for ﬁself
Practitioners can be of material assistancs in
from making such in-
quiries of members of the Examining Corps.
Answers to inquiries of this nature must of

 necessity be refused, and such refusal should be
- considered neither ‘discourteous nor an expres-

sion of opinion as to validity.

~ Also, Examiners are rannndéd that, in view
of the long established policy of the Patent

Office to refuse to permit members of the staff
of the Patent Office to testify in patent suits,
they should, before allowing an application, de-
termine that the written reoord is accurate and
complete ,

1702 Restncuons on Exammers Re-
signing From the Office [R—-21]

Eztract from Rule 341, Registration of Attorney and
Agents. - (g) ‘Former eraminers. No person who has
served in the examining corps of the Patent Office will
be registered after termination of his services, nor, if
registered before such service, be reinstated, unless he
undertakes (1) not to prosecute or aid in any manner
in the prosecution of any applicatlon pending in any
examining division during his period of service therein;

and (2) pot to prepare or prosecute nor to assist in

- any- - manner in the preparation or prosecution of

any. application of anocther filed within two years
after the date he left such -division, and assigned
to such division, without the specific authorization of
the Commissioner, ' Associated and related classes in .
other divisions may be required to be included in the

) undertaklng or designated classes may be excluded. In -

case application for registration or reinstatement is

-~ made afier resignation _trom the Office, the applicant
“ will not be registered, or reinstated, if he has prepared

or prosecuted, or assisted in the preparation or prosecu-
tion of any such application as indicated in this
paragraph. :
In the above rule, “examining division” is
interpreted as synon}mous with “examining
group” :
See also section 309.
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