, Introdixction
_ Channels of Ex P: '
__Composition of Board

pa ,
The differences of opinion on ¢

n be justly resolved only by prescrxb e
owing judicial procedures. ;;Where the

120802 Withdrawal of Final Rejection n
. Oral Hearing patent claims because of prior a

1210' Actions Subsequent to Examiner's Answer But. deficiencies in the disclosure set forth in the
. Before Board's Decision , e application, the questions thereby raised are
o 1en Remand by Hoard to Consider Amendment said to relate to merits, and appeal procedure
1212 Remand by Board to Consider i within the Patent Office and to the eourts has
1213 Decision by Board Gy o long been provxded by statute.
121301 R‘*"‘”’m’“‘d’“"“ of Board The line of demarcation between appe lable
;]214 Actions followmg ision by Board = ,
121401 New Ground of Rejection ; ,matters for the Board of Appea]s and petition-
~ able matters for the Commissioner of Patents

121402 Procedure after Decision L : ;
121408 Rehearing and Reconeideratxon ~ should be carefully observed. The Board will

121404 Examiner Reversed = not ordinarily hear a question which it believes
121406  Cancellation of Withdrawn Claims should be decided by the Commissioner, and the

' 121408 ‘Examiner Sustained in Whole or in Part  Commissioner will not ordinarily entertain a
. 121407 Reopening of Prosecution petition where the question presented is an ap-
1215  Withdrawal or Dismissal of Appeal pealable matter. However, since Rule 181(f)

121501  Withdrawal of Appeal e states that any petition not filed within sixty
gigg g:’::::’l 2:,‘;:’;(;::&?"“‘1 . ‘days from the action complained of may be dis-
1215.0¢  Dismissal of Appeal missed as untimely and since Rule 144 states
1215.05 Case Before the Court ‘that petitions from restriction requirements
1216 Appeals to Courts ~ must be filed no later than appea] petitionable
matters will rarely be present in a case by the

121601 To Court of Customs and Patent Appeals
1216.02  Civil Suits , time 1t is before the Board for a decmon
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Decision by Board
. of Appedl /

I

| Oral nearing. Rute 194,12 |
i re«aueﬂted in brief, Rule |
19 , o

T

Examiner’s Answer filed
| within 60 days, preferably.

i within 30 days Rule 19

filed within. 80 days of

appeal or within perlod |
for responge. to aétio;xl. y

Rule 192 35 U8,

Notice of appeal to Board
of Appeals and 850 fee !
must: be filed within
perfod for. responge - to .|

action, Risle 131

Ro?jacrlh n

i CRequirement. sbhifection or
| nlleged abuse of discretion

%
Primary. Examiner's Final Action

Rev. 20, Apr. 1960

* examiner grade or higher, having the revuisi

rve as examiner-in-chief for periods not exceed

‘aminer-in-chief s

period for which he was designat;
in-chief, to the per annum rate of basic ‘
e would have been receiving at the close o

€ , but prior to the

ber who heard the case

‘ ’ n the decision for

some reason, the ¢ iven the

choice of having a rehearing or of having a dif-
ferent Board member substituted for the one

who is incapacitated. e ,
Should a member die or otherwise become un-

available (for example, retirement) to recon-
sider a decision, it is the Board’s practice to have
the remaining two Board members reconsider
the case. However, if there is disagreement con-

cerning the position of the Board on reconsider-
ation, a third member may be designated as a
_substitut _

1204 Administrative Handling : [R-

or the absent member.

x parte appeals to the Board of Appeals,
and all papers relating thereto, are forwarded

“directly to the Board for docketing. All ap-

{)eul papers, such as the notice of appeal, appeal
yrief and request for extension of time to file
the brief, are first processed, without, the ap-

plieation file, by the Service Branch of the




 the Board ofA peals.
The clerk in cl

ponsible for

clerical pro-

rications relating to a
y Examiners should

ds: are current memo-"
~ is attached to the file -
wrapper after the notice of appea] has been filed.

 randum form

It 1s important that this memorandum be
romptly completed and forwarded by the
{-}roupx the ae{‘?,)hcatlon is allowed, the

_ tion is reopened, & streamlined e uation ap-

¥hcatlon is filed or if the appea d:scontmued

or any other reason.

If the brlef is not filed

dlsmxssed ,
, TAL” CASE i

Sub)ect lo to dlhgent prosecution by the
applicant, an application for patent that once
has been special and advanced out of
turn by the ‘Commissioner or an Assistant
Commissioner for examination will continue to
be special out its entire course of prose-
cution in the Patent Office, mcludmg appeal,

if any. to the Board of Appeals.
A petition to make a case specml after appeal
may be addressed to the Board. However, no
such petition will be granted unless the brief

_under Rule 102. Therefore, diligent. prosecu-
tion is essential to a favorable decision on a petl-
tion to make special. ,

1205 Notice of Appeal'

85 U8.C. 134. Appeal to kthe,'_Bp,, d of Appeals. An
. applicant for a patent, any of whose claims has been

. pﬂmarv examiner to the Board 0! Appeﬂls, having
. once paid the fee for such appeal.

Eetract from 35 UR.C. 41, Patmf fees, (a) The
Commissioner shall charge the following fees: 6. On
appeal for the first time from the examiner to the
Board of Appeals. $50; in addition, on filing a brief in
Kpport of the appeal, $650, .

vithin the time des-
‘ignated by Rule 192, the Clerk of the Board
will notlfy the applnca.nt that the appeal stands -

has been filed and applicant has made the same
type of showing required by the Commissioner

twice rejected, may appeal from the decision of the

ling "ap;‘)eals in

the Board and

settled berore an’ npped( n be cousidered.

, An a.pph', d with the Primary
. Examiner’s decision in the second or final rejec-
tion of his claims may appeal to the Board of
Appeals for review of the Examiner’s rejection
by filing a notice of appeal, signed by the appli-
cant or his attorney, and and the requxreg fee of $50.
The notice of appeal must be filed within the
~ period ; last Office action,
which i ' ‘months. The timely fil-
ing of a first msponse to a fina) rejection havi
a shortened statutory period for response wi
extend the period for response an additional
month, even if an extension has been previously
granted, as long as the period for response does
not exceed six months from the date of the final
rejection. The additional month may be used to
~ place the application in condition for allowance,
to appeal or to file a continuing application. See
~ section 714.13. Failure to place an application
_ in condition for allowance or to file an appeal
after final rejection will result in the applica-
~ tion becoming abandoned, even if one or more
claims have n allowed unless claims sug-
gested for interference have been copied.
‘The use of Form 41 for filing a notice of ap-
K:al is recommended. This form is reproduced
low. Copies for duplication may be obtained
fmm the receptionist in the lobby of Bmlmng 3
n the Patent Office.

Revised Porm 41

Xmml: oF APPEAL. FroM THF PRIMARY EXAM!"ER
T0 THE BoARb oF APPEALS \ ,

‘In re applir-ution of

' ’%erlnl No.

For:

Filed :

Group Art Unit:

To Commissioner of Patents

S'ir ]

Applicant. hereby appeals to the Board of Appeals
fmm the decision dated L ... . ..... .0 of the Pri-
mary Examiner finnlly rejecting claims ... PO

211 Rev. 20, Apr, 1966



" ently with
o]vmi the same ar

"‘nse to the nction appealed
authorities
aintain his

e ,invenﬂon y

. timeindicatinglfhedesi oral henrirg Twoextra
'copieg of the brief are required if an oral hearing is
r(»queﬂtml The Board of Appeals may, for sufficie
canse shown, extend the time for ﬂling the brief to 4

_date not later than sixty days after the original

tion date, Any longer or further exteusions mu

sought from the Commissioner. All requests for

period sought to be extended,
(h) On failure to file the brief within the time al-

lowed, the appeal shall stand dismissed,
Where the brief is not filed, but within the pe-

rmd allowed for filing the hrmf an amendment
is pwwmvd whuh pl.wm. the case in mmhtmn

decision o

sou ht to be extended ( 192),
e Board is authorized to grar

b

: granted even b\ the Commlssmner unless e
_ extraoridnary circumstance are involved. The

time extended is added to the last calendar day
of the original period, as opposed to being added
to the dav it Would have been due when sald, .

the non- appea]abl,
nterference Examine
or the expiration of the time for appealmg from

until 60

the Patent Interference Examiner’s appeal-

able decision, the decision of the Board of Pa-
tent Interferenves or from any eubsequent deci:
sion of a reviewing court. If a petition for re-
nnslderatmn‘ls filed, there is a 30 day appeal
‘ t: n. In tho

ferem'e Examiner’s decision, a 30 day pm iod

_ tensions must. be filed prior to the expiration of the o b(,gms with the mm]mg of the decision on the

petition. See sections 1109, 01 and 1109.02.
Likewise, when an_ application is revived

after abandonment for failure on ﬂw‘part of

the upph(,mt to makeé appropriate a

final rejection, :lpp]l("ﬂlll has 60 duv

: nmlllmr date of the ( omnmmmm'q aﬁnm'mv




 flod within the ided by Rule 192(&)
or within tzgch additional time as may be
nted.

the subject apph— ‘
resinﬁlng in withdrawal
al Re]echon prmr to the

of, or the late rwe:pt of,
peal acknowledgement
the ﬁ{)mg of a petition for supervisory
action under Rule 181; ,
the filing of an amendment, even if it
-is one which the Examiner prevxous]v
_bas indicated may place one or more
- claims in condi r allowance, un-
 less the Examin _acting on the

amendment, dlspnses of all 1ssues on

_appeal;

) the re(elpt of a ]etter fmm the anm-

iner stating that prosefutmn 18 sus-
pended, without the Examiner either
withdrawing the final rejection from
which appeal has been taken. institut-
ing an interference with the subject
.npphmnon or suggesting claims for
an interference.

Although failure to file the brief within the

tion does not become abandoned by the dismis-
sal, but is returned to the Examiner for his
action on the allowed claims. See section 1213.04.
If there are no allowed claims, the case is aban-
doned as of the date the brief was due.

- If the time for filing a brief has passed and
the application has consequently becnme aban-
doned, the applieant may petition to revive the
.tpplu':xtmn, as in other cases of abandonment,
and to reinstate the appeal ; if the appeal is di.’sr-
missed, but the application is not abandoned,
~the petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in
a petition to revive under Rule 157 is required.

reviving an application is not required in the

its merits,

" Grou
ferre

‘Answer.

- permissible time will result in dismissal of the
appeal, if any claims stand allowed, the applica-

See section 1215.04. However, the %15 fee for

latter case. In either event, a proper brief must
he filed before the petition will be considered on -

9’3 o

ed, Rule 192(&) requlres the s
of two extra copies of the appeal brief.
However, the additional copies should be sup-
plied for every appeal since they are of substan-
tm.l assistance to the Board, even vsben the
1 is submitted on brief. i
or sake of convenience, the copy of the '

claims mvolved hould be

The brief, ¢
ing to an ap

the Group to which the apphcamon is ass:gned

the Appeal number and the Serial number.

‘When the brief is received, it is noted on the
Board’s records and then forwarded to the
where,, it is entered in the file, and re-
‘to the Examiner. If the E xa.mmer con-
siders the brief to be defective, he notes it.in his

The mere hlmg of an_y paper: whatever en-
titled as a brief cannot necessarily be consxdered
a complmnce with Rule 192. The Rule requires

‘that the brief must set. forth the authorities and
arguments relied upon and to the extent that it
_falls to do so with respect to any ground of
~ rejection, the appeal as to that ground must be
* dismissed. It is essential that the Board of Ap-

peals should be provided with a brief fully stat-
g the position of the ap Lli( cant with respect to
each issue involved in

search of the record is
mine that position. The fact that applicant may
consider a ground to be clearly improper does
not justify a failure to point out to the Board
the reasons for that belle}

A distinction must be made between the ]ack'f
of any argument and the presentation of argu-
ments which earry no conviction. In the former
case dismissal is in order, while in the latter case
a decision on the merits is made, although it may
well be merely an affirmance based on the

_grounds relied on by the Examiner.,

Applicant must traverse every ground of re-

“jection set forth in the final “rejection, Oral
~argument at the hearing will not remedy such

“ (]eﬁ( mm‘v in the brief, Igmoring or acquicscing

Rev, 20, Apr. 1049

e appeal so that no
quired in order to deter-




*p
dment Fi
i [R
The record on et
the record before th ’
~ peal is taken. Thus, no

under Rule 193(b), prese
been :aken should be e
appeal, and no exception
this, see

with Rule 195, affidavi
after the case has been

d be strict {:ODStrued L

a]})lpéal has been taken,

on its face clearly "'

| Die sachipaper
allowab

an amendment places the

allowance or causes prosecution to be reopened,

the Examiner should com ‘)Mu form PO-262,
~ In accordance with the above, the 1}
must bhe directed to the claims and

record of the ense as they appeared atthe time of
withdraw

the appeal, but it may, of cou
from consideration on appeal any claims
sues as desired by applicant.

Rev. 20, Apr. 1060

lition for allow-

. Appenled ¢ ‘

be of

 grounds of refection as
__copy to the appellant. If the prir ’
find that the appeal is not regular in form

ippealable action, he shall
 such decision may be taken to th

, vided in rule 181.
to such new points of argument as may be raised in the
exarniner's answer, within twenty days from the date

¢ such answer, However, if the examiner's answer o
tes a new ground of rejection appellant may file

p%y" thereto within sixty days from the date of such
;. such reply may include any amendment or
ial appropriate to the new ground. o

in which the brief has been
d shonld be reviewed by conference in the
jroup, those participating being (1) a Primary
Examiner, (2) the Examiner charged with prep-
aration of the Examiner's Answer and (3) an-

_ other Examiner, known as the conferee, having
_sufficient._experience to be of assistance in the -

consideration of the merits of the issues on
appeal, » e A
. %Vh‘am the Primary Examiner has, himself,
examined an application and made the final
jection n ence relative to such a case, if
tionary with him.

ce is held, the Primary Exi
should w o arguments of the other
ners but it is hig responsibility to make
decizion. During the conference, con-
ion shonld be given to the possibility of
simnlative art rejeetions and elimi--

nieal rejections of doubtful val

state and a i

‘{b} The appellant may file a reply brief directed'only L



Board are the same as those formin
of the appeal. The Clerk of the Bea
turn to the Group any applicati %
roved amendments have not been
, ANSWER
Examiner should furnish the applicant
written statement in answer to the ap-
’s brief within sixty calendar days after
filing of the.

treated as having been dropp.
~ sidered by the Board if it desires t
Examiner should treat affids
rdance with Rul
s onlv on those adm
i application swearing |
¢ clearly identified by the
ered under either Rul
ion is important since
A 1 usually eonsider holdi
davits but not on Rule 204 affidavits. ,
f the Brief fails to respond to any or all
_ grounds of rejection advanced by the Examiner,
_the Examiner should simply inform the Board
of Appeals of this fact in his Answer and specify
the particular claims affected. Since such lac
of response to an, mnd of rejection will re-
sult in dismissal of the appe
affected, th
further by Examiner in his an
- missal of ¢ ”"imal will result if all the ¢
are involve d the Board concurs in the Ex-
aminer’ i :
Because of
in enterin

ot

miner as being
e Board of Ap

et tent Office
amendm

Appenls for consideration contain claims whi
are not the claims treated in the Examiner’

ief, preferably within thirty

- single other action on which it is based.
tion 706.07).  Only those statements of grounds
 of rejection as appear in s/ngle prior action may.
be incorporaied by reference. An Examiner's

a patent should .

5 on Rule 131

of the appeal as to the claims
aims in volveid need not be treated

nswer, .\ dis- meet the arguments.

ntering : after final action un-
“der justifiable cirenmstances for purpose of ap-
peal, many cases coming before the DBoard of

nal rejection without

"ﬁ?c?i'catihg that the last stated position super-

sedes the former. Such a situation confuses
the issue and likewise poses difficulties for the

te and thorough
the time of final
me in preparin
r required by pRlﬁ lﬂg

by taking the following steps: '
A. Examiners may incorporate in the answer
their statement of ‘the grounds or rejection
merely by reference to the final rejectiol

\nswer should not refer, either directly or in-
directly, to more than one prior Office action.
Statements of grounds of rejection appearing
in actions other than the aforeme i

_prior action should be
- page and paragraph ¢
single prior action whic

rate by reference should be

“fied. Of course, if the Examine:
further explanation of the rejec

he shonld inelude it in the answer but ordin

he may avoid another recital of the issues and
another elaboration of the grounds of rejecti
The answer should also include any |
rebutal of arguments presented in the 1-
cant’s brief if the final action does not adequately

»

B. If the applicant (1) fails to (lescbibe the

~invention, ns required by Ruole 192, or (2) fails'
to deseribe the reference, the Examiner is no
Jonger required to provide these omissions.
The Examiner should, however, include such
~description and explanation in the Answer if he

I8 it necessary to present properly and effec-
; his ense to the Bourd of A ppeals.

 Rev. 20, Apr. 1960
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_even though any rejection
_ cussed in the answer may |
as having been withdrawn
o hasf a

an ‘,j. ! -case
f its mode of operatio

the pertinence of the
r, the Board may call upon

a further explanation. In =
e rejections of a cumulative 00

1y also remand for selec- -
- of the ~or best ground. The
Board may also remand a case to the Exam-
arch where it feels that the

er must
: 1 the appeal and
o other papers for this information. In citin
non-patent references, the current location of
the . reference should be specified by class and
subelass or, if not classified, the particular loca-

~ tion in the Office where a copy can be found." In
_ addition, the citation should specify the precise

age or pages of the reference relied on. Omit

_ listing of references not involved in the appeal.)

Appeals ~and identifying t
_other applications. emorandum should
f aled in an envelope bearing the notation
“CONFIDENTIAL—Board of Appeals” as
na ant and the Appeal
Board separately at

er is mailed.

soft copies and

in should not

iner's Answer is believed to con-
w interpretation or application of the -

atent law, the Examiner’s Answer,

n file and an explanatory memoran-

uld be forwarded to the Group Director
eration. If approved by the Group
, the Examiner’s Answer should be for-
to the Office of the Assistant Commis--
r for Patent Examining for final approval..
xaminer’s Answer

slone
‘A form suitable for the
is as follows: ‘ '

POL-8¢
IN RE APPLICATION OF

Refore the Board of Appeals
Appeal No. oo

- - - ——

. EXAMINER'S ANSWE

“This is an appeal from the final rejection of
claims ~ Claims are allowable.”

“A correct copy of the appealed claims ap-
pears on page — of the applicant’s brief.” (If
any claims are incorrect, they should be cor-

Rev. 20, Apr. 1960

1208.01 |

rejec

~ tion must he routed over the éurervisory
mary Examiner’s desk. These should >

~hrought to the attention of the Director for his

~ “Statement of the grounds of rejection.”

~ Reference to final rejection or single prior ac-
tion for a clear exposition of the rejection. If
necessary, description and explanation of the

~ alleged 1nvention and references to present the

Examiner’s case properly. If pertinent,include
a statement that this is a new ground of rejec-
tion. - : !
Response to the allegations and arguments in-
the brief not already met by the final rejection.
If a new ground of rejection is raised, see
section 1208.01. B .
For case having patentability report see
section 705.01(a). .

New Reference, New Objec-
~ tion or New Ground of Re-
*jection in Examiner’s Answer

. [R-20} Sk
At the time of preparing his answer to an
appeal brief, the Examiner may decide that he
should cite a new refercnce, raise a new objec-.
tion, or apply a new ground of rejection (new
reference, double patenting, statutory bar or
other reason for rejection) against some or all
of the appealed claims. The Group Director’s
approval must be obtained prior to writing the
Answer for any new reference or new ground
of rejection or objection incorporated in the
Examiner’s Answer.

After prior approval of the Gmu¥
is obtained, all Answers citing new referenc
containing new grounds of tion or objec-
ri-
ould then be

Director
rences or

review and approval. The Director will stamp
“approved” on the file copy of the Answer only

'216,‘ i




ppr oved stamp .
order to introduce a W grol
it is necessary either to reope.
_prosecution hefore
_the new rejection
Answer, dependmg on existin
"The choice of action to be follow
on such factors as the history of the pros
the number of claims affected, the
of the new ground of rejection, ¢
of the new reference and th
sponse to be expected For exampl %
erence is basic and
all of the clain opening “of the prosecution
and makmg the action final. would ordinarily
, Qhould a]l:‘pl ‘

_must file a new ppe
brief (without fee).
anticipates some but not all of the
rlmms or supplies a minor lack in art already
relied on, inclusion of the _ground in the
Examiner’s Answer would normally be the
approved procedure. Of course, if the new
_ground of rejection applies to any claim stand-

] 1'),(b) ha= sixt
file a reply. Th
s the new grou

il appropriate to the new grou
Board of Appeals in its discretion n ]
the case to the Examiner : such
amendment or material. In the exent of re-
mand. consideration will be limited to amend-

of rownhrm. o
Tt is important that the new ground with re-
gard to which the Gronp Director has heen
~consulted be clearly indicated as such so that
_the Board of Appeals can readily identify those
applications where the applicant is entitled to a
period of sixty davs for veply. Any new refer-
ence should ho cited under the ('npfmn “New
Reference(s).”
Tikewise when a grmmd of rejection not in-
volving a new reference is raised for the first

- {xncfude any

rially better in meetmg' :

sire {0 have - Examiner’s Answer. It is possible that afte

e reading the brief, the Examiner may be con-

On the other h.md 1f the '

, _ plicant in his brief withdraws the appeal as
ing allowed the prosecution shonld he reopened. p o

~ to some of the rejected claims and the Exam-
. UVhero 4 new gmund of rejection is raised

_iner finds the remaining claims to be allowable.
_he should notify the Board of this fact so that

6.0T(¢) to T06.07(e).

ments and facts pertinent. to the new ground

und of re]ectxon shouxd onclude thh :
ragraph: . g
ot the new groun ,
has sixty days within ‘which he

pplica
Such repl

file a reply to this Answer.
ndment ¢

the new ground ay request
e Exammer to consxder such amendmer

" of rej jechon will result in dismissal of the appeal

of the claims ejected if said failure to re-
spond is c-onstru d as an a qmescence in this

, re;.eotmn

. 7]’208 02 Wlthdrawal 0 rFlnal?;"Re]ec-ﬁ‘ "

tion [R—20]

The Exammer mav withdraw the ﬁnal/re- .
jection at any time prlor to the mailing of the

vinced that some or all of the finally ]ecred‘
‘claims are allowable. Where he is of the opinion
that some of the claims are allowable he should

s0 specify in the Examiner’s Answer and confine

" his arguments to the remaining rejected claims. =~

If he finds, upon reconsideration, that all there-
jected clmms are allowable. or where the ap-

the appeal mayv be removed from the records.
Moreover, the Board ehould be notified when-
ever the application is wnthdrawn' from ap-
peal under any clrcumqtance. spot'onc,

In applications where an mferferenve hasre-
sulted from the applicant copving claims from
the patent which pmﬂded the basis for.final re- ,
jection, the Examiner should notifv the Board
of Appeals of the withdrawal of the rejectic
hased on that patent so that the fnppe'ﬂ may
dismissed as to the involved clmm%

1209 Oral Hearing [R-ZO]

Rule 194 Mearing. If no reguest for oral hearing
hus heen made by the appellant, the appeal will be
ansigrned for congideration and deecision., If the ap-
peliant has requested an oral hearing, a day of henring
will be «et, and due notice thereof given to the appel
lant. Flearing will be held as stated in the notice, and

217 , Rev. 20, Apr. 1080




: in
. and the docket, i e§
. in due course after the maili
i swer, with approp
me has been gi e fil
f. If applicant fails to
4 days), the a

ces, applicant
nge in plans at

portw

e, the hearing may be re-
request. However, post-
puraged and will not be

d in
rt of the requested change.
_If applicant has ‘
- for a particular
~ will be taken in
cases, if mad he Board in advance,

r day of the week, this

does not unduly delay

" The arguments at the hearing may be pre-

 sented hy applicant’s attorney or agent if he is

duly authorized of record prior to the hearing,
in aceordance with Ru If a firm has a writ-
___ten power to act i

~ Ruledd6isre

 Usual

explain
h

o whether additional time i to be granted
rest« within the diseretion of the senior member
of the punel hearing the ease.

Rev. 20, Apr. 1080

appeal, juris

the notice conflicts with considered

if subsequent events make.

1e absence of convincing reasons in
special request, such as
consideration in setting the )
~der his jur
“iner certifies 1
of sub{ect mat

if any change

1210 Aci
. . ]

e

Appeals. Any amendment, affidavit,
Eaper ‘relatingg,to,' the appeal, filed thereafter
hut prior to t decision of the Board, may be

v the Examiner only in the event
the case is remanded to him by the Board for

~ the appeal rests exclusively wi
ol
s,

that purpose.

- Where appeal i
tion of one or mo
tion of the r
aminer,and p

may procee

tion of the remaining claims
hough the entire case was un-
m. Also, where the Exam-
riting that there is no conflict -
r, an appeal to the Board of
Appeal may proceed concurrently with ‘an

. interference, - ,

 ABANNONMENT OF APPEAL

 To avoid the rendering of decisions by the
Board of Appenls in applications which haveal- =~

ready been refiled as streamlined continuations, .

applicants should promptly inform the Clerk

of the Board in writing as soon as they have

positively decided to refile or to abandon an =
application containing an appeal awaiting a

decision. Failure to exercise appropriate dili-
gence in this matter may result n the Board's
refusing an otherwise proper request to vacate
its decision, ‘




o ,aminei',";the amendment should be entered and

~ to conside ]
while it has j :
Sweet, 1943 C.D. 5385; 556 O.G. '
‘amendment, affidavit or oth
_ be remanded for such consid
Examiner may see fit to give. S
_ment, unless filed under Rule 1
 treated in the same way as an am
final rejection. -

_the proposed amendment is in effect an

ng the case
e Examiner.

this purpose, not remanded to
are_considered only as argu-
1046 G, 180, 586

O,f,G’ N

donment of the appeal, as, by canceling

t pealed claims, other claims bein ;
W ~are patentable in the opinion o% the Ex-
_ the Clerk of the Board notified in order that the

~ case may be removed from the Board’s docket.

pand To Consider Affidavits

ofter ; or
the case has been appealed will
showing of good and suffi-
they were not earlier presented.
; with or after appeal but be-
_ fore the mailing of the Examiner’s Answer will
. /cgnsider'edngor entry only if the applicant
- makes the necessary showinﬁ under Rule 195 as
to why they were not earli
_ thority from the Board is not necessary to con-
_ sider such affidavits. Affidavits filed as a first
_response to a final rejection and prior to a notice
of appeal should be entered and considered
‘without a showing as to why they were not filed
earlier. Affidavits filed as a second onse to
final rejection and prior to a notice of appeal
ould be entered and considered only if accom-
. f‘g::ied by a proper showing under Rule 116(b).
 Seesectionf714.13.. o
~ In the case of affidavits filed after the mail-
_ ing of the Examiner’s Answer, the Examiner
_ is without authority to consider the same in the

absence of a remand by the Board. When a

~ case is remanded to the Examiner for the con-
gideration of such affidavits, the Examiner, after

_ having given such consideration as the facts in

the case require, will return the case to the Board
of Aﬁpeals with his Answer on Remand, a copy
of which should be forwarded to the applicant.
If such an affidavit is not accompanied by the
showing required under Rule 195, the Examiner
will not consider its merits, If the delay in fil-
ing such affidavit is satisfactorily explained, the
- Examiner will admit the same and consider its
merits. If this affidavit is accepted as overcom-
ing the reference, or references, used in the final
rejection, and a new reference having a filing
o219

99-817 O - 69 - 4

peal. Afidavits or ex-

er presented. Au-

‘ognized as sound practice. An

‘means for avoiding res judicata while relitigat

“ possible. The Board will be more prone to enter-

present ' ] X X pard
Exztract of Rule 196. Decision by

“Appeels. (a) The Board of Appeals, in

may affirm or reverse the decision of the primary ex

_ aminer in whole or in part on the grounds and on the

claims specified by the examiper. The afirmance of

e rejection of a claim on any of the grounds specified
primary examiner on that claim, except as to any
ground specifically reversed. =~

After consideration of the record including
applicant’s Brief and the Examiner’s Answer,
the Board writes its decision, affirming the
Examiner in whole or in part, or reversing his
decision, sometimes also setting forth a new -

. ground of rejection.

‘On occasion the Board of Appeals has refused
to consider an appeal until after the conclu-
sion of a pending civil action or appeal to the
C.C.P.A. involving issues identical with and/or

similar to those presented in the later appeal.

Such suspension of action, postponing consid-
eration of the appeal until the Board has the

~ benefit of a court decision which may be deter-

minative of the issues involved, has been rec-
agpli‘c'ant;, 18 not

ecision by the

entitled, after obtaining a final !
Patent Office on an issue in a case, to utilize the
prolonged pendency of a court proceeding asa

ing the same, or substantiall
another application. o .
An agphcant_may request. that the decision
be withheld to permit the refiling of the afpli- s
cation at any time prior to the mailing of the
decision. Up to 30 days may be granted, al- ,
though the time is usually limited as much as =~

y the same issue in

tain the applicant’s request where the request is
filed early, obviating the necessity for an oral
hearing or even for the setting of the oral hear-
ing date. If the case has already been set for oral
hearing, the petition should incinde a request
to vacate the hearing date, not to postpone it.
In a situation where a withdrawal of the ap-
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re;e«-tlon wi ,
- smd oplmon 13 found

Eﬂmct of Rulc 196 Docl

o ml&
Appeals lncmde an explicit mtement that a claim may

- be allow

y the Roard o

nce of m>mtemnces or grounds of rejection.

the E aminer knows of references or rea-

ksons which were not before the Board, such a
upon

ommendatlon is not bmdm

favorab]e
: any change in a favorably rec-

other than the amendments
1d tend to destroy the force
Ex parte Young, 18

of such recommendatlon
Gour 24:31.

In the absence of an expms recommenda-
tion, a remark by the Board that a certain

does not appear in a claim is not to

n as a recommendation that the claim
a]l wed if the feature is supplied by amend-

: rte Voriund 1913 ('D 161 192
, ~ of thirty days ordinarily is set in the Board’s

review, ordinaril sixty duys 0!
_ the Bo:ard’q declsg)n o

‘1214 Actions Fnllowmg Decunon by ;

‘Board [R-20]

Board of Af ;}) peals decisions may be pubhshml
in the Patent Office Official Gazette, if requested
by the Board or Group. In the event that the
application has become abandoned, applicant’s
permission is sought prior to puhhmtlon

1214.01 New Ground of Rejection

o © [R-20]
Extract from Rule 196. Decisions by the Board of
Appeals . . . (bj Rhould the Board of Appeals have
. knowledge of any grounds not involved in the appeal

; 'm’ m' Apr. 1960 2210)

grounds upon whichapntent is refused. " The applicant
ey Sbould the decision of the Board of . mey waive reconsideration by the Board of Appeals
- and treat the decision,”including the ‘addeqd grounds

n amended form, applicant shall have the  OF rejection given by

. right to amend in conformity with such statement,
which shall be binding on the prlmary examiner in the

‘of the decision,

Board’
_months from
 plication ﬁled July 13, 1950 at 693 O.G. 136;

30 rejected can result only in a fina] rejection

subject matter to which the new rejection was

ewry render a new decision which 'shall lnclude ali

Board of Appeals, as a ﬂnal
decis!on in tbe case.

A. Arequest for re

suleratxon by the Board
must be filed withi

rty days from the date
he period set by Rule 197,
second paragraph. By proceeding in this man-

_ner the applicant waives his right to further

prosecution before the Examiner.
ﬁeld 1930 C.D. 531; 400 O.G. 226. :
“B. Where the Board’s decision complet:ely re-
moves the Examiner’s rejection as to one or
more claims and substitutes a new one under

Inre Green-

- Rule 196(b), the aﬁphcant, if he elects to pro-

ceed before the Examiner, must take such
action within the period for response set in the
_decision, which may not exceed six
oard’s decision. See In re ap-
1955 C.D. 3 'shortened _period for response
decision. :
The applicant may amend the claims in-
mlved ‘or. snbstitute new claims to avoid the
art or reasons adduced by the Board. Ex
parte Burrowes, 1904 C.D. 155; 110 O.G. 599.
Such amended or new claims must be directed
to the same subject matter as the appealed
claims, Ex pnrte Com:tock 1923 C.D. 82;
3170.G. 4

Argument without amendment of the claims

of the claims, since the Examiner is without
authority to allow the claims unless amended
or unless the rejection is overcome by a show-

_ing of facts not before the Board. The new
m'ound of rejection raised by the Board does

not reopen the prosccution except as to that

appl led




:,,lfiipplicant’s right of appeal or other revnew. for such
further action by the applicant or by the primary ex-

aminer, as the condition of the case may require,
. carry into effect the decision.

~ After an appea] to the Board of Appeals has
been decided, a copy of the decision is mailed
to the apphcant and the original placed in the
file. The Clerk of the Boa
on the file wrappe
~ and then forward:

ition for

‘Rule 197 any request or
i ification of

recons:deratwn, or m

the decision, must be filed within thirty days

. from the date of the original decision, unless
hat decision is so modified as to become, in
ect, a new declsxon, and the Board of Ap-
als so states,

_“No petition for reheann or reconsideration
filed outside the time specxged shall operate to
__extend the period of sixty days” for appeal to
_ the U.S. Court of Customs and Patent Appeals
_or for commencing a civil action, Rule 304. The
j ‘(Jommxss:oner may suspend or waive the sixty
limit of Rule 304, Eckey v. Watson, 122
, gPQ 5; 1959 C.D. 119, In such a petition an
adequate slummg under Rule 183 is demanded.
Any soft copies in the file wrapper should
not be removed until the period of reconsidera-

tion expires.

1214.04 Examiner Reversed [R—20]

A complete reversal of the Examiner’s re-
Lectmn brings the case up for immediate action
y the Examiner.

The Examiner should never regard such a
reversal as a challenge to make a new search to

notes the declslon P

tion for reconsideration or rehearmg is sea-

L2201

terms of any of the
,‘whlch the Exam er w

, be. requested to authori
~ ecution under Rule 198

‘tenng the new"’ ctic ’
1214.00 Cancellahon of :

Claims [R-20]

~ Where an appllcant withdraws some of the
appealed claims, and the ‘Board reverses the
Examiner on the remaining appealed claims,

the withdrawal is treated as an autl 8

to cancel the withdrawn claims. It is not nec-

_ essary to notify the applicant of the cancel- -

lation of the w1thdrawn; aims.

e 1214. 06 Exammer Sustamed in Whol

. (c) When an appeal is or sta -
when the time for appeal to the court or review by .
civil action (rule 304) has expired and no. such appeal

plicatlon are cousldered terminated as of the dismissal '
or expiration date except in those akppklicati 18

terminated when the appeal or ci
nated. . .

If the Exammer was susta' ed either in
whole or in part, it is lmﬁroper otify ap-
plicant of the status of the case unless asked
to do so. See Ex parte Buchenberg 1924 C.D.
55 ;327 0.3. 216.

The time for seeking review of a declslon of
the Board of Appeals by the C.C.P.A. or the
District Court is the same for both tribunals,
that is, sixty days, or sixty days with the ex-
tensxon provided by Rule 304 in the event a peti-

sonably filed before the Board, or as extended
by the Commissioner. See section 1214.03,
When the time for seeking court review (plus
two weeks to allow for information as to the
filing of an appeal or civil action, 1f any,

Rev. 20 Apr 1969




e apphcant is

, he Examiner

v through the refused claims an

r“Board'i' Decision” wrltten in the

 margin in red ink.

If uncorrected matters of form whxch cannot
be handled without written correspondence re-
main in the case, the Examiner should take ap-

propnate action but prosecution
closed. A letter suc  the
~uggested
“In view of the fact that the penod or s
mg court review of the decision by C
l.edppeal ndered (date of decision “
urther action has been taken
v applicant oceedings as to the rejected
(é]ﬂ)n’r,\s are consuiered termmated see Rule 197
c
. “The application wx]] be aseed to issue on
_ claims (identify) which stand allowed pro-
vided the following formal ‘matter(s) is (are)
. p!romdptly corrected. Prosecutlon 1s otherwise
close

rection.)

for response.)
C. Claims require action

_ the Board is an aﬂ‘irmance m ‘part and includes
 a reversal of a re]ectlon that bnngs certain
claims up for action on the merits, such as a

taining claims to nonelected species not pre-
viously acted upon, the Examiner wiil take the
case up for appropriate action on the matters
thus bronght up, but the case is not considered
open to further prosecution except as to quch
matters. ,
D. Rule 196(b) rejection, Where the Board
makes a new rejection under Rule 196(b) and
no action is taken with reference thereto by the
applicant within six months, or such shortened
period as may be get in the Board's decigion,
the Examiner should proceed in the manner
indicated for situations A, B, or C, depending

Rev. 20, Apr. 1960

must be very careful that agphcatlons which
- come back from the Board o

(Set out formal matter(s) requmng cor-‘

 (Set a thirty day S or ned Statutory Perlod r
-~ offile wra{;per immediately below endorsement

If the declsxon of . “Decision

_ dure where court review is sought.

~ decision allowing generic claims in a case con-

] in the manner :mdxcated for sit-

~ uations A B, or C, depending on which is ap-
_pro riate to the case. See section 1213.01.

. Appeal dismissed. The appeal has been dis-
missed for failure to argue a ground of rejec-
tion involving all the appealed claims. See sec-

tion 1215.04.

The practice under s1tuatmns A,B,and C is
similar to the _practice after a decision of the
court outlined in section 1216.01. i
In view of the above practice, Examxners :

overlooked because every case, except those in
which all claims stand rejected after the
Board’s declslon, is up for action by the Ex-
aminer m the event no court review has been
sought. uently, when a file is received
after declsxon y the Board of Appeals, it
must be examined and appropriate precautions

- taken to indicate the presence of allowed
~ claims, if any. This ma

be done by writing
“Allowed Cleims” on “Contents”

‘the notation

rd”

See sectlonq 1216.01 '121602 for proce-

1214.07 Reopenmg of Prosecution
, [R-20]

Rule 198. Renpening after decision. Cases which
have been decided by the Board of Appeals will not be
reopened or reconsidered by the primary examiner, ex-
cept under the provisions of rule 198, without the writ-
ten authority of the Commissioner, and then only for

.the consideration of matters not already adjudicated,

sufficient cause heing shown,

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board
and which presents a new or amended claim or
claims. In view of the fact that the prosecn-

~ tion of the case is deﬁmte]v closed, tho apph-

Appeals are not




drawn unless there are all

] ‘

" Where, after appeal has been :

_ fore decision by the Board of Appeals, an
_applicant withdraws his appeal after the period
for respons

_of the date on whi
d claims in the

~ Where a lette

filed in accordance

date of abandonme

such letter. ,
If a brief has been filec 2

mitted by Rule 192 (or any extension thereof

and an Answer mailed and applicant withdraw

the appeal, the case is returned to the Examine

If there are no allowed claims in the case, th

Examiner writes a letter of abandonment.

8, the effective
f filing o

1215.02  Claims Standing Allowe

If the apy l_icatiﬁﬁ;ébntains allowed claims,
as well as claims on appeal, the withdrawal o

the appeal does not operate as an abandon-

ment of the application, but is considered a
withdrawal of the appeal as to those claims and
authority to the Fxaminer to cancel the same.

P

_ for onse to the final rejection hLas expired.
_the application is to be considered abandoned as
the appeal was with-

applicafion is

1.the time prescribed
ands dismissed by
letter from the

tion to the
is abandoned is

file is received from the Board of Appeals.
However, if formal matters remain to be at-

tended to. the Examiner should take appropri-
ate action on such matters. setting a shortened
period for reply, but the application is to be
considered closed to further p utior pt

to . Note sec

) requiring “cor-

Qhortened :Stét'ix '

en the ease is before the court either on
C. 141, or in a civil action under
1e status of the application in

" Rew. ﬁ).'}pr‘ 1969 ,




v s after the appel'
rdin tn section 14

a civil action falls
oliday, ,the time

he District of Co]u bxa are not opened
e Patent Office to th 1

he ju ion of the Examiner:
'nv amendment, as one copying claims from
n? for interference . can be ad-

n V,Appeals . [R-20]
‘A ppml_rtby U.8. Court of Customs and Patent
.4msea!$ Any applcant diszatisfied with the decision
of the Board of Appeals, and any party to an inter-
ference dissatisfied with the decision of the Board of

Patent Interferences, may appeal to the U.8. Court

I)f (‘umama; and Patent Appeals. The appellant must

ach an appeal: (a) In the

2 - he Commissioner and file

- asons of ammﬂl (s;e«* rules 302 and 304) ; (b) in
. the court. file a petition of appeal and a certified tran-
script of the record within a specified time after filing
the reasons of appeal, and pay the fer: for appeal, as

Rev. 20, Apr. 1060

suit the : .1pphcatlon o

2204

er, and shall ﬁle in th
f appeal. =peciﬁ(-allv set forth in wntmg
ch tnme after the date ot rhe decision ap-

papers and e
lant and an

| M mn its dotermination the court shall' return to the
Commissioner a certificate of ity proceedings and deci-

" “sion, which shall be entered of rvmrd in the Patent
{()tﬁq e and govern the further prm-cwllnzs in the case.

Rule 302, Notice and reasons of.appecal. (a) When an

“ 'amwxl is taken to the 1.8, Court of Customs and Patent
 Appeals, the appellant shall give notice thereof to the
.,.ommixsimwr, and file in the Patent Omce. within the

time specified in role 304, his n-ﬂmns of nppml specif-

ically set forth in writing. ,
(b In interferences and other mntoﬂmd oam, the

notice and reagons must be served as provided in ruie

248,




"‘ recez}pt
[u sts that an order (called prae

w1thm 20 days.

_transcript of r

~ Appeals, proceedings

’re]ected :
cted proceedmgs on the é)phca-,
" ! termmated on éhe

-The order or
e exact papers to. be cert‘hed ;
d

s allowed If

 the éase and allowed, either by reve

Office decision by the Court or by having. been
llowed by the Examiner or the Board of
are considered terminated -

. asto the rejected claims. Action by the appli-

nscript and fee are meh filed. If
filed, tt 8 ;pe’cﬁlﬁv order of

restore ]un{dwhon to the Patent Office. If no
claims stand allowed proceedings are consid-
 ered terminated on the last day the petition,
i nd fee were due (since up to this
:  was alive and applicant could take
o some a('tlon) Ex parte Vossen, 1967 C.D. 29:
1535 USPQ 109.
- After restoration of ]urmdlctwn to the Patent
Office the action taken by the Examiner will
be the same as set forth in the aragraphs under
*Action Following Decision by Court’” below.
After the court has heard and decided the
appeal. a copy of the decision is sent to the
' Patent Office and one to the applicant. Where
_the applicant files a petition for rehearing. the
_ Court’s ruling thereon is communicated to the

Court.
Finally, the Clerk of the Court forwards to
rhc Office a certified copy of the Court’s deci-
_ sion on the appealed cﬁums This copy iz a
duplicate of the uncertified copy first for-
warded, unless modified as a result of the peti-
tion for rehearing or, possibly, altered to cor-
rect some minor error.  The receipt of this copy
by the Patent Office marks the conclusion of the
appeal.  The decision of the Court is published ;
but unless the application becomes a patent. the
public is not given access to the application file
itself. Since a transeript of the application
becomes a part of the court record, it may of
course be inspected there by anyone, In re
Mosher, 45 CCPA 7T01: 115 USPQ 140,

The Solicitor enters the certified copy of the
Court’s decision in the application file and

“cept astosuch matters,
stand allowed after the Court’s decision formal

_ Office and to the .xpphcant by the Clerk of the

220.5

cant canceling the rejected claims is not con-
ecessary. The Examiner will pass the
ue forthwith on the allowe claims, -
apphc nt being advised of such action.
claims may be cancelled by the
1th an approprxate notation on the
margin avoid confusion of the printer.
However, if formal matters remain to be at-
tended to, the Examiner should take appro-
priate action on such matters, setting a 30 day
shortened period for reply, but the application
is considered closed to further prosecution ex-
If all claims in the case

matters if any should be taken care of and the
case passed for issue.

3. Remand. Tf the decision of the Conrt is
such that it brings certain elaims up for action
on the merits. such as a decision allowing

- generic claims in a case containing claims to
non-elected species not previously acted upon.

the Examiner will take the case up for appro-
Enate action on the matters thus brought up,
ut the case is not considered open to further
prosecution except as to such matters, A re-
mand by the Court is a remand to the Board
of Appm]s and not to the Examiner.

it is remanded to him by the Board.

DisMissar o AppEar

After the appeal is docketed in the Court,
failure to prosecute the appeal, as by failure
to print the record or failure to file the brief,
will result in dismissal of the appeal by the
Court ; or there may be a dismissal by the Court
at the request of the appellant. The proceed-
ings are considered termnated and the applica-
tion abandoned if applicable as of the date of
dismissal, see section 1215.05,
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ate of;’ i

The

Examiner may only act on the apphoatmn lf.{';



nt di«at:sﬂéd
als, and any partyd 558 ¢

rule 3025, file nori:e with the Comm‘
ects to have all furtlwr proceedmp
provided in 35 U.S.C. 146, (ertxﬁ
notices mll e tranz,xmtted to the
' s and Patent Appeals for such
necessary. The notice of election mus
prm ided in rult- 248, :
33 U.K.C. 145, Ciril ac!mn to t;btam

-~ cant dxssathm-d with the decision of the Board of Ap-
p(-'1|~ mav unlewn appeal has: hwn mken 1o the United

mrt uf ( 'usmms .md Pa {Amx‘ah kmw- rem-

wly by

. United St

bia if mmmenced w Hhm such ¢

not less than sixty days, as the C omm
' :The court may ad_mdgv that such applim

of, Column-

& decision,
wioner zppoints,
; . entitled
fed in any
; ms mwlwd in the, don~ be Board of
Appeals. as the facts in the ¢ase may appear and such
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- The ﬁle is kep
'termmatmn of th

p()altlnn r)f it

. orlgmal notlce

/oceed'ngs ‘
¥y be ascertalned
" oﬂice.

contents at the tlme of
1744). If the suit

' to trial, no dlsclosure of the;appllcatl

nlike an appeal to

and Patent Appeals,

the ﬁlm'r of a civil does not require the

immediate filing of nseript of the applica-

tion. The r*omplamt, however, is open to the
public.

Files ~ubpoenaed
te the Court in care 0
along with a certified cop

'the h01xrt may be sent’
Patent Office emp]ovee
wder stipulation

that the copy be retained by the court and the

original broaght back to the Olﬁce by saxd’;
employee. .
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