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Errorsin s tmygb;mmctedmtgfm
WRY reissue issuance of a
ceﬂiﬂécatem‘gm becomes s part of the patent,
and by disclaimer.

1401 Reissue

85 U.8.C. 251 Reissue of defective patents. When.
ever any patent Is, through error without any deceptive
intention, deemed wholly or partly inoperative or
tnvalid, by resson of & defective specification or draw-
ing, or by ressun of the patentee claiming more or less
than he had a right to cialm In the patent, the Com-
missioner shall, om the surrender of such patent and
the payment of the fee required by liw, reisgue the
patent for the investion disclosed In the original
patent, and in sceordance with & new and amended
application, for the unexpired part of the term of the
original patent. Mo new matier shall be introduced
into the application fur relssue.

The Connulesioner may nsue severnl relssued patents
for distinet and separate parts of the thing patented,
gpon demmund of the applicant, and upon payment of
the required fee for a relssue for each of wuch relssued
patents,

The provisions of this title relating to applications
for patent shall be applicable to applications for re-
lmie of o patent, except that application for reigsue
may be made and sworn to by the assignee of the
entire iaterent If the application does not seek to en-
large the scope of the claims of the original patent.
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No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless applied
for within tweo mrs from the grant of the original

The usual g ds for a reissue are that the
clumsmtoomrrowortoobroad or that the
disclosure has inaccuracies. A reissue was re-
fused in Ex parte Arkless, 19580D 19; 726
O.G. 635, where the only %;onn rged was
fmlumtnm&keuclumun 35 U.8.C. 119
ty within the time limit set by Rule
55 mm of misjoinder of inventors
was held not to be & ground for reissue in
Ex Johnson, 1958 C.D. 22; 781 OG. 6.

uﬁmreimeh:p lwa.tlon u ﬁlod wlthm
twoyuu t
ent, a rejection on the ground oful:‘gnofs‘l
gnee or delay i in filing the reissue should not

1401.01 Requisites

Rule §71. Application for relssus. An application
for refgssue must contain the same parts required for
an application for an original patent, complying with
all the rules relating thercto except as otherwise pro-
vided, and in addition, must comply with the reqguire-
ments of the rales relating to relssue applications. The
application must be accompanied by a certified copy of
an abstract of title or an order for a title report, to be
placed In the file, and by an offer to surrender the
original patent {(rule 178).

1401.02 By Whom Filed and to Whom
Granted

Rule 172, (a) Applicants, cssignees. Reissue applica-
tions must he gigned and sworn to by the inventors
except as otherwise provided (see rules 42, 48, 47),
and must be sscompenied by the written sesent of all
sssignees, i any, owaing an undlvided Interest in the
patent, but a reissue applieation may be made and
sworn to by the assignee of the entire interest 1f the
application does not seek to enlarge the scope of the
clafms of the original patent,

{b} A reissue wil]l be granted to the original patentee,
his legal representatives or assigng aw the interest may

appear.

The examiner must inspect the ahstract of
title to determine whether Rule 172 has been
complied with.
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'1401.03 Notice in I File

Rule 179. Notioe of reissus apphication. When an
application for a reissue is filed, there will be placed
in the file of the original patent a notice stating that

an application éorne ue; §as ‘been fled. When the  tioq
A {1 drawing

wise terminated, the fact will be added to the notice
in the file of the original patent.. . .. ‘

~'The notice:is entered on'the file wra Her of
the original patent and pertinent data filled in
by the Application Branch. When the reissue
is granted or the prosecution of the Teissug, ap-

lication is terminated, it is important that tl

ﬁecord Room be informed of that fact by writ-
ten memo and the information is appljedt:g\, the
Record Room on the notice in the patented file.

1401.04 Offer To Surrender Original
Patent and When Such Patent
1Is Returned * ~

Rule 118. Original patent. ‘The application for a re-
issue must be: accompanied by an offer to surrender
the original patent. - The application should also be
accompanied by the original patent, or if the original
is lost or inaccessible, by an affidavit to that effect.
The application may be accepted for examination in
the absence of the original patent or the afidavit, but
one or the other must he supplied before the case is
gllowed, If & reissue be refused, the original patent
will be returned to applicant upon his request.

The examination of the reissue application
on the merits is made even though the original
patent or an affidavit has not been received,
but in such case the Examiner should require
them in the first action.

If applicant requests the return of his pat-
ent, on abandonment of the reissue application,
it will be sent to him by the Mail and Corre-
spondence Branch and not by the examining

group.
1401.05 Use of Original Drawing

Applicant must submit a mounted copy of
the original drawing or “an order for same”
(Rule 174) if transfer of the original drawing
is contemplated.

Provided that no alteration whatsoever is to
be made in the drawings, including adding or
cancelling an entire sheet, the drawings of the
original patent may be used in lieu of new
drawings.

The mounted copy of the drawing will be
marked “Informal, AFE” (Admitted for Ex-
amination) by the Draftsman, but the Exam-
iner should disregard this since the informality
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will be corrected by formal transfer of the
drawing before final allowance, =
When the reissue case is ready for allowan

the file with the mounted copy and the paten

file and drawing are forwarded to the Applica-
_tion Branch for formal transfer of the original
to the reissue case. | No formal request
from applicant for such transfer is necessary.
See 608.02(k). o

1401.06 Form of Specification and

Rule 173. Specification. The specification of the re-
issue application must include the entire specification
and claims of the patent, with the matter to be omit-
ted by reissue enclosed in square brackets; and any
additions made by the reissue must be underlined, so
that the old and the new specifications and claims may
be readily compared. Claims ghould not be renumbered
and the numbering of claims added by reissue should
follow the number of the highest numbered patent
claim. No new matter shall be introduced into the

Cut up soft copies of the original patent,
with each COLUMN securely mounted on a
separate sheet may be used in preparing the
specification and claims. It should be noted
that emendments to the reissue applications
should not be prepared in this way.

An example l;?the form for a twice-reissued
patent is found in Re. 23,558.

1401.07 New Matter

New matter, that is, matter not present in
the patent, is excluded from a reissue applica-
tion with even greater strictness than.in an
ordinary case. The claims in the reissue case
must also be for matter which the applicant
had the right to claim in the original patent.
New matter may exist by virtue of the omis-
sion of a feature or of a step in a method.
See United States Industrial Chemicals, Inc.
v. Carbide & Carbon Chemicals Corp. 1942
C.D. 751; 538 O.G. T41.

1401.08 The Reissue Oath

Rule 175. Reissue oath. (a) Applicants for reissue,
in addition to complying with the requirements of the
first senitence of rule 65, must also file with their ap-
plications a statement under oath as follows :

(1) That applicant verily believes the original pat-
ent to be wholly or partly inoperative or invalid, and
the reasons why.

(2) When it is claimed that such patent is so in-
operative or Invalld by reason of a defective specifi-
cation or drawing,” particularly specifying such de-
fects,
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ix;diﬁeexammermy in'lanycue,‘g', ne
information or afidavits. eoncernlnz the ;ppnaﬁnn for
reissue and its objeet.

- The question of tho suﬁclemcy of the reissne
oath filed under Rule 175 must in each case
be reviewed and decided personally by the
Primary Examiner. (Basis: Order 2712.)

The reissue oath must point out very, spe-
cifically what the defects are and how the
errors arose. The statements of the cath must
be of facts and not conclusions,

An allegation that the specification is msuﬁ
cwntmamlybecmthe claims are too narrow
ordmanly swtmﬁes pu-agmph (a) (2) of the
ru e.. ~

A broadened reissue clann is one wlnch

within its scope any subject matter not
embraced by the patent claims. A claim broad-
ened in one limitation is a broadened claim
though it may be narrower in other details.

tive to o?h (a) (4) of the rule, de-
liberate cance e claim in the original
patent ap hcatlon is ordinarily regarded as
evidence that the failure to include claims to
the involved subject matter in the patent is
not due to error. Claims drawn to substan-
tially the same subject matter are not ordi-
nanfy successfully urged in the reissue. An
error arising from a lack of understanding or
knowledge of applicant’s attomeﬁ as to the
real invention may be an acceptable reason for
reissue. However, where an alleged lack of
understanding by applicant or his attorney is
based on a new factual situation, which did
not exist at the time the patent was taken out,
reissue is improper.

A ruling that the oath is insufficient should
be made a ground of rejection of all the claims.

1401.69 Examination of Reissue

Rule 176. Heaminetion of refssue. An original
claim, if re-presented in the relnsue applcation, is
subject to reexamination, and the entire application
will be ezamined in the <ame manter as original
appileations, subject to the rules relating thereto,
excepting that division will not be required. Appiil-
cations for reissue will be acted on by the examiner in
advance of other applications.

thlq an_origin; claim is subje
examination, the rejection of such & ¢l

stitutes: the rejection of a_pre

allowﬁ
claim and must be persona; oonsldered the
Primary Examiner with great sy 1‘{

eﬂ'ectlve, a reference must be {mor to the eﬁ‘ec~
tive filing date of the original p L

1401 09(:) Adjudxcauon of Orxgmal
P‘tent AR R

th & reissue apphcatlon is ﬁled, ﬂw Ex-
aminer should. determine whether the original
patent has been edjudicated by & court.. The
decisior: of the court and also other papers in
the suit may give information essential to the
examination of the reissue.: The patented: file
will contain notices of the filing and termina-
tion of infringement suits on the patent, which
notices are required by law to be filed by the
clerks of the Distriot' Courts. These notices
do not indicate if there was an opinion by the
court, nor whether a decision was published.
Shepard’s Federal Citations and the cumula-
tive dlgsts of the United States Patents Quar-
terly, both of which are in the Law Library,
contain tables of patent numbers giving the
citation of published decisions concerning the
patent. ere papers are not otherwise con-
veniently obtainable, the applicant may be re-
quested to supply or lend copies of papers and
records in suits, or the Office of the Solicitor
may be requested to obtain them from the conrt.
The information thus obtained should be care-
fully considered for its bearing on the pro
claims of the reissue, particularly when the re-
issue application was made in view of the
holding of a court.

1401.10 Restriction and Election of
Species

The Examiner may not require restriction in

a reissue application (Rule 176 in 1401.09. If

the original patent contains claims to different

inventions which the Examiner may neverthe-

less consider independent and distinct, and the

reissue application also claims the same inven-
tions, the Examiner should not require restric-
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