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" plications for pmm;m bemm the Commis-
- sioner of Patents. A complete application comprises:
{a) Apeﬂuonornquotnmmmmh&

(b) Aupeclﬂa_tion,lnclndingachimorchlm.m'

~'rules7ltoﬂ

‘(¢) An oath or declaration, see rale 65.

(d) Drawinge, when necessary, see rules 81 to 88.
(e) Thepmcribedﬂlinztee. (Seemlemﬂorﬂling

THE Amacamw

e appllcatx” n ma.y be inc uded
approved smgle-

,specxﬁcatlon and oath are se-

in a file wrapper, bearing ap-
ing data mci’ed;ng the senal

Note

Relssue patents, 1401.

Design patents, Chapter 1500.

Plant patents, Chapter 1600.

A model, exhibit or specimen is not required
as part of the application as filed, although it
may be required in the prosecutlon of the ap-
plication ( ules 91-93, 608.03).

Rule 59. Papers of complete application not to be

-returned, The papers in a complete applicetion will
not be returned for any purpose whatever. If appli-
cants have not preserved copies of the papers, the
Office will furnish copies at the usual cost. See rule
87 for return of drawing.

See, however, 604.04(a).

601 Petition

Rule 1. Petition. The petition must be addressed to
the Commissioner of Patents and request the grant of a
patent. The residence, and post office address of the
petitioner must appear in the petition if not stated else-

Rev. 11, Jan. 1967

‘ amended by the attomey ,
601.02 Power of Attorney or Author.

‘mofthepmtmmmm'
(see 605.03) may be

~_ization of Agent
The attorney’s or agent’s full post office ad-

‘ dmsshoﬂdbegwenmeverypowerofattnr-
_ mey or authority of agent. The prompt de-
 livery of commumcatlons wxll thereby be

facilitated.
Usnally a power of attomey or anthonuuon

| ‘of agent is incorporated in either the petition

~or_ single
| 605.04(s).

atureform See402and

602 Original Oath (or Béélaraﬁon)

Rule 65. Statcment of Applicant. "(a) (1) The ap-
plicant, if the inventor, must stabte that he verily be-
lieves himself to be the original and first inventor or
discoverer of the process, machine, manufacture, com-
position of matter, or improvement thereof, for which
he solicite a patent; that be does not know aud does
not believe that the same was ever known or used
before his invention. or discovery therecf, and shall
gtate of what country he is a citizen and where ke
rexzides, and whether he is a sole or joint inventor of
the invention claimed in his application. In every
original application the applicant must distinctly state
that to the best of his knowledge and bellef the Inven-
tion has not been in public use or on sale in the Unitad
States more than one year prior to his application, or
patented or described in any printed pubiication in any
country . before his invention or more than one year
prior to his application, or patented in any foreign
country prior to the date of his application on an appli-
cation filed by himself or his legul representatives or
assigns more than twelve months prior to hix appli-
cation in this country. He shall state whether or not
any application for patent on the same invention has
been filed in any foreign country, either by the appli-
cant or by his legal representatives or assigns. If any
suchk application has been filed, the applicant shall
naze the country in which the earliest such application
was filed, and shall give the day, month, ard year of




(c) An ndditional statement may be required if the

. -wnaummmmmmmmmmeewtm
_ ‘a reasonable time after execntion of the original state-
ment.

Rmﬁ. Doohntiouialdaafﬁmmth.

_ (a) The applicant may, in lieu of making an oath or
aﬂmmﬁonlnthemmamﬁdeﬁbykﬂeﬂ&nt-
~ forthinthebodyotthemtementmmﬁmm i

by Rule 65 his written deciaration that all statements

U.8.C. 1001) and m&yjeopardile the 1
appliution oranypuﬁentissningtbam

23533 D =68 -2

ing
~ it1sanintegral partof thea
tained together therewith.

. ﬁm of March £,1985. )

jor: is used, it is unnecessary tc appesr
fore an &c:almmm&mwﬁkthmk .
of the Declaration. It must, however, since
ion, be main-
arther details are
ven in 29 F.R. 18502; 811 O.G. 2. (Basmis:

g statute, 35 U.S.C. E&t&?Cammmo:: '
empowwedtopmcn instances w ;
8 wnm&edmhonmybeampmdmlm'f

_ of the cath for “any document to be filed in the
mdeotwownknowledcearetmemmtmm o
,menumdeonlnfomﬂonandbeliambdieudto, .

Patent Office”.
leﬁh of a wrmendeclantmnssnotu-*
lemheu ofthemthenhat;onofm
original application oath that is informal in
that it lacks authentication by a dégnltes. omatic or
See

consular officer of the United

604.04(a).

Rev. 10, Oct. 1968




ﬁled forelgn plication, aﬂy he iny
tor’s name will not appear ina carhﬁad copy of
said foreign appl:ca,tnon. It should be noted
that an oath in the form proper before. Janu-
53 i acceptable.

5.04(s) mcluggsn the oath.

Anoath which refars to a phunb as “the
petitioner” need not contain apphcant’s name
in the body thereof. . gy g

In the oath, the jurat
the word “sole” or “onl
is but ‘one inventor, and
mventors. ' , i
When joint inventors execute separate:
each oath should make reference to- the fact
that ‘the affiant is a joint' inventor together
with each of the other inventors indicating
them by name. This may be done by stating
that he does verily believe himself to be the
original, first and ]omt inventor together with
“A or A & B, etc.” as the facts may be.

A seal is usually impressed. See 604 and
Rule 66. However oaths executed in many
states including Alabama, Louisiana, Mary-
land, Massachusetts, New Jersey, New York,
Rhode Island, Sonth Carolina and Vi irginia
need not be im pressed with a seal.

If a claim is presemed for matter not_orig-
inally claimed or embraced in the original
statement of invention in the specification a
supplemental oath is required. Rule 67, 603.

602.01 Oath Cannot Be Amended

The wording of an oath cannot be amended.
If the wording is not correct or if all of the
ired afirmations bave not been made or if
it has not been properly subscribed to. a new
oath must be required. However, in some
cases a deficiency in the oath can be corrected
by a supplemental paper and a new oath is
not necessary.
For example, if the oath does not set forth
evidence that tine notary was acting within his
jurisdiction at the time he administered the

gpear if there
0 or more

270-341 O - 67 - 2

| ‘f:ken t
' further oath is mse&cd

ature form mentlomd in

 give all the mquued data, no

602.03 Defeehve Deehnmn or Oltll,

When Waived

In the first Oggeﬁaaetmn the E;:clmmer must
pomtoutevea'y i mcyms annona
oath and require that the same be rem '
apphcamm is o

223‘"}"’ N E \th fal signa-
y for issue, an Examiner wi ,

tory authority may waive the following. minor
deficiencies:

1. A delny of somewhat more than ﬁumﬁh
plus mailing time in filing after the time
of making the declaration, or the time of
execution in the case of an cath.

2. Residence of an apphcant if a post office
address is given.

3. \{ul\lor deficiencies in the execution of an
oat

of the above are waived, the Examiner
shoula write in the margin of the declaration or
oath a notation such as “Date of declaration
waived ; application ready for issne™ and initial.

602.04 Foreign Oath

An oath executed in a foreign country must
be properly anthenticated. See $04 and Rule

602.04(a) Foreign Oatl: Is Ribboned
to Other Applwllion

Papers
Exiract from Rule 66, (b} When the oath is taken
before an officer {n a country foreign to the United
States, all the application papers, except the drawings,
must be attached together and a ribbon passed one or
more times through all the sheets of, the appileation,
except the drawings, and the ends of said ribbon
brought together under the seal before the latter is
affixed and impressed, or each sheet must be impressed

Rev. 6, Oct. 1086




Note that a Declan
tion Oath’ (Rulqi 68
It

he applica-
liance with
J (c).. asonable time has
elapsed, the E 1ould call for a new
oath, What constitutes a reasonable time is a
g‘t;gstjon of judgment to be determined by all
e circumstances in the particular case. (Five
weeks plus time of transmission in the mails
was considered reasonable under the circum-
stances of Ex parte Heinze, 1919 C.D. 87; 265
O.G, 148). Note 602.05(a). ’

when'th en. e
602.05(a) Oath in Division and Con-

Where the date ‘of filing the application is
not the date that determines the statutory
twelve months’ period, as in divisional and
continnation cases. it is immaterial, so far as
concerns the acceptability of the oath, how
long a time intervenes between the execution
of the oath and the filing of the application.

When a divisional application is identical
with the original application as filed, signing
and execution of the oath in the divisional case
may be omitted. (See Rule 147, 201.08.)

In a streamlined continuation application, the
oath or declaration of the parent application
can be used. Therefore, signing and execution of
8 new oath or declaration in the streamlined
continuation is not required. See 201.07.

603 Supplemental Oath

Rule 87. Rupplemental oath for matter not oripinally
elaimed. (a) When an applicant presents a elaim for
matter originally shown or deseribed but not substan-
tially emobraced in the statement of invention or clalm
originally presented, he shall file 2 supplemental oath
to the effect that the subject matter of the proposed
amendment was part of hix invention ; that he does not
know and does not belleve that the same was ever
known or used before his invention or discovery thereof,
or patented or described In any printed publication In

Rev. 13, July 1967

o qu may be

(b) In proper. quir
_applicant other

made on information and belief by an
than inventor. '

Rule 67 requires in the supplemental oath
substantially all the data called for in Rule 65
for the oriiinul oath. As to the purpose to'be
served by the supplemental oath, the Examiner
should bear in mind that it cannot be availed
of to introduce new matter into an application.

603.01 Supplementsl Oath Filed After

politan Electric Mfg. Co., 275 Fed. 158, many
supplemental oaths covering the claims in the
case have been filed after the case is allowed.
Such oaths may be filed as a matter of right
and when received they will be placed in the
file by the Issue Branch, but their receipt will
not be acknowledged to the party filing them.
They should not be filed or considered as
amendments under Rule 312, since they make
no change in the wording of the papers on

file. See T14.16.
604 Administration or Execution of
Oath

Eztract From Rule 66. Officers authorized io ad-
minister oaths. (a) The oath or affirmation may be
made before any person within the United States au-
thorized by law to administer oaths, or, when made in
a foreign country, hefore any diplomatic or consular
officer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which the appijicant may be, whose authority shall
be proved hy a certificate of a diplomatic or consular
officer of the United States, the oath being attested
in all cnses in this and other countries, by the proper
official meal of the officer hefore whom the onth or
affirmation is made. Such oath or affirmation shall be
valid as to execution If it complies with the laws of
the state or country where made. When the person
before whom the oath or affirmation is made In this
country s not provided with a seal, his officlal charac-
ter shall he established by competent evidence, as by




t
When the issue concerns

~is necessary. Wh
thority of the person adn oath
the Examiner should reqmr:dproof of Author-
ity. Depending on the jurisdiction,

may be either embossed or rubber stamped. The

latter should not be confused with a stamped
legend indicating only the date of expiration of

risdictions, the seal of the
d but the official title of
the oath. This applies to
1 ifornia (certain notaries), Lou-
isiana, Maryland, Massachusetts. New Jersey,

York, Ohio, Puerto Rico, Rhode Island,

New
South Carolina and Virginia.

604.02 Venue

That portion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue, Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be deterinined
from statements by the notary appearing on the
oath, or from the listing at 604.03. Venue and
notary jurisdiction must correspond or the
oath 1s improper. The oath should show on
its face that it was taken within the jurisdic-
tion of the certifying officer or notary. This
m given either in the venue or in the

y of the jurat. Otherwise, a new oath, or

n certificate of the notary that the oath was

taken within his jurisdiction, must be required.

Ex parte Delavoye, 1906 C.D. 520; 124 O.G.

?‘2)6; Ex parte Irwin, 1928 C.D. 13; 367 O.G.
ko 1.

604.03 Notaries and Extent of Juris-
dietion

The extent of the jurisdiction of the notaries
in the various states is given helow.

_ Florida (b)

n-
inistering the oath,

the “seal”

Alabama (a) |

Hawaii (e)
Iowa (d)
Kansas (e)

Rentucky(d)

 RTATEWIDE

nin (I(S)

Virginia (d) e

Al other states

(a) Alabama and Nebraska notaries are ap-
pointed for counties and for state at lnrge.

(b) Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large.

éc) In Hawaii it is generally limited to the
judicial circuit, a

(d) InTowa, Kentucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qualify and act as
notary in any other county.

(e) The jurisdiction of Kansas and Missouri
notaries is coextensive with county of appoint-
ment and adjoining counties. =

(f) InOhio,notaries other than attorneys are
appointed by the Governor for a term of 5 years
and have power to act only in county for which
appointed. .An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature.

(g) Tennessee notary publics commissioned
in one county may file in county court of any
other county and thereupon may exercise the
function of his office in such other county. In
such cases, however, notary must attach to his
certificate n stutement that he is qualified in the
county in which he ncts. Notaries at large are
commissioned by the Secretary of the State.
Notary's signature must indicate that he is so
qualified. Special seal is prescribed by the Sec.
retary of State,

(h) In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act in county or city con-
tiguous thereto, and a notary for a county may
net in eity contiguous thereto.  Notaries may be
appointed for two or more counties and cities or
for the state at lnrge.

Rev. 12, Apr, 1987




@ actli‘ve;sl,“t i 4 f forces,
1ave the general powers of & notary p
of a cons%:i of;tﬁ:Unitad States, in the mre
formance of all notarial acts to be executed b
members of any of the armed forces, wherever

this code [Uniform Code of Military Justice]
outside the continental limits of the United
States: | ‘ ‘
(1) All judge advocates of the Army an
l [

(2) Al ialists |

aw specialists;
{Sg ‘All summary courts-martial H
4

All adjutants, assistant adjutants, act-

ing adjutants, and nnel adjutants;
mgss) ]Allco;nma Smg officers of the Navy
and Coast Guard; R

(6) All staff judge advocates and legal of5-
cers, and actinlg or assistant staff judge advo-
cates and ] officers; and_ ‘

(7) All other persons designated by regula-
tions of the armed forces or by statute.

(d) The signature without seal of any such
person acting as notary, together with the title
of his office, shall be prima facie evidence of
his authority.

604.04 Consul

When the oath is made in a foreign country.
the authority of any officer other than a diplo-
matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer
of the United States. Rule66,604. This proof
may be through an intermediary; e.g., the con-
sul may certify as to the authority and jurisdic-
tion of another official who, in turn, may cer-
tify as to the authority and jurisdiction of the

1 before whom the oath is taken.

604.04(a) Consul-Omission of Cer-
tificate

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whaose
authority is not authenicated, the application
is nevertheless given a filing date for purposes
of examination. The examiner, in his first

Rev. 12, Apr. 1967

thenticatibhtedy

y

they may be, and by other persons subject to

n requiring
rms ‘that it lacks au-
a diplomatic or consular officer
‘States; Rule 66{)0.). This in-
1 be overcome only by forwarding -
h to the appropriate officer
t wishes to pre-
ate. Applicant
, rn of the oath for
Oge. request must be accompa-
ied by an order for a copy of the oath to be
retained in the file until the properly authenti-
cated oath is returned. See section 604.04(a),
MPEP. After the oath has been authenti-
cated, it should be returned promptly to the
Patent Office.” L
At the time of the next Office action the
request for return of the oath, together with
the application file and the copy of the oath,
is submitted tbrougl;,the,Group,ghm'; ager to the
Director of the Patent Examining Operation.
If the request is approved by him, the oath will
be returned by the examining division.
. The filing of a declaration bﬁ' the applicant
in lieu of an authentication of the original oath
cannot be accepted since the authentication is
essential to preserve the original filing date.

604.05 Consular Fee Stamp

All papers executed on or after June 28, 1055,
that formerly required the consular fee stamp,
are acceptable without such stamp.

604.05(a) Omission of Consular Fee
Stamp

In applications executed abroad prior to June
28, 1955 before a counsular officer and in which
a consular fee stamp is uired but from
which the reguired stamp is lacking, the Ex-
aminer should not require a consular fee stamp
to be furnished. The applicant should be in-
formed that the oath or authentication, as the
case may be, does not cangr the required con-
sular fee stamp and that the applicant should
obtain a statement from the consular officer
that a fec stamp had been affixed when the
paper was executed.

604.06 By Attorney in Case

The language of Rule 66 and 35 U.S.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of his
authority and jurisdiction and will not know-

- “The oath




. cang™

gnl refer th i
such action.

47. See rule 147, ;
Unless the contrary Is indicated, the

-wisén used: in these wules reférs to the i '

,Jolnt inventors who have applled for a patent. or to

tion invented by tﬁem Jointly, except a8 provided In
rule 4.

For cmvemblhty from a joint to sole or sole
to ]omt application, see 201.03.

Rule. 6. Aulyned inventions and patents. In case
the 'hole ora part interest in the Invention or in the
patent to be issued is assigned, the application must
still be made by the Inventor or one of the persons
mentioned In rules 42, 43, or 47. However, the patent
may beissued to the assignee or jointly to the inventor
and the assignee as provided in role 334

This section concerns filing %‘;he actunl in-
ventor. If filed by other,
Norz

stmmlmed contmuatxon apphcatxon, 201.07.
sition of application by mventor, 301.
Inventor dead or insane, 409.

605.0,1’ . Applicant’s Citizenship

The mm (35 U.S.C. 115) requires an ap-
plicant to state his citizenship. re an

ommunieations to applicant
of the attorney is not sufficient.
1f the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.
Any amendment of the post office address re-
quires the signature of the applicant himself.

605.04 Applicant’s Signsture ayn‘d
Name

Rule 57. Rignature, The application must be signed
by the applicant in person. The signature of the oath
will be accepted as the signature to the application
provided the oath Is attached to and refers to the
petition, specification and clalm to which it applies.
Full names must be given, Including the full first
name without abbreviation, and the middle initial or
name if any.

Rule 76. Signature to the specification. When the
oath is attached to and refers to the petition, specifica-
tion and claim to which it applies, the specification
need not be signed. Otherwise it must be signed by the

applicant in person,

Rev. 13, July 1967




All apphcatlons w)

and last names with middle mltlal or name, .
if any, of the a llcant ’t any place in the :

a : Von ) I

ﬂnt mm the_apphunt
ither in the ugnature or. else-

is in fact lns full

No aﬁdavlt should be required.

sirement should be made only when

for the first name in the signature & mere ini-

tial appears or what can be only an abbrevia-

tion of a name.

- Rule 57 requires “full names”. The full first

name must appear somewhere in the papers as
.Otherwise, uppropnate amendment is

o red.

3n an apphcahon where the name is type-
written with a middle name or initial, but the
signature is withont such middle name or ini-
tial, action shonld be taken as follows:

In the first Office letter, call attention to the
lack of uniformity and request information
over the applicant’s mgnature as to the correct
form of his name, together with any necessary
amendment,

If applicant, in reply, gives the name with-
out the middle name or mmal unaccompanied
by any instructions to amend the typewritten
name, the reply may he interpreted as a direc-
tion to cancel the middle name or mmnl from
the pmmble, though such amendment is not
material. since the preamble is no longer
printed in the patent. It is necessary how-

Rev. 13, July 1967

: ‘ request and
rwise ready for issue, prepare
dment indicating that the
h’as'*be’_en corrected to

there are inconsistencies in the sxgnatum
There should be uniformity. notwithstanding
that lack of it is not suﬂiclent to aﬂ‘ect the
validity of the patent. = ,
‘When the name on the file is correct
file should be sent to the Applicatic
for correction of its records.

605. 04(e) Apphcanl ﬂunges Name

In cases where an upphcant’s name has been
changed after his application has been filed
and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied by either an affidavit signed with
both names and setting forth the procedure
whereby the change of name was effected, or a
certified copy of the Court order. Such papers
are recorded by the Assignment Branch where
the new name is added on the file wrapper.
The Assignment Branch forwards the file to
the Application Branch for a change in their
records.

No change is made on the face of the file
by the Clerk of the examining group. A suit-
able endorsement being made by the Assignment
Branch. When ready for allowance, the cnse
should be sent to the Drafting Branch for the
addition of the new name to the drawing.

Where the change of name is merely by
amendment, such as the addition of a full first
name or a mlddle initial and no affidavit is
required, the file is sent to the Application
Branch for a change in their records and if
the application is assigned it will be forwarded
by the Application Branch to the Assignment
Branch for a change in assignment record.




in wh?ﬁl

ten names of the jc e fili
a8 requests for subsequent shifting of the
~would entail changing numerous rec-
ords in the Office. Since the icular order
in which the names appea

r 1s of no conse-
quence insofar as the lega] rights of the joint
npzlhcunts p:r; co::;sned, no o will be
made except for reasons a permis-
sion of the Commissioner. It is suggested that
all typewritten and signed names appearing
in the application papers should be in the same
order as the typewritten names in the oath,

In those instances where the joint applicants
file separate oaths, the order of names 18 taken
from the order in which the seversl oaths ap-
pear in the application papers unless a differ-
ent order is requested at the time of filing.

605.04(g) When Name Is
Sendto Application
Branch
‘When the name is corrected by amendment,
the file should be sent to the Application

Branch for correction of the name in its ree.
ord. When the name is changed, see €05.04 (¢).

6035.04(h) Signature to Drawing

Rule 82. Bignature to drawing. Signstures are not
required on the drawing if it accompanies and is re-
ferred to in the other papers of the application, other-
wise the drawing must be signed. The drawing may
be signed by the applicant in person or have the name

attorney or ‘agent, m
hand eorper of each

_or may be placed below. t}

] niddle initial consistent therewith. It
can, however, include initials for the first and
middle names. Drawings filed without the in-
ventor’s ‘name ' thoreon, will have the name
applied in pencil by the Mail Branch.
a’hen the drawing is signed by the inventor
in person the name of the attorney is not per-
mitted to appear thereon. i (o
~The drawing may be signed by the appli-

son after the

" signature need
name of the attorney on draﬁ;gis discussec
at 608.02(u). For return of drawing to appli-
cant for signature see 608.02{&) .

The name or signature of the inventor must
be identified as such by an appropriate legend.
Each sheet must be signed when the signature
is necessary. The printed name of the in-
ventor without s signature is also acceptable
a.lr‘lg may appear, if desired, only on the first
sheet.

605.05

Administrator, Executor, or
Other Legal Representative

In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual I have found,” the wording should
be “it was found.” ‘

For prosecution by administrator or execu-
tor, see 409.01(a).

For prosecution by heirs, see 409.01(a) and
409.01(d).

‘For prosecution by representative of legally
ineapacitated inventor, see 409.02.

For prosecution by other than inventor, see

605.05(a) Signature of Legal Repre-
sentative
If the drawing is signed by the legal repre-
gentative it must follow this form:

John A. Jones, deceased,
by Mary A. Jones, Administratrix.

Rev. 11, Jan. 1967




Where the title is not deseriptive of the in-

vention claimed, the Examiner should require
the substitution of & new title that is clearly
indicative of the invention to which the claims
are directed. This may result in ~slightl]y
longer titles, but the loes in brevity of title
will be more than offset by the gain in its
informative value in indexing, classifying.
searchgig ete. If a satisfactory title is not
suppli Ly the applicant, the Examiner may
i the title by Examiner’s Amendment on
or after allowance. e

If & change in title is the only change being
made by the Examiner at the time of allow-
ance a separate Examiner’s Amendment need
not be prepared. The change in title will be
inoor&qrated in_the Notice of Allowance. This
will be accomplished by sdding the typewrit-
ten notation in capital letters “AS AMENDED
BY EXAMINER” following the heading
“Title of Invention or Improvement” and en-
tering thereunder the title as changed by ‘the
Examiner who should initial the face of the
file wrapper. ,

However, if an Examiner’s Amendment must
be prepared for other reasons any change in
title will be incorporated therein.

Rev. 13, July 1067

independent or de-
pon submission of an amendment (whether
entered or not) affecting the claims, payment
£ the following additional fees is required in
gapplication: . ..o i o
r each mdeﬁ:n dent claim: pending in
. excess of the namber of inde t
~claims already paid for, ' . o
or each claim pending in excess of the
total number already paid for. (It
should be recognized that the basic
$65 fee pays for ten (10) claims, one
of which may be independent, re-
gardless of the number actually
filed.) : 5o

Amendments before the first action, or not
filed in response to an Office action, presenting
additional claims in excess of the number al-
ready paid for, not accompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant will be so advised. Such
amendments filed in reply to an Office action
will be regarded as not responsive thereto and
the practice set forth in section 714.03 will be
followed. RN o

The additional fees, if any, due with an
amendment are calculated on the basig of the
claims (total nnd:indfipendent) which would be
present, if the amendment. were entered. The
amendment of a claim, unless it changes a de-
dendent claim to an inciependent claim, and the
replacement of a claim by a claim of the same
type do not require any additional fees,

For puH)oses' of determining the fee due the
Patent Office, a claim will be treated as depen-
dent if it contains reference to one other claim
in the application. A claim determined to be
dependent by this test will be entered if the
fee paid reflects this determination.

Any claim which is in dependent form but
which is so worded that it, in fact is not, as for

0). claims (whether




further claim

_claim; and cancellation of an C
depending on such a dependent claim will be
similarly required. The applicant may there-
upon amend the claims to place them in
depgndentl form, or may re
~_ pendent claims, upon )
&en additional fee.

. After a requirement for

~elected claims will be included in determining
the fees due in connection with a subsequent

amendment unless such claims are canceled.
The additional fees, if any, due with an
amendment are required prior to any consider-
ation of the amendment by the Examiner.
Money paid in connection with the filing of
a proposed amendment will not be refunded
by reason of the nonentry of the amendment.

607.01 Fee Exempt :

There were two types of Fee Exempt appli-
cations: (a) those filed under 35 U.S.C. 266,
repealed as of QOctober 25, 1965 and (b) those
filed under a ruling of the Comptroller Gen-
eral’s Opinion B-111,648 also abrogated as of
the same date: ‘

Firep Unoer 35 U.S.C. 266

35 U.8.C. 266. Issue of patents without fees to Gov-
ernment employees, The Commissioner may grant,

 restriction, non-

provisions of this title, to any officer,
r employee of the Government, except
employees of the Patent Office, a patent
out the payment of fees, when the head of a de-
partment or agency certifies the invention is used or -
likely to be used in the public interest and the appli-
__cant in his application states that the invention de-
30 therein, if patented, may be manufactured and

r the Government for governmental pur- =
ut the payment to him of any royalty =

thereon, which stipulation shall be included in the
~ patent. (Based on Act Mar. 3, 1883, amended Apr. 30,
1928, Repesled October 23, 1965.)

In revising such applications for issue, the
specification should be checked to assure the
presence of the substance of the following
statement therein:

“The invention described herein may be
manufactured and used by or for the Gov-
ernment for governmental purposes without
the payment of any royalty thereon.”

If the substlt:ncﬁe of such a lstatfenlnlcant, dggs
not a r as the first para \ of the specifi-
catioxll) I‘)‘(;after” the absgmctggrxg is presen%) else-
where in the specification or record, the same

should be entered, i Examiner’s Amendment,
as the first paragraph of the specification after
the abstract. ‘

If the substance of this statement is not
present at any point in the record of the ap-
plication, an action should be made requiring
such statement, signed by the applicant, and an
amendment directing insertion of same as the

42.1 Rev, 13, July 1067




title and interest in the Invention and

:l‘p‘plication_tq the Government or a Govern-
ment cy;or .
(2) Where the invention and application
are the result of research sponsored and fi-
nanced by the Government under contract or
agreement requiring that the results thereof
be made available to the public, and the appli-
cation contains a clause dedicating the inven-
tion and patent to be granted to the free use
of the people in the territory of the United
States. o .

Beginning October 25, 1965, there are no
lon%er an¥ applications which are exempt from
the filing fee or the issue fee. Applications filed
before this date without the filing fee under the
provisions previously in effect are subject to
payment of the issue fee if the notice of allow-
ance is dated on or after October 25, 1965.

The following two sections (607.01a, 607.01b)
are applicable only to old cases,

607.01(a) Inventor Leaves Service of
United States

An opinion of the Attorney General, dated
January 14, 1936, rules that an application
filed under the Act of 1883, as amended, now
35 U.S.C. 266, which meets the requirements of
this statute as to the status of the inventor at
the time of filing, is sufficient warrant for the
issuance of a patent to the inventor if the in-
vention claimed therein is found patentable,
whether or not he ig in the service of the
United States at the time the patent issues.

607.01(b)

Fee Filed

Where an application was filed under 35
U.8.C. 266, the regular filing fee can be subse-
quently paid and proper amendment made by
the inventor, concurred in by the Head of the
Department concerned, cancelling the offer of
dedication, the fee being entered on the file
and e(tlhe original date of the application re-
tained.

Fee Exempt Changed to

1. All amendments or claims must

d basis in the original disclosure, or they

involve new matter. Applicant may rely for

disclosure upon the specification with original

claims and drawings, all as filed complete. See
Rule 118, 608.04.

608.01 Specification

Rule 71. Detailed description and specification of the
ingention. (a) The specification must include a writ-
ten description of the invention or discovery and of
the manner and process of making and using the
same, and is required to be in such -full, clear, con-
cise, and exact terms as to enable any person skilled
in the art or science to which the invention or dis-
covery appertains, or with which it is most nearly
connected, to make and use the same,

(b) The specification must set forth the precise in-
vention for which a patent (s solicited, in such manner
as to distinguish it from other inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, manufacture,
composition of matter or improvement invented, and
must explain the mode of operation or principle when-
ever applicable. The best mode contemplated by the in-
ventor of carrying out his invention must be set forth.

(e¢) In the case of an improvement, the specification
must particularly point out the part or parts of the
process, machine, manufacture, or composition of mat-
ter to which the improvement relates, and the descrip-
tion should be confined to the specific improvement and
to such parts as necessarily cooperate with it or as may
be necessary to a complete understanding or descrip-
tion of it.

Certain cross notes to other related applica-
tions mny be made. References to foreign ap-
plications or to applications identified only by
the attorney’s docket number should be re-
quired to be cancelled. Rule 78, 202.01.

Rule 52. Language, paper, scriting margina, (8)
The petition, specifieation, and oath must be in the
English language. All papers which are to become a
part of the permanent records of the Patent Office must
be iegibly written or printed in permanent ink.

Rev, 11, Jan. 1967




Indicate such 7act.

In order that be i-
X handled specthe Oﬂico, page nmrs
should be placed at the center of the bottom
of each pa It is a common practice and
& commendable one, to consecutively number all
_ the lines of each page (and the lines of each
'dﬁm A top margin of at least 1% inches
~ should be reserved on each
, 'pomblo ‘mutilation of text when
punched for nmrhon m s file jacket.

to prevent
papers are

T, &o nted, multl-
5::1::011 are accept?b Jed the paper nsed

has a surface such that amendmenu may be
written thereon in ink. So-called “Easily
Erasable” paper having a special coating so
that erasures can be made more easily may not
provide a “permanent” copy. Rule 52(a).

a light pressure of an ordinary (pencil) eraser
removes the imprint, the examiner should, as
soon as this evident, notify appheunt
that it will be necessary for him to order a co
of the specification and claims to be made
the Patent Office at his expense for i mcorporw
tion in the file. It is nof necessary to return
this copy to applicant for signature.

See in re Benson, 1959 C.D. 5; 744 0.G. 353.
Reproductions prepared by heat-sensltwe, hec-
tographic or spirit duplication processes are
also not satisfactory.

As stated in Rule 52 the specification as well
as petition and oath must be in the English
language.

e specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases. '

The requirement that the specification must
be in the English language is not satisfied by
the filing of a signed specification in a foreign

Rev. 11, Jan. 1967

| each page.

od lwatxon'o viousl fallsbo
W MJ nited

n with the clas

{)phcant requests msellr'lgons,
alterations, giving the page &
Rule 52(c) relann‘ mter
other alterations is st :

re Swanberg, 129 U.S.P.Q. 3
608.01(a) Arnngement of Applica-
tion

Ruu . Amuycmem o! appucunon The follow-
ing order of amuement should be observed in fram-
ing the appuution

(n) Title of the. lnvention or an !ntrodnctory por-
tion stating the name. citizenship, and residence of the
applicant, and the title of the invention may be used.

(b) Abstract of the disclosure.

(¢) Cross-references to related applications, if any.

(d) Brief summary of the invention.

(e) Brief description of the several views of the
drawing, if there are drawings.

(£} Detalled description.

(g) Claim or claims,

(h) Signature. (Seerule?76.)

Nore

Design patent specification, 1503.01.
Plant patent specification, 1601.5.
Reissue patent specification, 1401.08.

The following order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, each of the lettered
items should be preceded by the headings
indicated. -

(n) Titie of the Invention.

(b) Abstract of the Disclosure.

(¢) Cross-References to Related Applica-
tions (if any).

(d) Background of the Invention.

1. Field of the Invention.
2, Description of the Prior Art.

(e) Summary of the Invention.

(f) Brief Description of the Drawing.

() Description of the Preferred Embodi-
ment(8).

(h) Claim(s).




in & separate paragraph under the heading
ot the Disclosure”. . The purpose of the
determine quickly from a cirsory inspection th
and ‘gist of the technical disclosure, and the ;
shall not be used for interpreting the scope of the
claims. : , . '
‘The submission of an “ of
closure” as part of the patent application is re-
uired of each patent application received in the
atent Office on or after January 1, 1967. An
abstract is also te?uix‘ed in all patent applica-
tions already on file which have not received a
first Office action of any kind from the Exam-
iner by November 1, 1968, except those passed
to issue on the first action. A
The Examiner in the first Offics action should
uire the submission of a brief abstract of the
technical disclosure in the s})eciﬁutmu,'t!n“ab
stract to appear immediately after the title of

the invention and preceding the d ina
separate pa 5)1 under the heading “Ab-
steact of the Disclosure.” |

Responses to such actions should be treated
under Rule 111(b) practice like any other for-
mal matter., , .

Upon passing the case to issue, the Examiner
should see that the abstract is an adequate and
clear statement of the contents of the disclosure
and generally in line with the guidelines in the
following paragraphs; the abstract shall be
changed by the Examiner’s Amendment in those
instances where deemed necessary.

1. The purpose of the abstract is to provide a
nonlegal technical statement of the contents of

the disclosure. The abstract should be an ob-

jective condensation (rather than a description)
of the disclosure, in clear and concise language.
Statements as to the relative merits or value, or
speculative applications of the invention should
be omitted.

2. The abstract should be especially designed
to serve as a searching-scanning tool for the
scientist, engineer or researcher in the particu-
lar art, and therefore should serve to indicate
whether there is a need for consulting the full
specification for details.

3. The abstract should be as brief as the sub-
ject permits, A single paragraph of 50-100
words should be sufficient.

4. Especially in the chemical field, the ab-
stract should include a statement of the utility
of the subject matter of the disclosure, particu-
larly that which is related to the invention.

tiom

) und of the Invention ordinarily
comprises two partg: i

(1) Field of the Invention: A statement of
the field of art to which the invention pertains.
This statement may include a paraphrasing of
the applicable U.S. patent classification defini-
tions. . The statement should be directed to the
subject matter of the claimed invention.

(2) Description of the Prior Art: A para-
graph(s) describing to the extent practical the
state of the prior art known to the applicant,
including references to specific prior art where
appropriate. Where applicable, the problems
involved in the prior art, which are solved b
the applicant’s invention, should be indicated.
See also 60801(a).: S
608.01(d) Brief Summary of Inven-

, @ A0 tiom

Rule 18. Bummary of the invention. A brief sum-
mary of the invention indicating its nature and sub-
stance, which may include a statement of the object of
the invention, should precede the detafled description.
Such summary should, when set forth, be commensurate
with the Inventlon as clalmed and any object recited
should be that of the invention as claimed.

Since the purpose of the brief summary of
invention is to apprise the public, and more
especially those interested in the particular art
to which the invention relates, of the nature of
the invention, the summary should be directed
to the specific invention being claimed, in con-
tradistinction to mere generalities which would
be equally applicable to numerous preceding
patents. That is, the subject matter of the in-
vention should be descri in one or more
clear, concise sentences or paragraphs. Stereo-
typed general statemenis that would fit one
caso as well as another serve no useful purpose
and may well be required to be canceled as
surplusage, and, in the absence of any illumi-
nating statement, replaced by statements that
are directly in point as applicable exclusively
to the case in hand.

The brief summary, if properly written to
set out the exact nature, operation and purpose
of the invention will be of materinl assistance
in aiding ready understanding of the patent
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ire application of subject matter dis-
imed in & pending application will
, ding application, but an
2 disclosing unclaimed subject matter may
__contain a reference to a later filed application of the
same applicant or owned by a common assignee dis-
closing and claiming that subject matter.

f Description of Draw-

" Rule 7). Reference to drawings. When there are
drawings, there shall be a brief description of the
several views of the drawings and the detalled de-
scription of the invention shall refer to the different
views by specifying the numbers of the figures, and
to the different parts by use of reference letters or
numerals (preferably the latter). ‘

The Examiner should see to it that the f‘ilg-
ures are correctly described in the brief de-
scription of the drawing, that all section lines
are referred to, anci that all needed sec-
tion lines are used.

608.01(g) Detailed Description of In-
vention

A detailed description of the invention and
drawings follows the general statement of in-
vention and brief description of the drawings.
This detailed description, required by Rule 71,
608.01, must be in such particularity as to en-
able any person skilled in the pertinent art or
science to make and use the invention without
involving extensive experimentation. An ap-
plicant is ordinarily permitted to use his own
terminology, as long as it can be understood.
Neceasary grammatical corrections, however,
should be required by the Examiner, but it
must be remembered that an examination is
not made for the purpose of securing gram-
matical perfection.

The reference characters must be properly
applied, no single reference character being
used for two different parts or for a given part
and a modification of such port. In the latter

Rev. 11, Jan. 1067 46

ydlctmmry: /for’

ar support or antecedent
used in the clsims.  See

(), 608.01(0), and 1302.01.
pleteness 608.01(p). ~ =

Mode of Operation of In-
The best mode devised by the inventor of
carrying out his invention must be set forth
in th iption. Current practice is to ac-
cept an operative example as sufficient to meet

In chemical cases, complete data necessary

608.01 (k)

for. they:gnﬂm and use of at least one ex-
! the invention should be.

ample o presented.
- Nore.—Completeness 608.01(p). '

608.01(i) Claims

Rule 75. Claim(s). (a) The specification must con-
clude with a claim particnlarly pointing out and dis-
tinetly claiming the subject matter which the applicant
regards as his fnvention or discovery.

(b) More than one claim may be presented, provided
they differ substantially from each other and are not
unduly maultiplied.

(¢) When more than one claim {s presented, they
may be placed in dependent form in which a claim may
refer back to and further restrict a single preceding
claim.

(d) (1) The claim or claims must conform to the in-
vention a9 set forth in the remainder of the specifica-
tion and the terms and phrases used in the claims must
find clear support or antecedent basis In the descrip-
tion g0 that the meaning of the terms in the claims may
be ascertainable by reference to the description.

(2) See rules 141 to 147 as to claiming differcat jn-
ventions in one application. ,

(e) Where the nature of the case admits, as in the
case of an improvement, any independent claim should
contain in the following order, (1) a preamble com-
prising a general description of all the elements or
stepss of the claimed combination which are conven-
tional or known, (2) a phrase such as ‘wherein the

Jdmprovement comprises,” and (3) those elements, steps

and/or relationships which constitute that portion of
the claimed combination which the applicant considers
as the new or Improved portion.

Nore

Numbering of Claims, 608.01(j).
Form of Claims, 608.01(m).




tered or not). Wh : ,
allowance, the examiner, if necessary, will renumber
the claims consecutively in the order in which they
appear or in such order as may have been reguested
by applicant,

In a single claim case, the claim is not num-

608.01(k) Statutory Requirement of

. Sec. 35 U.S.C. 112 requires that the appli-
cant shall particularly point out and distinetly
claim the subject matter which he regards as
his invention. The portion of the application
in which he does this forms the claim or
claims. This is an important part of the ap-
plication, as it is the definition of that for

which protection is granted.
608.01(1) Original Claims °

In establishing a disclosure, applicant may
rely not only on the specification and drawing
as filed but also on the original claims if their
content justifies it.

‘Where subject matter not shown in the draw-
ing or described in the ification is claimed
in the case as filed, and such original claim
itself constitutes a clear disclosure of this sub-
ject matter, then the claim should be treated on
its merits, and requirement made to amend the
drawing and specification to show this subject
matter. The claim should not be attacked
either by objection or rejection because this
subject matter is lacking in the drawing and

ification. It is the drawing and specifica-
tion that are defective; not the claim.

It is of course to be understood that this dis-
closure in the claim must be sufficiently specific
and detailed to support the necessary amend-
ment of the drawing and specification.

608.01(m) Form of Claims

While there is no set statutory form for
claims, the present Office practice is to insist

rerals may ‘appear ir
.See, 706.03(d). A claim may be typed with

’gho;; wvarious elements subdivided in paragraph
- There ma{ be
segregate subcom

ﬂlurﬂ :iixdenfﬁiions to further
inations or related steps. In

- general, the printed patent copies will follow

the format used but Yrintin  difficulties or ex-
pense may prevent:the duplication of unduly
complex claim formats. VL

Reference characters corresponding to ele-
ments recited in the detailed description and the
drawings may be used in conjunction with the
recitation of the same element or group of ele-
ments in the claims. The reference characters,
however, should be enclosed within parentheses.
so as to avoid confusion with other numbers or
characters which may appear in the claims.
The use of reference characters is to be consid-
ered .as having no effect on the scope of the
claims. o i o

Claims should preferably be arranged in or-
der of scope so that the first claim presented is
the broadest. Where separate species are
daim;gl’ the flaimsl; of like.g ieg s}nou.ld lll)e
grou together where possible and physica
separated by drawing nrl,ine betweenpcliims oi"
groups of claims. (Both of these provisions
may not be practical or possible where several
gpecies claims depend from the same generic
claim.) Similarly, product and process claims
should be sepnrateiy grouped. guch arrange-
ments are for the purpose of facilitating classi-
fication and examination.

The form of claim required in Rule 75(e) is
particularly adapted for the description of im-
provement type inventions. It is to be con-
sidered a combination claim.

The preamble is to considered to positively
and clearly include all the elements or steps re-
cited therein as a part of the claimed combina-
tion.

See Rejections not based on Prior Art
708.03.

608.01(n) Dependent Claims

Rule 75(c), reads as follows:

When more than one claim is presented, they may
be placed in dependent form in which a claim may refer
back to and further restrict a single preceding claim.
Claims in dependent form shall be construed to include
a1l the Hinitations of the claim incorporated by refer-
enee into the dependent ¢laim,
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ationship. Su

‘preclude a subsequen

that a claim is not a proper d
“Any claim which is 1n dep d

dependent claim; and cancellation of any fu
ther claim ing on such a dependent claim
will be similarly required. The applicant may
thereupon amend the claims to place them in
proper d t form, or may redraft them as
independent claims, upon payment of any neces-
sary additional fee.
An essential characteristic of a r
dent claim is that it shall incl
imitation of the claim from which it
(85 U.8.C. 112) or in other words tha
not conceivably be infrinied by anything which
would not also infringe the basic claim. Thus,

roper de-

for example, if claim 1 recites the combination

of elements ai 3, ¢ and d, a claim reciting the
structure of claim 1 in which d was omitted or
replaced by e would not be a proper dependent
claim, eventhough it placed further limitations
on the remaining elements or added still other
elements.

The fact that a dependent claim which is oth-
erwise proper might require a separate search
or be separately classified from the claim on
which it depends would not render it an im-
proper dependent claim, although it might
result in a requirement for restriction.

The fact that the independent and d?endent
claims are in different statutory classes does not,
in itself, render the latter improper. Thus, if
claim 1 recites a specific product, a claim for the
method of making the product of claim 1 in a
particular manner would be a proper dependent
claim since it could not be infringed without in-
fringing claim 1. Similarly, if claim 1 recites a
‘method of- making a product, a claim for a prod-
uct made by the method of claim 1 could be a
proper dependent claim, On the other hand
if elnim 1 recites a method of making a speciﬁe(f
product, a claim to the product set forth in claim
1 would not be a proper dependent claim if the
product might be made in other ways. Note,
that since Rule 75(c¢) requires the dependent
claim to “further restrict” the preceding claim,
tl;igs Rule does not apply to product-by-process
claims,

Rev. 12, Apr. 1987

ude every

: “d ent ¢
missible in which a de [nlt;)l‘eefnt laim
preceding claim which, in turn, re
other preceding claim.
. 'No dependent claim should be separated fro
its base claim by (1) an indepen&ntfélaim or
(2) another claim dependent on a different base
claim. A claim which depends from a depend-
ent claim should not be separated therefrom by
any claim which does not also depend from said
“dependent” claim. It should be kept in mind
that a dependent claim efer back to any
preceding independent claim. These are the

ly restrictions with n t to the sequence
of claims and, in gene cant’s sequence
should not be changed. - See 608.01(j)."

RrsecTION AND OBJECTION

If the base claim has been cancelled, a claim
which is directly or indirectly dependent thereon
should be rejected as incomplete. If the base
claim is rejected, the dependent claim should be
objected to rather than rejected, if it is otherwise
allowable.

Examiners are reminded that a dependent
claim is directed to a combination includin
everything recited in the base claim and what is
recited in the dependent claim. It is this com-
bination that must be compared with the prior
art, exactly as if it were presented as one inde-
pendent claim.

Dependent claims should be carefully checked
when claims are renumbered (Rule 126).

608.01 (o)

Basis for Claim Terminol
ogy in Deseription

The meaning of every term used in any of
the claims should be apparent from the de-
scriptive portion of the specification with clear
disclosure ns to its import, and in mechanical
cases it should be identified in the descriptive
portion of the specification by reference to the
drawing, designating the part or parts therein
to which the term applies. A term used in the
clnims may be given a special meaning in the
description. No term may be given a meaning
repugnant to the usual meaning of the term.




L 8

only for n

ogy. While an appl ed to the
nomenclature used i filed,
aims, he  to:
eral method of preparation are proper.

yet whenever by amendment of hj
departs therefrom, he should make appropriate
amendment of his specification so as to have
therein clear support or antecedent basis for
the new terms appearing in the claims. This is
necessary in order to insure certainty in _con-
struing the claims in the light of the -
tion. Ex parte Kotler 1901 C.D. 62; 95 O.G.
2684. See Rule 75, 608.01(i) and 1302.01.

608.01(p) Completeness

Newly filed applications obviously failing to
disclose an invention with the clarity required
are discussed in 702.01.

A disclosure in an application, to be com-
plete, must contain such description and details
as to enable any person skilled in the art or
science to which the invention pertains to make
and use the invention.

While the prior art setting may be men-
tioned in general terms, the essential novelty.,
the essence of the invention, must be described
in such details, including proportions and tech-
niques where necessary, as to enable those per-
sons skilled in the art to make and utilize the
invention.

Specific operative embodiments or examples
of the invention must be set forth. Examples
and description should be of sufficient scope as
to justify the scope of the claims. Markush
claims must be provided with support in the
disclosure for each member of the Markush
group. Where the constitution and formula of
a chemical compound is stated only as a proba-
bility or speculation, the disclosure is not suffi-
cient to support claims identifying the com-
pound by such composition or formula.

A complete disclosure should include a state-
ment of utility. This usually presents no prob-
lem in mechanical cases. In chemical cases.
varying degrees of specificity are required.

A disclosure involving a new chemical com-

und or composition must teach persons
skilled in the art how to make the compound
or composition. Incomplete teachings may not
be completed by reference to subsequently filed
applieations. If the starting material is old

$8.1

‘the same inven
_ ration 1s giver

fication.
th

filed application by

concurrently or previo
1 in the detailed prepa-

the same inventor ade-
preparation of the start-
ma 1, include reference
such application by serial number and a gen-.

- Reliance upon a copending application by a
different inventor may not ordingrily be mZde
for the purpose of completing the disclosure.
- All essential claimed features of an invention
must be fully disclosed in the application with-
out depending upon a reference to a copending
ui)phcatxon;nor to a foreign patent for com-
ple '

ting the disclosure. Cri
._Since a disclosure must be complete as of the
filing date, subsequent publications or subse-
quently filed applications cannot be relied upon
:9 establish a constructive reduction to prac-
ice.

Note.—Trade-marks and trade names
608.01(v).
608.01(q) Substitute or Rewritten

Specification

Rule 125, Substitute specification. If the number or
nature of the amendments shall render it difficult to
consider the case, or to arrange the papers for printing
or copying, the examiner may require the entire specf-
fication or claims, or any part thereof, to be rewritten.
A substitute specification will ordinarily not be ac-
cepted unless {t has been required by the examiner,

The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications cumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases,

A substitute specification that has not been
required, and is not needed, is not entered. See
714.20. ;

New matter in amendment, see 608.04,

Application prepared for issue, see 1302.02.

608.01(r) Derogatory Remarks
About Prior Art in Speci-
fication

The applicant may refer to the general state

of the art and the advance thereover made by
his invention, but he is not permitted to make

Rev. 12, Apr. 1067
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A reservation for a future application of
subject matter disclosed but not claimed in a
pending application will not be permitted in
the pending application. Rule 79, 608.01(e).

Wgne':lle a specification cannot be transferred
to another application, drawings may be trans-
ferred from a prior application to a later case
by the same inventor, note 608.02(i) to

608.02(1).

Rev. 12, Apr. 1967

~ Part plete applicatic
used as part of & complete applica
W pa'rts are‘;lyater S‘EPP

B0y

llgs ~ See 506 and

and Names

The expressions “trademarks” and “names
used in trade” as used below have the follow-
ing meanings:

Trademark: a word, letter, symbol or device
a:i:(i)ted by one manufacturer or merchant and
used to identify and distinguish his product
from those of others. It is a proprietary word
gointing distinctly to the product of one pro-

ucer. :

Names Used in Trade: a nonproprietary
name by which an article or product is known

48.2




ture.

Condition (1) or (2)

time of filing of the complete application.

The relationship between a trademark and
the product it identifies is sometimes indefini
uncertain and arbitrary. The formula
acteristics of the product may cha
time to time and yet it may continue
ider the same trademark. In pa
mgm, ery element or ingred

product
intelligible
uncertainty

80 ghat there

hat is meant. ‘Arbitra

trademarks which are liable to mean dll’em;{ ’

things at the pleasure of manufacturers do not
itute such language. it 7
uet to which the trade-

However, if the
mark refers is otherwise set forth in such lan-
guage that its identity is clear the Examiners
are authorized to permit the use of the trade-
mark if it is distinguished from common de-
scriptive nouns br capitalization. If the trade-

mark has a and definite meaning it con-
stitutes sufficient identification unless some
physical or chemical characteristic of the article
or material is involved in the invention. Inthat
event as also in those cases where the trademark
has no fixed and definite meaning, identification
by scientific or other explanatory language is
necessary.

Where the identification of a trademark is
introduced by amendment it must be restricted
to the characteristics of the product kmown at
the time the application. was filed to avoid any

estion of new matter. (DBasis: Notice of
! 9q:.t;m)nber 18, 1047 and Notice of January 23,

If proper identification of the product sold
under a trademark. or a product referred to
only by a name used in trade, is omitted from
the specification and such identification is
deemed necessary under the principles set forth
above, the Examiner should hold the disclosure

tive name) commonly known as
- mark}” gince suc

' Language such as “the product X (a

~ The use of a trademark in the title of an
_application should be avoided as well as the
‘use of a trademark coupled with the word
“type”; ie., “Band-Aid type bandage.”

. forth in_posi exact,

a descrip-
trade-
h langauge does not bring

language such as “the product X

out the fact that the latter is a trademark.
, , deserip-
tive name) sold under the trademrk

permissible.

PAR'I’IALLIBTOFTRADEMA‘R'KB}""’

Nore: Any guestion 48 to whether or not an
apparent trademark is in fact a registered
trademark or not should be referred to the
Trademark Classification and Search Division
(Ext. 5165) for determination. If a regis-
tered mark, it should be capitalized. ‘

Acoustical Labyrinth
Adrenalin

Aerosol (wetting agents)
Alemite

Alpha (Protein)

Al Si Mag

Alumel

Alundum

Ameripol

Anchor (fence)
Aquadag

Areskap

Aresket

Aresklene
Atraumatic

Bactratycin
Bakelite
Band-Aid
Bathinette
Benzedrine
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Decrcai _
Danforth (anchor).

Decalin B
 Doopiree (home froee)

l])):;-yl’l“henolic Acid
Dual-Seal *
Dulux

Dural

Duraplex

Eidophor
Electro-Silicon
Elon
Emulphor
Erector

Fascinator
Fathometer
Fi las
Filtro
Flexowriter
Foamite
Formica
Freon

Gantrisin

Geon
Glyptal
Go Kart

Rev. 4, Apr. 1065

1-Clad (Gloves)
Ironclad (Batteries)

Jee
J etpLine

Linotype

Liquid Lead (ink)
Lucite

Lux

Masonite
Methocel
Micarta
Microballoon (s)
Modutrol
Monel

Mon
o
fylar
N.D.G.A.
lgekal(g )
eon (si
Nichroinglw
Nico-fume
Ni-Resist
Nitralloy
Nonex
Qilgear
Orlon
Paraplex
Perbunan
Perf-a-tape




Thermos (vacuum bottle)

rombone (sprayer)
Urotr pm

Polaroid Vacumatic

Polyfoup Varsol
Polymerin Vaseline
Polynosic Verichrome
Porocel Victrola
Primacord Vinylite
Priscoline ) Vistac
Push-Back (theatre chairs) Vistanex (-Medium)
lin Votator
Pyrex Vultex
1 Vycor
RAM (Random Access Memory) Zi
ite : p
. Resinox Zipper (heels)
Revertex 5. g
RiPEIO (sole 608.02 Drawmg ‘
Rocklath (plaster-board) Rule 81. Drawings required. The applicant for pat-
Rockwell (tester) ent is required by statute to furnish a drawing of his
Roquefort invention whenever the nature of the case admits of
it; this drawing must be flled with the application.
Santomerse Illustrations facilitating an understanding of the iIn-
Scintillometer . vention (for example, flow sheets in cases of processes,
Scotch (pressure sensitive tape. etc.) and diagrammatic views) may also be furnished in
Shakeproof the same manner as drawings and may be required by
Sheetrock the Office when considered necessary or desirable.
Snap-on Rule 86. Draftsman’ to make drawings. () Appli-
Solvesso cants are advised to employ competent draftsmen to
Sonar make their drawings.
Speed-Nut (fastener) (b) The Office may furnish the drawings at the ap-
Steel-Flex plicant’s expense as promptly as its draftsmen can
Stellite make them. for applicants who cannot otherwise con-
Steri-Pad (surgical dressing) veniently procure them, (See rule 21.)
Stiflex .
Storm Choke NOTE
Straddle Truck Standards for drawings, Rule 84.
Styrofoam vt
Sylphon A booklet “Guide for Patent Drafts-
Sylphrap men” is available from the Superintendent
Synchrotester of Documents, U.S, Government Printin
Synpor Office, Washington, D.C. 20402, price 2
8yntron cents.
Design patent drawings, Rule 152, 1508.02.
Tni;nlong Plant patent drawings, Rule 165,
Talon (fastener) Reissue application drawings, 608.02(k).
Technicolor Each sheet of drawing must bear the “A
Teflon proved” stamp of the Draftsman before the
Teletype application is allowed.
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ings in the Abandoned 3 Unit.
See: Correction of drawings, 6(
Prints, preparation and distributic
808, ?ny ~ Prints, Return
X 8;). Signature to the draw
in 605.04 S]h) or pencil notations of classifi
cation and name or initials of assistant exam-
iner to be placed on drawings see 717.03.
The filing of a divisional case under the

provisions of the second sentence of Rule 147

snnexecuted case), does not obviate the need
or formal Bristol board drawi Ordi-

narily, prints of the original formal drawings
will saffice for examination. See 608.02(b),

ArrricatioNns Friep WritHoor DrawiNgs

Applications filed without drawing are ini-
tially inspected to determine whether or not
a drawing, under the statute, is necessary be-
fore the applicant can be given a filing date.
Doubtful cases are referred to the Office of the
Director for decision as to the need for such a
drawing. It has long been the practice to
accept a process case (that is, a case havin
only process or method claims) which is fil
without n drawing. The same practice has been
followed in composition cases. Other situa-
tions where drawings are usually not consid-
ered essential for a filing date are:

1. Coated articles or products. Where the
invention resides solely in coating or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventional
character with a particular composition, the
application containing claims to the coated or
impregnated sheet or article, unless significant
details of structure or arrangement are in-
volved in the article claims.

I1. Articles made from a particular mate-
rial or composition. ere the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims.

IT1. Laminated ostructures,  Where the
claimed invention involves only laminations of
sheets (and coatingsf’ of specified material un-
less significant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

IV. Articles, apparatus or syste:ns where
sole distinguishing feature iz presence of a por-
ticular material. ere the invention resides
solely in the use of a particular material in an

Rev. 9, Jul. 1966

5. Packaged sutures: wherein the: structure
zement of the package are conven-
the only ,distir:fuishing feature is

f a particular fluid. .

TLLUSTRATION SUBSEQUENTLY REQUIRED

The acceptance of an application without &
drawing does not preclude the Examiner from
requiring an illustration in the form of a

~drawing under the second sentence of Rule 81.

In requiring such a drawing, the Examiner
should clearly indicate that the requirement
is made under the second sentence of Rule 81,
and be careful not to state that he is doing
so “because the nature of the case admits” of
a drawing, as that might give rise to an erro-
neous impression as to the completeness of the
application when filed. While such a require-
ment should ordinarily not be made unless
patentable subject matter has been found, the
examiner may require applicant to submit n
sketch of the proposed addition, together with
an authorization for its entry, with the next
response even though a claim has not been al-
lowed. This will afford the examiner an early
ol;’)portunity to determine the sufficiency of the
illustration and the absence of new matter. See
Rule 118. The description should of course be
amended to contain reference to the new illus-
tration. This may obviate further correspond-
ence where an amendment places the case in
condition for allowance, except for the formal
requirement relating to the drawing. In the
event of a final determination that there is
nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to
the Drafting Branch.

PHOTOGRAPHS

Clearly, photographs are not drawings.
Photographs are not acceptable for a filing
date nor for any pu except as exhibits
unless they come within the special categories
set forth in the Notice referred to below.
Photolithographs of photographs and photo-
graphe mounted on proper size Bristol board
are never acceptable. See In re Taggart et al,,
1957 C.D. 6; 725 O.G. 397 and In re Myers,
1959 C.D. 2: 738 O.G. 947,

Sreeciar, CATEGORIES

The Patent Office is willing to accept black
and white photographs or photomicrographs
(not photolithographs or other reproductions
of photographs) printed on sensitized paper in
lieu of India ink drawings, to illustrate inven-




Such photographs to be accep
made on photographic ’Eg )
lowing characteristics which ¢
ognized in the photographic tra
weight paper with a surface descri
smooth: tint, white, -~~~ .
If the drawings are informal, but may be
admitted for examination purposes the Drafts-
man_writes or stamps in the margin “Inf.
A. F. E.” (admit for examination) together
with his criticism, If the drawings can
corrected, he adds the words “can be corrected.”
On sal] informal drawings that cannot be freed

‘objecti 2 adds “New drawings re-
Irawings, after being micro-
are then returned to the Application

; s endorsed “Inf. A. F. E.”
pted as satisfying the requirement of

bed as

it is acce
Rule 51, .
Nor1FYING APPLICANT

The Examiners are directed to advise the
applicants in the first Office action of the con-
ditions which render the drawing informal,
and when indicated, that such drawings can be
corrected so as to be acceptable, but will not,
in any case, require new drawings because of
their execution unless the necessity therefor
shall have been indicated by the Head of the
Drafting Branch.

As soon as allowable subject matter is found,

the requirement for new drawings should be
insi u Before writing the action, the
Drafting Branch should be consulted to ascer-

tain if, at that time, the new drawing could
be prepared by the Patent Office on request and
if so, the estimate of cost should be includec
in the action. Otherwise, the action should
state:

“Applicant is advised to employ the serv-
ices of a_competent patent draftsman out-
side the Office, as the Drafting Branch of
the Patent Office does not have the facilities
at the present time, for preparing new
drawings”.

This procedure, by avoiding a fruitless request
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the
patent,

53

Examiner should :lx’:specz - d
_the event that any of the following

sult the Draftsman to ascertain whether the

ns ﬁledlkl,grjon/ to_January ‘,19,65,? the
the dmwmggmd, in
: : bjections
agfear~m the examiner’s
able nature, should con-

made by the Draftsman

pinion to be of a waiv

hjection (s) can be waived instead of requiring

‘applicant to make correction :

(1) Lead lines too long.

(2) Heavy shade lines required.

(3) Hatching required.

(4) Lines rough and blurred.

(5) Pale lines (if the prints indicate the lines
reproduce sufficiently).

(6) Poor paper (if drawing is otherwise
acceptable).

The following objections if made by the
Draftsman must be corrected and cannot be
waiv;adsz for head red

(1) Space for heading required.

(2) Ink drawings required.

(3) Paper undersize.

(4) Signature on wrong end of sheet.

(5) Insufficient margin.

(6) Borderline not in ink.

ADDITIONAL ILLUSTRATION

If there is only one figure. it should not be

designated “Fig. 1.” e Examiner may re-
uire additional drawings for the purpose of

illustrating the disclosure.

When a necessary additional illustration is
small and may be added to the drawings on
file, an additional sheet of drawing should not
be required, but the Examiner will ask that the
proposed illustration be shown in a sketch,
which showing will be transferred to one of the
sheets of the drawings.

For the handling of additional, duplicate, or
substitute drawings, see 608.02(h).

608.02(a) New Drawing—When Re-
quired |

PrnororriNts A8 DrRawINGS

If photoprints are submitted with a new case
in lieu of formal drawings and such prints are
not. only readable but reproducible, the Appli-
cation Branch notifies applicant that the case is
accepted for filing only and that, to be entitled
to examination, formal drawings complying
with Rule 84 must be filed within 60 days from
the date of the letter of notification. The for-
mal drawings when received are compared with

Rev. 11, Jan. 1067



ory, he
Dralts.

stamps on ‘each sheet “Approved by
man. '

608.02(b) Informal Drawings

‘Rule 85. Informal drawcings. The requirements of
Rule 84 relating to drawings will be strictly enforced.
A drawing not executed in conformity thereto may be
admitted for purpose of examination, but in such case
the drawing must be corrected or & new one furnished,
as required. The Decessary corrections will be made
by the Office upon applicant’s request and at his ex-
pense, (See Rule2L)

In instances where the drawing is such that
the prosecution can be carried on without the
corrections, applicant is informed of the reasons
why the drawing is-objected to, and that the
drawing is admitted for examination purposes
only. To be fully responsive, an amendment
must include a request for drawing corrections
when there is an indication of allowable subject
matter. See Rule 111(b) and 832 O.G. 1785.

608.02(¢) Drawings or Print Always
Kept in Examining Grounp

The photocopies of the drawings must always
be kept on top of the papers on the right of the
file wrapper so as to be visible upon opening
the wrapper and easily detached. This photo-
zzgy (or “print”) is placed in the drawing

inet when the corresponding drawing is re:
moved. When the examiner removes the draw-
ing from the cabinet to prepare an application
for issue, the print of the drawing must be
taken from the application file and placed in
the drawing cabinet to take the place of the
original drawing. The print should remain. in
the drawing cabinet during the period the ap-
K]icution is being revised for issue and until the
ard copy of the patent is received in the group
or the application becomes forfeited. The
clerk should, of course, add any necessary nota-
tions on the print at the time the application
is forwarded to the Issue and Gazette Branch.

This practice will insure that the drawing is
available at all times in the drawing cabinet

Rev. 12, Apr. 1067

- I tely
copies of paten

the hard
the examining group,
the docket clerk should have the oorrespog:gm? .
rints pulled, marked in the upper left hand
corner with the patent number and sent to the
Record Room. =
No application should be sent to issue or |
abandoned files unless the original drawing, if
any, accompanies it. .. .

608.02(d) Complete Hlustration in
o . ;

ngs

Rule 83. Content of dratwing. (a) The drawing must
show every feature of the Invention specified in the
claims. However, conventlonal features disclosed in the
description and claims, where their detalled illustration
is not essential for a proper understanding of the Inven-
tion, should be {llustrated {n the drawing in the form of
a graphical drawing symbol or a labeled representation
(e.g. a Iabeled rectangular box).

(b) When the invention consists of an improvement
on an old machine the drawing must when possible
exhibit, in one or more views, the improved portion
itself, disconnected from the old structure, and also
in another view, 8o much only of the old structure as
will suffice to show the connection of the invention
therewith,

Likewise, any structural detail that is of
sufficient importance to be described should be
shown in the drawmg. (Ex parte Good, 1911
C.D. 43; 164 O.G. 739.)

608.02(e) Examiner Determines
Completeness of Drawings

The Examiner should see to it that the fig-
ures are correctly described in the brief de-
scription of the specification and that the
reference characters are properly applied, no
gingle reference character being used for two
different parts or for a given part and a modi-
fication of such part. Every feature covered
by the claims must be illustrated, but there
¢hould be no superfluous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken
lines on figures which show in solid lines
another form of the invention. Ex parte
Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifieations described must be illus-
trated, or the text canceled. (Ex parte Peck,
1901 C.D. 136; 96 O.G. 2409.) This require-




o .02(5)‘ lllm’tntyi‘onhdf’ ;

Figures showing the prior art are
necessary and should
Eliott, 1904 C.D. 103; 109 O.G. 1337.
ever, where needed to understand a

by a legend such as “Prior Art.”

608.02(h) Additional, Duplicate or
i Substitute Drawings

When an amendment is filed stating that at
the same time substitute or additional sheets
of drawings are filed and such drawings have
not been transmitted to the examining division,
the docket clerk in the examining division
should call the Application Branch before en-
tering the amendment to ascertain if the draw-
ing was not received. In the next communica-
tion of the Examiner the applicant is notified
if the drawings have not been received.

Additional and substitute drawings are routed
through the Drafting Branch where any defects
in execution will be noted. If there are non
they will be stamped, “APPROVED B

DRAFTSMAN”. en such drawings are

in mind that the “APPROVED” stamp applies
only to the size and quality of paper, lines roug
andv blurred and other details of execution. The
Examiner should not overlook such factors as
new matter, the necessity for the additional
sheets and consistency with other sheets. Clerks
will routinely “enter” all additional and sub-
stitute sheets on the file wrapper. If the Exam-
iner decides that the sheets should not be
entered, ag licant is so informed, giving the
reasons. Ke entries made by the Clerk will
be marked “(N.E.)”. .

If an additional sheet of drawing is con-
sidered unnecessary and the original drawing
requires alterations which are taken care of in
the proffered additional sheet, the latter may
be used in lieu of the usual sketch required in
making the correction of the original drawing.

For return of drawing, see 608.02(y).

- 608.02(i) Transfer of Drawings From
Prior Applications

Rule 88. Use of old drawings. 1f the drawings of a
new application are to be identical with the drawings

54.1

~ letter requesting the transfer of the drewings, which.

licant’s
invention, they may be retained if designated

considered by the Examin%rﬁit should be kept .

i)

cation of the applicant on file In

~ the Office, or with part of such drawings, the old draw-
_ings or any sheets thereof may be used if the prior
application is, or is about to be, abandoned, or if the =

sheets to be used are cancelled in the prior applica-
tion, The new application must be accompanied by a

 newly submitted application that has not been

forwarded to an Examining Group.
Transfer of all drawings from one pending

a}[:phcatlon to another will be made only after

the one application has been abandoned. )

NEwWLY SUBMITTED APPLICATION

The transfer of drawings to newly submitted
applications that have not been forwarded to
the Examining Group will be effected by the
Application Branch if the application is other-
wise entitled to receive a filing date. A new
application filed without drawings but having
a request for transfer of drawings from a pend-
ing application must be accompanied by a writ-
ten declaration of abandonment under Rule 138,
In order to insure copendency, such an abandon-
ment may be worded as to become effective only
after the transfer of the drawings has taken
place. Since the drawings will be transferred
from the earlier application to the new applica-
tion as of the filing date of the new application,
it is not necessary to submit or order photoprints
for the new application.

The above practice applies to transfer of
drawings from any application except where
the issue fee has been paid, in which case an
express abandonment (Rule 138) must be filed
together with a showing why the proposed ac-
tion was not taken earlier. See Rule 313.

The name of the attorney on the drawing
being transferred is not changed. See 608.02
(u).

When an application becomes a patent, any
canceled sheet of drawing then in the case is
sent to the abandoned files. Such canceled
sheet is available for applicant’s use in another
application directed to its subject matter. It
follows that, except as provided in Rule 174,
drawings printed in a patent may not be trans-
ferred to a subsequent case.
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i i
 divi onal case. The sheets in-
ld taken to the Drafting Branch
' the “CANCEL per” stamp.

60802(k) Trnufer of Drawings to
Reissue

Eztract from Rulc 175. The drawings upon which
the original patent was issued may be used in reissue
applications if no changes whatsoever are to be made
in the drawings. In such cases, when the reissue ap-
plication is filed, the awlm must submit a tempo-
rary drawing which may consist of a copy of the printed
drawings of the patent or.a phoﬁopﬂnt of the original
drawings securely mounted by pasting on sheets of

ing, or an order for the same.

In a reissue apphcanon, the prmts of the
original or patented drawing may be used for
examination purposes, and the formal transfer
of the original drawing to the reissue applica-
tion made when the reissue application is ready
for issue, provided no change whatever, even so
much as the priming of a reference churacter,
or correction of an obvious error, is made in
the drawing. If there is to be any change

drawing board of the sise required for origlnul draw- 4

56

” 608 02(1),. notatlon themo

file 'mpper of the ongmal upp cutmn.

‘But Abandonment De

Under the old policy transfer of drawmgs ¢
was permitted thh a letter of abandonment
being filed at a later time or allowing the earlier
filed application to become abandoned. \p-
lications which have had their drawings trans
erred under this old policy and have
abandoned by the time it is normally 0
for action, a letter limited to the followin,
statement should be wntten themm

examiner: o : /’
“In view of the transf‘ i of the dnw-
phcatxon Serial

ings from this apphcatlon to ug
No. _, pursuant to applicant’s request under
n this ap-

Rule 88 and the intention to aband
plication, the filing of the express abandonment
of the mstant application is reqmred ,‘

A SHORTENED STATUTORY PERIOD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE THIRTY DAYS FROM
THE DATE OF THIS LETTER.
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heir receipt in the o
their appropriate paper number.
‘The print being thus an official paper in the
Gord 'P’hould not be marked or E:; any way

ould not be mar}:ed' upl by the Enm'g:ne;.
Where, as in an electrical wiring case, it 1s
desirable, to identify the various clrcuits by
erent colors, or In any more or less com-
‘is ad eous to apply legends,
rint for

e, it

 additiona

use ‘ b&,, er
 placed unofficially in the file, o
rints remain in the file at all times except
rovided in 608.02(c). _

08.02(n) Duplicate Prints in Patent-

In Patentability Report cases having draw-
ings, the Examiner to whom the case is as-
signed will obtain a duplicate set of prints of
the drawing for filing in the group to which
the case is referred. . .

When a case that has had Patentability Re-
port prosecution, is passed for issue or becomes
abam;,oned, notification of this fact will at once
be given by the group having jurisdiction of
the case to each group that submitted a P. R.
The Examiner of each such reporting group
will note the date of allowance or abandonment
on his duplicate set of prints. At such time as
these prints become of no value to the report-
ing group, they may be destroyed.

608.02(0) Dates Entered on Drawing

The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are im-
pressed on the back of the drawings.

Rev. 12, Apr. 1067

s ,
.’ The Bristol board drawing, of course,

. sigpature, : s

except by permis-
sion of the Office. Permissible changes in the con-
struction shown in any drawing may be made only by
the Office. A sketch in permaneat ink showing pro-
posed changes, to become part of the record, must be
filed. . The paper requesting amendments to the draw-
Ing should be separate from otber papers. The draw-.
ing may not be withdrawn from the Office except for

"(b) Substitute drawings will not ordinarlly be ad:
mitted in any case unless required by the Office. .
Norz.—Correction is deferrable, see 608.02
égg, .correction at allowance and issue, see
08.02(w) and 1302.05. .
A canceled ‘may be reinstated. An
amendment should be made to the specification

adding the brief description.

608.02(q) Conditions Precedent to
Amendment of Drawing

Correction and alterations in the disclosure
of the drawings of a pending application may
be made only under the supervision of, or by
the Chief Draftsman.

No alterations as above indicated will be

rmitted unless required by an Examiner’s
etter in each case, or proposed in writing by
arplicant or his attorney. In either case the
aiterations or corrections as indicated in the
sketches filed after the requirement by the
Examiner, or with the “‘ﬂ‘;m of the applicant
or his attorney receive the written approval
of the Examiner before the case is sent to the
Chief Draftsman.

Norz.—Disposition of Orders for Amend-
ment of Drawing, 608.02(x).




action

by the Examine

the next

' Files and drawmgnsent from the Examin-
ing Group to the Draftsman for estimating
the cost of correcting the drawing or of mak-

new dra will be retained by the
onlowztgng enough to estimat’;a the
uminer sf of & proposed

drawing for which an estimate
will note his approval on the
, sttach the order to the

of the Group forward the file and drawing
to the Draftsman. The Draftsman will note
—estimate on the order and also on the
drawing. If the application is not up for ac-
the Draftsman sends the estimate to the
licant. If the application is up for action
the Draftsman does not send an estimate, but
the Examiner should include the estimate in
the next action. (Basis: Notice of July 13.

1908, B ,

giving an estimate in a case where no
allowsble subject matter has been found the
Examiner should inform the applicant that no
correction will be made until a claim is found
to be allowable. If speciﬂcsl]ﬂ requested by
the applicant, the drawing will be corrected
whether or not a claim is allowable. (Basis:
Notice of February 1, 1932,)

If an application is ready for allowance ex-
cept for a correction required by the Official
Draftsman, such as in a case where the lines
are rough and blurred, the Examiner will ascer-
tain (by ealling Ext. 2589 or 2887) whether
or not the attorney in the case has a De-
posit Account. If there is no such account.
the Examiner will obtain an estimate of the
cost of this work from the Draftsman even
though applicant has not requested such an
estimate. Including the estimate in the final
requirement for correction of the drawing may
avoid prolonging the prosecution.

1
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)  which may roqmre sketches,
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ncelation of an entire sh
by stamping the words “CANCEL
per” in the top right corner of the drawing
within the marginal line. = e
When the cancelation of some of the figures
from one sheet of drawings has left the re-
maining figures with an inartistic arrangement,
the Chief Draftsmen should be consulted as to
whether the remaining figures should be trans-
ferred to other sheets already in the case or
shown in additional drawings. Cancelation of
ure may necessitate renumbering of the
ling figures. (Basis: Order No. 1862.)

han  Name of Attor-
sey on Draving Forbidden

Writing upon the drawi the names of
attorneys sug:equently ap):g'l;md, so as to
make it appear that their names were ’?reeent
when the drawings were originally filed, is
prohibited. '

This prohibition applies also where a draw-
ing is transferred from one case to another
having a different attorney. (Order No. 480,

Revised.) _

608.02(v) Drawing Changes Which
Require Sketches

‘When changes are to be made in the drawing
itself, other than mere changes in reference
characters, designations of figures, or inking
over lines pale and rough, & print or pen-and-
ink sketch showing such changes in red ink
must be filed. Ordinarily, broken lines may
be changed to full without a sketeh.

Sketches filed by an applicant and used by
the draftsman for correction of the drawing
will not be returned. All such sketches must
be in ink or permanent prints. (Basis: Or-
der No. 4009).

A pencil sketch that is otherwise acceptable
or a blueprint with the changes indicated in
pencil, may be inked in by the Office Drafts.
man at applicant’s request and at his expense.

Rev. 4, Apr. 1085




corrections sre llluatme of thoae that may

thus be made:
1. Adﬁngtwo or throo uﬁemnoe characters

ng one or two mnls or figure
Quality of eing & lrr)

No.
In the emt that sevenl dlﬂ'erant kmda of

chuguamreqmndormyofthelmted
time consuming, an Examiner’s

Amendment should not be made.
608.02(x) Disposition of Orders for
Amendment of Drawing. .

W'hem the ordered correction of the drawing
in & case up for action by the Examiner is ap-
proved, the spplication and drawing are for-
rdej to the gnftamn provided isan
sllowsble claim or there has been s specific
request by applicant that the drawing be cor-
rected rega of whether or not & claim has
been allowed (608.02(s). Applicant’s letter
to the draftsman is attached to the outside of
the file and the Examiner writes on said let-
ter “approved”, with the date of approvnl and
his initials, attlchmg, if appropriate, a “Spe-

Rev. 7, Jan. 1968

Nxw Daawines Preraszp sy Parent Orrice
When new drawings have been requmed in

pending a and have been prepared b
the O'gce%mftsm hey are notpsent to thyé
applicant for his’ ure

‘but a copy (prmt)
is sent to him for his file. The name of the
inventor (s will

be prmted on the d
the Office

Correcrion Nor ,Armo /)

: Where the correction is mot approved for
example, because the proposed ~hanges are er-
roneous, or involve new matter or (although
otherwise proper) do not include all necessary
corrections, the case and request for correction
of dra are not sent to the drafisman. The
Examiner’s reasons for not approving the cor-
mtxms to the drawing should be set forth
in the Office action. (Basis: Notice of Febru-
ary 1, 1932, Revised.)

608.02(y) Return of Drawing

Rule 87. Return of drawings. (a) The drawings of
en accepted application will not be returned to the ap-
plicant except for signature.

A photographic print is made of the drawing of an
accepted application.

If there is an accepted dmwing in the case,
other drawings (except those originally filed)
that have been finally denied admission will be
returned to the app{cant only at his request.

Such a request must be filed within & reason-
sble time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.




Irawings are returned
the application file.

ot generally required as part of
if. Models were once required in

became a part of the record of

1 els are no longer generally re-
qui fon of the inyvention in the specifi-
complete, and capable of being understood, to disclose

cation, and the drawings, must be sufficiently full and

the invention withoat the ald of a model), and will :

" Rule 92. Model or exhidit n
working model, or other physical exhibit, may be re-

‘nation of the application, o
- With the exception of cases involving per-

- petual motion, a model is notordma?ﬁy re-
_quired by the Office to demonstrate the opera-
tiveness of a device. If operativeness of a
device is qlt:estioned, the applicant must estab-
lish it to the satisfaction of the Examiner, but
he may choose his own way of so doing.
A physical exhibit, not to be part of the case,
is generally not refused except when bulky or
dangerous. i
Rule 93. Specimens. When the Invention relates to
a composition of matter, the applicant may be required
te furnish specimens of the composition, or of its In-
gredients or intermediates, for the purpose of Inspec-
tion or experiment. '

608.03(a) Handling of Models, Ex-
hibits and Specimens

All models received in this Office, whether
forming part of an application, or filed upon
request from the Examiner, must be received
from the Model and Receiving Room and net
from the applicant or his agent, It is neces-
sary that all models should be taken to the
Model Room for proper recording in order
that they may be located under subsequent
inquiry and for final disposition. The Exam-
iners should, therefore, refuse to accept models
from inventors or attorneys. Models properly
received and entered in the records of the
Model Clerk will be delivered by a representa-

L0 K4 (O - KT - 4

quired if deemed necessary for any purpose on exami-
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large to be kept in the divi g prosecu-
tion of case, it may be sent to the Model Room
with instructions to indicate whether exhibit is

to be held or returned to sender.

Rule 94. Return of models, exhibits or specimens.
Models, exhibits, or specimens in applications which
have become abandoned, and also In other applications
on conclusion of the prosecution, may be returned to
the applicant upca demand and at his expense, unless
it be deemed necessary that they be preserved In the
Office. Buch physical exhibits in contested cases may
be returned to the partles at their expense. If not
claimed within a reasonable time, they may be disposed
of at the discretion of the Commissioner.

When a model is to be returned a letter
should be written to aiplica"nt by the Exam-
ining Division stating that it is being returned
under separate cover and the model room
should be properly notified to return the
model.

Nore.~Disposition of exhibits which are
part of the record, 715.07(d).

Models, exhibits and specimens may be pre-
sented to the Office for purposes of intervie:
and taken away by the attorney at the erd ~*
the interview. See 713.08.

Nore.—Plant specimens, 1607, Rule 166.

Rule 95. Copies of ezxhibits. Coples of models or
other physical exhibits will not ordinarily be furnished
by the Office, and any model or exhibit In an applica
tion or patent shall not be taken from the Office except
in the custody of an employee of the Office speclally
authorized by the Commissioner.

608.04 New Matter

Rule 118. Amendment of disclosure. In original up-
pllcations, all amendments of the drawings or specifi-
cations, and all additions thereto, must conform to at
least one of them as it was at the time of the filing of
the application. Matter not found in either, involving
a departure from or an addition to the original disclo-
sure, cannot be added to the application even though
supported by a supplemental oath, and can be shown
or claimed only in a separate application,

Rev. 12, Apr. 1967



ving new matt‘:ep: re
) matter is required to be
m | scriptive portion of
tion, and the claims affected are rejectes

A “new matter” amendment of the drawing
is ordinari g not entered. Neither is an addi-

tional or substitute sheet containing “new mat-
ter” even though stamped APPROVED by the
Draftsman and provisionnlly entered by the

Clerk. See608.02(h). .
The Examiner’s holding of new matter may

be petitionable or appealable, 608.04(c).
Nore.—New matter in reissue application,

1401.07. New matter in substitute specifica-

tion, 714.20.

608.04(a) Matter Not in Original
Specifieation, Claims or

- Drawings

Matter not in the original specification,
claims or drawings is usually new matter.
Depending on circumstances such as the ade-
uacy of the original disclosure, the addition of
inherent characteristics such as chemical or
physical properties, a new structural formula

or a new use may be new matter. See Ex parte
Vander Wal et al,, 1956 C.D. 11; 705 O.G. 5
(physical properties), Ex parte Fox, 1960 C.D.
28: 761 0.G. 906 (new formula) and Ex parte
Ayers et al., 108 U.S.P.Q. 444 (new use). For

Rev. 12, Apr. 1967
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~ fore action on his case provi

is kept within the limit imposed by his

As an applicant has the right to amend be-
d the numbe
25, 1965,

of claims in cases filed before October
filing fee, an amendment is sometimes filed
along Widl the filing of the application. Such
amendment does not enjoy the status as part
of the original disclosure. Its test as to in-

- volving new matter is the same as though

filed on a subsequent date. Ex parte Leish-
man, 137 Ms. 336, Pat. No. 1,681,937, and Ex
parte Adams, Pat. No. 1,789,921,

608.04(c) Review of Examiner’s
. Holding of New Matter

Where the new matter is confined to amend-
ments to the specification, review of the Ex-
aminer’s requirement for cancellation is by
way of petition. But where the alleged new
matter is introduced into or affects the claims,
thus necessitating their rejection on this
ground, the question becomes an appealable
one, and should not be considered on petition
even though that new matter has been intro-
duced into the specification also. Rules 181
and 191 afford the explanation of this seem-
ingly inconsistent practice as affecting new
matter in the specification.






