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801 Definitions: Division, Double Pat-

enting, “Independent”, “Distinet”

A requirement to divide is a ruling that two
or more inventions are claimed in a single ap-
plication, which inventions must be presented,
if all are to be claimed, in separate applica-
tions. In other words, it is a requirement to
limit the claims of the application under con-
sideration to one of the plurality of claimed
inventions (Rule 142). Such requirement is, in
effect, a rejection on the ground of misjoinder
of claimed inventions, and may be variously
expressed (809.02 (a), 817, 821.03).

A rejection on the ground of double patent-
ing is a ruling that the invention claimed in an
application is the same as, or not patentably
distinct from, an invention already claimed by
the same applicant, usually in a patent, but
2t times in a copending application. See 303,
706.03 (k), 822 through 822.08.

Rule 141 draws a distinction between the two
terms “independent” and “distinet” by setting
forth (1) that independent inventions can not,
but (2) that distinet, dependent inventions
may, be claimed in one application.

Asg used in this rule the term “independent”
means that there is no disclosed relationship
between the two or more subjects disclosed, L. e.
they are unconnected in design, operation or
effect, e. g. (1) species under a genus which
species are not usable together as disclosed or
(2) process and apparatus incapable of being
used 1n practicing the process, ete.

The contrasting term “distinct” means that
two or more subjects as disclosed are connected
in design, operation or effect, i. e. they are re-
lated, for example as combination and part
(subcombination) thereof, process and appara-
tus for its practice, process and product made,

98

MANUAL OF PATENT EXAMINING PROCEDURE

ete., but are capable of separate manufacture,
use or sale as claimed, and are patentable over
each other (though they may each be unpatent-
able because of the prior art).

802 Basis for Practice in Statutes and
_Rules

The basis of division and double patenting
practice is found in the following statutes and
ruies:

R. 8. 4886; 35 U. 8 . 81: Any person who hag in-
vented or discovered any new and useful art, machine,
manufacture or composition of maiter may
obtain a patent therefor,

R. 8. 4888; 35 U. 8. C. 83: Before any inventor or dis-
coverer shall receive a patent for his invention or dis-
COVEry he ghall particularly point out and dis-

_tinctly claim the part, improvement or combination

whick he claimg as his invention or discovery.

The above statutes are worded in the singu-
{ary namely, that an inventor may be granted
a patent for his éinvention. Thishas frequently
been held to be the basis for the practice of
requiring division, since the statutes author-
ize the issue of a patent for a single invention
and not plural inventions. Conversely, the
statutes authorize issue of but one patent, and
not two or more patents, to an inventor for
one invention, thus establishing the basis for
rejections for double patenting.

Rules 141 through 147, which will be quoted
under pertinent topies, outline Office practice
on questions of division.

Under the statutes and rules, the primary
question relative to division and double patent-
ing is, what constitutes a single invention?

803 Arbitrary Rules Compelling Divi-
sion Are Void

A Patent Office rule once made it mandatory
to divide between inventions related as a ma-
chine and the process in the performance of
which the machine is used. This rule was held
to be void by Steinmetz v, Allen 1004 C. D.

7083 109 O. G. 549; 192 T. 8. 548, since it ar-

bitrarily compelled division between related
inventions without consideration as to whether
or not the claimed inventions were distinct.
The decision points out in great detail wherein
a process and apparatus for its practice may be
so closely related as to be in effect merely two
different ways of stating a single invention.
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804 Discretion of Office in Require-
ments to Divide, and Holding of
Double Patenting

Where inventions are so closely related as
not to be distinct one from the other, the Office
has no discretion, but must permit their joinder
in a single application. (Compare 804.08 and
806.05 (a).) Conversely, where inventions
that are not distinct are presented by the same
inventor in plural applications, all except one
must be refused. _

Only where the inventions as claimed are dis-
tinet or indeperident may the Office properly
require divigion or properly issue plural pat-
ents {Rule 141). '

804.01 Related Inventioms, Do Not
Divide If Resuli Might Be Dou-
ble Patenting

The Office policy is not to divide between
related inventions 1f the result might be a hold-
ing of double patenting (806.05).

But when inventions are independent, i. e.
unrelated, division is proper, even though, as
in the case of independent species, double pat-
enting may result (808.01 (a)).

804.02 Double Patenting When Office
Requires Division

Where a double patenting situation results
from an erroneous requirement to divide be-
tween related inventlons, double patenting
must be held and is not excused because of the
fault of the Office. Thus the Office must be
careful not to be at fault in this respect.

Similarly, where a double patenting situa-
tion results from a correct requirement to di-
vide between species (see 806.04 (h) and
808.01 (a)) double patenting must be held.

804.03 Related Inventions May Be
Claimed in One Patent or Ap-
‘ plieation
Rule 141 provides that related inventions
may be claimed in one application by stating
“where several distinet inventions are depend-
ent upon each other and mutually contribute to
produce a single result they may be claimed in
one application.”

805 Effeet of Improper Joinder in
Patent

No decision is known in which a patent has
been found void for improper joinder,

In one decision, Sessions v. Romadka et al.
21 F 124, the C. C. E. D. Wisc. on July 26, 1884,
held that a claim to a spring catch to hold a
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trunk lid shut was valid and infringed. The
court held that it was extremely doubtful if
the patentee could rightfully claim the several
other and different parts of the trunk in a
single patent, and ruled that the patentee must
disclaim other claims to the other parts of the
trunk as a condition for grant of relief. The
patentee disclaimed. When the case reached
the U. S. Supreme Court, 1892 C. D. 382; 59
0. G. 989, 145 U. 8. 29, the question of mis-
joinder of inventions in a single patent was not
before the Court, the Court ruling “Whether
these different devices were properly embodied
in the same patent or not, we think this was a
proper case for a disclaimer under Sec-
tion 4917.” .

A comparison of the above case with the two
Hogg et al, v. Emerson cases, 47 U. S. 437 and
52 U. 8. 587 makes it extremely doubtful that
the Supreme Court would have held misjoinder
under the Sessions v. Romadka facts.

806 Determination of Distinctiveness
or Independence of Claimed Inven-
tions

The general principles relating to distinet-
ness or independence are elementary, as shown
by Rule 141 which states: “T'wo or more
independent inventions can not be claimed in
one application; but (a) where several dis-
tinet inventions are dependent upon each
other and mutually contribute to produce a
single result they may be claimed in one appli-
cation, ", and may be summarized as follows:

(9 Where inventions are independent (i. e.
no disclosed relation therebetween), division
is compulsory. They can not be claimed in
one application. The special considerations
relative to this situation are treated in 806.04
through 806.04 (j). Division is mandatory,
they “can not” be claimed in one application
even though double patenting would be held.
(See 806.04 (h}.)

(2) Where inventions are related as disclosed «
but are distinct as claimed, double patenting
will not be held, and division may be proper.

(8) Where inventions are related as disclosed
but are not distinet as claimed, divicion is never
proper and double patenting would invariably
be held if divided.

806.01 Compare Claimed Subject
Matter

In passing upon questions of double patent-
ing and division, it 1s the claimed subject mat-
ter that is considered and such cleimed sub-
ject matter must be compared in order to
determine the question of distinetness or
independence.




806.02
806.02 Patentability Not Considered

For the purpose of a decision on the question
of division, and for this gurpose only, the
claims are ordinarily considered as being in
proper form and the question of patentability
over the prior art is not considered.

This assumption, of course, is not continued
after the question of division is settled and the
question of patentability of the several claims
in view of prior art is taken up.

806.03 Single Embodiment, Claims
Defining Same Essential Fea-
tures

Where the claims of an application define the
same essential characteristics of a single dis-
closed embodimexnt of an invention, they should
never be divided since there would result a
holding of double patenting. This is because
the claims are but different definitions of the
same disclosed subject matter, varying in
breadth or scope of definition.

Where such claims appear in different appli-
cations of the same inventor, disclosing the same
embodiments only one application can be
allowed.

806.04 Independent Embodiments

Rule 141 contains the provision “Two or
more independent inventions can not be
claimed in one application; * AN

This rule is mandatory. If it can he shown
that the two or more inventions are in fact
independent applicant must restrict the claims
presented to but one only of such independent
inventions.

For example, two different combinations, not
disclosed as capable of use together, having
different modes of operation, different func-
tions or different effects are independent. An
article of apparel such as a shoe, and a loco-
motive bearing would be an example. A proc-
ess of painting a house and a process of boring
a well would be a second example.

As a further example, where the two embodi-
ments are process and apparatus, and the ap-
paratus can not be used to practice the process
or any part thereof, they are independent. A
process of burning oil is independent of an oil
burner which cannot be caused to operate in
such a manner as to practice the process,

Species are treated extensively in the follow-
ing sections.

806.04 (a) Species—Genus

The practice of treating species as independ-
ent inventions stems from Ex parte Eagle, 1870
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C. D. 137 which held that an applicant was en-
titled to illustrate plural different forms of a
generic invention but could claim specifically
but one with which he could present his generic
claims,

806.04 (b) Species-Genus, Species
May Be Related Inven-
tions

Species may be related under the particular
disclosure.

For example, subcombinations usable with
each other may be species of some generic in-
vention, Ex parte Healy 1898 C. D. 157384 0. G.
1281, where a clamyp for a handle bar stem and a
specifically different clamp for a seat post both
for use on a bicycle were claimed and were
held to be properly divisible since no combina-
tion claim was presented and the practice at
that time permitted the claiming of but 2 single
species.

As a further example, one species of carbon
compound may have such chemical character-
istics as to spontaneously convert into a second
species of carbon compound. These species
would obviously be quite closely related.

806.04 (¢) Species-Genus, Subcom-
© bination Not Generie o
Combination

The relation “combination—subcombination”
presents the situation where plural claims are
all readable upon a single embodiment, where
the relation is not speecific claim to genus, but
combination to subcombination or element.

The siutation is frequently presented where
two different combinations are disclosed, having
a subcombination common to each. It is fre-
quently puzzling to determine whether a claim
readable on two different combinations is ge-
neric thereto, or is restricted to the common
subcombination.

This was early recognized in Ex parte Smith
1888 C. D. 131; 44 O. (3, 1188, where it was held
that a subcombination was not generic to the
combination in which it was used.

Note 806-04 (d) for definition of gemeric
claim. '

806.04 (d) Species-Genus, Definition
of a Generic Claim

In an application presenting three species
illustrated, for example, in Figures 1, 2 and 3
respectively, a generic claim should read on
each of these views; but the fact that a claim
does so read is not conclusive that it is generie,
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