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were not in fact joint inventors, the application may be
,amended {0 remove the names of those not inventors
upoen filing 4 statement of the facts verified by all of
the original applicants, and an oath as required by rule
65 by the applicant who is the actual inventor, provided
the amendment is diligently made. An application can
not be amended to add the ramé of a joint inventor whe
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was omitted, but a new independent application must
he filed.

The conversion of a joint application into a
sole application may also be effected by filing a
sole application to take the place of the jomnt
application, subject to the requirements of Rule
45, This would be equivalent to amending the
original joint application.

When 2 joint application is amended to a sole
application, the file should be sent to the Appli-
cation Branch for a revision of its record.

See In re Roberts, 1920 C. D. 158; 278 O. G.
410, for a general discussion of the conversion
of a joint to a sole apglication.

See McGavack v. Strube, 50 U. S. P. Q. 513
for situations which may arise when the several
joint applicants seek to file individual sole apphi-

_cations based on the original joint application.

The conversion of a sole into a joint applica-
tion is not permitted. Ex parte Benes, 1925
C.D. 75; 839 O. G. 499.

For the procedure to be followed when the
joint application is invelved in an interference,
see 1111.07 and 1112.09 (m) to 1112.09 (p).

201.04 Original or Parent

The terms original and parent, are inter-
changeably applied to the first of a series of
applications of an inventor, all disclosing &
given invention. Such invention may or may
not be claimed in the first application.

201.05 Reissue o

A reissue application is an application for a
patent to take the place of an unexpired patent
that is defective in some one or more particulars.
A detailed treatment of reissues will be found
in chapter 1400. ‘

201.06 Divisional

A later application for a distinct or indepen-
dent invention, carved out of a pending applica-
tion and disclosing and claiming nothing not
disclosed in the earlier or parent application,
is known as a divisional application.” Both the
parent and the divisional application must be
by the same applicant, except when the divi-
sional application is a sole application converted
from a prior joint appHeation. (See below.)
The divisional application should set forth only
that portion of t‘ﬁe egrlier disclosure which is
germane to the invention as claimed in the di-
visional application.

While a divisional application may depart

from the phraseclogy used in the parent case

there may be no departure therefrom in sub-
stance or variation in the drawing that would
amount to “new matter” if introduced by amend-
ment into the parent case.
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A divisional application is also referred to as
a “division” of the parent case.

Rule 147, Reparate cpplication for invention not
elected. 'The non-elected inventions, those not elected
after a reguirement for division (rule 142}, may be
made the subjects of separate applications, which must
conform to the rules applicable to original applications
and which will be examined in the same manner as
original applications. However, if such an application
ig filed before the original application is patented or
becomes asbandoned, and if it is identical with the origi-
nal application as filed, the drawings being identical
and the papers constituting an exaet copy of the original
papers which were signed and executed by the appli-
cant, signing and execution by the applicant may he
omitted ; such application may consist of the fillng fee,
2 copy of the drawings complying to rules relating to
drawings and a certified typewritten copy of the original
application as filed, together with a proposed amend-
ment, canceiling the irrelevant claims or other matter,

For notation to be put on the file jacket by the
Examiner in the case of a divisionai application
see 202,02,

Since a joint application may, when the facts
wazrrant it, be transformed into a sole applica-
tion, a sole application may be a division of a
joint application if the joint application con-
tained an invention which was solely that of one
of the joint applicants. :

However, the following conditions must be
present:

(2) It must appear that the joint application
was filed “by mistake and without fraudulent
intention.”

(b) On discovery of the mistake the party
filing the sole application “must act with rea-
sonable diligence and must assume the burden
of establishing his good faith.”

éc) There must be filed in the sole ap lication |
a

isclaimer under oath by each of the other
parties of the joint application.

A later joint application, however, may not
be termed a division of a prior application filed
by one of the joint inventors. This follows from
the doctrine of Ex parte Benes, 1925 C. D. 75;

. 839 0. G. 499,

201.07 Continuation

A continuation is a second application for the
same invention claimed in a prior application
and filed before the original becomes abandoned.
The applicant in the continuing application
must be the same as in the prior application,
unless the continuation is a sole converted from
a joint application. The disclosure presented
in the continuation must be the same as that
of the original application, i. e., the continuation
should not include anything which would con-

T
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stitute new matter if inserted in the original
application.

Where an application has been prosecuted to
a final rejection an applicant may have recourse
to filing a continuation in order to introduce
into the case a new set of claims and to establish
a right to further examination by the Primary
Examiner.

A sole application may be a continuation of a
joint application which was erroneously jointly
fled. (Union Switch & Signal Co. v. Kodel
et al., 1982 C. D. 530; 416 O. G. 8.)  See condi-
tions stated under 201.06 for a division.

Tor notation to be put on the file jacket by
the Examiner in the case of a continuation
application see 202.02.

201.08 Continvation-in-Fart

A continuation-in-part is an application filed
during the lifetime of an earlier application by
the same applicaint, repeating some substantial
portion or all of the earlier application and
adding matter not disclosed in the said earlier
case. (InreXlein,1920,C.D,2;8930.G. 519.)

A continuation-in-part filed by a sole apphi-

cant may also derive from an earlier joint -

application showing a portion only of the sub-
ject matter of the later application, subject to
the conditions stated in the case of a sole divi-
sional application stemming from a joint appli-
cation (20L.08) and the further condition that
the applicant present an exact line of division
between matters of joint invention and sole
invention. (In re Perrin, 1944 C. D. 380; 565
0. G. 151.)

For notation to be put on the file jacket by the
Examiner in the case of a continuation-in-part
application see 202.02.

201.09 Substitute

The use of the term “Substitute” to designate
an application which is in essence the duplicate
of an application by the same applicant aban-
doned before the filing of the later case, finds
official recognition in the decision, Ex parte
Komenak, 1940 C. D. 1; 512 O, G. 789,

For notation to be put on the file jacket by the
Examiner in the ease of a substitute application
see 202.02,

201.1¢ Re-file

No official definition has been given the term
Re-file, though it is sometimes used as an alter-
native for the term Substitute.

If the applicant designates his application as
“pe-file” and the Examiner finds that the appli-
cation is in fact a duplicate of a former apphea-
tion by the same party which was abandoned
prior fo the filing of the second case, the Exam-

844380—49——-2
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iner should require the substitution of the word
substitute for “re-file”, since the former term
has official recognition. The endorsement on
the file wrapper that the case is a “substitute”
will result in the further endorsement by the
Assignment Branch of any assignment of the
parent case that may have been made.

201.11 Continuity Beiween Applica-
tions: When Entitled to Filing
Date

A division, continuation, or continuation-in-
part is linked by co-pendency with the original
or parent application ; and contains, in whole or
in part, identical disclosure in common with the
original application. Such applieations are en-
titled to the effective filing date of the original
application for only the common subject matter
disclosed.

A division, continuation, or continuation-in-
part may be filed at any time during the pend-
ency of the parent application. Such contin-
uing application may be filed, for example, after
an appeal to the Board or to the Court, provided
the parent application has not become aban-
doned (1215) ; or after the application has gone
to issue (In re Febrey, 1943, C. D. 510; 5564 O. G
377). In the latter case the period of pendency .
includes the three months’ extension where the. .
final fee is paid and a three months’ extension =
for the issuance of the patent is obtained.

A substitute application is not linked by co-
pendency with the original aéaplication and is
not entitled to the effective filing date of the
latter, As a matter of public policy, however,
all substitute applications are required to in-
clude a reference to the ori%inal application.
This makes the original application accessible
to the public for a Tuller understanding of the
basis for the allowance of claims in the substi-
tute application, and facilitates investigations
pertaining to questions of ownership, in case
the parent case has been assigned. (201.12.)
Such reference to the parvent application also
enables the Examiner to compare his action in
the substitute application with those made in
the parent application and to avoid the adop-
tion of an inconsistent position.

A substitute is not entitled to the benefit of the
filing date of the original application for a con-
structive reduction to practice. (In re Spitteler
et al, 1908 C, D. 874; 134 0. . 1801.) At most,
such filing date can be availed of only as the
date of conception, leaving to be determined the
question of diligence as bridging any gap be-
tween the date of a reference and the filing date
of the substitute application.

Any public use or patent or printed publica-
tion prior to the filing date of the substitute even
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though subsequent to the earlier application, if
it discloses the subject matter of the claims, is a
proper citation in the substitute application. -

201.12 Assignment Carries Tiile

Assignment of an original application carries
title to any divisional, continuation, substitute
or reissue application sternming from the origi-
nal application and filed after the date of assign-
ment. :

201.13 International Convention for
the Protection of Industrial
Property - '

Sec. 4887 R. 8, 35 U, 8. C. 32 (second paragraph}.
An application for patent for an invention or dig
covery . . . filed in this country by any person who
has previcusly regularly fited an application for a
patent for the game invention [or} discovery .. . ina
foreign country, which, by ireaty, convention, or law,
affords similar privileges to citizens of the United States
shall have the same foree and effect as the same appli-
cation would have if filed in this country on the date
on which the application for patent for the same inven-
tion [or] discovery . ., . was first filed in such foreign
country, provided the appleation in this couniry is
filed within {welve months . . . from the earllest date
on which any such foreign application was filed. But
no patent shall he granted on an application for patent
for an inveniion or discovery ... which had been
patented or described in a printed publication in this
or any foreign country more than one year before the
date of the actual filing of the application in this coun-
try, or which had been In public use or on sale in this
cotntry for more than ore year prior to such fling,

_ Inthe case of designs, the period is six months

instead of twelve. -

The second paragraph of the statute accords

what is known as a “right of priority” to appli-
cant under certain conditions, which conditions
are defined by an international treaty or agree-
ment known as the International Comverntion for
the Protection of Industrial Property. There
are now forty countries, including the United
States, adhering to this convention.
. One of the primary objects of the Convention
is stated to be the equal treatment of the na-
tionals of all participating countries. The con-
vention also establishes certain rights in favor
of these nationals. One of thése rights is the
so-called right of priority, which means that a
filing of an application In any country which
adheres to the convention is treated as having
the legal, or constructive, effect of o filing in all
countries, provided it is followed up, within
twelve months, by an actual filing there.

Under the provisions of Sec. 4887 R. S., 35
U. 8. C. 82, the inventor’s priority rights under
the convention are based, not upon his citizen-
ship, but upon the status of the country in which
the earliest foreign filing was made as a party
to the International Convention.

10
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201.14 Proving of Foreign Filing for
“Normal” Priority '

Extract from Rule 65. Oath of Applicant. It any
application for patent has been filed in any foreign
country by the applicant in this couniry, or by his legal
representative or assigns, prior to his application in this
country, he shall state the country or countries in which
such application has been filed, giving the date of such
application, and shall aiso state that no application has
been flied in any other country or countries than those
mentioned, and # no appiication for patent has been

filed in any foreign conntry, he shall so state, Thig -

oath must be subscribed to by the afiiant.

No proof of the earlier filing is required unless
a reference is brought to light which has an
effective date e¢arlier than applicant’s United
States filing date but later than the date of his
foreign filing under the convention, Where the
applicant acknowledges in his oath a first filed
foreign application less than twelve months
prior to his U. 8. filing date, but antedating the
reference, such foreign application will serve to
avoid the reference if a certified copy of the for-
eign application is filed, together with a sworn
translation if the copy be not in English. Ex
parte Mattlet, 1926 C. D. 62; 847 O. G. 1047.

201.15 Examiner’s Determination of
Foreign Filing

The most important aspect of the Examiner’s
action pertaining to a right of priority because
of a fo_rei§n filing is the determination of the
identity of invention between the U. S. and the
foreign application. If itis for the same inven-
tion, the foreign application may be considered
in the same manner that a duplicate U. 8. Appli-
cation filed on the same date would be consig;red
and applicant is entitled to any claims based
on such application that he would be entitled to

under our laws and practice. The foreign appli-’

cation must be examined for the question of
sufficiency of the description under R. 8. 4888,
35 U. 8, C. 83, as well as to determine if there
is a basis for the claims sought. In some cases
the matter of sufficiency of disclosure in the
sense of having a sufficient basis for certain
types of claims, as in chemical cases, may arise.

In applications filed from Great Britain there
may be submitted a certified copy of the British
“provisional specification”, which may also in
some cases he accompanied by 2 copy of the
“complete Specification”, The nature and func-
tion of the British provisional specification is

described in an article in the Journal of the

Patent Office Society for November 1936, pages
770-774. According to British Iaw the Provi-
sional specification does not need to contain a
complete disclosure of the invéntion in the sense

AT








