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Se OWNERSHIP AND A3STGNMERT
5-1, Assipgnability of Patents

Fvery patent or any interesgt therein is asalipnable
in law by an LS LS L 14 iiirlﬁi'ﬂ&, @it LLD pabsnLes O
his assigns or legal representatives may, In 1like manner,
grant and convey an exlusive right under the patent to
the whole or any specified part of the United States,
(from Sec. 4898 R.S.)

5-1-1, In Whom May Be Vested

Interest in patents may be vested in assignees, in
grantees of exclusive territoriel rights, in mortgagees,
and in licenssces,

H5=lela Assi&nee

An assignee is u transferee of the whole interest
of the original patent or of an undivided part of such
whole interest, extending to every portion of the United
States, The assignment must be written or printed and
duly signed.

2 grantes

A grantee acquires by the grant, the exclusive
right, under the patent, to make, use, and vend, and to
grant to others the right ta make, use, and vend. the
thing patented within and throughout some specified part
of the United States, excluding the patentee therefrom,
The grant must be written or printed and be duly signed,

5-1-4, Mprtgq&gg

A mortyage munt be written or printed and be duly
aignod,

GHelwHe [ ennsen
AT lenuses talea o fnbarcoat less then or difforont
from eithor of the othors, A silcenge may be oral, written,

ov printed, and if writvon, or princad, muast bo duly
slgnod.,

G0, Ackaowlodement

g War, B Tad7s I any assipnment, prant, or
convevnnes af nany patent ahnll b ackpnowledgei before any




notary public of the several States or Territories or the
District of Columbia, or any Commissloner of amy court of
the United States for any District or Perritory, or before
any secretary of legation or consular officer authorized
to administer oaths or perform notarial acts under section
1750 of the Revised Statutes, the certificate of such ace
knowledgment, under the hand and official seal of such
notary or other officer, shall be prime facle evidence of
the sxecubivii vl suvli asslguméeni, girailv, VI CUNVOYBIUD.

530 Recording

No instrument will be recorded which 1s not in the
English language and which does not, in the judgment of
the Commissioner, amount to an assignment, grant, mortgage,
lien, incumbrance, or license, or which doss not affect the
titie of the patent or invention to which %t relates,
Such instrument should identify the patent by date and
number; or, if the invention be unpatented, the name of
the inventor, the serial number, and date of the appli-
cation should be stated.

5=3~1, Receipt, Reccrding,
and Return of AssTgnments

The receipt of assignments 1s generally acknowledged
by the office, They are racordsd in regular order as
promptly as posslible, snd then transmitted to the persons
entitled to them, Sec., 21«4 for secret recording of
Government-owned applications under Sec, 4894 R,S.

5-53~2o Date of Recurd
The date of the record is the date of the recelipt
of the aasignment at the office in proper form and ac-
companied by the full legel fee for rescording. @

S5eded, Effect of RQE?EQ%R&

Tt a8 - 388 e = n

' Sec, 4898 R.S.: An assignment. grant., or con.-
veyance of a patent will be vold as against any sub-
soquent purchaser or mortgages for % valuable consid.-
eration, without notice unless racordad in the Patent
0ffice within three months from the date thereof or prior
to such subsequont purchase or mortgags.

Sedo Conditional Assignmant

Assignments which are made conditional on the
performance of certain stipulations. a3 the payment of
money, i1f recorded in the office are regarded as absolute
assignments until canceled with the written consent of
both parties opr by the decree of a competent court,




The office has no means Lo determin whether guch copn-
ditions nuvae been fuifilied,

5.5, Dotalle of Assipomoat Procedure

Whem an aagigonment 1a recoived in the Patent Of'fice
with ths proper rfeve for recording. 1t poss to the Assipnmont
Division, whero it is indexed. A card Ilundex of asslipneses
1s kept and also a card index of inventoraa The assignment
13 reproauced in recurd boovkas, Al s V‘*b.“,& i roturnagd
to the party filing it., A digest of the wssignment is
mads indicating its purport and showing how it affects the

titlse to the patent oy applicatior.

The Assignment Division segregates asslignments re-
Jating to pending applications; and entry clerks from that
division locate the file of the application and endorse on
it the name of the assignee,

In the case of every application where the final
fee has been paid, the file, hefore it goes to the Print-
ing O0ffice, 1is sent to the Assignment Division where a
search is made to see that the proper gssignese's name is
sndorged uvn the file., 'The patent issues to the assignee
whose name 13 indorsed on the file by the Assignment Di-
visione

An exclusive license to make, use, andl sell is
treated as an asaignment except that the patent does not
inewe to the licensee unless so requested in the licenae.

The recerds in the Assignment Division are open to
the public for saearch and examination and copies of any
asasipnment, on record or ol the abstracts of agsignment
may be cobtained,

T postprmant Division has e complete ¢card index
of all tiv ouectoy, and reglistrants Trom deeds recorded
from 1905 oo deie  for use In making title searcheg. 1t
alse hag o « od ndex since 1922 of inventors, assigunors,
and asalpne s 1 useds received for rocord, from which
asarchss onn o coumeted from the book indexes prior to
1922 Lo sacertaln What edslemeonts have bhoosn received

uride s tbe oo of o Baspns o eslgnor, or invenbore
IS T W papor and Typoe wo Ba Used

; cutdt Lo venoad R (.'JJEJ,T'F“L;J('I'L 8 by a photo.-
T A . ) v, e curatbts o ¥ reduction of the

origionl quumumtn Xt 1o, thoraeiovie, requested that all
inaty oueot s praﬂ@n:uu tor recording be typed on white

apoar ot binok ink, Shel whoo the vapses are ribboned, tLhe
et S e o Lot Lo s ara s typing and




that as fer as posaible the seal and anr certificates be
placed directly on the body of the assignment, after and
below the signatures,

5~6, Control By Assignee .

of the kEntire nterssat

The assignee of the entire interest in an application
may intervene in the prosecution of the case, eppointing an
attornay of his own cholee, Such intervention, hswsvsr
does not exclude the inventor from access to the application
to see that it is belng properly prosecvted, unless the
assignee makes specific requests to that effect., Despite
such a request, the applicant may be permitted to inaspect
the case on sufficient showing why such inspection is
necessary to conserve his rights,

5«70 Conflicting Assignments

Irrespective of whether the assignee participates
in the prosecution of the application, the patent 1ssuss
to him unless there are conflicting assignments, Where
there are two or more conflicting assignments of an appli-
cation the assignee whose date of assignment is earliest
may, if his assigmment is recorded in the Patent 0ffice,
take over the prosecution of the casa, and this irrespective
of whether the date of recording in the 0ffice is earlier
or later them that of some other assignee, Although the
0ffice pravtice permits this sarliest assigpes to prosscute
the case, 'the patent issues to the inventor, leaving to
the courts to decide the question of title as between the
conflicting assignments,

5«8,
Conflicting Subject Matter In Two o
Applications of Same Tnventor (ns of
Which Is Assigned )

Where applicant has pending two applications with
overlapping subject matter therein and assigns one of the
applications in its entirety which sasignment is duly re-
corded in the Patent 0Office, the ussigned application at
once becomes reference against ths second application for
all common subject matter, irreaspective of the dates of
filing of the two applications. and also of any subsequent
agsignment of the second cege, Sec, 10 B.23,

5«Qa Re Jection Because of Common OQwnershi

R G 2.

Where there 1es a common susignec of two or more
applications by different inventors thease applications by
reason of their common ownerahip are subject to the same




treatment as to overl.pping claimed subject matter as
though they were all the applications of one and the same
inventor, That is., when the quesiion of interference
involving this cemmon sabjoct mattor arisos, the owner

of the applications must. in Lho absonte of any good
reason to the contrary, oioclt which one shall be placed in
lnterference; or when ons ¢laiming that common subject
matter is passed for Issue It becomes ag Lo such subject
matter prior art agalnst the other applicaiions of that
ownership,.

5 10, Rights of Assignae of Part Intsrest

While it 1s onily the assignse of the entire interest
who can intervene in the proesecuticn of an application or
Interference to the exclusion of the applicant. as assignee
of a part interest or a licensee of exclusive right 1is
entitled to knowledge of the steps being takenm in such
proesecution,

5-11, Assignment of Division, Continuation, Substi.
tution and Continuation-In-Part 1n Relation to
“Parent Cass

T D TR TR e Rt

Where there is fileda a division, a continuation, or
a substitute of a prior application which has been assigned,
the agsignment of the parent cese applies to the later filed
cage, Where ths later case s a continuation-in-part, the
asgipgnment does not carry over from the earlier case, For
this renson the examiner dces not enderse on the margin of
the f{ace of the fille jacket of such case u notation as to
1ts being a continuation in part, but does appropriately
endorse a division, a continuation and a substitute., Such
endorsement on the file wrapper shculd be made by thé
examiner at the time of his firast action on the later case,
and when preoactins o Sase for Locas the £1is should be
gent to the Acatpomend Daviailon o venntfen on the wrappor
of the dots porreiningy o the asulynmont of the prior case.

Wher o b cop o stion 13 a continuation-in-part,
the loattore oo, o o oo ctamped a2t the tottom of the rile
Jreedeo o gt wie o h Lty raady for allowance, fT6 will
he soent Lo tna Acairrgnesio gl slor for title search,
Ho i e N R AS AT

Co Gt von o nogmad by tame o opn oagsifnes,
Bhiee ape e e oot e cescpededt i the Patent Offico alon
e ! Tt Src e ohear th siny o whitch the Clnad feo
ia pnatoa, ot caae ot an appse o boon Tor o deslipn patent,

Fhies S oot vt b e ovded e oaes the case ig o allowod,




S5=]2=1, Notice of Allowance
Where (Case is Assipgned

In writing the notice of allowance of en application
in which there is an assignment of record, after the name
of the applicant, a comma followed by the expression .
"Assor, etc.” should be written., This will serve to notify
the addressee that the patent will issue to the aassignee.

Whare an ennlicant cavwrwine on the nrosacsutisn af

<o w wves W T T @ v B W e W P W v WA

an applzcation after assignmeﬁt dies, hiaradminiatrator
may carry on the prosecutlion on filing leters of adminis.
tration unless and until the assignee intervenes,

S=l12«2, Issue of a Patent to
an AS81pgnée ol an ASs1lgnee

In view of the fact that an assignee takes title
altogether by virtue of his grant and not at all through
any request to the Commissioner of Patents, it 1s directed
that hereafter whenever an assignee of the whole interest

in an epplication assigns that application with request that

the patent be granted to his assignee, the patent should
issue as requested, even though the prior assignment or
assignments contain no request as to whom the patent should
be issued.




