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. TYPES, CROSS-NOTING AND STATUS OF AFI'LICATIONS

L 1 Types ol Applicotion

Zutent npplicentions fall into threc brond types,
viz.. srvlications for "mechanical " deaign, and plant
patents. The term "mechanical ™ as here employed, em-
braoces =11 applicationsa nnd patents which nre directed
to a "new ana ugeful art, wmachine, manufacture, or com-~

positic: of matter? or to nny new and useful lwprovement
thereof ™ The gpeclalized procedure which perteains to the
examinazion of applications for design and plant patents
will be T

L-1-1. Joint

A joint application is one which setls forth two or
more persons as the common inventors of the claimed subject
matter.

L-1-2. Sole

A application wherein the invention is presented
ag thet ¢f 2 single person is termed a sole application.

L=-1-73 Convertability from a Joint
to A Sole Application

cle applicntion may be substituted for s joint
n, or the joint application amended to a sole
npplice non the filing of the proper digclnimer by the
gurrendering Joint applicant nnd oath by sole inventor.

See In re koberts, 1920 ¢.D, 158; 273 0.G. 410, where such
chonge s made the f1le ghould be sent to the Application
prenceh for revigion of the record.

npplice

1he conversion of v osole into & joint spplliention s
not, permitted. ke parte ponea, 14y25 C.D. 74, %39 0.G. L99.
When o Joint appliention In interferonce {a changed
to nosole speplicetion the Exominer of intorferences calls
the nttontion of the Primary wxeminer to thias fact.  ‘rhe
yrimary sxeminer regueats jurisdiction of the itnterfercnce
anters the neceansnry anmenudments medde Lo the spplicention,
roedecleres the into cferenee Lo nccord thora 1th wnd re-
turns the Ciles to the mxaminer of interferencos \For
lettor Corms, see sec. 13y, now ver, bofore redecloring
the tnberforence, Lhe cexaminer shonld make ¢ortain that
the pro;ssed converston rfrom Joint to sole meeby the con-
ditions oo Tforth tn oan roe rorrein, 1944 € D 330 565
0 ¢ 151

eated In detnll in sectlons 17 and 18 respectively.




when on motion a sole wpplicrtion 10 to be sub-
stituted for a Jjoint application the primary oxeminer
redeclnres the interference, substituting tho sole for
the joint application. (For letter forms, voe sec. 13),

b=1=4. uriginal or Parent

These termg ara 1ntqrchangeabiy applied to the
first application of an inveiftor disclosing a given
invention. sSuch invention may or may not be claimed
in this application.

CONTANULNG APPLICATIBNG

L=1=5, reissue

A reissue application is an application for =
patent to take the place of an unexpired patent that is
defective in some one or more particulars.

A detalled treatment of reissues will be found
in Section 16.

L=1-6. pivisional

A later application carved out of a pending
application by the same applicant and showing and
claiming nothing not disclosed in the earlier or
parent application is known as & divisional appli-
cation. Sometimes, as in the case of a process ap-
plication divided from an apparatus applicntion,
the divisional application mey have the srme speci-
fication and druwing as the parent cou2, where
voth applications are for apparatus inventions, there
is usually no necessity or excuse for reproducing in
the divisional c¢nge the entire specitication and
Grawing of the parent applicntion.

while a divisional application mny dcepart from
the phraseology used in the parcunt case there may be
no departure therefrom in substance or variation in
the drawing that would amount to “new mautter" if in-
troduced by rmendmont inte the parent cese.

A divisional epplication i3 nlso referred to as
a "divigion* of the parent case.

L=1=7. . Continuntion

s continuntion 1s a gecond applicntion for the
anme invention claimed in & prior application by the
gsame applicant filed betfore the original bLecomes
abandoned. Where an npplicntion has been prosecuted




to n finel rejectlon s ospplicont vy Loy
course to 11iny ¢« ecortituntion T oorder o -
troduce Into the erue o new 3ot of clodmn o Lo
esteblish o right to further exomination oo Lho
primery exoaminol. If the new cloimg, boweyor, vre
in the opinfon of the Eoumilner met in the ot or
voecord in Lthe oripdnnl npplicotion, thic Meainer
may moke s rejoction finsl o the Uirot cotion
on the continuntion. (See. 10-8-48) 11 rejection
18 bagad on reg odjudicotn, however, LU may oot

be made finnl, since Uhilas Ls o new fosue.,

A continuantion, as 15 nlso truc of s contin-
untion-in-part and o divisionnl applicontion, may
be filed after appenl to the Board or to the
gourt, provided the purent applicntion hrg not
become abrndoned, Sec. 10-11-19). A continuation
or continuction=in-part may be iled efter the ap-
plicetion hea rone to fssue (In ro Fobrey, 1943
C. D 510,554 0.G. 377) vnd this holds the the three
months' period where the finel fee 1g prid on Lhe
last dey of the six months nnd & three months' ex-
tension is nuked,

A sole application may be a continuntion
of o joint application which wags cerroncously
jointly filed. (Union Switch, v Kodel, 1942 ¢.D
530,416 0.G. 3).

See conditlions stoted under "Division.1,"
SUDRTQ .

PERRRE S——

L=1~8 Continuation-in artg

Thiag g wn spplicntion riled durineg vho
Lifoetime of nnoenrlicr applicoation by the ramn
dppliennt, repeating somo substantinl portin o or
abl of the enrbicr apclication, and ¢ ddin.: oaolter
not, Lfl‘.'.\,‘l(')f‘.'“{ i!l '(;hif ijl'li(l e rlir‘“\"'m«f‘*.'n’r(—
FTenT, "T97070. 00 2 593 0.6 519).

A continustion=in-part tiled by o oole np-
plicont moy slao derive from an enrlier joint onppli-
cobion shovine o cortion only o the aubject matter
of the later opolication, gsubject to Lhe conditions
stated hopvetnattor fn Yhe cone of o ole oo inonnt
nppdlication otoaming trom oo Jotet o epplicection, (-]
-1 end Lhe further conditton thet the s Dot

present an ocanct Line of divisien Loteoen oty
of gornt Invention nnd sole fnvontion (1t 1o
Porvin, L9 G0 G SAES O e 1T )




L=1=9e Subastitute

The use of the term "Subgtitute" to deg-
{znate an application which is in essence the duplicnte
of an application by the sume applicant abandoned be-
fore the filing of the luter cuse, finds officinl
rocognition in the decision, Ex parte Komenak, 1940
- C.D. 512 0.G. 739.

A subatitute‘is not entitled to the benefit of
the filing date of the original application for =a
congtructive reduction to prectice. (In re Spitteler
¢t al., 1908 C.D. 374;134 0.G., 1301.

At most, such friling date cun be mvailoed of
only as the date of concseption, lseaving the quouation
of diligence to be determined as bridging sny gnp between
the date of a reference and the £iling date of the sub-
3titute application.

Any public use or patent or printed publication
prior to the filing date of the substitute even though
Junior to the earlier application, if it discloses the
subject matter of the claims, is a proper citation in
the substitute application.

L=-1-10¢ Re-file

No officinl definition has been given the term
Re-~file, though it is sometimes used ag an alternative
to the term Substitute.

If the applicant designates his applicoation as
"re-file™ and the examiner finds thnt the application
is in fact a duplicate of a *»~rmer application by the
.same party which was abandoned prior to the filing of
the second case, the Examiner should require the sub-
gtitution of the word subatitute for "re-file," since
the former torm has officlal recognition. The on-
dorsement on the file wrapper that the cnse fa a
"oubstitute® will result in the turt!er cndovsanent
by the Asslgnment Branch off ony oo i hment of thc pa-
rent case that mey hatve been mnde




1@"1“11.
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All appllicntions which come under the des-
ignutions listed in the center column of the table
are linked by co-pendency with the original or pa-
rent application; they also contein, in whole or in
part, disclosure in common with the originasl ap-
lication. Such applicetions wre entitled to the
effoctive tiling date of the original apprlication
for the common subject mntter discirLonnd.

A subgtitute applicution, as seen from the
table, is not linked by co-pendency with the orig-
iurl applicotion, nnd 1s not cntitled to the effect-
ive filing date of the latter. As o matter of pub-
lic pollicy, however, s#ll substitute applicntions
are required to include n reference to the origi=
nnl asppliention. one renson belng to mr ke the oripg-
inel epplicection nvccessivle Lo Lhe publice for a
fuller understanding of the bLongsis for e nllow-
ance of claims In the substitute appllication.

It will be noted that two blnuk spuaces oc-
cur in the table. Applicrtions of the kind which
would corruvspond Lo these blrnk sprces are not dig-
tinguished by rny specilal neme, No gpecinl treat-
-ment i3 involved in exsmining such applications.,




A=-1-11.1, Assignnment Carries Title

Assignment of an orieinul wpplicutlon curries
title to nny divisional, continuation, or rubstitute
a-plicution stemming from the ordiginul npplivation,

4=1=12 When kntitled to Filing Dute

In asmuch us a division, u continuution or a
continuution-in-part is construed as aun amendment of
the purent appliocation und therefore given the tenefit
of the filing date of sald parent applicution, such
division, continuation, or continuation=-in-purt moy
be filed at gny time during the pendsncy of the eppeal
(that 1s, prior to or not lauter than withdrawul of the
appeal) and be entitled to the benefit of the filing
dute of the perent appliecrtion, provided six months
have not elapsed from the dute of the final rejection.
S5¢e, 10-11-19,

Since a joint application may, when the facts
wurrant it, be transformed into a sole application,
a sole applicution may be a division of s joint appli-
cation may be u division if the joint applicution con-
tained and claimed an ipvention whieh was golely that
of one of the joint applicants,

However, the following conditions must obtuin:

(¢} The invention must have been cluimed in
the Joint application,

(b) It must appeur that the joint upplicution
wag flled "by mistake and without fruudulent intention.®

(¢) On discovery of the mistuke the purty ril-
ing the sole applicaution "must wet with recsonable dll-
igence “and must assume the burden of establishing his
pood faith,"

. (d) There must be filcd in the sole upplication
a, disclaimer by euch of the other parties of tho Joint
application,

A later Joint application, however, may not be
tormed a division of u prior arplicution Tiled by one
of the Joint inventors., This follows from the doctrine
of ex purte Bones, 1925 C.D., 75;399 0.G. 499,

A=1=~1%. International Convention

Se0, ABBT. Reisse No pourson otherwise ontitled
thereto shull be debrrred from recelving u putent for
his invention or discovery, nor shull nny notent be de-
clured invoelid by roason of its having tecn first
putented or coused to be saten :a oy the inventor or
his legel representetives or asslieons in a forelgn




country . unloas the ap flestion vor wale Torod o
netent ves filea wmore thon toolve Coathao o ooprlor
to the ficins of the vo Licetdon 1u this conntry
inwhicrh o ose noo oo tent oloal e cronted v Vhig
aruntry.,

An o anpiicution Cor o prtopt oo dnve it bon
or diccovery o Lrlled in tras country by oony opor
gon who has oprovionsly poemdoviy 00D 00 Pl
tion for a patent ror the same invention op dig
covery in o foraisn ccuntry. which Ly Lreaty,
convention. or luw, vrtords si 1l 1 privileres Lo
citizens ot the United states shuli have the some
force und effeect ng the sone wo-licertion would have
if filed in this country on the 4 te on which the
applicetion for petent Jor the sume invention or
discovery....wus first filed in such forcelrn coun-
try, rrovided the arplication in thig country ias
filed vithin twelve months....from the corlicot
di:te on which any such Toreisn coplication ven
filed Fut no patent shall be pranted on on ap
plicetion for patomt for an invention or discov-
ary swhiieh hed been totoented opr ceserilaed in oo
printed putlic tion in this countr:  or vhich h
been in public ese or on sale In this country o
more th:n one yerr srior to such filing,

In the crue of desipne Lhe period 1 ik
months instecd of twoelve,

The first purarroch of R.8. 4007 oot lishes
four ¢ nditions which, 40 all are present | egtob
lish o bor opecinet, the erontine of «w obenl an Lhs
country. Thesoe four conuitions are ou ol lovg

t1) The forelien applicotion must be 13ied
more thon one veoar before the tiline in the United
States, (Modrfiod by Tublic Law 600, Seeo 40 1-10% )

() Tt must be 1731 0d by Lhe dnvenbor or cope.
ane "oravy' Lo bim,

CA)Y e vorelrn potent st beosotanld by oraats
od (e.o. by soaline off the popers in Greot jribooan,)
(4} The sane 1nvention must Lo lavolved,

The gcoomd pnracraph of' the stabule e cords
vhat, 1o wnown oo o "rigsht of praoerity®™ Lo apoliornt
under cortain conditions . which condations nrye defined
by osn intern.tional btror bty or correoment wnown ng the
Intornetiomal Sonvention for the Protection of Tnduos-
trial Iroccrty, There ore now Porty counbrics, in
oA Tne " Fhe Un bod Stetes. adhervine Lo this convent
1on.




