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7. DESIN PATENTS

17-1. Rules Applicable

Rule 20.1 Rules applicable. The rules
relating to epplications for palents for in-
ventions or discoveries sre also applicable
to applications for patents for deasigns ex-
cept &8 otherwise provided.

The right to a patent for & deslgn stems from Section
4929 R.8. reproduced herebelow:

flec. L929 R.8. Aoy person who has in-
vented any new, original, end ornamental de-
gign for en erticle of menufaocture, not known
or used by others in this country bature hia
invention thereof, and not patented or de-
seribed in any @rinﬁa@ publication in this or
any foreign country before his invention there~
of , or more than one year prior to his applica-
tion, and not in public use or on sale in this
ecountry for more than one year prior to his
application, unless the seme is proved to have
been abandoned, may, upon payment of the fees
required by jaw end other due proveedings had,
the same a8 1ln cases of inventions or discove-
eries covered by section LBAG, obtein & patent
thersfor.

17-2. Definition of A Design

The design of an objlect consists of the visual chare
goteristics or aspects dispiayed by the object. It is the
appearance presented by the object which creates an imprege-
sion, through the eye upon the mind of the observer.

As & design is menifested in eppearence the subject
matter of & design ap gli@@ti@n may relate to the configura-
tion or shepe of an objest, %o the surfece ornementation
thersof, or both.

A deslgn is inseparsble from the object and cannot
exist alone merely as & socheme of surface ornsmentation.
It must be 8 definite, preconceived thing, capable of reproe
duction and not merely the chante result of & method.

17-%, Tiements of A Design Appliestion

A design applicstion haa esgsentislly the elements re-
quired of s utility application. (See Sec. 8] However,



unlike the utility epplication wh-ve & preamble to the speci-
fication is no longer required, a preamble still remains a
requirement in & design application (Rule 20.48) and is
printed as part of the specification of the design patent.

It the single signeture fom (see 8-6) be used it must
be accompeanied by & separate sheet of specification which in-
cludes a preamble.

17=4k. Spevificetion end Claim

Eﬁi@ﬁ&@ﬂﬁ_m?itla,wﬁam@rivtimn and olaim.
The tItle of the deaign ¥ dedighnate the
&%@ﬁifi@ mrti@la fﬁr which tha design hes been
invented. No specific description, other than
& reference to the drawing, is ar@in&rily re-
quired or permitted. The clalm shall be in
formal terms to the ornsmental deaign for the
article (specifying neme) sa shown, or as shown
and described. More than one claim is not re-
quired or pemitted. 8See form wwew,

Rule 20.4 Arrengement of specification.
The 6110w order of arrengesent should be
observed in framing design apyaifﬁa@ti@n@z

g&} A 0.6 e
of the applicant and ti&k& of the invention.

i) Deseription of the figure or figurss
of the drawing.

{e} Desceription, if any.

{d} Clatm,

{6} Signature of appliocant.

Bee Hule 8.7.

The specification follows the form in the Bules of
Praotice.

The most importent thing is the title. This serves
to fdentify the article in which the design 1ls embodied and
which is sbown in the drewing, by the name generally used by
the public. The title should be to & specific definite arti-
sle. Thus & stove would be caelled a "Stove™ and not & “Hest~
ing Device.” The same title is used in the preamble to the
gpeacification, in the description of the drawing, and in the
glaim. The title should correspond to the name of the

articieo shown.

To allow letitude of construction ﬁn is permiassible
to ndd Lo the title-<"or simliler article . ® The title in the
prosmble mey be in the plural--Design for Cheirs--or in the
singular--Design for & Chafir, but In the claim 14 must be
in the singuler.




The title implies that the type named is old, but
that the form shown is new. .he title may partiocularize
the type named by aspecifying a used type--"Bottle for
Perfumes”™ or by {ndicating 8 structural type--"Vacuum
Bottle.®

Any desoription of the dezign in the apecification
other than & brief description of the drawing figures is
generally not necessary, for as a rule the illustration is
its own best description. 1If there be any such special
description 1t must be of the appearance of the artiocle
and not 1ts mapner of construcction nor its function.

Where there is more than one feature of novelty in
& case, the principal feature may be emphasized in the
description by & "dominant feature” clemuse. Likewise, if
prior art has been cited which besrs a general resemblance
to the design under examination,6 1t 18 permisaible to amgham
size some specific point of novelty as & "characoteristic®
or an ®*important® or en "essentiaml™ part of the design, or
&8 "the dominent feature.®” Or, as stated under "Drawing,”
recourse may be had to dotted and full line {llustration
to differentiate between the imwﬁtﬁriﬁl and ¢he material
pErts of the design.

Statemaents in the specification which describe or
st modifications of the design shown on the drawing
are not permitted  IJimilarly & stetement amounting to a
discleaimer is improper and not permitied.

Only one elaim 18 required or permissible in a design
applicetion and this clelm should be in formel terms to the
ornamental design for the article (specifying neme) as shown.

Where there ig & description, the ¢laim must include
the words, "and described” following "shown 7

17=5.

. ' . The design must be
represented by # drawing made to conform €O

the rules leid down for drawings of mechanical
inventions send must contain a sufficient num-
bor of views to constitute & completes disclosure
of the asppearancs of the article. Appropriete
surfece sheding must be used to show the chare
scter or contour of the surfaces represented.

The necessity for good drewings in & design application
ponnct be overemphasized. As the drawing congtitutes substan-
tially the whole disclosure of the design, it is of utmost
importance thet 11 be 8o well executed bLoth mg to clarity of



showing and completeness that nothing remzarding the shape,
configuration and surfece ornamentation of the article sought
to be patented is left to conjecture.

In general, the showing should be strictly confined
to the article on which design patent protection is sought
and no additional disclosure in the nature of struoture to
{llustrate environmental use or association with other
apparatus not an actusl part of the design, is ordinarily
permitted. Only in those cases where clarity of disclosure
would be grestly sascrificed is such extranecus showing al-
lowed, and in such cases 1t 18 permitted only by showing
the same in dotted lines with & statement inserted in the
aspecification to the effect thet the dotted line showing is
for 1llustrative purposes only.

PDotted or bLroken line showing lee.also employed to
show such portions of the article cleimed which ere not im-
portant. Such & showing should be explained in the specifi-
eantion by & statement that the dominant features of the design
reside in the portions shown {n full lines. In every case
dotted line showing 1s notice that the portion so shown 18 en
fmmaterial part of the design.

With precticelly all articles, except Tlat goods, such
as fabrice, at least two views are necessaery, showing the
srticle in three dimensions. OCceasionally s good perspective
view alone fg sufficient.

Yhe drewisi Tigures should be approprietuly surfece
shaded to show cheracter or contour of the surfasces represented.
This 13 of particular {mportance in the showing of three dimen-
stonsl articleg where it 18 necessery to clearly delineate
plane , concave, convex, reised end depressed surfuacas of the
article and ¢iastinguish between open and closed areas thereof.

While »n sectionsl view that more cleasrly brings out
the design 1o permissible (ex parte Lohman, 1912 ¢. . 336,
186 ©.u,. 287 those that are presented for the evident purs
pose of including purely structursl festures, or exhibiting .
mechantonl funoction, ere not fevored. It is the erticle as
sean by the obaerver, eod not Iinternel structurs, which should
be shown

In design applicetions, Just as in mechanical ceses,
ndditionsl ftilustration involving new metter is rofused entry.
The prectios of fnoluding in the applicetion when filed a
photograph of the article, or in the cese of s flat article,
such ss cloth, & senple of seay Lx5 inches 1s often followed.
An fnsufficlent drawing may be fatal to velidity.




17-6. Examination

In designs as in mechanical cases. novelty and
iaovention are necessary prerequisites vo the grant of a
paetent. In the case of designs, the inventive novelty re-
sides in the shape or configuration or ornameunintion as
determining the appearance or visual aspect of the object,
which must be an erticle of manufacture in contradistinetion
to & machine or compogition of matter

The fact that an object {3 new and ornamental is not
conclusive of its petentability ms & design, since the
ornete effect may be due to color, workmenship, finish, and
the like, factors of appearance that play no part in deter-
mining the question of patentable design

Whether or not & deslign is new and original must
generally be determined by @ search in the class of design
patents to whioch the article claimed belongs and in analo-
gous classes. If no satisfectory anticipation be found here,
the search must be extended to the mechanicsl division han=-
dling inventions of the same general type. Catalogs and
trade journals are also consulted., In fact, there are no
definite limits to the field of search

Inasmuch ss a design patent demls with appearance
only, the test to be applied in determining the quastion of
anticipation is identity or similarity of appearance. If a
reference is found that is identical in appenrance, the
guestion of patentebility is, of courge, definitely settled
in the negative.

However, it more often occurs that thoe reference
differs in some respects from the design claimed and the
quegtion of invention i3 thus presented. Dogs the difference
in configuration of applicant®s design represcut i1nvention
and doesn such difference add to 1ts ornamental value? Is
the difference for structural or functional reasons, or for
the purpose of ornamentation?

Two or more articles are often shown 1n the drawing
of an application, while the law permits only a single design
in one case. I 1t is clear that applicant has digclosed
and is attempting to claim two or more different designs or
variations of the seme design, he 19 required Lo elect one
and cancel the other (Ex parte Whittington, 1926 C.D. 51;
7 OG0 281 )

If in response to o requirement to cloct  the applicant
traverses the reqguirement on 108 mevits, Y e sargues thaet
only one design in fact ig diaclosed, Lhe requirement, before
it may be repeated must be approved by the Classification
Fxaminer {(RKule 11 .3) just as in mechanical craen



The quesation most often presented is whether the
assembly of srticles shown does in fu.ct constitute a uni-
tary design, or is merely an aggregation of designs. If
it is the latter it is a ground for a rejection of the
clatm, and not for a requirement to elect.

Under the liberal design practice, many things are
regarded as unitary designs because of their aassociation
when on sale, when the same thing would not support a come
bination claim in & mechanical patent. Thus s "combined
inkwall, stand and ash traey®™ might consist of neparable
parts, &nd yet fomm & unitary design, because of some com-
463 ome running through them, or becavse intanded to be
anld as & unit.

When an applicant presents two or more applications
which are nllowable over the prior art but which do not in
the opinion of the Exeminer differ patentably from oune
another, 8 requirement for election botween the applications
is made. If applicent refuses to elect, one of the applica-
tions 9 chosen by the Examiner and sllowed end the other
{for others) rejected thereon. (Harpigniea, Ma. Dec. Vol.
167 page 329, in Patent File of Des. Pat. D -~ 136,559
Get. 26, 1943 )

As novelty of conflgurstion or surface ornamentation
is & requisite for design patentability. a design which is
merely simulative of a known object 18 not patentable and
this ias true even though 1t 18 used for a differont purpose
or functlon.

A utility patent and a design pstent may 1ssue on the
gnme sublect matter, however, there must be n clear patent-
able distinction between tham. Where two applications
utility end design, itnvolve the same inventive concept und
in effect cisim the same patentable invention two patents
may not isasue and a rejection on double pstenting may result.
{In re Barber, 1936 C.D, 184, 465 0.G. 724 .)

17-7.

Since under the law & destgn patent covers only the
desten as nn enlirety and dges not extend Lo segregnble
prrts (contrasting In this Pespect Lo the copyright law
which extends protection to "all the copyrightoble component
parts®l the only way to protect such parts s by wnking out
separate patents therefor. (Ex psrte Sanford, 1914 C.D. 69,
d0L O G 136 )

b/-8 Clagst flcution of Destgn Patents

The classifteation of desgipgn patents has evolved along
Pitern different from that of mechonical pnients, or that pro-



vided for trade-marks. The classes are designated by titles,
such es "Beds,” "Jewelry,"™ "Paper Manufactures,” "Stoves and
Purnaces" etc., which are errasnged alphabetically, and are
divided into sub-classes.

The classesa and sub-classes now found iu the search
room have numerical designations such as is given mechaniocal
patents.

17-9. Allowance and Term of Design Patant

Ruie 20.5 Term of design patent  The

» petitTon Tor a design patent snoulld ﬁpﬂ“lfy
the term, 3§, 7, or 1k years, for which a
dealgn pam@at i aought; but {f no term is
specified, or if the term specified s yreater
than thet covered by the feae péad the appli-
cation will be nccepted as £ied fur 4 Loarm
corrsapond ing to the fee received  and the
epplicant 80 notified

Where the applicent initially vequests
that the patent iassuve for one of the shorter
terms, he mny, at any time before the appli-
cation s sllowed and passed Lo laaue | upon
the payment of the additional sum necessary.
emend his application by requesting that the
patent be issued for & longer term in order
v afford the applicant an opportunity for
making such an amendment and paylng Lhe
additionnl sum, the Office may novify him
bafore the ﬁﬁﬁl%ﬁﬁiﬁ@ﬂ ia allowed nnd prnused
to issue upnless otherwise directed bue faitlure
of the Office to gend or of the nppiionnt Lo
recelve such notiflceation will not wnpprong
any change in the term requested after the
application ?% allowed and pu?‘ﬂ%‘“}%?é Lo it
@?@ﬂ&ﬁ@@ or Section 4931 R .3 )

It ia unnecessary uponh filing & dealyn npplication
to pay the fee for the maximum term of 1L yenrs  Payment
of &8 ten doller fes entitles the spplicant to o examinetion
ns Lo patentability and to & petent for 34 venrs tf found
patentable. Hoquest mey be made at the Lime «f f1ling, or
st sny time before allowsnce  thet appliionnt be notifled
before allownncs, 80 that he moy cxtend Lhe Lterm should he
desire. Upon sendling such notice the application 13 with-
held from ellowance for 30 days te permit Lhe f1ling of the
additional fee for such longer term as may be sojected Ir
fno regsponse s recelved Lo such nobice the appitention is
thersupon allowed, end goes Lo patont for Lhe Lorm corras-
ponding to the fee originally paid




It is to be noted that failure on the part of the.
Office to send or of the applicant to receive such notice
will not warrant any change in the term after the applica-
tion i3 pasged to issue. Furthermore, idsuance of n
dealign patent may not be delayed under the provisions of
Hule 34.4 as is the case with utility patent applications
and any suspension bayond the thirty day notice period

muat be obtained in accordance with the provisions of Rule
19 2.

The term of a design patent may not be oxtended by
reisasue.

17-10. Foreign Filing Dates

The provisions of Sec. 4887 R.3. (4-1-13) and Public
Law 690 (L-1-15) apply slso to design applications.




