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15. ATLOWANCE AND 1SSUZ

15-1. When Case 1as Special

When an appiication 18 in condition for allowance,
axcept na to mattera of form, the ense wil, he considered
apecinl and prompt action taken to rennire corvaction of
formal matters. Such action should include a atatement
that prosecution on the merits is closed in nccordance
with the decision in ex parte Quavle, 1945 ¢.D, 11, Ah3
0.6, 21%, and ghould conclude with the setting of a nhor-
tened statutory pericd for response. (Order 5267)

15-2. Finol Review and Preparation Yoy Tssue

15-21 . Genearnl Review of Diselosure

Whon an application is apparently rendy for allow-
ance, it should be reviewed by the Examiner to make cer-
tain that the whole case meets all formai requirements and
particulariy that the general statement of invention and
the descriptive matter nre confined 10 the invention to
whieh the alloved claims are directed and thnt the longuage
of the claims finds full support and clucidation in the
gpecification. Neglect to pive due attention to these
matters moy lead to confusion as to scops of the pntent.

Fregquently the invention as originanlly deseribed
and claimed was of much greater scope than that defined
in the c¢lnims ss allowed, Some or much of the subject
matter diseclosed may be entirely outside the bounds of
the claimo accepted by the appllieant. In such case the
examiner shouid require the applicent to modify his pgener-
al statement of invention and restrict hin descriptive mat-
ter 6 ns to be in harmony with the claima, However valua-
ble for reforence purpsses the examiner sy connlder the
matter which 18 extranecsus to the claimed invention
patents anhould be confined in thelir disclosursn 1o the re-
asrective tnventions patented. (Rules 10.4 nnd 11.2) oOf
cevirge onoueh baokeround should be inoluded to mnke the
lanply undorstandnble .

¢ reneral shatement of iavention should be Airae-
e tnveation clnimed, in eontra Aistinetion to
eratities which would be equally applicable to
FLeumies £ proceding patents. Dtercotyprd senaral stote
menta Lhat wonld £1t one case an woell as another shoold
e required to be cancoled ag gurplusage or roaploced by
atrtements that are dimmetly in point,

Levd Lo
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There should be a verbal basic in the specification
for the terminology used in the claims, Usually the ori-
ginal claims follow the nomenclature of the apecification;
bhut sometimes in amending the claims or ip addings now
claims, aprlicant employs terms that do not appear In the
%y@cit{aaaionm This may result in uncertainty as to the
interprstation to be given such terms. See Rule 10.4.

Where a copending application 1s referrsed to in the
apacification, the examiner should ascertain whether it
has matured into a patent or become abandoned and that
fact inserted with appropriate data by examiner's amend-
ment. If the file wrapper has a retention label (form
PO-150) on it, the application specified on the labasl
should be inspected to see that the case at hand properly
gomplies with Rule 10.7.

The eclaims should be renumbered as renuired by
Rule 17.6, and particular attention should be given to
claims dependent on previous claims to see that the num-
bering is consistent,

The title should alaso be checked. It should be as
specifle as possible., If a satisfactory title 1s not
mupgliaa by the applicant, the examiner may change the
title by Fxaminer's Amendment on or after allowance,

15«22, Specification to be lewritten 1r

onfused by nmrasures and
Amendment s

The examiners are directed before passing applica-
tiong to issue to carefully examine all papoers and see
that they are in such shape and condition as to avoid all
posaibility of error made by the printers. Whensver in- ‘I'
terlineations or erasures have been made in the specifica-
tion or amendments which would lead to confusion and mig-
take, the examiners should require the entire specifica-
tion to be rewritten before passing the case to lssue. .

{Order 525)

15«2-%, Erasure of Notatlions Required

ALl marginal notes must be erased when the case is
passed Lo issue. (Order 560)

15=2=4 5 Examiner's Amendment and Chanpesn

On reviewing the digclosure preparatory to allow=-
anece, the Examiner may find that changes need to be made,
Minor ehanges in the gpecification may be made by pen and
ink and initinled. Wore important changes in the specifi- .
cation and claims, and chanpes in the drawing mny be made



by Examiner‘*s /mendmeat. Jee zection iv - 10, Othar
changes require an official action under the practine of
ex parte Quavie, 1935 C.D, 11, 48% 0.0, 213, as gat Torth
in asection L5 -~ 1.,

15225, Corrsction of Drawing

Where o case otherwigse ready oo 10aae yegul reg
rorrection of the drawing, the examine ahould attnell to
the file a alip indicating that tha caue 1o raady for
allownnes,

15+2-6, Prior Foreign Applications

An applicant will not be requirsd in any casa o
file a stobtement setting forth the data of any foreign
patent pgranted him, or to others with hin knowledge or
congent belween the date of execution of his specification
and the date of the payment of the final fee, ({Order 12%0)

The exeminers are directed on passing to issue any
application in which an earlier foreipn upnlﬁgatiun or
applications, Uor the same inventlon has been iled, to
anter (ir wﬂbrv Las not been made) at the vottom of the
face of the flle wrapper the earlieat date of filing in
any foreign country and the name of such country; and in
the event that more than one forelgn hﬁpii&utlon has been
filed osvtoide the twelve-months period, the iling date
and name of country of each such apnlication will alse be
thus entered. (Order 3233)

In the case of any fToreipgn aprliceantion filed more
than 17 months prior to the U, S, £iling dnie, the
examiner should ascertain whether 1t has matured into a
patent by a gearch of the records in the Scientific
Library, noting on inside of left-hand fluv of wrapper
the date of such search, If no evidencs that such forelen
application has gone to patent i1a found, 14 18 assumed
that no foretpn patent has lssued and the case 18 sent to
fasus, Of course, no search 1o necensary in the case of
a foreipn u%pi%vaiiwn which qualifies for Lhe w:pht of
priority under the provigsions of Publie Law 690, fee

A=lehs

by’ o'y Interferonce Dearch

Asguming that the cage ie found rendy for josue
the examiner mekes an "interference asarech.” ‘s do thia
he inspscts all the pending drawines (or w11 the dﬂﬂ@gfﬂ
of ocnsan L the invention 18 not suseoptible of §1lvastrn-
tion} in the relevant subclnsses of the clane in which
the aprticaticon 1o clanaified, nnd «1) osther parinant
clanncy . whether in i division or cluswyihere 10 ordor



to ascertain whether any other a plicant is claiming sub-
stantially the same subject matter as 18 being allowed in
the cass in hand, When any of the drswings or digests
shows sush n condition to be likely, he examines the cor-
respondineg file, The procedure in case the examiner oon-
¢ludes thatl an interference in faoct exists is asat forth in
Section 13,

In connection with the subjeect of interference
search, it is to be noted that, where the examiner at any
time finds that two or more spplicftions are claiming the
same invention and he does not deem 1t expediont to insti-
tute interference procesdings at that time, 'n should make
an appropriate record of the possible interferance., No
notationa, however, should be made on the application file
or ﬁruwiwg which givw any hint to applicant of the date or
fdentity of supposiedly interfering applications.

If the search does not disclose any interfering
ﬁﬁwliaamﬁmn, the exeminer should prepare the case for
BOUG o

1%“@“@1&

The Exeminer fills out in ink the form at the bote
tom of the fece of the file wrapper.

Exeminers will ordinmarily designate but one claim
on each invention to be published in the Offinial Gazette
in scanectlion with each original or reissued patent. The
GROADEST claim should be selected. '/hen a plurality of
devisible inventions are claimed in an application, addi-
tionel claime to & meximum of five may be designated for
publicetion,

The file wrapper bears on the left hand margin the
legend: "Division of Application No, =ee~, Filed «wewsw-,
19«=," This 18 to be flliled in with the asrial number and
date of any prior application of which the one in question
is a division, a continuetion or a substitute, the word
"Dvision”™ h@gmﬁ replaced by Continuation, and the words
*Ilvigion of® repleced by Jubstitute as may he required.
It the prior application hes issued ss & patent, the
patent number and dete should slso be supplied,

If the applicstion under oconasideration contains any
substentiel metter in eddition to that contaitied in the
yrﬁ@t aprlication no notetion on the margin of the file

ver is made; %mﬁ in the ocsse of & continuation-in-part
stters C-P are stamped on the faos of the wrapper at
s bottom thereof,




: canptications re o b aninrsed on the
file jackst  {iranted under the act of toveh 7, 1483 ma
smended April 0. 10287,

Sdection 4 explalne tue Ly pos Of condications have
ment ioned.

LTI Hetations on Draviaes

On the urrer lef't bund wmargin ol the pheatl o1 draw.
ing the examiney completen dn ink the ruilowdng datac
O G, Flrgewm s " indicating the {ipuie vhich he selocts
for $1tustration in the O0rficial Gazelte nnd "{elass -
subelaps «-1" indicatine the final officind clasnification
of the cuve, On the lower mergin Lthe evaminer writes the
nllowance mork (%),

| T2 E U Cleseitioation and Hotab)oo:
on Lesus H1Ips (LToTMm KO, f?&L

In preparing n cane for issue the examiner rilles out
g blue fssue 23ip (Form 574), with the exception, of course,
pff the potent nunber, and pxnw L to the upper left band
corner of the %y&witw, heing careful Lo tnsert the pin out -
side of the rnrein Linewe Where the casc hag no drawing,
the blue altp 1 pinned inside the left-hand flap of the
file wrapper,

Tn aitistaon to noting on the blus V1ip the prope
ssiffcation of the prospective patent, the examiner
suld make certain that all necessary cross-references
are indicate’, To imsure that the fleid for erosg-refer-
@mw%nw has bean fully covered, the examiner, where doubt
m%nd A4 conault other examiners having releted art

i i of a crosg-referencs therein or ine
toartfnl croggeraferences, fenving 11 Lo the
bon Braminer to cunecl them 17 desmed unueces..

Wreve s prospective patent Yo to be classifled in
s teiaion other than bhe ous videh i1 sending
taoue o the examiner nirver £1119ine in on
' S ETN Vlﬁ clagg and suboinog  number in
patent 1a bo appear will desionats in red ink on
pip the divioton to which the ﬁn!mn? 17 o he
‘ gt the Blue foove alip to osuch conses will

Cisnag 10 qabelasg 51 (Div, 16)

g i the cuse to Tsounes witt tncert fte own
L tn bhe gnmes provided (novhe Tower let -
Wheery thee pupbent |

feaues, the Claggairiecation



Division will, as & matter of routine, send the necessary
notices to the divisions involved,

A case will not be sent to lssue and assigned to a
class 1n another division except whers both examiners cone
cur in the proposed classification or where there has been
a ruling by the Classification Examiner, When the
examiners concur, the examiner in charge of the clasa to
which the patent will be sent will write below the third
line of the blue slip "approved® together with him initials
and Division number. Any ruling of the Classification
Exnminer should be attached to the Iinside of the file,

Principal examiners are directed to pernonally re=-
vise the classification masde by the assistant of every
application passed for issue., (Order 2357),

15=2«11. Dunl Prosecution Cases

. Where all the claims remaining in a Dual Prosecution
case are allowable and clamsifiaed in the division not
having general jurisdiction, the case should be transferred.,

See sections 10 -~ 4 - 10 and 10 - 4 - 15,

165=2«12, Reference to Assipnment Division

Applications filed by un executor or an administra-
tor or the guardian of an insane person, or in which an
sxecutor or administrator or guardlian has intervened, or
in which the death of the inventor has been suppested, and
also all divisional, continuvation, continuation-in-part,
substitute and reilssue applications must be referred to
the Assigoment Division before passing them to issue, (See
Order 1838, Order 3411, and Section §

15-2-1%. Listing of References

A 1ist of references is made and appears in the
issued patent, Foreirn patents are listed by the actual
name of the country, na for example, "France" rather than
"Franch”.

In order to avoid posasible errors in the listing of
referenceg, the following procedure should always be fol-
lowed:

Whenever n reference hag been incorrectly cited in
any offteial paper forming part of nn appllication file,
and such citation hag been correctly given in an enouing
Ofrice action, the Examiner is directed to correct the
error, in ink, in the paper in which the error uppears,
and piac@ his initials on the margin of such paper, to~




gather with a notation of the vnaper vunber of the action
in whioh the citation has bean correctiy ;riven.,

In any case, otharwige ready for jveue in which
the ervonsous citation hap not been tormally eoprentad in
an official paper, the Exsnminer s directsd o correct the
citation by way of an Zxaminer's Amendmani..

Where an applicant in an amendutory romap relfars Lo

a reference which is subsanuently relied on by the Txaminer,

such reference shall be cited by the Exominer 1n the usual
manner. Jdese asotion 10-9G,

165-2-14. Signing

After revision by the clerk and corcresction of any
discovered informalities, the application Mle 1s signed
by the Trimary Examiner,

lﬂ"}"‘%‘w

After the application file has been sirned by the
Frimory Exeminer the typlist f£ills out the nppropriate form
of notice of allowance as described in the Clerk's Manual.

1f5eF=le Amendment Received After Aliownnce

Por discussion of amendmonts fiicd vier Rule %4.2,
nee 10-16-17,

If the amendment contains elaims copied from a
patent, see 10-16-21.

Where an amendment, even though propnred by appli-
cant prior to allowance, does not reach the Office until
after the notice of allowance has been mniled, sueh amend-
ment has the status of one filed under Lkule 71,2, Tto
entry is a matter of graces

If, nhowever, the amendment 1s flled in the Office
but 12 not recelved by the exominer prior to the mailing
out of the notice of allowance, it has the same abanding
in the case as thouph the notice had not boen miniled,
Where the cagse has not been closed to further rroseention,
ng by final rejection of one or more claima, or by nn no-
tion allowing nll of the claims (ex parte LYunyie, 1935 CD
114 A5% 0,0, 213), npplicant is entitled to Lave auch
nmendment entered even though 1t may bo necenonry Lo withe
draw the application from fssue, 3Such withdrawnl, howoever,
is unnecessary 1f the smendatory matter 17 gueh ag the
examiner would recommend for sntry under ltile 34,2,

Ag above implied, the cage will not nhe «w{thirnwn



from issue for the entry of an amsndment that would reopen
the prosecution if the Off.ice action next preceding the
notice of allowance closed the case to further amerdment,
.., bg fndicating the patentablility of all of the claims,
or by allowing some and fipally rejecting the remainder,

15=-3-2. Undel ivered

In onse & notios of allowance i8 returned, a new
notice is sent, the file helng obtalned from tha lasue
and Cazette Hrﬁnwh and the date of sending the notioce
changed Lo agrees w%th tha date of asuch remailing,

15Ty, Mot Withheid Pue to Desth of Inventor

The potice of allowance will not he withheld due to
deanth of the Iinventor even though the executor or adminis-
trator has not intervened., Yan H=%=3,

15«4, Withholding Fi insus of Secret Cnaes

"Secret™ cmses are uot sent to issue even when all
of the cluims have bean allowed, They are preparsd for
iesue in the same way as other cases but instead of malling
an ordinery notice of allowance a D10 notlice i3 ssnt.

In & "special handline® case and a Government-ownad
three-year case, the notlice of allowance {8 sent out as in
an ordinary case, T deloy of the lasue of the patent ie
degired in the Intersst of security or for other reasons,
the asgency wmeay take approprismte action, such ag recommending
that the case be placed under secrecy order, or that Rule

14.%7 be invoked, 3Ses cection 2«1,

It the ascrecy order in a case i withdrawn after
the D<l0 notice iz malled, the case should then bs treated
1ike sn ordinery mppﬁi@m&%wm in condition for sllowance,

15wl . Amendment After D-10 Notice

The fasuance of s D=10 Kotice oloses the prosecu=
tion, Any smendments recelved thereafter are fLreated like
amarndments Filed after fianl rejection in an ordinary cane,
The applicant should be ndvised of thelr entry or non-
sntey, and in the latler wene the reasons tLherefor,

Jurl

E %m @; &

After &%@ notice of allowance 15 malled, the oane
{3 sent to the Issue and Cavzetite Dranch, 1t i@ then tache
nically ne longer under the jurigdiction of the primary
examins e, WWWﬂwa the Eenminer coan moke Frominer's amende
ments covreacting obviong srrorn, as, when brought to the




attention of Ltne exmotne - hy the printer, and alne a9
mit amendments under Rute 34.2 which eve confined o o

tere of form in cvecification or elaims . or ta e v

4

celliantion ol a sSbtnime ., The algeein et i o
othar e ndnen Lo anie 14 er CONEaia G e o naka

tion to the Commt o aloparp,

To regain ari-diciton over the ouaa | Lhe exoninerp
muslt write » lector e tha Comiasionce reamating 1, Ses
1 %‘“"’ ﬁ’ @

Uned Lhe catent hin8 been grantel, wue 00 ee hine o
goplreal over 1L weps Por the laguanee of o cariiiienls
of correction ag provided tn Rule 35.2. The applicant may,
howsver | take stepa fo roive the Offlee chanpe the patent
pweant fn sevaral eaov ., Deo Saation 16.

156, Futi o iaw 690 Cases

L d

for lasue or with all claim:s aklowed
¢tled under Public Law 690 tie exomi-
ther a ruline on the cishe or pris
ority has been " such a ruling bhas not been rade,
the exominer oho write a latter to aprliennt tuatin
whether or not tne <aan j2 entitled to the priority dute,
uoing the rorms of #r2i10n 4-l-6, The letisr should be
submitted to tre Supervisory Fxaminers for review.,  bn omay
be matied with the totice of nllowancs,

o

and containing pore
netr should aucertad
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made in the official clas: {fieation by order of the
Commissioner, should be corrected by the sxeaminer having .

custody of such applications as soon as possible after
promulgation of the order.

To effect the correction of the classification of
applications that have been passed for issue but are
awalting payment of final fee, the examiner should ocor-
rect the class and subclass numbers on the Iassue alip
and Tile wrapper.

15“"6 @

the notlcoe of allowance of an applloation is
sent, the case will not be withdrawn from
issue sxeept by apnroval of the Comminaloner,
and 1 withdrawn (or further action on the
part of the Offics, a new notice of allowance .
will be aent if the apnlicetion is again
sllowed, When the final fee has been paidé

8

end the patent to be ilssued has received 1

3 Withdrawal from issue, After .

date and pumber, the application will not be
withdrawn from i@ﬁuw on account of any mig~
take or change of purpose of the applicant,
his attornsy or his agent, nor for the pure
pose of enabling the Inventor to procurs a
forelen patent, nor for any other ressons
except mistake o the part of the Office, or
because of fraud or illepality in the appli-
eantion, or for interference., Express abane
donment of the application (Rule 1%.4) may
net be recognized by the Office unless it is
actually received by appropriate officinls
fn time to act thereon before the date of ‘I'
issue.

If the applicant wishes to have the case withdrawn
from fesue he must pstition the Commissioner. Withdrewal
is varmitted only for the reasons stated in the rule,

15.8-1,

A eloim noted as allowable shall thereafter he ra-
Iseted only with the approval of the primary examiner.
Girant cars should be exercised in authorizing asuch rejec-
tion. (Ordar 31577,

If a raference 18 found for on allowed claim in an

application that fg in fasue, the Primary Examiner in a

letter addresnnad to the G@mm%ﬁ@i@nﬂr requests that the
application be withdrawn from issus for the purpose of .
aprlying the new refarence. This letter should cite the



referencs, and, 17 n-ed ba, briefly state it8 upnlication,
Upon approval of this rsquest hy the COﬂM;ﬂliﬁP@? t.he
letter is taken to the I@@ua and Gazelte Hranch and Lhe
applicating i» stamped "Withdrawn® ovasr ihw Allowanes g
nature of the Frimary Examiner, Jt is Lhen veturned &9 the
Mviaion from whieh 1t ¢ume; the clerk anters the withdraws)
from f8aue on her recistey, and the applins utinn fa thus ra
stored to its fTormaer mﬁ‘,u@ a8 o pending apedlention awalt e
aetion hy the examinar. The examiner at ﬂhﬂﬁ v e oqa et
tear in the case astatine that the applieniin has been with-
dravn Creon toove, oitine the new referencs | nml o jeclin
the claima met therehy .

It the axaminer’s proposad action 10 not approved,
the latier requentine juriasdiotion should not be placel in

} G, ¥orm of Latter

Himpe LU becased necassary to withdraw o care from
fessue for the varpese of vajecting clalma, the Pollowing
letter will serve aa o torm:

Apptication of : (D te )
! mww H

H Withdrawnl Crom Taose
L1 omend Vae. O . bR ‘

Hon. Comaiastoner of FPatents,

somt ot that the above-sntitled ap
poowt ihdrawn Trom fasue Cor the purpone
elaime in view of the ﬂh“if iﬂﬂwmu
T  patent Woeee et
necessury )

<

Reapectfully,

Framiner,

terfarence Purposes

FE way e pocosanpy o withdraw o cnne from o oae

Fesp Bhie piprpnse of interference, Oee geoiion 17

I
LTS Tavge af Patont
il i e Do d G densy h‘ﬁffﬁ'za prg b teat Tl ipa



kept in the Issue =snd Gazette Branch, arranged in the order
of dates of alloweance. Vhen the final fee i3 peid within
the time =l lowed by law, the drawin~ 1s obtained by the Ig-
sue and Garette Branel and the file is plven a patent num=-
har snd date, The ile then goes to the Asalenment Uranch
for sxnmination ns to assignments after which it is sent to
the Government Frintine O0ffice for printing of the ‘spacifi-
eation, & Bond pepar copy of the draving and specitication
is ribboned nnd aenled in the Iasue and Gazette Urapreh and
finally algned by the Commiassioner or Law Zxaminer,

15«0l , Compnanion Case Jueries

In those allowed cases in which another application
is raferrsd to snd no statemant has boen made as to whather
the other applicntion 1o pantented or abandoned, the Issue
and Gazette Drarch will asend the ecnase to the exnminine di-
vision with a Comronlon Cass .uery slip [(form P0«14") and
s retention label (form TO-150),

Upon recelivine such a case the EBxaminer will nrompte
lv check the curr~nt statunas of the npnlication refarrad to
and report the snme on the query alin in accordance vith
the instructions thareon. If the application referred to
is patented or absndoned, ha will indiecate thia fact in the
apecification of the allowed cnse by approprinte Urxaminer's
smandment , The retention Iabel vill be used ‘n the mnnner
indiented on the query slip.

If the pendinge aprlication 1s referred o in more
than one allowed application, 1t 15 not necessary to use
more then one retention label. Instead the Fxaminer will
merely add the necessary data to the label alrendv on the
pending application,

Juery slips are uged at the time the opplicetion is
being prepared for vrintineg so that the data in the gpecie
fication of the patent will be n3 complete as poasivle.

15=1-2, "Printer "aiting" Cauas

After printing of the specification the proof is
raeand bv employees of the Covernment Printing Office. “'hera
apparent error is found, the Tile with the proof is tronse
mitted to the “xaminer, attention beinp called on an ate
tachead "printer waitineg” slip to the suppoaed errvors,

All printer waiting coaes must receive immadinte
attention nnd be returned to ths Tasue and Cazette Dranch
aa aoon ns pongible (praferahly within three hours), J¢
the Examiner concurs in the eriticlasma, the errors should,
it possible, he corrected in ink nnd infitialed, or e core
rected by Wxaminerts amendment.
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When an interferen~e is declared between s patent
snd =n spplication and the interferaence is forvarded to the
*vaminer of Interferences, the clerk in charers of the Ve
cord oom =should be informed in order that the chnrpe mav
be eraneed and the location of the file known at nll timen,

tatent Copy “nlea ranch hina eharee 0f bLhe drav]pea
in patentod casen, Cancelrd shoatas, hovever, ares not ro-
trniped 1t the ptented drowines but are f1led v'h the
“Ahendoned Pilaa ond Dreovings,”

Insulries nn Lo the stetna of opplications In the
exemintns Jlvlsdons should tn avery casne be “nowerad prompt-
ty. If the inguiry e directad to an application avaitinge
Lion o tba part of the Offlece o predietion ahounld be
te of the probable dnte n eaas mav bhe reaachoad for netion,
o prediction of a date In not to be considerad na bind-
trne upon the Bgaminer in maling hias next action,

The privilege of an answer to a gtetus letter is ace
corded to npplicants and sttorneye who wish to inncuire
nbout indieidual ocases,. ‘ov instanges of wholesnle status
inguiries by attornevs srould he reported to the iunervisory
Byaminers,

The “xamipar's apaver mav be typewrittion on the 1af-
ter of tnaulry and will be siened by the Primarv Bxominer,
The arietonl] fnrugire ahould be returnod to the anrreeanondant
with the reple,

gJpesimen Heply

Patent Offics, July 1, 1948

The snbove applicetion 98 awsitine aetion on the part
of vour sttornev in response to Offfce letter of June 1,
1648, > » proper action s talken on or hefore Decenher
1, 1T 42, nplication 111 bscome abandoned,

Bxamd rier




