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Sucpension uandar wule V4.3 whieh ool ihe dne
stance o1 Lhe wpplicant, 1o we Do daisbincudohood Qoo
suspensions originating with the oxaminer, on, whore
an arrlicant has twe apriicuions whooo elados are
directe!l Lo overia ving subjoct mabbor and one ot thom
becomwu i V“VNd in an interferonce, uctlon on the other
z:ypl:u,n’; on is, under the LeCormick (1904 U. b, 476)
practice, :wnwnhiwa~ suspended ponding the Lopmination
of the interierence. Lo suspension, howevar, 1 nec-
essary where the subjeet aatbter clained in Lhe sald
fother” applicatlar 1s patentably distinel f'row the
disclosure ol the opposing party to the interleronco.

10-6-1. Uverlapping spplications by Lame
Applicant or Ouned by bame Asulirnee

Bxaminers shou.d not consider gx parte, when
raiged by an applicant, questions which are pending
before the Office in inter partes proceedings involving
the sane applicant or party of interest. (Hce ex parte
Jones, 1924 C.D. 59; 327 0.G. 681).

Where ene of several applications of the suame
inventor cvr ascisnee which contain overloa ping claims
mets into an interference it wne formerly the practice
to suspend action by the Office on the other apleca~
tions, Hov, partly in view of in re Seebach, 1937 C.D,

4953 L8&L 0,G, 503 the prosecution of all the cases not
in the interference is required to be carried as far as
possible, by treating as prior art not only the counts
of the interference, but 2lgo the disclosures of all the
adverse rarties and by rejections Torecingy, the drawing of
proyer Yines of division, In some insbtnncos, suspension
of action by tre Orfice cai not be avoided.

10-6=-2, Actions following Correspondence
Under Rile 273-2

dhere the junior party, as now required by Rule
232, ';Tq'(*“ under oath a date of an act which i proven
vould estabtich thet he had U(Ul(V‘QV((l the ¢luimed inven-
tion prior to the filin: date o the senior applicant,
the law oxaminer thon arproves tho examiner's proposnl to
gierceal clalrs.

Whoere the junior party failu thuu Lo ovorcome the
senior party's ilin g date, Lhe roposed intarfoerence is
dignpproved by thoe law exaniner, 'Ul which event, the jun-~
ftor npplieant ia advised by the primnry exaainer, that
action on his cuve ig guspended Io a poriod not exceed-
in/m oix montha, while the application of Lhe senior party,
1 in allobla condition, 1s cont Lo dsuuo,




10-7. Atomic Bnergy Aot

ot all new and nussful linventieons are patentable
ander the law. The lwention must be within the "atatu-
tory classes"™, 3See 10-8-2. In the case ol plant patents,
aee 1f-).

A further limitati-n on whot can be patented is
impogsed by tha Atomle Energy Act, Yub io law 585, 590 0,.G,
195:

(13 HNe patent shnll herealter be srantoed for any
invention ovr digcovery vihiclh is useful soiely in the pro-
duction of fTisgionable material or in the utilization of
fiagslionable meterial or atomle enerpy for n military
weapon. Any potent granted for any such Invontion or
digcovery 1is hercby revoked, and Just comoanasation shall
ba made therefor,

{2) Ho patent hereafter granted shall confer any
rights with respect to any inventlon or discovery to the
extent that such invention or discovery is uaed in the
production of flssionable material or in the utilization
of filesionable material or atomic energy ror a military
weapon. Any rights conferred by any matent heretofora
pranted for any invention or discovery are lhereby ro-~
voked to the extent that suceh invention or divscovery is
a0 used, and Just compensation ghall be made therefor.
Sse. 11, la).

sec. 5 {e) (1) defines "flgsionable material®™ us
follows:

*haa used In tius avt, ho tern *Tisulsnncle na-
toartal! means plutontum, uranium enriched in the lso-
tops 275, anv other material which the Commiasion de-
termines te be chpable of relessins subagtantisl e
tities of energy throurh noclear chain reaction of the
material, or any material artificlally enriched by any
of the Poreroineg: Wt does not Include source materinls,
pg defined in Seation 5 (L) (1).,7

tietles, deptember U, L1946 ATONIC BilkRGY

ACT Of
Hodoctton of Applicasion under lbubiice Law S85,

ansneveaer an apnlicatlen 18 congsldered by the
ont OFflee Atomle Bnerey Commlttes to bo barred from
fasunnce no o patent by the Atonmle bnergy act, Publle
Law 585, 79th Conqreans, Juriaodiction of aueh applica-
tdon will be vootod in s wupervisory mxsalver member




of aadd womaitten ror re jection under the det, Jan. 3.
1947, {Yrdar 5190,

The aetus? rojection 1n prepared and mailod in
the ouncrvigory kinnminer's Oreice,  buch cosen nre

Ticeed by tho kxaminer in the sxaninin s diviglon, and
Eva Tiat gsontl be the Comaissicner®s Oriice, Feriodi-
eally, tho applications on the st aroe turned over to
prhe aatent, OF M ce Atonde Bnersy Corgadbboea, tor conptd.

arstlion.

Thas ar dnvanter o Lhi o opoarticular ield is
prectadaed Crom - brtainioe o patent, avon though he has
sosavhing "new", "useful” and otherwicoe patantable,

1i=8, He jeeti on off Clnims

% e NS I AR
Soohion LE0H 0f

the Revised dStatubes (4]
Rule 14.06,  Redjection of Claimg., JAF

the inventlon is not ccnaidered patepntable,
or not considered patentable as c¢inimed, the
clanimas, or any of the (are rejected, the re-
fusal of o rtent or the refusal in the form
remwmested being expressed by the rejection of
claims,

section 4000 of tho Revizod Statutow snuncrates
certain conditions to be fulfilied befora the luventor
coeure o patent. 4 shorteoming in reupoct to any

10«S=1, sonbrasted Jith ubjoecbion

Rule 14.6 indicatey that the refusal Lo jrant
eloims is edled o "rejection” and thisc term msht be
nsed in the bxondner's letter. 10 the form of o cloain
ig inrroper and not its substance, an “objoction™ io
mnde, The rroactical difference between o rejoction and
an o~hijection in thit o vejeetion, being o matter of the
merits may b baken Lo tho goard of Appesloc for review
wiile an objecti on, 15 rerasisted in, nmav be toaken Lo
the Sorviiooionoer b oway of oetition.

o be ot ol oet] on e A soerioed of (i(;y»e;,ri:vm.

Lo conoooutive ordor. -1/ .

4
edn e net dn dnedin
Choe roquirorents of Uecetion 4806 Lhat the elaimed
et be oo™, uaelal™, not odin "pulblic une v onoro
bl v oyerr vetore the date of 99 Vinge," ste., may be
litorad o cov oy o obhataeles in oo steeplechane,




The applicant nust at least hurdie ail of these prior
to obtaining his patent.

10=8-2, Statwtory Classes

The categor ies of "Art, nmachine, manufacture,
compeaition of matter® in Section 4886 are rofarred
to as the "Otatutory Clasgses" of invention. see 3-4
bt 3-10. dJudicinl decisgions have doternined the limits
of thezse clasnaog,.

10=8-2.1, Yor exanple, a8 more arran;enent of printed
mathter, thourh seurmiroly o "manufacture”™, 1u rejocted
ag not being within tho statutory clagses,

10=8«-2,2, winilarly, a thing occurring in nature,
whieh is subatontlially unaltered, is not o "munu-
facture™, & shrimp with the head and di sustive tract
removed 1o an example.

10-8-2.3. ‘'Though seemingly wilthin the category of an
Tart” or method, the law 1s settled that a mothod of
doing business can be rejected as not being wlithin the
gstatutory classes.

10=8-2,4. A sclentific principle, divoreced from any
taneible atructure, such as the affect of ether when
uaed in oporations, can be re jectad as not within the
atatutory clagsses,

10=8-13, ReJectirng on prior art

By far the nmost Crequent coronad of rejecticon is
on the ground of unpatentablility in view of the prior
art, that is, that the clalmed matier 18 not "new"” and
patentable. The retorence reiied upon ig ldentifisd
and the clain is accordingly rejected el thor boecause
it is fully met therein or unpatentible thereover, 1if
there is n difference betwesn the e nirements of the
claim and the showing o this prior art.

In the svent that themae 1o o dinvention lhvolved
i combining sevoral elements of two or more prior
gtructures, tho rejection 19 made on the combination
of the several roferences. Doe 10-0-8,

1o Yrior Art

10=flwd,, Re Joetions not bnged

Althouph they congtitute a small percentage of
all rejections made, ment ion must bo made of a number
of rejoctions which may be ap ropriaste despite the fact
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that no pertinag?t nriery art io discovered in the
sesreh.  Tho : ner n fanetion 1s et Lo scrutinge
anch olal sith the 1dea ol rejecting it on some {ar-

imowid .

fetched technical rround,  devertue tess, cladng which
e, fnnetional, Lacospleta or !,Hu_i.i'].y ik g

plied ohon E. booorocosiiized as osueh snd rojeetod, e
reajac wum%it,y o bLoo ciain may be g arenb from the
claim Ltsoif, oy arise trom 163 reiation Lo other
¢lalms, or Lu Lhe disgelosure, or may be banded tpon
a prior act of Lhe dnventbor.

are ¥

Dividin into thesa Tour oateroricy:
Claim Ly ptuclfl ub Bectioa
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1o==8, Sunetdonal

SO Pl GG OO

Sloadoes ottt ol e wodeeted an "u'mr,"xrx- are 90
hroad 1 ceero e 6 o czpnzaw?f' to he nogonog
pun- e policy L nolow Yoo, avoen though LAufe;’,’ do nnt
read upon any nrior art,. A so=cnoaed sl neapa
claim, oueh a:

anon cavies ot tho clans deserthed,
perancg Uoer tooootarrin. olothon-enviying

rods 1‘:{‘(411 o pousition and dopousaibig
tham on a suitable 3ur:urt "

covers avery po. sinle me uis Ter o aceonpllishing the
dasired rosult,

wroparte Dotlock, o Lo Gy Ll vew 1580,

Pooaun sentod I Haldn ok v, coononaon, 1924 U, ),
LUTr 20 Ve 227, a1 el aln which defines a method
only by 1ta result may ho prover.y rejected as func-
tional. FHolland v. reriing Glue. 1028 C,D, 26635 372
U,lie 517, arriies the acebvrine o functionality to
prodaet elairny and holds She te o dnvaoad 10 tho
rroduet 19 dofined only v its aesirablce yroperties.
””i“ rajsoti oo 4o onot baced oo the crior srh oand la
to b distinsuiash @ Prom o ‘ oo SATverine from
tho nelionr art only o Moo wante  fedls v,
Tu?‘"h, 1“53 G, B3 45T " Gbvionsly this
Instenantioned rej setl oo “c(.ni res thint the Brxaniner
find 1 the prior art cvervshing called for by the
cladim with the excovrticn of » furct! snas Tiadthation,
The rejection as furcti nn. 32 v times confused with
a rojoction nf n elaim o haln Lhe zore Tfunction of
the machlne, dee 10-0-19,

2

t
%44

10=Rafy, ik

L 4

Yhe rejoctlion o oa clats on indelinite would
arpgaT Lo oproesent no Sl CCea i tde s, iy ceearion, hinwy-
cvar, v croat doslt oo o o et be sy ladn
aunt owhat Ao oo el b oo s ey vt tin Lhe
encinerte loltor, dnbeer b ey ot on o with the
iLhornny io bo bo vnwnfn‘“4z nrots e shonld nob
b cpent brying Lo 5 pre ontowhat the atlorney o
bryine to oy dn Lo oo K“' S oonct Do, a rafaetion

) Y
o o Indefdnito vtae U b e bt L Lino 4 1o meane

Pl Ao o on S Ciedonbe b ien on 0 ngpeabive dimitoe
tion, coch an o n "actnl, cococling nickel™, nay ke
noedn ba dndefindt e, 'x’:}/,;::",n.,:it,:;;: such aes "anbydroua”,
"oolorlosn™ and "non-poiconous’ bave beon pernitted




aeansa thov ara defindte and by far the lenspt o
hersome woav Lo express the Vimitation.

Albornative axpression such as "brake or lock-
Png dsvice”™ may mnke s ¢laim indoefinite 10 Ltho lim-
u,m,mn covors two different eleuents. I8 two ogquive
alant rarts are reforroed t;o auch as "rodas or wires",
thea ol taernative sression may be considored proper.
‘f&grkmzh type ¢l nima {lbx mﬁtm harkush, 1925 C.D,
1261 340 ULG, #w) aitheuarh al ternn tive in form,
sy e allowed I thoy come within the spocial cirv-

s Lances upen which the decision was based; nanoly,
asuweh a pascioy of langusge that o Lerm, oumzruﬁr.:,mr:;zt.u
with the chemicnl trield which applicant 1 entitled
to gover, does mwo b axist.  I0 this Lo not the case,
the elidm 1o rejgeiod as containding an Jupropey
Harkash crouping.

[

mnobber way dn which o ¢lnin enn be
vhere n non-geaultur ccourgs. PFor
bt to dnferentinl and thorelore in-
wrocites "anild lever™ and there wag

0o Tier reterence o the ¢lalu to lever., An

mci%rm“t Pimitanion alae atfords o pround of re-

Jecetion as dwdefinite. I "a lever” 1o set forth

and, later In tha elaim, "gsald non-ferrous lever™
; .

1 L e dndm b rejected o o dndafiniho,

[ A S E ARSI

FOwa?, Incopnlebe

T oan be rojocted as ineomplaeate,  Fop
v bileyvele Yoopsiatbti " of on
tront wheel ia obviousty i.zml.’ﬁ;y, It
! however, Lhnt bhe Lorm
Poovnonyaous with Tineiuding” and
foliowed by o recibal off ol i pey b

T8, Proliz

Uipbhrarooauly Lo eiging oo be rojocted

fei ooparte Tapnn 1OLL oD, 105 162 U, 0.
n i ,4;\ Lhotgh s bhoat very lowr, detnlled

M;ssi 1y
I TRRAT SR

ooy atotenb s Lhnoh bnven i op
reatder L the combine bion rocited,

U daatt e oo Lhe erond of grerapa i on

oo

4

wr bt apon oo lael o sooperati on botuosn
b o Lo e ladme He o srior o art shonld be




°

relied upon in thig rejection.  lony declisions and some
leral writers ex ﬁm& thm boro te dnclude old and exe
hausted combination (10w0-10), “The last-neutioned io-
Joetions, however, invelve the gtate of Lthe art, and
cooperation fg vregept, Gonfusion ng to what ig moant
ean be nvolidad by trectine all elaims which dnclude
mora Lhan one element oo comnbinations (patentnble or
napihontahie) 18 thera s netinl coope ration botween
the elemants, and oo aperesabions 30 theve 1o o co-
operation,

CGlatm Goyeisy Frior Art Ground o doJection oeetlon

Al e o dinore g erntion 10w wl)
;ﬁi - -3 i
IL‘E g"i 5 if’zd i.‘tt‘/ i LV L WS L;L)

5] combineg A and B ROy T

A BY Same 1d eonbluation,
a3 in A b T 5 hm geparatao 10810

aosaaiies

aaple of aprerepration: & vashdnge machlne coabined
with o dial telsphone,

poabing boocat an Lapnewed carburaber
sbhon with o sasoling ongine,

e b,
foooeoh

dm o da neb nocens ordby aoeresbive bocauac Lhe
onbs de ool funetion ghaultanescusly. A Lypge
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cenbhingtlion, the comeration betwoen the carbureter
ard cnsine i the sane.  The elaimed coobination ig
an improvoent over the prior art only becwse of the
imrroved carbureter . The earbureter has soparate
status, since an ontire subelass is devotod to car-
hgreters, ol ainad aa auch,

t

10-8=-11.  Jirectiy dependent on more than one other Claim

In the second entepory of rejectiong not based
on the prior urt;%nwrm tha relaotion of the c¢laim to
other claint iu Lhe basis for the rojoetion, i in-

Taoclaim directly depondout on riore

adad Lhe couoe

Ll
(S
Lhar ono obther ol al

EyH

Gaocs rrepoarad abroad someti-es contaln claims
of thia type:

Claim 6, tachine as in claims 1-5, in which,

atc,
L0=8-12, Double Patenting

Inagmuch a2 a mtent is supposed to be lim-
ited to only one itvention or, at nost, toveral
alﬂxaiy related indivisible inventions, limit:ng au
application to 2 sizzle claln, or a uingle claim to
nmﬂ$ of the rolnated inventions misht appear to be
lorical as well as converient. ilowever,; cour®t de-~
cixiamu have contirned applicant’s right to restate
(1., by rlura’ claimins) hls inventiecn in a rcason-
number of wavs, Indeed, a mere difference in
hetwoon Pl 1ims has been held to Lo enough.

Hovartheless, when two claims arce duplicites,

or otao are oo close 1o econtent that they both cover
bhho anme Lhinge, r'r"xﬂo 7 o ieht difference in word-

inpg, 4t i yroner to reject claim 2, for exanple,
ratentablo over allowed e¢laim 1.

This rejiection may also be siven where appli-
aant has oinilar ol aiog in caeh off two dif' ferent ap=-

;;Hr':‘! tone. It ooy bthen be cxpressod as n rejection
to o avoid poantble doable patenting. See Sec. 9. 1t
P el earty faproper to ocrant more than one patent to
fonoplicant Cor oo cingdle dfaventdon, oven thougsh the
o ey breabions were to lssuo on tho same day.

wo bd o rasult in double patenting.  lwo

f:anins on different dates would extend the

rooere than the ‘tz'\tutm'y torm of sceven-
The roejection 15 nlso made 1n the eage




of applications, filed by diftferent lnventors but owned
by the same assipnce.

In making th. rejection, the other arplication
(or ratent, 3if it has maturcd Into onel must be lden-
tified and tho opseeific clainm reforred to therein. The
fact that the subjlect matter now clained wae disclosed
in the other cage does net, by ituselfl, Justify a re~
Jactlon. See 9-9,

10-8-113, Multipliclty

Apn unreasonable numbor of claimg; lhat ig, une-
reasonable in view of the comrlaxity of applicant's
invention and the stute of the art, afford o basis for
a rejection on the sround of multiplicity. The Exam-
iner may, in his lettor, indicate the pumbar of claims
which, in his opinion, would te odejuate. Sae kulo
10.4,.

10-8=14, Misjoinder

When division is reguired, it lg advisable to
reject all the claims on the ground of nmisjolnder. This
is consistent with the philosophy of Stelnmetz v, Allen,
1904 C.D., 703, 109 0,G, 549, which first beld u resquire-
ment for division to bo an appealable matter. Compare
10-8-22.

10=8=15, inaceurnte

The third category ol rajestions not based on
the nrior art 1s based upon the relaticn of the re-
Jected claim to the dlgsclosure. The clearest case is
where the elaim does n ot even road on applicant’™s own
disclosure in which event a rojecticun as lnsceurate or
unwarranted 1s made. Where the ilndlividual members of a
Markush group are of hroad scops, cach such member should
ordinarily be supported by a disclosure of at loast ons
gpecific exanmple. Bach mamber of the darkush group should
be regarded as If 1t constituted the ontire claim and ro-
quires the same support as world such claims It must be
kept in mind that an origina. olaim is poart of the dige-
closure and, in the cone of comathing vary slmple, might
adequately set forth subjoct matter which 1o conplotely abe
sont from thoe gpecification. o sueh n easa, tho rojlection
i3 not given. Applicant is regulred to add the subloct
matter to tho gpocificution. 1If subject mattor capnble
of 11lugtrotion 1s c¢laimed and 1t 1o not shown In the drawe-
ing, applicant 19 required to add 16 to Lhe drawlng.
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mab:;.'ffm, mattor not diselooned
! ion is e'rmoti s qddad and o
nim directod fhore auah o oelalm i H.:Ju(?'.,m! on
the sround that b 1w Lo m;‘ peebh b o How malter
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a9 to pey omentor oare rasolved ayatnat avplieant.
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10-8-17, Ho Utility

A& pojection on Lho preund of lack of utility
ineluwdes the nore spaeciflice prounda o lnoporative-
ness, nvelvong per gwtszm motion, Crivolous, frand-
uwm frdd o ng L U,tnw nod ey,  Ap connacbion wibh
the Lasbenmnet o @ Lu=h «—/“

10-8-16, Obivious caebhod

A wppl %f‘“f‘vw tomgy dnvent o new and usceful

foaarie racture . Wnee the artiele L thought
of, anvone :s'-iv:'ié‘s La:u; b bhe art vonld at once be awure
of & methed o noking it.  If appliecant asserts both
nrhicle cnd we thod clalma, tho areicle clalms ars
1 lowed bot the cobtnod eludng dro *'«"Jw:‘;, cd un belng
drovn to the obyic g the d ot making the article,
windlarly, nethod clas ¢ the gbvious method of
iain,t A now device may bte rajected.
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10-8~20. sStatutory tave

The fourth entegory of 1’@3@(‘*1(»11» not based on
the prior art Tinds o basis in some prior act 01 applie-
eunt, as a resultt of which the clarim fa deniod hilm,

sopction 4887 of the Reviased dtatutos deprives
an inventor of the right to oblain o pavent if', for oxe
ample, he has "patented or cangsed to beputented” Lhe
snma inventlon in a foreign country on an applicuation
filed more than twolve months prior to hias Upited states
filing date. Af puch a Toreign patont iu discovered by
?.hc“ kxaminer, tho "ﬂ]) tion ig made o the prround of a
atatutory bar.  An aprnliennt who permits Lis inventlon
Fu ey unt,ﬁ “ritblie u*m in Lhe Unlted dstates nore than
twalve montha before his filing date 1o similarly re-
Yretad.,

P ap abandonment

an arnlicant who expressly abandong his inven-
tion (Jee U‘ml”) and suhsenent ly assertbs c¢laims thereto
miy be rejected vn the pround of abandonment or dedica-
tion.

10«22, don~Kleocted Yroup

After n requirement for division has beon made
and eomplied with, elfaims to the non-elected veup are
rojected on the sround of misjoinder. Claims to non-
dactad arecies are rejocted 1o n_(3}_."_:rj_«:g_g‘i:x‘jw‘!,Kgi_aw__(_'{}_x ”‘i 7
Poetod opeejos.  Juntt when oud b who b nannor pli-
o o the alection sbhatd bo polnt o ooutl, ,uu}_ml‘ 6]

e*'zr 1‘, 1SRt
i U“(:""}_ /,. &

10827, Assimmed soplication

Assipnment of an application conveys title, not
only to the su b,j cot mattor originally clalmed, but to
any patentable subjeet mattar In Lhe case. As n con-
gegnepee, 17 .}‘m'iw: are two applicntions, one avsicned

and one upansiyned, any cheim o dn the lotter which roads
upon the disslos r‘u of thoe asodrned application ig re~
Joeetad for that reason.  'Tho s_f:ami(*n involved are brought
out to Bz ;;‘x:i’n Laclaugh tin 1801 ¢ Do 675 50 0,G. 863 and
citatton of thic decision L the Orfice ].(.ut;l'.r-:r' 19 advige-
b T wee HeG,




1(;‘ "’*6- ®

Interferonce

Following an Interflerence, the losing: party
L

i dinformed ohat

counts gtand

T, ‘:’.

booelaims correapending e Lhe

=y

funltiv retlected in view of tho ndveprsae

i
terminotion of
tdentifiaed by

the inteorference, the lattor baing

Lo onumbar.  Claimg which nre ooninjd-

ared unmitontabty ove s the josue of the interfoarence

are rejectad Tor that reason. The outecomeo of pubiic

uge proceedings
If there has been a disclaimer, a conceuaion of prior-

may alae be the basio of 0 rejection,

ity or an sbandonmont o the contaost, no rejection ia
necesaary.  These acts are construed as o drection

to cancel the

l.v{)“ 2 ®

etajms involved, Rule 28,7,

Batopnal

The looing party to an interferonce my have

¢

aglanims In Lis

interference by

caso whiech could have boon added Lo the

appropriate motlon but which were not.

This failure to act rasults in a rojsction of such

claims on the ground of egstoppel. This ls perhaps the

gimplest exanple of nn estoppel, but Lhe principle
involved underlices all of the numerous situntions in

which the rojec

tion is made:  that is, an appllcant

ig precluded or "estopped” from urging the rejected

clalms because
to take, The
10«8-21, and
in view of the
other branches
ence, the more
gshould be given

10-8-26.

i

of some prior action he took or failed
rajections diseussed in Soetions L0-0-20,
L0-8-23 are o1l based on astoppel but,

application of the term "estoppel" to

of the law, and in equity Jurlsprud-
specific reagons for the rejochions
In those e¢nser

Doefeetive Heloone Unbl

Jve redooue oath affords o operound for

rejeceting a
10=-7 =41,
seetion

arranopont of
elnims on any

use of the underiinod words, sach an jndef

acenrale, f»f'ﬁ
(l)f }fh(‘ Ty iy i o
of whare thne
enablnag him He

(84

tion., Hureroons

the ciaims in the reissuc applileation.

shatenoent ol RHeljectlon

FO-G dicousaoen 1,¥,63 poneral content ourd
the Kaoardnar® s Yetter,  dn vejocting
Lhee baehnienl ;‘twrt e freated abhove,
pibo du-
( )E 0313

1t
dyen anplieant ot onea o b
it H,nw rek

oposibion, and oo bricf po

.

nduf%nihﬁpwmm O LHaceuraacy Geonrd

&

1ty underatand the Exwrirer's post -
chhaotions of decisiocny are not re-

{
quiraed, and, shoodd ao®usunlly exbensive phitosophlenld

£




digsecussion bo requirced Lo explaln o "technienl”™ rejaction,

it is doubtful that such rejection i nppropriate.

It a chanre in the ¢laln, which can be brielly
explained to applicant, would ohviate the rejoection,
it 1a heat to supnzest the change. "Blanket rojections®
anch ag thogse in which a large nacbaer of vlialme arao
pgroupod togethor, rajected on Lho aioe grounda, and o
vary sketo.y axplanation ¢iven create an impression
of alipshod work on the part of the lxaniner. In the
a¥ent that the atatoed grounds do not apply squally well
to each of tho elulnw dn the group, such reJootiong
should not be nada,

10=8=42, Rejsotion of Praviowgly A7 lowed Clalm

A clalim noted as allowable shall thereafter be
rajected only aufter the propoged rojection g baon
submitted to the Primary Exaniner or, in his absence,
to the Assistant Chief, for comslideration of all the
facts and approval of the proposed actlon.

Great care should bo exercisced 1. aultlerizing
such a rejection. torder 3157).

10=8«43. Rejoction after Allowinse ol advplicition

If o roforencoe iu found Tor an allowed olalm in
an application that is in lame, or Yor a c¢lalm allowed
by a higher tribunal, the Primpry Bxaminer in n letter
addrassed to the Commissicner requests, I tho case ia
in dssue, that the applicaticn be withdrawn from licue
for the rarpose of anplying the net referenca, 'Mhilag
letter shonld cite the reference, and, il noed be,
briefly state itz appliecation. Upoun arereval of thilgs
request by the Comminsioner, the lettar 1s tnlion o
the lsasue and Gazatte Branch and the allowed npoe lioca-
tion is atamped "Withdrawn” over the allownneco sipna-
ture of the Primory Bxaminer. 1t iz then returned to
the division from which 1t came; Lho ciork enters the
withdrawal from 1osun on her reglater, ond the appli-
cation is thug resgtored o 1Us lormey atatus nw a pende-
ing applieation nwadbting action of tho lvaniner., The
Traminor at once writes a letbor fn tho cuse clting
the new roeforence or refarences apalnst the claim or
elaims boldieved to bo met theroby and rejecting such
claima,

If the ¥xaminer's propsed action 13 nut ap-
proved, the letter requesting Juriadiction should not
ba placed in the file,




For rejection of claims in on alluwed cnce
which hno falled o cwhke the date of o senlor appli-

-~y

eation in correcsrondence ander kule 23.2, seo Sece. 11

10=8eid, ., Hejection of Cluing
Gontad £rom pa oot

Where oo plod patanh elalimg are, In tho opinion
of tho hxumimwrg «xyshuhbuhiu Le tho appllocant on any
ground not also i*1icable Lo the patenbes, oz, in-
gufficlent discloaure or o refurence whose date in
Junior to thur 7 Lhe patentee, thoe rolection of the
claima on puch round shoold be wade by the Bxaminer
without referrins the case to the Comulssioner. But
where the grouand of rejoobion i @qumlly applicable

o the patent, rermisslion to make such rejection must
ha obtained frozm the Commigaloner.

1 Omflat &, Filoanl ialaction

iheja Hinal relectlon or action.
any subhaequent re-examination
sy, the rejection or othoer
sde Minal, whercupon appli-
e Lo limited bo appenl in the
ecticon of any elaim {Hule 32.1),
taent au specified in Rule 16,2,

te taken to the Comalonloner

) wh;uﬂtjuhm or rooguirencnt o
pobhe rejecbion o0 e e

gri,
L1

Gnge
or Lo sz

in
not Ly

FRule Vo, 0 4.

roejection, tho

dtbuu il prounds
;?,‘“:'fhh Loy

stating the

vl g

order n clenr is-
tieeady 6Uiﬂjudihn gty
¥

,hiwn mi s
s osoomrahod o

ﬁhm Iivat vivd e T nily appliod,

and inom soLer Lo o oation f.%ye; aoptleant chiould

mpmes ik b vetding Lhe roeloroncad in on
wanF3w o owhd b S ETY gonnerving bia o rishts to

aubjoct motbor Lo nnobher

in
prensiner and applican

an Lhe ohate of bhe prior art ade
b3

.




in tho elaims presented by applicant in succeuizive anend-
mants nr from one set of raferences to another by the Bx-
aminer in rojecting in guccesalve actions elalng of aub-
atantial ly the same subjeet mntter wdlll alike daleat at-
tatning the poal of reaching a clearly deflned lisue for
an oarly termination; i.e., elther an allovance of the
sagse or a final rejfection,

dnile e 15.3 no lonsar ives Lo an applioant
the right to "amend aa eoften as thn wxaninor prosent g
new rofercnces or reasons for rejection™, prosent prac-
tice doss not sanetion haaty and ill-considerod flnal
rajections. The aprlicant who is seeking to dofine his
iavention in clairm that will pive him the patent proe
tection to which he im Justly entitled should receive
the cooperation of the Bxaminer to that end, and not be
prematurely cut off in the prosscution of his case. But
the applicant whe dellles in tho prosecution ot hig cusne,
recorting to technical or other obvious sub’arfuages in
ordar to keep the application pending before the Irimary
Traminey, can no loncer find a refuge in Rule 15.3 to
ward of £ a final rejection.

However , the Examiner shw ld never lose zleht of
the fact that in every case the applicant 1y entitled
to o full and fealr hearing, and that a cleoar ilusue be-
twoan arplicant and Bxanminer ashould be developod 1f poge-
aible, bofore appeal is prosecuted. The polnt enpha=
glzed is that after a properly ontered final rojection
ig made in a cnse, 1t shovld definltoly mwean thut what-
evor further prosecuticn the enae may have bheilore the
Yrimary Bxaminer sust bo had wiithin the ensuing six
nonths., It i1g to the interest of the applicants as a

class as well a3 to that of the public tlwt prosecu-

tion of a cage be confined to ag Tow actions ng ia cone
agistent with a thoroush consideration of its merits.

Ex parte Hoogandam 1939 C,D. 3; 499 0.G, 3,
states the attitude of the Offica on the maitor o {final
rojections.  Tha position thoroin takan holds that
naithor the Statutes nor Lhe Ruloa of spactico confer
any right on an o apelicaint o oo more oxtonded progecu-
tion of his appltiecation than o conprised in an "exan-
dnation™ and a "re-cxanination” thoraof. 1t Li recog-
nized, howavear, thot the cqniticn in oo civon ¢une oy
Justify a Targor number of OPfico actionn Lhan bhe two
apecificd in the Statiibe,

For fors paracseaphs to be ased in flnagd aetions,
goa Soehion 10-0<17,

For amendment:s £filed after final rejection, oce
;..g'f.? (3Li O ,’ {)"’.1 (3""1[@ °

B



tedeetion, when dropor

him 4 neopractico as al Coartin Minal
rofoctiong, daciai oo Lhat were rendered prier to Lhe
prewlnent o0 ol sule 68 {noew rule 15.3) onoomenhl ong
of nrem turene:ss of flaal rojecticon or adeladen of
subsequant ancndoento do nebt nececs rily rofioet proo-.
enb proactice,  Wheoo s elained cob oot walt o dres boen
held vsnpataontab! o over oo ref roence o conbinnbion of
refarcncens, Cinaltlity of rojection connot be aveided
hy proaacnbtines Lhat Bl et mabbor anow in o ra-wordod
claim, espocinlly 0 tle stute of srosocution of Lhe
onne M hovond tha gacond Office aetion: nor ean final
aetion bo forestat iod by odding to Lhe c,,mi m o timita-
tiong elearly d ufzwm:tzm j roforenso pabend .

i

Ft

b

3
NN

e

i3 Ty Ehaereiope bo PrOpar Loooalre SWohe 1,'“,‘}E”Jti(”)ll
finnl, over thou'h Lhe relovong TG np b lad apd o eop-
hined in o mapnnor difforant e Lhint omgp loyed dn Lhe
priey Uffice swebiing,

A Whe oo de clabow I oo meended
ense vhore ao abboernct Lol elc;, Lo polph owub Lhe ratent-
able noval by, Lho ,;,}f;i:nzs-"'rv:.e:r'z' B mm be on puard not Lo
allow auch ¢inkrys. v ' Jheoetaiog, howover,

ry b it iy rejoet b Gbiigii ool bhie e
anbner, Lhey g rofdoetion on crounds

6l record.

1007 Flinal

Bodpoper on Firot acetlion

Pt onnees, bhe elidlme of uonow ap-
rotacted on tho Mivow gevion,  Thiu
mar oot Lhe now apoiieation aroe
cariier replieation Tiled by
g ! oth oyl ier
1

el e (‘[Yr
Lo theoe
‘11":\“% i‘<f,'17; LN

rons i.;c,g are nlow
P S A Lhe new e VTioealion
SSANET SRR R stent with b srovinionn
oo e coont o o Lhve ob s dn the noew

/A ST S A AT AR A ["..3"“‘.,’Léwle‘l’rﬁ".:z’H” or




would hold even 10 Leen corn-onnes g reassony raliod on
in the fienl rejnction aire 3 a0 bhese advanced in
a prier Uftica netion,

-
3
~

s

Any westion o Lo graombaroeness of a Uingl re-
jaotion sheu ld ho ratuad, 17 at nil, while the oase isn
atill perding beforo the rrimery wxanzner.  hio is rurcly
n oquaation of praetiecs, Hodty ailntinet Troo Lho tonabil-
ity of the rajnction. 4 may thotelfore et be advanced
g a prouand fer apposd, or snde the basls of complaint
bafare the Bonrd of apnoals

[

b L. en £y o N ,
Tu=E=49, Q2 ponature

AP no reapmesy by gprlieant Pov roconsidaration,
the wiaminer tinds the Moot »joction te have been pro-
matura, hoe shoobd v tndeaw oo Pinad rejootd on,

et o Gl AT (TR A TR SR VIR A VLG B ST

Epeter 0 I nn i £
hovevar, 14 shes td not he with-
"

baan entered tn n

drawn arcaernt on the ohowin s vw;ui adb b sl VAL2, Phis
does a0t mean Lhat o Jarbhe o oamergdmont oy oareument will
he eonafdersd.  avy orondnent thet d 1D plinze the ease
either 1n condttion for sliopvannce 07 1t hoetoor rorm torp
arpeal wilt, as o0 matler ot cogvse, be narndnbod,

P~

T hty, dhthdrawal nt i e de ot i on

nay withderagy the e jectd on ot Mooty
redoe Lhe eond itions «pypsoprie

nke for wuap.mmh%un, I, Por exanpla, new facts or ronsons
§

are rratentod Lo oconvineo o bowrine s Lt bhe proaviously
TW?HW@:J etabme sire T Uact gldovabnte o then veo Pinal roe

ctlon shoenld o withdraoun,  Debeor G0-2040,
1 0= xaciver's Lottoe o
10-9 {a) Sufficieney of Jinclosule iigst

’f
irat Bo Det ﬂrw1Wvd
To be entitled to an owwnination, the specification

4t oo deaseribte tho allesed invanbion Yoy e enable any

pergcre akblled i the art cor solonece bo which the Inven-
d.C

3 ¥ i
tion or diseovery arparhadng, or v TR TR IS W SRR Ta 7 K

neasrly oo tor b o, e Coconpound, and uue
tho ite 0Ly Ratvors any soareh i uuu@’fuknn

B B g
b L EE

t
j frvve o B pount anderstbanding of appli-
cant Yy fHVHw%hwn mud Py e

!

gt b ettt iad thet bhg above
repilrements are met. 1 it s round thet the application
chvicusly frtlo Lo digeloose oo dnven coon with the clarity
ragnulred by Sac, AO0F Hovicsod dtatutes, thoe wxaminer in
hig flrat netion, sheodld call antoantion to The SBtatute




and require that the application be proverly revised,
A shortened at atutpry period may be det inr compliauce
with thie raquiraamnt the duration of such shoertened
period, i set, beiny deturrined Ly Lha I’rixmzm Lo -
aminer In au,umun(‘@ with the comprsxity of the case,
the reviaion of the specification neceavnry, uand the
tine nmooioary Fer commmupiention with the applicant.
Thase asoblons, n all casos, '(}g"l dlass ol whother a
ghortenad astatugsory period 1o sebt, wheuld bo submltted
to the Luparvisory Examiner Por approval. 1t should
ba notod that the action outlined above should be
taken a2 soon as possible and preferably immediutely
aftaer tha case reaches the division. & proposed form
to earry bt the above is glven below:

A woliminary exanmivation of this npplication
dia in¢a” that 1t fails 6o conply with Lec. 4888 R, 3,
in that the invention is not pregsented with sufficlent
giority w medc e possible an intellipent oxomination on
the merits in o reagonahlie Lims,

FORM '.E‘u soeconrdance '~1 th finle 67, it 1a requircd that
this application be rovigaed to conlorm with the practice
before this Offlce withl"l the shortaned statutory period
hereinafter set to avold any question of abondonment.,

T SHORTELBD STATUTONY LERTOD Fol RESPULGE TO
T ACTICH Lo GBT Po Lk il o

s,

It the dilgelosure 1o aat isfactory it should be
determined whother full action on the nerits is to be
idven or thu condition of the cage is such as 4o nec-
eagzitate a reqnipenent o division and/or clection of
species. The sction to be taten determinocs the extent
of tho gearch., I the wxanminer discovers that the ape-
ptication bolongs in aoother divisien, he should trons-
for the aoplication.  Lea 72,

10-9 (b, Peimuoy Indicates dAction
For levw Asidgbunl

sfhar the searen e boeen conpleted, anetion ig
Lhiee 1icht ot Lhe ralferences found. Where
atant efaminer has been bub o short time in

taken in
i
Poo, 1toda thoe daty of the rimey Broaminer
1
i

thoe moo
Bl OF

i
Loy ey dnbo the coase Lhorowhity . The nsunl procodure

i for )u Agsdiotant Riaminer Lo capliain tho dnventlion
and discugs the referances which he rogonrdy as mogt
pnrm.rmm, The Primry Examiner may indicate the action
to be balen, whether divicion or eleetion of specles is




vo bo required, or whether the elaing are to be consid-
erad on thelir verits. If ncetlion on the serits is to bhe
iven, he will indicate how the referenced nrs Lo be npe
plied, in cages where the ciaim 19 v bhe rejacted, or
authorize nllowanse i€ 1t 1o not oot In tho reforoncan
and no furthor fileld of seasreh 1o known.

Tatit a neow aasduioaet beeomes famdilior with ntent
¢ ‘ phrasaooiopy, hio tebborn will eneralliy Lo dige-
tated to hio by the Preimary Baaniner . later, the wording

' to usunily left te the asulstant,

Gfflen action
charaetor of the action boaing aupervisad by the Frle

T~ (e} sapnnlo of Conventional
Wiivst acblon” Lotter

S ocopventirnal "ot detien™ lebior 1o herewdth

crevsesphed
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Le invoelved, tha particuiny paces
sheats contednin the parts relled
ve identificed., 1f vrin bt e b=

ng bo eited, the author (L iy,
date, rages or plates, and place

ieation, oy rlace where n ciny cun
Shall be gsiven.  dhion o ro-

oo based on facty within Lho por-
Lodva of un aoployoo of Lhe OF-
dutn shasl be g gpeclfio ag
‘.;Is’»hm anu Lhe raforence nust bo gup-
pul ad, when ¢alled oy by Ltho applicant,
by L»u atf't'irdavit of gueh euployos, and
auch ofidavit shall be subjoeet to con-
tradrebion ov exrlanation b the atfl-
davits of the applicant and other porsons,

TO=Trem ¥, trouved ot Barinnineg of Lotter

el tine references for the Cirst vims, the
fdentifvin: davy of the eitation shonld boe plaeed irnied-
%wtwiv followine. the initint introducuory asaentonce
FLO=0=0 ), or geknowl edepent of prelininary anendnent
{ ir Yk e

(e Chm ), doforarcag apnilad

The raflorences solectod a8 uoeedod oy Lreabing
thre cbads chould be preceded by o heading cueh apd
”'#f@?ﬂ’ﬂw‘ aprliea

10=0nh, Heler bartinent

any rofarencen s bed Yo cover aubjeoet matlor
disclognd b & oob h‘wfu be separabely Jisted
pype e oy heed e craeh groances furthoar chowing Lhe
ghate of the arbt”, or some aimilwr GXPTGCEE 0N,

10«05t Heleronces vited in wubugoqguent actiong

dlierre roferences are ¢ited In o suboeguent action

Lher Beowpedinge mhbﬂbd Be "ddditiont retoerances mde of ro-
cord”, or "Abdittonad referencous relicd upon”,
When an ancoliennt in an mmmﬁda'nrv puapar rofars
Lo ralereten whtel 1o sehogaquently relied upen by Lho

winer, such reference should bo et od by the bxoamlnor
in Yhe 1otbar bn which he relies upon Lho reforance lor
thea firat time. 'The eitation ahould be in the ususl man-
ney L5 ) ‘




dhienaver n orefera oo B boon Inecrreetly cited in
any of ficial raper fornin- ot of an apnlicention file,
ard caen eltation has baen ecorrectly ¢iven In an ensuing
e setion, the praniner choold eorrect the error, in
bk, i the paper in which tho error nppears, and place
fio anittinta o0 tne marsin of such paper, topether with
n netation of Lhe papar numher of the aetion in which

Lhie clbation hng baen rorcoctiy rvon,

in any aensge, otherwine rendy for issue, in which
the erroneoag citation has not been formerly corrected
i oan orvielnl papar, tne sonminer should correct the
cluatlien by sray of an sxyvdrer o nondment

lu=-2-6. {a) tata

The data dp et ooy rot rences should bo fully .
piven, »0 aget Lforth in dule L4.7. vare must be taken 0
eitte 0 reivoue or desipgn ratent oo suen, si1nco each has
ita own separante series of numbers,

fFfieint eroga.rasrzices dhiondd be ¢lted thuas,
N L L T R B |

and oot ficial eroga - v Cor encen bhao,
h\,‘]‘;)ﬁﬂ B R T (I )

Fatants rrior to Jdoate 00 100G bmve no o ofvieial
ITIRI ST ey e nurbe s o wr thogn AT ot Lowd ng the nume
her, but thig nunthor ohee 0 et be cdtag . The rast of

She e red doata o maat e T don iy all o patents prior
e b 4 HE3G

e natenty of PRty v auabor s thoreaon., the
Prprosr pmboyr da the ong Lo b o e

Prom 168 Lo 1A I srusive  patenta covaring an
inventor s loprovepcnta on his oown caviceo bero gorinl
nambera indepandent, of  the currenn numbering o patents
el vy Tavhef el AL L Cad i aon s aprovanent ). wtich
ratente choutd e citod s 501 obherwige tha citation
P e bhe o mibatead e ‘

For bBhe corroct taont Creabion of Bribiah fatents

vt ccponan il mnber o s L =0

e odtabion of Al Corotbon patents shouwld include
vt ien of bhe nuaber ol roaces o syoacifieation and the
i

srmbhor a0 cheats o drevegto s oood dosionabion of the oheot
4
{

o . . .1 . . .
vt B e aond b tal SURTEN AR ATRR AU ISR T




I the draw s ob ouch Forerss caboenb au Lo
compriges o ogingsle shoat, Lo words voe aliewl shiog o b
atdded to Lthe 1dentify o datn,

10-9-6 (b) wilective dates ol
baclupuiliod riptor wontoer

A larpe anount of printed matter preoparad ror use
during the war and clasaifded as soecret, conlidentlal,
or reastricted, has been declaassifl ied and o now avalla-
ble to the public at large. 1In uasing this material au
references there are usually twe pertinent dates to be
conaldered, namely, the printing date and the publica-
tion date, 'the printing date in some Insuances will
appear on the material and navy be congidorna ng that
date when the materin! wag preparec for limited dis-
tribution. ‘the pubileaticn date ig thoe dato of releace
when ohe material was made available Lo whe puboae.  af
the date of release doess pnet avprear on Lha pateriat,
thia dnte may be determined by referonce Lo the Ul rlice
of Technienl Herviccea, Comnerce Lepnrtient,

f

in the uge of anv of the above notad material
as an anticipatory publication, the data ¢ velevse yol-

Lowing declacsification is the efrective date ol pub-
Lieation within the meaning of the otatuton.

ror the purpose of anticipation prodicated upon
prior knowledge under section 4686 . w. Liie above hobod
declangified material mav be taken ag pria tacie ovi-
dence of such prior knowlced w as ol 1vy printing date
even thoupgh guch materinl was eclassiliod at that tine.
#haen go used the material does not constitute o gtatu-
tory bar and 1tg printing date may be antednved by an
affidavit under Hule 75.

Jhenever in citiny roterenced 1n applications
and in rorm 4£0 the titles ol Yerioulenls are abbrevi-
ated, the abbreviations o1 titieg uged 1n Chemicai ab-
st nets and printeo in the List of reriodicals ubavraciod
by Chemical Abstracts shouid be adopted vith the foliow-
ing excartions: (1) tne abpreviavion for vne berichtboe
doer deutschen chemicehen vesellochatt ahovid he Ber.
Deut. Chem. rother than cer., and (2 whe v gountry
or citv ot oricin 10 4 necesaary part ot o eomploto
fdentiticat on, tne eountry o eiby o ordeda shontd be
nddad in parentheses, e.e,., J. Boe Choo. dnd. (london)

10-9.7, Citation of Declaions,
Opdeara and Hobtlces

In citing nubl ished deciaions the Lrivuanat render
ing the decicion should be identified and wherevor posad -
Hle the C.0D, cltation shatld be piven. Attenticon 9 oloo




ealled to Commissicner's Uprder 3357 relating to date citg-
tion of court decisions L nprealed cases. This require-
ment may well be complied with in all Office actions and
complete cltaticr ¢civen whonover ihe decision is "drat
referred to. {Urder 1370).

It ia directed that horesfter whan Ixamlhers cite
mmnnﬁariht declaoions they shall qunhe th@ galient por-
tilona of auch decliaions or ive ﬂhn aubstance of them,

When a Commisgioner’y Urder, Hotiece or Memorandum
is eited in any ofCicinl notiocn, tho date of the order,
notles, or menorandum or the Official Gazette 1n which
the saue may be found shoeld olue ba lvan,

10-0=0, Complataness arg olariby

Hule 14.5. Cowplobonoss of Beaminerts
aetion. Ihe Exeoiner's aetich will ordin-
Brily ba complete as Lo ail muttors, but
matters of fornm ﬂaﬁﬂ not e raised until
g cloim ia found allowablo In appropri-
gte airaum&t&nammw aueh as misjoinder of
invant lon, uﬂﬂuw mulbiplicity of claima,
fundamental defwcty in bLhe application,
nnd the Lika, tho asetlon of bLhe bxaminoep
may be Lindtod to guch catlors Lolore ffup-
ther ncblon i nade.

10-G-8 (a) Defarmsnt of Actlon on Forral lulLters

When, upon examinabtion, the specilllecatlon and
13 are guch thot the toventlion gy Lo readily under-
bmﬁ@ Bxardners ordinarily chould make no requlremonta
on matters of form in the gpocification until some claim
g found to be allowabloe In every ouch cans tho first
atvor should say In sabatince:!

Q

"On allowence of any clalm revision as to form
any be required. {(Hule 14,507

coanlresenb Lo weorreet infor-
iYIH sl iy by Lhe Chiel of
ned Draftorras s ertticliomg of
e in Hupf Firasth Teblor,

AN ARTIINT

tleon not Foypm 210
‘”liﬂﬂﬁhf, Lo e o

winen nhen b by omae

In overy

"
L
:
|

jvrrv e bhe moribs chouibd ba conp
gy f%ztz¢,, whoneve any elaim o

lote and
ri ] ,i owed,




Wien an oappliestion is o concitien for allownne:s
excort Ao Lo mtters of Yorn, the 200 ¢ 1) b copuid-
ercd opecinl ond prompb action takew o roociroe enrroc-
tion of Tormal mattera.  Sueh action shouid dnelude o
statercnt that progsecubicy on the meriin o closed in
seccrdanes with the decision in ex poarlte wnyle, 1935
Coo. 11y 403 0.G. 2173, and should cone!avdo with the
getting of o ahertened phatutory poriocd 'or response.

10-0-8 (b) Requiring New Oati

in requiring a new oath the Lxamlinar should al-
wavs give the reason ol the requirement and call atten-
tien to the facet that the applicaticn o which it ig
te form a part must be yroperly ddentit'ied in the body
of the new ocath, preterably by giving the serial number
and tle date of the fiiing.
LO=0-8 (o] Draftsron's Requiressnt

e Ay

The fxaniner should embody the Drattman's state-
ment with regard to the drawing in hiu irst letter to

tha spplicant, and in sce doipng he aghonld be careful to
state diotinetly that a new drawing will not be admit-

ted or that a new drawing will be requirod, if the case
i bo econbain patentadble matbter, in accordance
e Draftarants directions.

Wher, the condition of the case 1s such that the
corvection of bthe drawinpg 19 required, the Examiner
agho ld secure the estimmte for the covrroction from the
Drafteman and inform the applicant of the charge

10~0-8 (d) Languagre to Lo Uged dn dojecting Claims

Whore a e¢lnilm s refused For any reason relating
to the rerite thereof It should be "rejocted™, and the
rround of rejection fully and clearly staied, and the
we pd "}:‘ex;rwt" must be used., IL the claim 19 rejected
no oo birond, H’m reason for so holdiag, should be given;
jf z";;,irt:(:‘f_m:? as Indefinite the Sxaniner chould point out
wharein tie indef’ initenoss resides; or 1l rejected as
incomplete, the clement or c¢lemonts Jocking should be
gpecified, or tha applicant be otherwise advised as to
what the cinlm requires Lo rendeor it conlete,

In o reneral the cost wsun b groound of rejection
ts based on o prior piteut or putunt,:z and qu roejeetion
shonld rrenernlly be set forth ag follows:




(1} If the claim r ads olorent. Tor element on the
references, the claim shwld be rvejocted as

ctviously fully =et, ov

claarly readadbdle, or

fuily anticirated, (or other equivaslent
exproasion)

P N
e Lepues” e

a
b
a

on the referaence,

While ordinarily additionsl comment is unnecessary
where any of these phrasings 18 aprlioable, 1t may in some
cngses he helpful to polnt out Cue ov 'ore elements of the
reference where thelr 1ldentity L3 unct clear from a brief
inapaction of sald refersnce. :

In no instance should any of the above phrasings
be uaed unlesga the ¢laim rends ao well on the patent asg
it doss on the application.

(2) If the claim 12 met in substance in the rofe
erance, but hag immaterinl variaocionsg Lthereover or in-
OYV,u mechaniecal equivalents, the claim showld be re-
Jected as

substantinlly net by, or .
lacking inventlon ovor, or
unpatentable cver, or

finding ity Cull caudvalent in, (or
other ocuyuivaicot ouorassion)

T, Ty, Ay, ¢,
oD
S St ot S

Lhe reference. Such rejeclion oo Db cdways bo neconl-
panied by a brief statencnt !:’iug nvbe of Lhat Teature
or those fentures of the claia wieh nre not fully met
i the rofervence and jpoint o o why Ssoid Peqlure op
foatures do not render the olndo o bentablal

{3} If the elaim 216 rejectad op ﬁ i view of 8,
sieeh rejection should alwave be seovepanied by a stnte-
nent that “

{n) there $o o0 drvontion b oubotbitboting:
for the elacnt 4 o A Lhe &ylﬂrmzut A
ag dhewn (or roacsht ) or digelosed) in
fi: o

(b) 4t wonld reqgul re onty mochanien! skill
Lo substitote o A for Wy elenent £
the squivalent elemont X' ag shown in 0B,

It i not sl Picioot g o rotoction bnged on A in
viow of B omoerely to state that o woseheo {or chown) the
clamsnt defined In the olnad Thia g not conelasive Lhnt




the clvim aheuwld be pooocted; or even 17 D doss Jdis-
elrce the elsmant a0 obad E.l@t,i, it micat roeuire invoad

ti Ineorporate tldg ctenont in the A ovpnarvation. dn

goper cacen, dnoaadition Lo the above coneral agtatonen
aoosen rorth dn (o) or ib), it may b ondvisable Lo g
ot cpecitieally how e gupatituti. . oo ba modo. WL

portinencey of cach rereronee ghou ld be Paily nob rorth

kvarytiving of o povgonnd nature wnat bo avolded,
Whatever may be the Mramiper's view nn Lo Lhe ulter luck
of patentable morit in the disclosure ol tho app110w11un
examinad . he should not esst a shadow o Lthe patent, i
pranted, by expredsing ion the record the uvplnion Luab
the aprlication 13, or appears to be . devold of patent-
able sunnject matter  lpr shosld he vupross doubts asg Lo
the allowability of towsd clalms or stabke that every
d@ubh has been Pose’ s 1n TAVOT of the appliennt in
crantinge hio Lthe elaime ol lowed,

A& conatructive smpeeastion by che Mxaminer as Lo
how some “gveci‘f‘i, ¢ rajeution or objectlon may boe aveoldod
often @4 ves oot nafderah’e time and 1o pencrally welcomed
by the attorney or anoiicant.  The i':"cu.'l‘ino‘z should re-
ject ench elaim on all +alid grounds rather than on Lhat
eround whieh he conoiders best at tho moment.

An omnibug reicect on of the 2lnims "on the refer-
ances and Tor the resens of record” in shoreotypad and
nonal ly net inrormuive and should '1:';!:‘*1'”;"(1)1' s be avolded,

Thig 1o oo pacinl ly Lrie where certain olanlme have booy
rejected on one pround ond other c¢laims on nnother ground.

A plurality of olaimg gshould never be prouped to-
pethcr in a common roicetion, unles - thnt rejection i
oquitlly arplicabia to ol claims in the srouap,

10-9-9. Fornal  Requirenent:

dhon a elaim Lo Tound-allowable, or ffor othezx
ransons 16 1o deencd bast te take oy matLers of form,
the zaniner shoood noo o all of hio @ bjoections, and
clenrly point thea oul dn o ll eanon whethesr or not o
el 1o indicated oo llowable, intormalitios as to
the drawing, oath, or i tures situ od bo noted. oo
above doction g Lo criticism of ooth and drawing.

10910 gota AL Outatanding Roguiromnty

In taking ap an amended case Tor netlon the Mxom
fnor ahould note in cvery lett-r a3' the roquiremsntna
outstanding apningt Lhe eage.  vory point in the prior
actiocn of an Uxaminor not answered by Lhe applicant mnnt
be ropoated or withdrawn Lo provent Lhe laplied waiver
of the objection.




. - . YL, AP L
LG~ 11 Answar. ravrer god

Whare rejuirements are traversed, or suspension
thsraol rewestad, the Gxaminer should make proper ref-
araence thereho in his action on the anendment .

Whoere the applict travarsaos any rojection, the
{0y 1 V%**x,L shionld, i bhe repeoats the rejection, take notae
af the np;L*c:nL €] dréluﬂlizwﬂu dnsva ovary matorial
poinh thersin.,

I s rejectlion of record 10 4% be appliod to a
new or amanded elatm, specifie ldentivication of that
ground of rajection, as by ¢itation of Lhe parasraph
in the former Off{ice lettor in which the rejection was
oririnally stated ashould be glven,

LO=Gw 2, Piescemenl trogocntion

in opencral, plecewmeal actions should be avoided
when o technical® rejecticn 10 awe, by Lroabting the
slalm alao, whencver posaibic on Lhe basia of prior
art.

10-9-13.  Hotify of A Amon diaen b

Jhere thoe directions fov the oabry ol oan amend-
mont are defective, as, Lnaccurosy du Lies Line deslo-
nated, or lack of PP@Li:jud whero the word Lo which the
amendment 13 directed occurs nore than oneo in tho gpec-
ifded line, and 16 is clear [ron She conlext what 1g the
covrect place of eatry, the anonaatory paper will be
properly amended In bhe cwaaviegin:, division, and noba-
tion thereof ivitialed Ly Ghe o diner will be nade on
the mrein of the amendatory paper.  In the next Office
petion the aprlicant shovid Lo dndy iformed of thls
Httaeration In his amendotor - poper and tho entry of
the amendment as thus aoendods a0 he will 2dge be din-
formed of the non-entry ot o coeadmenl vicre defective
directions and eontext 1oave doubt ng to the intent of
applicant,

10-Cmld . ach Cl: e cenbioned

In_Jnch

In every letter oach claim shouwld be mentioned
by puriber, and 1to troastment. o Slatus piven,  Gince o
clatm retaing ity ordedinal numeral throuchout the prog-
seution of the cnse, its hisbory throush sueccessive
actions 1o thus enaily bLracenble,




slar whare clatie for non=-electod diviniblae
aubject matter are rethined under Hules 11,0 nd )
thelr prasonee I theo ¢age should be voted jn asch
sueceddin: Y fice levter. wnch aetion shoutd eonclude

L,

with o asuamnry of rejectad, ailowed and cnncalod elaimg
and ciatms rotolned undar Juie 11,2,

=0 | 6 state Jhen Glatms nre aliownble
sxceopt ag to_Form

48

Wwhan the sSxaminer finds thet a claim 1oz allow~
able except ng to foprm, this Tacu shea ld be stuted.

10=9-14.1 specific Jdetions

wpecific actions suel as voqulrenont of divi-
glon, slaection of apocias, D.F, progocution, kxaminer's
Sentarment, ete. , arc Lroatoed sopaeately undar the core
O respondl ng topie.  Ag to requirement of divislon and

' election of spaecies sce oucction 95 D 1", prosecution
10=4,, nnd Extminer g Suatemant 14-1-1/.

»
[O=0-15.% {al It shouid be noted howevor than in an
Office nction in which election of gpecion iy re-
quired the foltlowin: crneludinge parapgraph ig recom-
mended

Since there 1t no allovwable poneric
clair pregent, election of one spocien 18
required. arvlieant 18 ndviged bhnat hig
i wnde tee be eonrlete pust inelude an
FO T atection ot gspocies or a statenent thnt
in hig orninien ol eladng are in Thet
roadable ey oo “ted crecicn which
O ropatt e tden bt Phod,  Ouch stabornent w11l

B o eonabrued g an election,

5
i

ISR L B B ¢
et Bhier exnl e
Al R A Lot Lhe
e innd e

boothe following guwntenent shionid be andded
bl rornlar Cfies actlions hen 1L oap-

£) Lk .

13

next nebion Lnaken by the oy ciiner may

cobion sheald be propared

G Uarither saonduent o
e bhe cuse in cond g Ling
st bebttoer fova Tor ool
will b oatorac ofbor Clnal action unleua
accompanted Ly o proper ahowvin o ool
s guiflelont roasons why Lhay woros nol
Rule 16.2.

[T

=




10-9-15,1 (¢} attention iu particalarly ealled Lo the
reaqtirement (<ule 15.3) bhwt in the letter naking a re-
jeetion final "the Kxaminer shall repeat or atate all
cronnds of rejaection than consldar 3‘1 applicable Lo the
slaing in the ange, clearly gtating the ressong Lhere-
for*, {the levter should concluds wiU1 the foliowing
atantaement

o further anendre sty that do nog
rlace this apptiention in condition for
allowance or betbver form for apronl will
bo antered unless accompunied ny a propoer

showinm of rood and snfficlent roasons
wxy thoy w@r@ net enrltar jroasented,
ltulae L&6.2,

Yo dinasure apainst applicant s fndlure to note
that the rejection as stataed &u the body of the letter
wns made final, 1t in advisuble for the sxaminer to
conelnde such letter with the paragraph, "'the above
rejection is made FINAL," or “rhis uction 1a ¢ ldabl,"

It 18 also su;pboted that at the top of such
letter, or as the last lins of uuai Lattor the words
FINAL REJECTION be placed in caplital lettoras.

In D.F, progsecution. whar the Myaniney Lo whom
a cnge has been forwnrdsd tokes s action whloch he cofie
aidars is in condltion to bLie mrdu final, he should In-
dicate this fact by stating. "An 1osue huu boon reached
as to cleims 2, 3, 4, ebc.. ™ but he shall w6t use the
word "final”™ in a rejoction, The Sxaniner coupleting
the action when the case 1s in condition for a final
rejection shall erumsrate all! the violms 1o the case,
gpecifying those allowed and tihwse refected and ghall
atate "This action 1s FINAL."

10«9=-16, Humber ing Farvayrapiis
Tavagraphs may be wccescively numbered on cach
pare of the letter to facitito o wdontiflieation i tho

future prosccecution of Lho oo,

L0-0-17.  Lffice Lettery to have Une toeh Margdn,
Left Gide of Doy

AlL communications sent Creom Lthis OfClee will
provide for ample margin (at lowst one ineh), on the
left sido of the papge. Rule 10,9 reouires ”rom npplie
cants that "o wide marpin must siwavs be raserved upon
Lhe 1(?1 hand gide of the page ™ Yhe resaon for this
rule i3 alse applicable to communicutions origlaating
in t}o Office,




10=-G-10 . Tvoang of Lagbtor

The typist conles the Braminer's jebbor on forn
TOL 90 insertines in the propar place the anddress of ap-
plicant, or of Goabtolney, and the necossary ldonbi-
fication data of Lhe apylice tt.ion.

10=0-19, Gdeviow by odgsio tan b daioainor

A cnrbon copy of the letter 1s ol wmade.  DBoth
coplen, topetber tm th the rough (11:'&11‘1., 11T there bs one,
and the file are then it on the Assistunt Examiner!
deask, who will ccmpare the copy with the rough draft,
paying particular attention to the datn o the refer-
ences. If any o« TToc biong are Lo be nade, he will note
them in lead penceil and return the papervs to the typist
for correction. Juen the corrections have boen prop-
erly made, or wion thoere are no corrections requlred,
the Assistant Exariiler will initlal the oripginal copy
and place the £ilc with the several copies of the let-
ter on bthe dest of the Perimry Bxaminor for hils in-
gpection and gi ¢ to the originnl copy. Carbon
copier shonld girned by the Assistant or Prim~
ary.

Iin cacl
without tho nunt of the division shuold appoar at
the end on bhoun s original and carbon ¢opy, the
original only, -3 hercuslore, being signed.  The words
"Aeting Lxos .“mz Toshould be uged whenever thuat olfficial
girng the letter,

vadiner 7 lettor, the word "dxaminer™

n

10-9-20, Entry

After the origina copy has been ulrned by the
Trimary Bxaniner ., the wyolost places Lt in Lhe 117 1o
wrapper on the »ight hand side, and enters in black
on the ontside -7 the wrappe®r, under "Coutoents," Lhe
characher of the action. lf‘ any claim has been re-
jeectad, the werd "Rejeztion®™ i entered on the fi1le,
or 10 Lhe vojection bas takan the fom ol a require-
ment for divisicrn the ontry will so indicate; other-
wise, bhe word "Letbtor® Lo used. bprors will be
nvol tlc(l P Lb o sasisota Bxaminer entows the char-
aeter of tho action on tho file in dead pencil bolore
piving Lhe f1ls wo Uhe Sypiab,

The papers are nuabered consecubively, the ap-
plication belns Joo 1, the print ol the drawing, if
thoere 1o one, @woine i 20 and the next paper, us-
nally the Ciras Cffice lotter, being Ho o 3, ate

7y




The file ias next ;ivaon tue the clerk, who enters
the character of the action, and the date thereof, in
the "Rerister of Pending Ap~lications,® after W“ibh the
f1le 1s retiurped to tho £1le case nlnvq with other ap-
piteations awvalting actic by tho aprlicants,  Lbuch ap-
viieationsd are arranced in the file cave in tho numor-
feal order of thelr serial nunbers, so that thoy may be
rondily nwvallable.

dinee the six months statutory perilod begins to
ran fros the date of malling of tho Zxaminer's action,
the date should not bo typed whon the letter is written,
but should be stamped on both ecoples of tho letter after
it has been siened by the Bxatiner and the earboun copy
b about to be mailled,

L@y

@ ‘

The typlst mails the earbon copy to the proper
addrens, A to detalls of the actual mylTing atten-
tion 1o cnlled to 7ed.

100wz Humber of Copileu Lailed

Urdinarily one copy {(carbou) of the lobter 1s

to the aprlicant. However, two cnrbon coplies
Tled to the Allen Froporty Custodian and, this

joo aleo the rrnahmc@ folloewed with applientions handled
ir the Yo, Army and llavy.

4

’z“r;'c" FeLe

rt b lend
L
T,

Ldewm 2l Returned Office dclhion

For treatmesnt of retuwrned letters, see 7T=4-3.

To-10, Erardnep's dnepduent

1010 {a}  Anerdments that Mav bo linds by Bxamlner

Exeept by forral amendnent duly sgiepoed or ag here-
pnafter provided, no corrections, crasures, or inter-
Luaationg be mﬁ&@ i the bedry of written portions of
spoecification or any othor paper filed dn the ap-
Pieatdon for patent.

Sorreetion of the follading obvious orrors only
iy he mnde with pen by the Exaniner of the case who
2177 then Inttial the ohoeet maroin and acsume full re-
ﬁ;‘hbfﬁf?iﬁy for the change:




T pe il ted words,
2. tirecent of o a noun o1 L s ve?bu

;
sore ot L fenge" of 2 proncw

£ Stonrea s b botwaen o ruiur\nuu clihractar
ey oniaed L Thie gene o rphoon dnd oo foodirawin . he
elinraeter vy oo o ';‘e;.‘f"f‘,r;-.',? 1'1 thhe daoopription bat
only whon bhe wwae oner po chain U Lbe o propraeny

Or Cher chunt e,

vibher obyios dnfermlities dn the oprdlication
may boe ceorrvectad by Uho Lgamlpar, bub suon corrections
meat be in the Form of an amendosnt , approved and
sieped by Lhe brdnedrot pxaminer, placed in the tile,
and rode nopart 0 the cocord.e 4 o 2ony ol Lhe anend-
rent e cent Lo e o sticant,  Whe chanpeen gpecliilod
irnothe aoendent o are entorad by the elorh L the o
ular way Pty 4000,

whterre 0 aopiication 18 reausy fov luone ex -
cept for o siiche defeen in the drawing not involving
chane in straebaro, ‘hu Exaniper will nole in pencil
on the drawing thoe sodihion or ultﬁrahiun ber bo made.
e wilt mrae cron v uxam1nLL g Gumendoent indicating
the chancese made nnd send the drawing Lo Lho Dratftaman
for the rTognired coopeed 7:»!14.

The totitovine eovpections are iVlushrative of
thoge that may be oo e

1. Aty Lbweo e bhree rere o oo chavantora
DV e nn e LG

2o Uhan cing ovne op two namcerals or fioare
el oy

L O o e oS M L, o i oure

i

v s eat Shyore o alb el s 0 wirey hove

I
YIS A TN SE NI ATS IR

Lo oaddin oor o rovorarngs dirﬁ,hlf'uﬁ GETOVIS .

5. Gl i diaeralo abhie aumnral
IR IF ARV A .,['f*C‘lif'lf: th i

7 vl T e b on e o h' vk by, whear o
o by e bod ‘

.o adliane cvoviod e ehiany o b iva o T o
Crolo 0 a Lgres o

. Gt te dined.
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be elear in meaning, and free from errors in syntax,

In the printin~ of the specification and claims
of applieations, the punctuation as made by tho appli-
cant must be strictly followed and not departad from.

Htowaver, in revising the arnplieation, and in gub-
gequent revision and proeof readin g in the lsauo and Goze-
glLte Division and ipn Lhe lploting office, alnor inforuanl-
ities and ohviocus cerrers are sometines found whilch require
eorrection, 3uch correction is nade by Bxanlner's Amond-
mont, and 1 eopy 15 gent to the aprlicant. Whero the core-
rectlion is made in an nrplieatio already in the printer's
handos, n copy may e sent to the aprlicant, if the chanjes
made are of sufficlent importance.

10=-10 (W) Title of Invertion

Where the title of the invention is not specific
to the invention as ¢laimed, the Bxaniner may change the
title by lxaniner's Amendment on or after allowance., See
Gag, lbe2-1.

10-10 (¢} Cancelation of Hon-Gtatutory Claim

diienn o cace 1o otherwise In eendition for ol low-
ance the Exaniner nmay cancel an obviously non=-statutory
claim. Applicant should be notificd of the cancelation
of the c¢laim by an wxaminer s Anendant.

10=10 (d) Unta ol Coperding Apprlication
Raferrod to should he sprouprht
Up Yo Date

dhere 1 copending appllesbion ig referrced te in
the cpecificeation tha sxaminer chould ascertain vhoether
anid copending application has mantured into a patent or
has become abandopned and if so, insert by Lxaniner's
Amendment the number and date of the patent or the fact
that the case hag become nbandonod.

This procedure is also Tfollowed when wn appli-
cation 10 referred to the Braminor by the lgsue and
tnzette Dpeanch in whieh apvlication tharye aproars a
reforesnce Lo anothor aprlic tion be ceriat number with-
out any otatement ng to whether Lhe apolication roforred
Lo o patentod or abandoned., I 1t is detormined by tho
Wrasiner that anech ense is pntented or abandoned he will
fudicate thia faet in th~ gpecification by appropriate
meamineT "o Anondriont.




10-10 (e}

in onbteprin. o F cGnerts Amende P oY,
the oricina! panby v oo w0t Loan the HH'H" cn Lho o elaiag

in the vatent, shoetl o o farrad to,

To-1 1. Pow olor

spot

oo slwe T4 -1 4 Froad s Mhed=b b i T hede2 1,

10-11-1. dhkntory

rdonment Tue daiture to
Rospond in Sin, If an Vet new
cleeta to v vo his application for six
mmhh:; or aueh Jhorbaer tloe ag nny bo Mlxed
{Thete YO, 89 r"'«"."ff‘m‘ :m,,s date when the Tnst of-
Fiedal notice o ho aetion by Lhe Qrlice was
ma b hed to hing, hoe Hjm@ 1on will boeeome
nhundorod .,

The portion of 00 10«1 quoted above sats forth
the provicions of deo, 4004 RHev. ot with roleronce to
tho prosecution of o wnolication by ar <1}nv Lleant.  “the
‘ roregponge Looan Urflce action

pormal stabobory por Lod
1o giy monthio.

JOm] ] fotr uompited

The period 1o compted from the doy of the mail-
ing of the Office ncbion to the date ol rocd pt by the
Oefice of aprnlicant '« nonse, Ho cr‘\"ni anee g taken
of fractions of a day f‘zrmfsimt*z‘i;‘“: wetinn g dus on
the correnpondinge aonthg atter thia OPflee action,

Hoosponse . oot r e nebion b on et 30
i due on the {oll fr «wf‘n;n‘y 28 (u‘r;' AR S A A ES T
Leap yonr) ud, cete o response Lo £ P o aetion
diated opn i‘t’f‘i”’"ur“” A R T (TR m-t S pot on Lho
Tt dar ol A
DI R

Hodea booe (ooe 400, Rov, ;}t;.? nrovidens thaot ap-
plicnnt nood not wecco oo Ly adways hove o monbhy
within whiel Lo respond o o t'f‘Hrm action, He way
Le required to respand o s shoarter veriod, not leng




FoRME

Y

than 3¢ days, wvhenever it ic Ao o "aoeesninry or cz-
padient.” Jore cornditions deonand "neceasary or cxpedi-
ent”™ are ‘isted in Section 10-11-4.

In getting u ghortenad stoccutory time or re-
aponse te an Urfice action. the Jate on which Lho shortened
period ends must be specifiodg th.oo

A SHOWPEURD SUarave sy 0L v'olt g -
SPCOHGSE TO Mitdo aClIun Lo owi Ty BXPTRE
(DATE ),

{This should be in ¢ o tal lettoral

In addition to the gatatulery provisions of shorte-
aned periods for response the Mxominer nay alsn, In some
ensen, require the applicennt to v cespongo within a
apecifled limited time. Theso oo woown as tiao 1Limit
actiong,

Where an Office action 1. “fh ad to roguire the
settine of o time limlt for resnose Shereto, tho Nyame
iner should note at the end of 1o tatter the date when
the time 1limit period ends. The . ome Limit requlrement

13

should also be typed in capitna: Jeltars,

Furthermare, the legend "OHHURTEITED TIMi FOR KEPLY™
ig placed on the firat puwrme ol eve v cotdion dn which a
shortened time for reply hay npecn cat, ool 1o mplied on
the £irst pare of the action 1n cne or more places, and
preferably acrogs the date svany just under the date,
so prominently that a pergon Yooriog mevely for the maile-
ing date of the action and not reading the action ng a
whole cannot reasonably avold z2eslng the legeud,

10=11=4. Approval of Ti.as et

Before being mailed, o Jotiac seuting o shortened
statutory pariod for respounise jwci’ e wuproved by bhe

Commissioner, but this approvul on ottuabed from the Super-
vigsory Bxaminer, to whom the Corcosiaper has doleruted

thig nuthority.

10-11=5, Situations G W Jneds
1O=11=6, Shortaenod Statutory Yeriod

From time to time thoe Corusitasioner Lleougsh the
supervicory Bxaminers addo to ov renoves Trom the list
of" types of actions calling for n shertened statutory
poriod.  In penaral where the proscocation has obviously




baen dilavery, or whevre the circamstancas are such that
the public intaresl requires the rroesaccution to be
p?n;}hi" aleasd, a stortensd statutory poeriod may be
set

sSome specific casey are!

al  When an appliecation is in erndition for
allownnee, excopt ad to matters of form, cach an
corraction of drawings or specificaticn, /1 now oath,
ete., the case will be conglderad specizl and prompt
aotion taken to requirs corvactlion of formnl matters.
Such actlon shouwld include a statement Lhat prosgscution
on the merits 1o eclosed in accordance with the declision
In ex porte Juavle, 1935 C.D. 113 453 0,4, 213, and
shoulid copelude with Lhe settling of n shortensd statu-
tory poeriod for responsa.

e o prompt dooae as o retent is desired
b %V@»u ‘u%ilm interference vroceedinss, nu where the

prrty falls Lo overcome the genior party's fil-
g under Rule 232,

el Whern, after the termination of an inter-
ferance e, the application of the winning
party contelno an unanswered of'fice action, final re-
;MN?Lfﬂ or any other getion, the I'vimry braniner noti-
oy 3 cllennt of thig fact.,  In Liin ease response
Lion o r@guiram withic o ohortened
(40 duys) running £ron the date of
me parte Feterson, 529 0,G. 3, 1941

@@D@ &u

case hus been pending for live years,
tormination of the ;rwumcutionm
booany case which by rolation to o
hag an ef feoctive 11in date of mnore

o
c+
piy

.
RN

prior apnlic
STPuiIn

than five

$ ¢4

haenovaer the Privory Bxariper £lodo thot o newly
Piestion obviously £:110 to disclose an inven-
¥

Lher alnriby rogqultroed Yy Uec, L2088 H,S., or

r ctention 1o divected o such nn applica-

ﬂw»znﬂ col b oattontion Lo ule /4.5 (second

s renpire i bhe flrvat Grfiea qotion, which

%ru boakoews  brawnodie bely, that the o plication bao

too eonfform with bhe practice prevad Ling belore
‘ & shortensd statatory bﬁ“iﬁd may bo oot

mwes with this reqirement, tuc doration of

rtened pwrind if set, boing deﬁurmjn@d by the

FExaminer in acoordance with the conploxity of

5 g
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cpecs Dlontion necessary,
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pproval
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dae
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;,17 Gule 2307 prevides et gn ceocseating elains
Por o inborforoacoe:

Tha purties to whoo Wbe oladng arae supested
Jitl be requlred te o wke the oo oladms {L.e., present
the susested claims in thoir applications by anenduont)
within a gpecified time. not lest tlan 20 doays.

b) ule 23.6 provile:

Jhero elains aro covieu oo patent ard the
Bramine~ ia of the oplipicn that nono o the elaing can
he made, he chould .)h*t in af s oot s why tho appli-
cart ean not ke the cladne and aet Line Limit, not
loss than buenty dmyn, or rorly, i Filj]:'!T‘lV ir,
Aftar regponse by the aprl oot thoe cajeebion in :m(lm
final, o similar tine Li 1L Yioala Lo aet oy qpopenl,

¢) hen avplicsnt ooodon 1o onet fully re-
gponsi ve to the Urfice acliop, Uha sxaainer may ¢ive
apnlieant Timited time, ouoolde 2o dava Lo coos Tate
His responsoe. e Lant o car ceoraeh S b LoL1 wli eh
roads e ol lows:

When actlon by tho oy Tiesat ) Fegr Tldae
thtenpt Lo advance the cnse L Uit aetion, ang g
sunatantial ly o ecorir et ooy ae e bbb aenine e 'y
setior, bab oeconndidoration o oer o bt oo o L
IRRRCT b Cit Cbee ot b Poegy cinnave rtent by
Codttoud, o ovt nits b Ui vhaerely the omiooslon
fre g sdven hel'oro the cooot coapenten L 1y GO

Sidoered,

Voedd-CL pilrorence sinbuesn dbortened obabutory
anid TimeeLii b 4t Joadr
The distinetion betwoon o iaited time for yvoply
S cthertoned s btatutory coriod andar Hole 19,2 should
SR A ST RN NERR S SES INTI TR RS o The oy e nen by bhe arimary
Laarvine s, whila LE oy ocoeend voow e Lhoe aperoval of
the Comndossioner.  ‘the roenity ont o ehdn o o Dilore to




o
T

ranly ithin the tine limit 15 loos of the subject
matter invotved on tne doctrine of dlisclaimer, and is,
therefore aprailable matter; while railnre to respond
within tne oot stabutory mericd is net apranlable but
retiticonable only and may raanlt In aboandonment ot
tha entire anotienti on.  rarther, whore aprlicant ro-
aponds 1 day or two after the time Linit, this may bhe
axeused hr Lhe Ngaminar I satdislfactorily omplained;
bt a rooconos ono day Inte earryine o shiortoened ata-
tatore period onder bhe Hule 12,2, ne matter whint the
/ exeuze  roagita o ahandopment; howovaer 10 auked for
in advanse extersion of the reriod may be granted by
the morminor o provided, the extens lon does not go

%

beyoend the aix months® pariod of the Office neotion.

LUl Feft wrtension of Yina

Hale 19,2, . 00aeeses  The time for

O venly, when o time less than six nonths
b boon cet, will b estended only for
oot rnnd aurriclent enuse, nnd for a
ronnannabl ¢ time specified. Any request
o osnet evtanglon muat be iied on or be~
Vore Lhe d w on which action by the ap-
clreant o due, bubt din ono cas2 wiitl the

metre P g ut bhic request ef’fect any
extanfon in e¢ase involving a short-

cnad sboutory ;wvivd for rabpun: only
one f’r:ﬁz(tn;ii(m mar be pranted by the
Frimary bxaminer in his digeretion; any
furthe v wﬁhwv“ivn must be aprrove sd by
bhe Commlosioner. An no case ¢nn oany
extansion bo cranted which will carry
Lhe dote on which reaprnge to an action
1 due boyond six months from the date
of the netlon.

boaheuta oo wvere earvefully notod that neither
Lhe trimsry Waacdiner nor the Comissloner hias aathor-
ity to cxbend Lhe shertened atatutbory period unless
roquont oo Lhe cxbansion 1o filod on oy belore tho
doy op owhiieh genlfentts action 1o due. while the
ghortbenedd persod may be axbended within the Timits
eof Lo b atoey six o monthy reriod, no oibenaion
ann operste o ertond the tine boy nd the tine., i
parte Heroors ot ol 1005 U, U, 20060 116 UG, 2009,

Try bhle polabion abtention 1 caitloed to Hule
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TO-11-11. Svo rarioda dunnine

Thare gomatines arisss 4 gituaticon whoe two
diffarent peortods for resos ano are ranning asinst an
apelienrtien, the cne J1:dted by the roesuolar gtatatory
per of, the other by Lhe linltod roericd set in a sube-
senant LITlee getion.  The runnins o vhe tirat noy-
todt 1n not suasrended e arfectod hy oan oax eq;'tp 1im-

jted time action or evan hy gy el bhe cofrom

TO= L vorringg rutent Gl

dhere in an srpiliention vn which Shore 1o an
unnnswerasd re ection of record, c¢lains are conded
from o eabont and all these ¢laimg are rejected (Hule
2.0 e, 10-10-7), there raesults o sittustion wherse
two dlfrerent ;wsz'zmi, Tovr reanonse area rasning agsnlinat
the aprtiestion,  wne reriod, bthe firab, 1o the rop-
ular guitutory pecod of bhie apunswered rejection of
racord, she uiber period is uhe Limited poriod pet for
response Lo bthe rejection (elither First or {finnl) os-
tablished under Rules 23.3 and 23.6.  the ante of the
lagt unonaswered  ftiece netiocn on tho cluainms other than
the copled patont eloing is the controllin date of
the statutory period (Bx parte witton, Lo s 1,
63 USSPy 132 and Bx parte wmelson, 164 b 361, 206 ..
Uai3. 564).

[

10-11=-13. ¥actors Af fecting by
D@“J(«T Ili inb l);)lt;(}u

10-11-14 . bate of Aga@ipt of
Apnlicant'y ACu ion

When a paper reuches the Uffice it 1o o samped
as of that day aad tnils stuap date is the controlling
date, rot the stanped date aprlied in the ezomining
diviagion.

10 11-15. Lerfod Bndl ne on oudnony or o gony

Pos - . B L T e

Hule V.8, ines Sorv Paringe action
MRpLIT LN on_aundav or Hollany. dben the
dny, or the tast dav, 1 Ked by abhatuto or

by or under these roulceo for Loabkingg any
actinn oy yaying any fee falla on oanday,
o1 oon o hetidy within the Districn of
volnmtoiy, the aetren vy he Laben, o Lhe
feo pata, on the next succeeding doay which
oot g sdnauy or oo holiany .
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1]

ﬁbp 212 mounths® tiluwe allowed Lor umendmont
after decision on apoeal whaere the Board has glvan
new rwxjnna Tor v@j@ctiux dates frowm the date of
the Board s decision. (Jea ax parte Ring, 1928 C.D,

l 36[‘ QQ‘J% 3‘ )

A decision by the board of Appouls Jhich Las
in any way adverse to the appelant 13 an "action®
in the case marking the bepinnineg a2 new statutory
period,.

A complete ravaersal of the Braminer's re-
Jeetion bwrings the ense up for action by the lxam-
iner,; whorans, 1 the Bxaminer was sue toined cither
in whole or lo part, the next ncticon mugt be taken
by the npriicant, elther by way of further appeal or
guit in cquity or by cancelation ¢f the rejected
clatlms 1 there be an allowed cloim in the case.

Where the DBoard of Appeals rajects claims on
new prountd apolicant has gix maat 3 Prom the date
of the Board’'s decision to respend to the rejection
in that decialon.

10-11-19, Digsmisaal

Where the aprenl ds withdraws or dizaloged,
see L4-7.

10-11-20. Citing Hew Roference in
Kyaminer'a Statemsnt, "ilevey”

I the Examiner in his statement or in a sup-
plemental statemsnt cites a new reference a3 a basis
of rejection, thus bringing the c¢casce wlthin the doc-
trine of Ex purte Mevey, 1891 C,0. 115, 46 0.G, £05
g new dnte for the statutory period running agalnst
the apnlication iy thereby established. ilew Rule
32 .4 sots forth this practice.

w'f Lowit ) o Court Decisions

Bea Tied-1aLl and Lhed=2,L,

101120, Actions in Interforencey

A2 BT Proliminary

#}  Correspondence und.r Rule 23 not an

’

2
o

netion on the casa and, hence, cannot ¢ r,; Ho extend
ks
W

the atatorory verlod I the cnse 1s awaiting action




by the applicant.

b) Claims suggested under Rule 23.3 must be made
before the date set or the delay must be satiafactorily
explained.

¢} Response to the rejection of all claims copled
from a patent must be made within limited time (either
&8 & requsst for reconsideration or an appeal from the
re jection).

1011~24, Decision by Board of
Interierence NXAmMiINers

The date when the deciaion of ths Board of Intere
ference Examiners becomes final does not mark the begin-
ning of the statutory period for response to any. unansweyed
action by the 0ffice.

10«11=28, Taermination of Interfersncs

Upon termination of interference, appropriate
action in each case should be prompily taken by the Ex-
eminer. PFor details ses Sec. 13-7,

If the losing partyis case was under final re-
Jection or ready for issus when the interference was
formed, his right to reopen the prosecution is restricted
a8 explained in Sec, 13.

i For shortened statutory periocds In asctions fole
lowing termination of interference, see 1l0=11-6 (c¢).

10=11=268. Petitions

A petition filed near the end of the statutory
period, even if not reached for decislon during that
period, does not operate to extend the periocd. How~
ever, if the petition 1s granted, the case is not eban-
doned, provided otherwise full response to the last 0f=-
fice action had besen made within the statutory six months.
For exemple, if the pstition is to vacate a final re-
jection as premature, aend within the statutory period
there is filed an amendment traversing the rejection,
or amending the finally rejected claims, asupported by
ergument, but yet not rendering the clalms patentable
in the opinion of the Examiner, then the granting of
the pstition even at a date outside the six montha!
period saves the came from e holding of abandonment:
while if the petition is deniled, the case 1ls abandoned,
since under the decision applicant had not made a proper
responsé to the finel rejection within the statutory

period,
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ventor dediostan 1 i,m Ll
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2, Abandonment, Forfeliture

Mme Tor Resvonose by Arollicant,
ahandonpent of Aprlication

Haie 19,1, ahandonment fur Iallure
to Resvend din Tine Limit. 10 an applicunt
n@mi@ua% vo prosecute his wipllication for
six menths or such shorter Lime ag may bo

rixed tRule 19.2) after the date whoen the
last of ficlal notice of any action by Lhe
U iee was mailed to bilm, the applicstion
will bectoms abundoned,

Progaeution of an wpplicition to save
Pr Frowm abandonment must inelude zueh cone
rrate and procer ooetion a9 the condition of
the ease may re pire.  The admission of an
vaend o it not responsive to the luast of fi-
gk aehlon, or z'a,ﬁ"wal to admit tho unme,
and any pr ﬁcwcdzngu relative thereto, shall
not oporata to gave bthe application from
a b ppd oigern b

@ aotion be the npplicaat 1o n bona
flrde o ttempt Lo advancs the cuse Lo final

on, and ig substontially o complete
ragoongo Lo the hiaminsr'os action, but eon-
sideration of gome matuvor or coupd baee with
gome requivernent hag been fnadvertontly omite
ted, oprortunity to explaln ond supply the
smisalon muy be piven betlore the question
abandonment is considered,

10,4, Bepreas Abandonment. An ap-
v may be expressly abandoned by il
ratoent UPfice o written declury-

2
4

Fy e H
vkt et ut‘.:uuﬁ% by the wppli-

et h}ﬁu@fr mrd bhe uihnaf (ot xe“mrﬁ, if
auy od ddent 10y ing ah upplicetion.

ot Gl Lhe dnventlon opr of
Pa abaviiined fon bho tne
ﬂiiaa dodicntion wy bialke

dabrtpko e rnw Py
pplientlon.  an bnvento
T

@ rant orms

Phio o ocusslon o o rrdnerily concerucd with abuape

domsent of Lhe applleation Vor ptent . g L-d-4.

1 om

A vt cped appltioation 19 one whiel Lo venoved
Ehoe ca ddockeat of pending cases Lhroupeh

abemdoncent by the aprlicent
Lo v b by bho vaondenes 10 Lhore




o through

2. failure of applicant to take appro-
rriate action within a specified time at
some atnre In the prosacut ion of tha ¢asce.

applieations exprossiy abandoned {(Rule 19.4) pre-

sant no particelar problern. 1t showwld be borne in mind,

“v%@er, that formal nhandeonme t mugt have the signature

of the assipgnee, 1f any, as well ag of the inventor, For
this reason, an anmendment sisned hy the attorney in which
411 the ¢laims are cance!led 2nd nene subatituted is not

sptared sinse such action would ameunt to an abnandonnent

ef the appliention,

Fﬁu..,lfgn bo . Forreited Snviication.

A Tor é%éﬁpbli eation {g one upoanﬁich a
patent has been withheld for follure to pay
the final fee within the rroveribad time,
é:«;@@ rdl@ 319-9@,)

A forfeited application ‘o net consid-
srad as pending, and, i tho 1) fee ia not
subgequently pald wnq accepted s provided in
rule 34.7, the applicntion is abandoned, as
of the date 1t became forfeited,

It i2 seen that o forfeited application is one which
had the astatus of an allowed cave for six monthy and on
whieh the final fee was not paid. (Ride 34.6) 1its logal
statua during the year dating from its forfelture nukes
poasible it9 belng issued oo n ratent on petition to the
Uonanissioner, the petition being suprorsed by a verified
statement and accompanied by thoe T'inal Tee and the peti--
tion fee ($10). (Rule 34.7/.

When the six months' pariod within which the final
foe might have been pald has exrired. the file 15 returned
hy the Isgue and Gazette Division to the sxamining divie-
gion. The clerk of the examinings, division takes out the
drawing, stamps it "Forfeited.” stanps the file likewlse,
mnkes the proper entry in the remster, and forwards the
f1le and drawing to the proper section of the Record and
Attorneys® Room which 139 under the sapervision of the Li~
brarian. The application 19 recorded ns forfeited and
f11led away in the abandoned filea soection. 1f not pat-
enbod within elghtean monthy after the date of uwllowance,
the torfelted gase becomes uhondoned; and such eghandoned
application cannot be revived. in this respeat an aban~
dronsd arplication that has passed through the twelve months
roriod of forfelture differs in astatus frowm an applica=
tion thiat haa become abandnnod under the provisiona of




Rules 19.1 ond 19.2 and ved under the pro-
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To=17 vy Corfoited Aginilention:

sbtondonaea and Corfalted appllostions will not
e cited o referances,

S ‘;t t}‘[ ;e&'xl"'h)‘ XY}”L‘.‘X‘ A)J
ATALOTY Disclnimer, ooo

TO=-30=1. b o
i

sbamdonman t o fnvenbion iy be broucsht about

by whnt 1o often referred to as o discelainer. This
ragalts when an applicant by an act of his loses his
ripht to mtent yrotection., oome exanples mmong, others
nres;

a) Fetlure of applicant to moko ¢lalmg supg-
coghed by thoe Potent Office under Rule 23,73

If eluins gre suryrested Ip an application near
the end of 1he otatutory period ruAlxnb aprainst the
cagse, and bthe tloe Linit for making the clalmy ex-
hmni%'\vvfwd Ehe end of the poeriod, such elalims will
he admitted 16 riled within the $ime linit even though
outaide the i ronths' period ond even thowrh no

e gl A ade responsive Le the Offiee acetion
mmhd%uzu“fv“;znmir“'i the case ab the tine of surrest-

.E, ne 11 bier 1 fma, e
pot thuo
comes il

wovar , 10 the gusrcested clalmg arve
e it hin the cpecitied time, the cuse be-
wdunmu in the abgsence of a responsive amend-
Luﬁ within the glx months® period. (lx parte
Ualle G0 421 UG, 253,

0

By ouiselsimer filed under Bule 28.2.

e v hoterront of record in bthe fide thnt n

ctwen poamh oo Yhoe cir::f?i!;:mr'rf 1eootd in Lhie o airt,

tof bee poted here Lhat when o aole apy Li-

W%Fimn v subotitated for o joint application, or the

tieant on amendad Lo o sole applicention, o
badmer by bhe gurrenderiug joint apy Licant

oventor should bo idleds  dn e

Gobe 158, 273 ULG. 410,
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ag to the date from which the
to run. Some exanples are:
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rested by the Patent Uffice d
sponse to the last Crfice act
cage from abandonment, aniess
lied solely on the patent for
claims :ogocted in that actio

b) A case may bectae
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phgxﬁg Ceverstone, 1929 C.D, 1

¢) Likewisoe it may bo
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Lo lamsue withi
faiture.

soo, abasdonen U oniay rasult from fallure
N othe twelve months® per icd of for-

e

) apvilieant stthdraws Bis avpeal and
aybse wxaut L t‘i las an anendent Lhere Vo 8ilx nuaths
Pror Hho Pim brejoction; or 10 it bae an ex Lmruﬂ
Mevay (1891 C.D. Y16, 56 0.0, 805) :,_.,Mumwn G tho
amandmont 1o duﬁuzitpd more Lhon 8ix conths wfter the
Braminer s Statament {(Bx pnrte Covarstens 1929 45, .,
165 381 0.0, 01, the case 1a abandened, and this lr-
regpective o Lhe natureo of the proffuercd amoendiant .

To paus on ljuc:.,umm of abanduncent of the
agbove charastbor o L6 1o agsantial thnat tbhe Bxoniner
know the dates that determine the bepinning of the
statutory period under varying q;ituut.;e‘z:s The ex
rte “w’w%rif ion before the Examiner presents few
e e fros the ordinary btype in whileh the sppli-
u,‘wm G raspornst mus b reach the Uffice within six
nmm,,m From the malling date ol the Uffice letter,
or not lotep an the date dget as eudl.,zl, the shortened
reriod for repLy e The date determination is trouated
ahove L owsao, Hoo11-373,
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Insufficiency of Respounse

O freguent case of zrgbaruﬁinnmaemt i vhere & re-
4ggmmr’~ io made by the npplicant within thoe gtatusury
time bub, 10 the opinion of tho Mraniner, ia not
ful &y responsive Lo the Office action.

10-32-%, Heconsideration of Holding of: Hevival

When advised of the abandonnent »I bhis apr;li-
cation aprlicnant may wither agl for recoensiders .,imn
of cuch holding u‘ hra disacreog with 1ty or petition
For rev.vial 30 heo quleseces with the helding.

FO-Lleh o Hoidires Based on Insuficiency ol ies:onsa

Applirant may deny that his response was lacom-
plete,

divy e e Bxainer b no autheeity Lo oaos

npore g apr oo ction inowhieh no webion was Wien tar-
L the Gttt or v oo shortoned period, he mnay reverse

Judrment ag Lo whether or nolt an nnendment received
i such portod wag roesponslive and act on o cuuse of
el C"WH'M ter which he has previously held abundined,
| ool o revival of an abandoned applicatics but
Gohra b bt the caso vas neve s abandoned,
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LU dXamniner s

Jhare the bona i, noot o
isg filed before trnco ' arion of the six months
2 by Taw {or set shortened yeriod), bat through
corarent oversgsleht or lnadvoertence some point nece
iry booa complete connohae bhan bean omi tied, --such
a8 Aan amendment or argument ags Lo one or two or geveral
elaimg Invelved or alismature to Uho arendiont, --the
Rooaminer, So soon au | : pir, shou ld ree-
piire the applicant to con fote hia rodjonse within a
sracttied tine 1imit {gs 20 dorat . 20 the yoriod has
Trandy expired cv not suflicient ©voo i0 1ot to take
erien before the expiranios of *he period. I0 thia
Y (AIE, g,’gg‘w‘};ic’:;z‘jaglgg A VAP TR S B S e ld abandoned
cven iU the six months for aer ohertaned pordoed) hao
then expired., Jeo Hule 1901

i ¥
R

[N SR LR TN N P S SR

It there 18 sulficiont tigs Yot fov completion
ol tha response, arclicant Is pot iriszd in what rc%p@ﬂt
Fie response 48 ino oficlent ana the time within whioh
it mast he made fully responiive.

10108 Holding deaned
Respond Witiin

Jdhen an aqendment voaschos the latont Urfice
fnon tho diviaion) after the aupiratlon of the atoty-
bory reriod and there 1o oo J g oo the doteg
tnvolved, no question of recon Lrovrtoprogonted,

A;;"%
b
)

However , the Examine: ond vl crnelicant may
dicacres 08 o the date rom whyon the statubory por-
iod conmenced to run. Tn trdo oionenbaen, an o 4dn the oit-
vation itnvolvins gufficieney o rocranse, Lhe apslieant
may take issue with the Wpaminer avd voont ont to him
that his holdins was evronaos,

In sone dnstances drovw o, 0 nang wingn new Oy
slications are of such aatany st Lo ey not ho
} i ¥

adriitted for examina bl on oo ane 00 o c v o4Ce-
Licn or other reason bLul novertheloos are aezopbable
far rurpogses of securing o Pl b The Ohiier

Droftonan in auxch enson urlo b "ad. or
Filine date only."™  dhoen deag o i g reas
LO?VLQ by the Primary bainer de oo b ;,;«uiq?(}y
ctite o Lotter dn the eane et U on oo Treant bt
%Jn: drowings hnve boon admit God Top e ydryaauv uf
pciving Lhie applieation o 0740 o be bt that within
pinety daya he mast File Porosl st on mecting the
reguirenents of Rule 104 rvr‘fs coleernn with the
dravines on f1lea, The Iottor oo id nE Lot ly ahnto
Choan adtare Lo farntab sveb et o v T'!;'Ht the Ulme




gtnted will he as osufficient baole for helding
the = w»‘g coablon doned. Thig laetter of the Frimary

¥

Bxaniner will not ?:o. counted no o an acticn and the file
should be apvropriately markad s o RO Case atid placed
with the novr oaoes wvaadtins cebivn, 10 Forma! droaw-

Pt ara vt within the ninety-day poriod, an
votbicn oh waben holdin Lhe enno Aibf"llli’i(ﬁlu‘;(i, The
mnf*tvw-’v siomay be edteonded by Lo YPrionry Maonee

L e r U?’“Ik f‘ffitgﬁti‘?‘.%:;w

FO~T .00, ot itiong Hol bl Lo abnasdobond

iml 9 19, 3. awmvival ot J';:(!l]lllall()LA
cppi b ion A upplicabion abandoned
M:;»Wrmm . 5 >
for 100 cire oo prosecute aay boe revivoed
e perdbagy apedieation A0 14 dn shown
WL satisraecion of the Cownilisloner

b v dolny wang o unnvoidable. 4 poti-
LLon Lo pevive an abandened application

’
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»

mdat pe oagcceoripanied by a verifieod showing
of the causes ol the delay, by the pro-
pogcd Tavponde unless the same has been
proviousty Tiled, and by the petition

Hule 3.1 {Reproduced and discussed in 12 and
the Soction: uhocounder), is of ceneral nature and
provides rewcar Crenn vhe aeticn of the Irandney in
holdlrm case aronaened for inoafficient rosponse
or as Caee wd o with whieh heolding the ap-
plican

Petermination of these petitions may be del-
epated by the Corunissioner to the Supor "“m‘y LExan-
iners or to Ltne Solicitor or Law Examiners, but any
siret actlion may e reviouved by tho (4(,1.1‘.‘),..;..z;(guux‘.

¢
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potityen to revive an abomdonod application
A0 b contuesed with o opetitien fron oy Bran-

i detine of soandonment.  As stabted above aban-
doprernt n s resait not o only fron insafliclorey of ro-
sponse bat o aloo Cropoontire fallure to o vespond, within
the ctatutory reriod following an Offilce action,

dhere the nodding of abandonnont g predicated

ore the Jnoniticteosey of the response, or disagrecuent
an boocontrat bine dates the petition from such holding
comes uder e 5L and dees not regquire o fee.

The nere Slrin of o pebition will nol otay
Lha reriod for ceplying: oo an Gxasiner®s cetlon which
prry b i, oy inot the ascliestion nor ach s oa
stay of ottt o rreccadingdg. W opetition filed noar the
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GoOnCerng

o way eular ease involved. 14 nv petitlon to rovive.
Hopetitlon must ho sazconnantad by oa fes of $10.00,
g rropeged amendment to the preconing Uffiees action,
if no such amendment had boon pravicusiy £iled, and a
vnrifiad satlsfactory snowiny that the delay in prog-

seution was unavoldable, wole
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e Letition

un retition to gen asode condner 'y Helding

Hule 31,1 gbtates that Lhe wianiner "may bve di-
racted by the Commissioner +. Purmien g written stote-
et within n gpecifisd time setoin: forth the reasons
cor his decision upon the mtrors nvarred in the petl-
tlon, sunplylng a copry the cof 0 tne retitioner”,
citen, however, the Supervioory wyaminer passes upon
the question without requens oo suteh atantement fronm
tne gramdners, 1t the foave raived 15 cleny from the

T e {ﬁ #

On tebition to

weyvive

e

rHW‘V@ iy abandoned

In naowering o vecitlon oo
cittinn the Reaminor :zhm”. Poatate thae dube when the
%%ﬁiﬁﬁ baotomea ab vodorerd Whﬂ‘h~” the omendnent, if
T reoponsive and LF not, in owna b rospect 1t Ls
ctﬁv@, nnd whether 1t ,abs tio o dic tion in cone
Gittarn for ol towonece, 1 no o naon b s Plled or if
atitlion 1o not voritied the gnower should g0 stata.




Attention chouwld be dirgoted to the history of the cuse,
so [ar as pertiuent to the juestion of revivel, but no
recomnendnticn suould be made. A copy of the snswer
should Ye sent the petitioner.

10-12-8, Lispesal of Abandonoed i'iles

Bule “odio o o o o o o Cw e
Abandoned apriications may be destroved
after twenty years from their filing date,
except thoase to which particular attention
has beesn called and which have beon arked
for precservation, dbandined appllontions
will not be returned.

16-12-9, Paulling, Countings, Liasting

Aothie expiration of cach uarter an elamina-
tlon i rmade of the Tiles in each division to list whieh
applications fuve becone abandoned during gsuech quarter.

Similarly b the end of each quartor when the
forfeited cases noae returned to the division by the
(sgue Diviaiop for entering the notation "lMorfeited®
on the reristar onrogite the entry of cach case, o liut
should be propared of these cases, arranced according
to serial nunmrvers and forwarded to the Application
Divigsicn for entry on the records there. ''his l1list
sheuld sve the aane of the inventor opposite the ser-
ial number. JSeo Clerk's Manual Tor detuila,

10-12-10. Dogtruc bion of Abundoned 1Mileg

] - - ot
[1¢] > l'-.) © A &:'“ Dia

10-12-11. Urdering Abandoned 511loy

Avandened Ui les may be obtained from the aban-
doned IMileo Section by £illing; out Lorm GOZ2 with the
necessary dava nad leaving these forms with Lhe clerk
in eharce.  Tne name of the Lyxaminer ordoring the Tile
should apnear on the form. -.The {ile should boe promptly
returncd when ihe Exaniner has Uindshed with 1t.

10-12-12. dpere Office Action io Returned

13 Undellve rable,

- _ .y
IS TSI T LT AT

Anc aprliceation in which an Offfice letter wags
returned by tno Pogt Office and in which the Of'fice wag




ansuccessful in remailing sueh letter, ig Piled away
[topather with the raturned enwvelopes) and eventually
sant to the Abandoned Flles otoinae roem. See T-4-73.

[G-12«12 {al Lettar of Abandonment Necelved
After application ia allowed

A letter of abandomasnt received alter an appll-

ention is allowed 13 answored by the Issue and invatte
Branch, the letter belng girmed by the Execublve Urficer.




10-173. Swanrine Hack of Nerae;
| AT iaylh undep Cploe o

Lo ovarcona oitad mtent or o 4o Linn,  hien
AN annl et Lo 1o reiscted ol caravenas o o
dameatie g vent o wivieh aubstantially o ove or
dnacribas bty doss not elaim he relected in-
vantion, opr on rafarence to -~ Coralen ontant
or Lo printad rublientlon, oid Lhe appli-
cant hall meke oath to facta howing n some
nlettan of *ha invantion in @ vis aountry bhe-
fore the “iiine dotae of the onlicntion on
which the domentie patent issned, or bafore
the tiote o the foreiegn patonn, or before
the ate o the orinted publicotion, and
el l log make e th thet he Yo a never abone-
wionhe anven tlon, then the notant or pub-
cinet ahnll not bar the prant of n
it to Lhe avplieant, unlens the dste of
aueh rotant or vreinted nublication bhe mors
Fron one o vrior o the doce on winizch the
aotr o bian cena fled din thia country,

Troe ot aeing, of faectg ahal? be saeh, in
character ang veisht, ag to eatohliah rae-
duction to practice nrlor to the affactive
dote of the referencs, or cohception nrior
o et Pective date of the rofoerence
vk b due diligense to o osubsenuent
reduction to vractice or to Lhe filing of
the apriicotion, Original exbibite of draw-
ings or records, or photographic or photo-
statie coples theracf, must accompnay and
form nart of the affidavit or thelr ahsence
nntiefectorily explained, and rvoof mar be

P g A by re
rexdivl ) ol

Gule A1 Affidavit or o o invantion
by
e

Arer e hened

gy o

nubiieation dated wrior Lo an appli-
conttn ol Miiing date, or any potent of prior
£41 ine dnter in ito disclosure pertinent to the
elaimed fnvention, ig available for use by the examiner
ag A reforence  either basle or auxiliary, in the re-
Jection or the clatms of the application.

Suelov e ference may be overcoms, In certain instances
notad bolow, by aprlieantts f4ling of an affidavit under
Rule 107 knovn o "aweaarine baek” off the reference.

fffidayvite under Hule 18,1 anply

(hy  “here potforance date tn Joss thnn ene year prior
ter npntiennt’a £ ling date,




'BY Vhere raeferancae o ows bt does not elaim the in-
vention.

(C} Yhere patent is Lo anothar inventor, deaspite
common asgignment of patent and ﬂrﬁliCﬁﬁiﬂn et
jected. In re Pack, 17406 C,D. 30H; /90 0,0, 357,

(B} In eonnection with thae uae of "eopending ypatenta®
as references, 1t i3 to be noted that 1t ia
proper to uge auch a patent elthar ns n banie or
an auxiliary refarence, or both tha baslo und
anxilinry raferances may ba “copending pntaenta®,
Minn, Mining & MPe, Co. v, Coa, 1038 C.D, 100;
AGT 0.0, 766,

(B} After appeal to the Board of Appeals, but is
not admisalble unless necompanied by an necept-
able nffidavit under ile 16,2 sxploining the
delay in filing the Bule 18.1 affidavit, Bx

arte Bowyer 1030 C.D, 5, 504 0.0, 759, See
alq90 14~1=11.

Afridavit under Ruls 14.1 not propear:

A. Where reference date is mors than one yvear back
of applicant®s Piling date. "Stotutory Bar", Uec. A086,

Re3e

B, Vhere the reference patant claimsa the invention,
Rule 23,1 Interfarence.

C. "here reference is o foraign patent Lo apnlicant
or nis leral representatives izaued on an applicntion Mled
more than twelve months prior te the vLlinge dato of the

domestic apnlication.

D. Yhere the effective Ciling date of avplicant's
parent aprlication or an Tnternabional Convention proved £il-
ing date is prior to the effective date of bthe rel~ rance,

E. Yhere the referencc iz a prior V.5, Potent to the
gsame party, claiming the same iavention, the question in-
volved 13 one of "double patentinge”

10-1%a. Raference Pat-nb Bntitl ed
To Foreipn #iling Dnte

i vt

Tn overcoming, under ule 15,1, a dansatic patent
where the patentes hng an anrlier foreign f1ling date to
which he wonld be entitled in astablishinge priority to the
invention claimed in the patent, it ig NOT necescary or
the applicant to earry hig date back of the pabenteo o
FORBIGN £iling date. (Comminagioner's decision in Tnter-




ferenca
¥y

ant

involving Vivias: orlieation, now pot-

1, 1”5,)

Shentd 1t e wmatnablished that the pvortion of the
prtent 41 niver relied on a3 tha resrence was {ntro-
dneed inte the rnatent applicatien bhw wmandment and nn
guch wna new matter, the date to he overcome by the aft'i-
davit 18 fthe dnte of the amendment. In re Willinm at nl,
10%% .0, 200 Any 0,0, 53K,

10-17b. Genernd Ile (Genug and fipecies

asame

T mechentenl ecagan, whare a patont eontning peneric
elatma and dtrelosen but dces not elaim a npecies, an
aprlicant  bhv affidovit under Rmla Y81 may antednte prt-
ﬁmm hy abtowing Lhe peduction to ﬁrﬂa,ifﬁ of a single AT -
eima prior Lo the effective dnte of the yatent,

10-1%¢ . Peeaptions and Prrctices

el nkive Lo Ghemical Lades

vy osapescien vao used nealingt an anpll-
ention i ey w}ﬂim“. The atPidavit showed 2 rae-
duetion to proctics of a different acecieg, It was held
that thig ~fridavit 414 not overcome “he reference. A
aeoond n““?wnvit showed a reduction t» practice, of the
anme anpecten aa tha prt @nt@ prior to *h@ effectivae date

, v towi bt ot d geeond affldavit wna held Lo over-

& oputent aboow

ey g

v omeforencn. Broparte Fryline 1947 G.Dy §;
”‘“E‘*%\g @ nr ’i’“z wall establishad in chemical cnaes,

» compositions of matter, that the
inn clted raeforence g gufficient
Teant from obt dning reneric clnims,

qure in on oo nplicotion of n apeclen may
in for o peneric clnim,” In re

S04 ATE 0.6, 107,

-

A cane along thin line o In re Hyrides,
Coulia Loo 0.0, 501, wherain Fyridag had previonsly

hmwu P intarfersence with Anderoon.  Anderann wng the
ﬁmzw,t reopt oot "“m“‘w pnrtien hnd roneric Hacloonpen,
Ty v tiled pe in‘rﬂ‘v by the court ng to the

oo oo the eala that he bl an enrlier oo
ap b be By w%\wh ﬁ*m} oaed o2l le gpacion.

Figr tarminnted nnd ax Q%Mﬁ R
z np res e bed Lhie panseio olotme in
oo bhe nderson ooptiention on the
Chﬂ cemrt hind avorded Yyrides primz%fw
ttton 16 Ald not neceaanrily follow
Rl ed to the nile nees of ol rimn Por
to. The eonpet Ehe rtnminer,

AR A SRt

vt
fre the
fhe

'

AR NS




stnting:

"We have hsretofore steted that the awarding of
priority to an soplicant in an interference pro-
cseding does not insure or aven suggest, that he
jg necesaarilv entitled to his claim in n patent.”

¥yrides by affidavit under formar Rule 75 nttempted
o overooma the Anderson apntiention by Fyrides enrlier
spnliention, The affidavit vnn held to eatnbliah no more
than that one apecies had bean reduced Lo practice as of
that date, A showing of one anecing nlone by ef ther n
ale 18.1 affidavit or an earliar apnliention lanoking n
venarie disclosure does not overcome an Interveninege ref-
asrence whogse effectlive date s prior to the filing date of
the spplieation in which the ganeric clalm 1o agserted,

The auantum of showineg in nn arfidovit under Mle 18.1
necananry to overcome o rejection of seneric o hamical
¢lnima on discloged but unclaimed snecies varies with the
circumstances,

In mceordance witii the trond ol present practice, it
cannot now be stated that any ardlitrary number of species
will be regarded as sufficient in wll cases, but the show-
ing in the partiecular case ghould be representative at
leaat of the e¢lass covered by the rejected generic claim.

"larkush" Type Genus Cloalme

Where a claim recitins o Varkonsh proup i rejected on
a reference dlsclosineg but not clowmine a spreciflice member
of the proup, the reference connot be avoided by an affi-
davit under Rule 18.1 stowine o differcnt member of the
FTOUD.,

The affidavit must actually show the specles of the
reference or nt least n species vhich would be clearly
surpestive thereof. In re Faase et al., 1914 C.D., 271;
£6% 0.6, 582 did not involve an affidavit under Rule 19.1
but eppears to suprort this doctrine.

10-17%<1, “ho Yay Make AL{7dnvit

R

i The Tnventor (applicant).

B, One of two joint jnventors is vcecepted vhere
aultable oxecuse 1o oiven ffor failure of the
other aprllcont to iy, Curlson et ol 1036
Colle 5 ALD O, 470,
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the reference, such foreign drplzhuﬁsdl will void the
referance i¥ a cartifial copy of the foreign application
is filed, together with a8 Sworn t?ﬁnﬂhﬁtiﬁn if the conv
he not in Enelish, Tx parte Mattlat, 102 5 8.0, 621 347
& 4,;(,?,4 lfaﬁ £

FACTS, not conclusions.

AB shawn in atbanhed aketohes,
s shown in attached blusprints,
Ag ind lented by sceompranving modal,

,,%.,‘\«\ﬁ
amg oy
w65

o Be

et el o e ST

[y Sfm oghovy in ot btacthed vhotoerranha,
i B T¢ vearbanl disciosaran wors node ingstend of

tna above, cuppwrhinge stouomendbs by tha
witnens w%} he neeentabie,

[y I the ABted or Lhe erhibiLa have b aan
ramoved or Bl ocked off, the anttar of duten
con be taken cnce of 1t ke body of Lhe onth,

The detes 10 oo oot reer he thio aetund
dnten o, %? Bhe aond T oond doen el deaire $o
dilaclone Wit o fband o ee e miy maprely
nlleme whint Ll oot vl el Loy oe e pred
;’Mwﬂ 't,u Lhe e Pileo v datoe of Lhe raflerencea,

L reneral allesntion that L raventlon vas oM
phested WM(W Lo applieant o Oy date da nol onffrd-
clent. ZEx purte Saundars, (800 0000 D5 Mg 0.0, 1004, Tt
e b mw'é“”“@m ;

mwﬁ‘% cont rivle ion o heo e aghoold no atote,
e nrd degeribe Coaec o e skeholime vars made

APNEY oI5 "“? elr contonty roenerhoored o thay ghonld be
r@mrm&uwwﬁ and @”?m?ﬂ%w< by pdecs of the orteinnls,  The
me courae ahould be oaroosd 0 Vhe dlselooure vng by
e of model o TE ety oy ok ercben nar mndels fre Pae
iled upon, but 4% 19 olotmed thar veched

7

1odtiaciooares,

i

aufficiently cleanr to tndicore dal i e coneeptinn of the

loweantion, vere maode the witnen: shonid atabe ng nenrly ag
noptg Tl e the Tanpanes aned 0 (oiraorthinges i’?mwhwhm LR AL

trventinn to ofbhera, ™ By opocte opevan 300000 1 107,
Co L, R,

Thee a1 rmmr Siherbes WU o ot e o el f’!t‘)t'um
mevribeo e eryp ko E"' G AT I Y ot Bhiepent o0 g pe
awo b Pebhbe b rebiesr G“mfl«'r‘ﬂv“" bty aetgorn of prvend iem
W T fbvem aore ot M”“’!H"fﬁ'f ab o drles

prtor Lo Bl { Pree dale of L. Where Lhare hog
ot hieerrn ped “'f’ Bivry toov ppese Uloes A ) conntry prior to
tlgm bt af the relorenos Lhe avplroant muth ohow 4111
venea I bhe comndetion of Yo dnvertion from b ime fant
prlor to thet donte contimmeisby o Lo Lhe dnte of 11 4ne,




whieh reonste fytess o construetive recucoion bto pme:lce,
In this connaction, nate the followi-r

oer o eanrion AP oan dinvention v dspoed

Beoasar joetre, drawinrg, and eves o model, o
riere tnvention under rhe nmtent

Coast o eanfars no rights on o Thonttor
g oo affact on a subssqguen by g?in1md
1L wnothe o, URLESS HE FOLIOAS 10 WITH
DITLIGENCE BY 30VE Ofiwsn or ;ﬂﬁh
raduction to practic- oy iling
ot fPor a patent,” Yo osmntie
atile U0, ve Poasumatic toale dorp.,
LA 0,0, 108 139 6,0, O,

Shars cosncer tion sceurg prior o the Jdate of the
reference  hut &@dnm*‘nn to practics s afterward 1t is
not ancoodl o mepeste o aliape than t apylicant hnd been
At 11 prent . crte Thnter, 1880 C.h. Ly 19 0.5, 733,

o ol

Phreo raeo ©o be cotablished under Nule 18.1 are
gimilor to ihosa to e nroved in Interference,., Under
Rule 17,7 2vpo aoent wavy show conecept toinn in this country
prior to the dree of the reference, courled with 4111 pance
up to the thime oY raduaction to practice, which may be ne-
tual or consnructive,

Concepticn © 8 the mental mrt of Lo inventive act,
but 1t muat he copable of proof, ng by drawines, complete
dlsclosure Lo another pergon, ete. Jn Mergenthaler v,
Seudder, 16877 C.h. 724 81 L.G. 1417 it was ostablished
that conecaption 18 more than a mere varue ifdea of row to
golve n yvﬁblnM the meung themselves nnid their inter-
action must be comrrehended also.

1015 % Diligence

Yot to oaeast by diligence i3 broneht out in Christie
Ve sevhold, 1005 CL.D, 815 64 0,G, 1650 In pitent 1naw,
an jnventor fﬂ n)‘hwr diligent at a "ffvn time or ha in
not. d1lipent, there are2 no deprees of dilicence. /L man
mry he diX&vwnL thhjn the meaning of 1rv witent Tov when
hiv

he fa deine nothime, 1f hisg lack of oo 1ty 1o exonged,

10=1700, Yedustion to Pracii oo

Redvctron to practice o defined oo Corona v, Dovan,
Tapd c,on, ona sT0 0,0, 1011 wherel n the makine of
brief ~xom oo Licn of test alabs of rabber congtituled g
valtd reduoction to practice of an invention even though a
commercial rorm of the invention had ael been made nor
taated, L Lot oo vrnnmacessnry if the device be so oinple
that makine 40 o feen Lo ahow thnt 0 wenld worlk,




Yagon v. Hepburn, 1078 0.0, 510 34 0.6, 147, If various
related chemicals are tried out in sequence, thelir chemical
hehavior may be go predictable that compounding a substance
~ay be a vnlid reduction to practlce without a test, but

if guch predictlon 1o not obvious, the date of feastineg is
the drte of actual reduction to practice,

JEATS R P (N ITnterforence Atatenants and
Teatimony .omet imes Used

& prealiminary statement in Intevflersnce mny be ne-
captad In sane coges np aqulvalent Lo an affidovit,

In placa of an o' fidavit the teatimony of the appli-
ennt in an fntarferance moy be naed to antednte n refsrence,

The vurt of the testimony to form the boslyg of vriori-
ty over Lhe reforence should be pointed out, B4 pmnatle
towver, 1930 G.D, [y H05 0,06 759,

Towl3=d, Aots Reliad Upon Must Have
Reen Gorried out an inie country

The affidavit must contein an allsegation that the
sets relied upon to establish the date prior to the rofer-
ence wers carried out in this country. Oee Tublic Law
500, Dection @,

10-1%-4, ZExhiblts Vay Be Submitted ITn The Form Of:

A.  OSketches

Be FBlueprints

C. Modsels

., Thotorramhs

B, Otatements of vitnesn

Mot Dates on the extiibl s mov bae blocked out if
taken care of in the body of the onth,

Brhibita f4lcd oo et of an afPidavit under Nule 18.1
thnt are too bulky to be placead in the application file
ara retained in the Txaminln- Diviadd on until the cnse is
finnlly dianooed ofe hen the cnoe soes to $ssus (or aban-
apt ) the azbiibhits nrea nent to the Model Room, notation
iy thio effect belne roule on the maprgin of the aoffldavit,

10-17-5 Praned Tpon Dy Trdog ey Sxominer

% I SR

The nuestion of sufficiency of affidavits under Rule




17,1 shonle he veviewesd and decided by the Tzamipner 'n
eharrce of 1va davigion, [(frdap ~7)10

33

i Mraversing op ancoprtinge Cafepepoen
TN e 1,0 h -
.

10=12, frrid vy

Pew Tobe 10,0 00 ovits Loy o e oronndn of
redectlon,

gy o ool les Uion g oo aeted on ref-

coospee Lo dorpaotde rmtant o biel aabhatontinl e
v s cenertibes bul doea nor o cbote e In-
ention, or oon vefarence Lo o Porcten mtent,
Wit to oo oretntaed sobltention, oo Lo aets

Ehin Pre v psonnl knovlades of on o amnlovao
of B o lea, or o ban ralaciod apon o ropind e
Grocapnh i e s opaeation ottt ethoted to oo
poette coqpee o boaantng Lhaoal bered Tnvention
Pooohedd v o dnererat ive or Yoeh e in

vhit e, or f'v"**twﬁ ous opr Iniortous Lo onklide
el e varala, ~0rtdavits Ceovaradns thano

S RAREN RN SERNRTLTIRE S o *h_&ﬂ?euq“ mevy b recalved,

Semloeantt nonetines Jurar the seonceution of theip
arnlicat?ions fle affldvitn nttemntine to overeodie e«
jections, igh afPidavits agho1A Y ddranted Lo on fanye
rairced in the core, ex mrts Tobipron, 1000 0,0, IDY. 115
NeMe lr’q epd b Td racite Mooto Ypatengl of vwﬂvlnz N
and onintons, ew o owrte Lomunder, 1070 O,0, 101y 157 0.4,
?(;"},

CPCLAnyita svearinge he of o veloproone have heesn
treated undar 10-17.

Tl 102 enamarates veordoos sroands of reafoction
Whero o0t dg ol pgeakine to remoue thean peoavactive reouanda
mav he oo ived,
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the ratontan Lo no onportuntty to do o t*&ﬁ cpeeract Yoo
of hic ciniceed dnvantion, the offidavit boadd st Ve

riven bLhe annal ot ban )f' an ofPido vt e Yho Bindinge
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bea accoprdod ooy the ataturn of an esnpantion »® nvdnton
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the affidavit will be sdmitted and considered by the Examiner.

Affidavits relating to the following subject matter
hive gsometimes been oiven weirht,

The statements and conclusions sat forth in affidavits,
however, have no binding effect uron the consideration of
an anpliention by the Fxominer,




Lu=-15 LLaTviews

=151, Genveral tolicy, nov o Joniaotad
Toe poroogny soaoaeante GfF on aradbsonal or tia
perer . D@ oy Cb e gt npredant bing e propiy

L I3
consbteration 1o cunsideraod an interyies I iLa more
tisived acnse novaver . an intarviow compsiiy polates
natdernt lon by tne feaminer and L nbios ey op

&L

Tre copaloions unaer which intoerviess with tpe
Bramaner (I . woo pramely Bxariper or, o bl abaonce,
Lne ASalanant oLy Saminer; ony ba hno ’w 2OYQ e d
Hube Lo < Lhe ueon saraccanh of vhioe statog

”Lnrﬂ“v#zm“ wibh BXnminers conesrning

b tounne e oW Eer mabLoers oondging
Pl s Lepe b pee fmush be o nad o an Lhe

f
I

W et o B osuch 6w, within
Gl e oty s LI Y"!"’!W‘-wve‘" ek O
fnors oy desipnate,  dntevviows will
G b roriabbend oab o any onbher blme op
aae v thout Lhe sdthor ity of Lhe

P Cereyt interviews tor tnpe dlge
cuubéa“ slotne patenteanlillty of nonde
bngs npobieations will a0t be bad prior
tey e paron ort'ileolal asction Lheroon.
ahould be nrranced or in

Tho Primary sxaniner ordinerily conducts the

t; :.‘

ticant o an dovey cxeatbtine fno o poeatibee anpiiestion.

by

i
interview, vith the bxaminer iln charge of the appllcotion
f,

usually preoon

Hquver, vhe Primary rszamincre may, in
hig diasceretion horis

the Kreminer in crnnpepe of the
applicatvion to o0 o ﬁpwll anta ang ntLorneys ghoyld
not lnterviev ot hramipners excent by oosoponn pere
micoion of "ne brioary m.,‘.nr .

An intery ov choukd normally be arrangead foroin
advance a0 by [oLnop, belagram or phono eold o b ortar
to inoure Lhet Sne Fooimeory BaRaminer nod/or o tne dSgnninor
in charpe ot tno annbdeation w1l be peagont o Ghe

(\J{V'fi’j('p v‘[‘i?‘!( IR RN T'/“’[{ ;r!vﬁ,g)‘-’i?u?n(w” y,”{rﬂ e ey .rz?,ﬁ",:’;”iw“f ”‘T‘

plinont roanestin e an onberviow withont ooy neoyions
nufir;w Lo b e may wall justily o poo cefunnl of
the *M’w**;; e oot kol Lime o BhEs nmeticoaloriy o oan
involved e P bt Lo oan inborvicow Lied wholly

within vhe gigcration of the Primary Brominer

An incaryiow ahould ne ped onlv wnoen Lpe nebure
of the applicab lon cdmits of auch and colely Lo davelop
Ao oclarily cpec e danues el to resch o mvbual




underatand ing between the Sxaminer and the applicant, and,
if tre application is not under tinel rejection, to close

tho nreaecutisn thereof. Thus the attorney vhen presenting
¥ Lo orar osn iaterview should oe ully prepared to

$iacusa bre losues raised in tre Uf'ice action. When LU s
ohvioun that the attorney is not so prenared or does not
undarastand the laaues involved an interview should not be
pepm b bed

The Ereminer srould pnot heasitate to state, 1 auch
ber Lhe cnge, that clalms pregented vor conslderation at
the Intervlow racsulre further seaveh and study ond that
Lhe atstus of the applleation doas not warrant nn Interview
nt thris time. Nor should the Examiner hesitate to conclude
an interview when it appears that no common ground has
peen reached, it belng apparent wrat one anplication requires
turtner aoendment or an additiocant actlon by the Biaminer.

¥
L
¢
i

In no cmme should an interview bo allowsd Lo become
protracted vith the expsnditure oi an unreasonnble amount
ot the Exemliner's time. It is the auty of the Primary
i ¢ Lo #ase that an interview la not extonded beyond a
reasonetle perliod even when ne does not personnlly parti-
clpate In the Interview. Matters irrelovent to the subject
matter ahould not be discusged.

Where thare 18 an attorney of record in the appli-
cntion, an interview with the appllicant alons, vwith or
vithout previous notlce, should normally pe refused vhere
it ig &, parent that the applicant is not Yamilinr with
potent practice and wrere his sregsence indlcoton only a
dealre to explaln nils invention or its commercinl possi-
bilities, or to argue that tre rejection is not proper,
or refercnces ares not pertinent. In tnis respect attention
s directed to the proviso in Rule 1.0 that the "0ftice
cannot act ags expounder of the patent lew, nor ags counsellor
ftor indlviduasls.”

During an interview in which tre applicent ig
nrosecutineg nhls ovn cage and is noteromiliar vith Crtice
procedure the Examiner may mi:ke susgestions thau will
pdvance e prosecutlon of itre case; this lies vholly
vithin nla discretion. Too much time, however, should
not be sallowed for such Interviews.

IRV RPED RE No lnterview lornitted
Prior to First Officianl Actlon

No interview 1s permicted on an application prior
to the tarot orfliclal action thereon. And 1t obviously
fotlows that no interview ean be reold in advance ot the
Piling ot an application., In tria resard it is the
practlice of many attorneys, searchers and inventors to
conasult the Bzaminer as to the tleld of gearch or vhether
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reparalng an anplication unless it re oa~ in enich anid
attorney is tre applicant. Pover to {-1 ect eiven a dis-
rarred attorney will not be acceptad Ly the Examiner,

lu~15-1a, No Inter iarte -ueations
Dlacusned &Y Larte

After an interference i3 declared Lhe Lxaminery
may nob diseues inter parve aquestions eox parte v ith any
o tne interested parties. Soe 1-0-1.

Lo~ 1R« Biposurce o) oLhar wages

Prior to an interview tra Lxominer should arrange
nis desk such that riles, aravings sna ovher paners are
plreead out of view excenpt those necessary in the interview.
gea 2«1,

1u-1%-3 Demonsuvravion, kxhrivits, Models

The inventlon in question mnv be erxhibited or demon-
strated during tre intarview ov & mdel tnereof which may
ve aant Le vhe Ul'rice prior to t'e interview wrere it is
received in the model room any rorwardsg to vhe division.

A model is not to be received oy tne Examiner direstly from
the applicant or nis avvorney.

, All models received in this vitice, whether torming
pari ol an applicavion, or filed upon request from the
Fxeminer, must be received trom tne wodel soom and not f'rom
tre applicant or nis agent. It ig nocosasry that all models
ahould be taken Lo uhe Model Hoom ror proper recording in
order that they may be located under subsequent inaquiry and
ror rinal alsposition. lhe Zxaminers should, therefors,
retuse to accept models from inventore or attorneys. Models
pronerly recelved and entered upon tna pooks o1 the Model
vlerk will be aelivered by a renrescatatlve of vhe Property
Glevik's Of'tice.,

Oftentimes & modol or exhivit is not given into the
custody obf the Litice vut is vrousht glirectly into the
Aivigsion vy vhe ettorney asolely tor ingrnecrion or demope
suration during the course oL the interview. This is
parminannle. DUDemonatrations o1 npparstus or exrivits 106
large to be brought Into the uit'ice mnv pe viewed by the
Exnminoer outaide ot tne Orrice, (in Wasninecwon) with the
approval ol the Prlmary Sxominer. 1t is presumed that the
ritnosging o a daemonatration or tne viewing of an exnibit
in nctually esgentlal in tre developing and elarityine ot
the issues lovolvad in tre apnliecnnion.
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Rule 16.5 . . . "in presentine new or
amended c¢laims, the arplicant must polint out
how they avold any reference or rround nf
rejection of record which may be paortinent,
and in addinge clalms which lnorcoase Lo
total pumber in thoe ease bLie applicant
ghould and may be requlirea to show hav tnoy
substantially dif Ter from cach other nndd
from the other claims,.”

The prompt development of o clear 10 .ue 'or fiag)
rejection op deilindte reasons for allowanco o' Lhe ¢l i
raquires that the responses ol Lna apnlicant be intalli-
ront and meet the nbjections and rejections of the ex-
simliner.

Amendman ts_not Fully neaponusive
Action to He 'I'akan

I there 13 sufficient time remaining in the six
months 3tatutory period or set shortened pericd when ap-
plicant's amendment is found to be not fully responsive
Lo the last Uffice action, & letter should at once be sent
applicuant pointing out wherein his omendment fuila to fully
reapond, coupled with a warning that the response must be
completed within the time period in order tu aveid abandon-
ment. uese 10-12-2,

Where a hona fide response to an eiaminer's action
ig filed before the expiration of the permlusible period,
but through an aprarent oversight or inadvortence some
point necessary to a complete response has heen omitted,
-- guch as an amendment or argument as to one or two of
several claims involved or signature to the nnendment ,--
the examiner, as soon as he notes the omission, should
require the applicant to complete his rrgponse within a
specified time 1limit (usually 20 days). 1f thic is done
the applicaticn should not be held abandoned even though
the prescribed period has expired.

Rule 15.1 requires that the applicant’s nction
"must appear throurshouat to be a bona fide attempt to ad-
vance the cane to final action.”™ ‘“Thus, in dociding the
question whether a slightly defective amendmont i1a ouch
ar gaves the case from abandonment, the cood Taith of
the applleant in making the respongo must be conasidored.
The exnminer tests ont this reood faith by gelting g time
Pimdt for suypplying the inadvertently omittod mabber.
dhether thoe applicant does or does not supply such ming-
ing matter within the 1 0 Limit will eonable Lhe oxaniner
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If the amnendment is proverly aigned
If the amendment has bepen Iled withi
tery perind, seb shvrtoned paricd ox f?ne il
It the anendmnent s Mily roapoasive
If the ehangea pade b the o !

n othe atatu-
it

) oy
BB BOCIs N

ot

Voorrant, L -

I the eage 1 special

If ¢laimg are OOHLHG for nertaerolog apd Lo aseer-
tain the probability of m inturrurnucu it oany pondicoo
application.

b3 o=, Jrnedinte Inspoction of Anendmn!’
Tor AL R AN

A

The sueadmant muat be lnpopectad Lo detormine i it
ty atened by the invontor or oomgone whe hwds power Lo asigsn
for the fovontor, Soa 10-2 Sipgnatores Lo debiong and de-
ARONTeS.

AR NERY AR wdiate dnepection uf asondronl to
auarrdnﬂ if Witiin Time Teriod for

ML 6

szl it must be inspectod, as to its date of
Office and as to the previous Office nction
shortened period hoad been set, an extensicn
gr tho gix months stavutory yﬁrind applioy, to
d : iy ﬁh@ amendment has beon filed within Lhe per-
Lod fwr rﬁufcn See 10-12-2

A

10-16~5, Lmediate Ingpection of Amendment to
Petarmine 1f Fully Regponsive

The amendment torecther with the last Office action
should be inspected inmediately to jetermlum il the amend-

mont ig completely reoponsive. :
=1 h=h Inmediate Inspection of Arcy . to

“Translter

Determine 10 Chan oo biade da

ﬁwp?icﬂ;fwn‘ should be ingpected Lo ol ormine 10
Lo canecellation of c¢latms in the case or nmendpments nade
in the elaims chanpe the cliascifiention of the cnve to
anobhoer divigion., Casco in which division 1o rejquired or
which nre under Deal Prosecuti:n chonld be especially noted
s bhe ol 'H:iFicmt1¢41«)L gueth caoson 1o Croguently chanced
by oan onmondoe st dqrid the Lreansfer ol the cnse should not be

theybryscent,

3
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re~16-1, Loedinte Inecpection of Ancndmonl, by

]
i ‘_“‘\’gﬁy’yth},!:i Aff‘ K}yhni F(FT‘

Amandr oo s inntid b sz.mh'?wl o daltaraine i
gloaims are crosonted thuao nee coptod Crom o prbent for
intorforencea, & anendmont merely ‘PeJlHLTnH unosu;prontod
eloime from o poatont oashiing for oo nterforonce doog not
stay the punndng of the grotatery pourlod datingy fron an
nnanavered Urflco aetian.  «oa Goo, 14,

10-16~%. Anendnionts Sont to Wrong Bivision

Bau j-1-14,

10-16~10, Apepdiments Not 1o Peprmanont Dk

an ammendwont ln o other thau permenent ink is
filsd, 1t is entered, but o poramoanunt copy is roguired
to be filed. & pood curbon copy 13 accept.bla,

10-16-11., Lolegropiie, fondognt

e

11

Whon o tolepran asmoendment g recedved 1bo1a

placed in the file, but nol wutered. Lf rbaification

of thia amendment doeu pol folicow 1 duo Llne, the appli-
cant is notified that propes ravalicotion In rejuired;
otherwise, tho telerqsram will not be ncceptod o5 o rosponse
Lo the former Vfice oetion, I he doos robivy pr
the amendment 1o entercd. (8uo ax narte Wiaary, 1€
C.D. 253; 197 0,G. %34,)

onlplly,
[

1%

Thne seme Logt oo Lo conplotonons ol response
applies to on amendment sent by belosraph o0 Lo oono sont

by mall,
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of the apoolicts Lribunal axcest a8 provided
by Rule %2.4, 4after decislon cu uppoual,
anendnent s csu OnRL1Y e node s rovided in
Bule % .9, op Lo carry inso M'mﬂt, 2 raeon-

mends xu‘ia nounder Ruls 32.7.

Unee o final rojaction wiht 19 not oremature hng
baep entered In o case 1t should aoct be withdruwh except
on the showin,s re puired by Hule lo.2 and the approval of
the Jupesrviscery Bxaminer. Thins doon 30t mean that no fup-
ther amendnent oy argunment will be considered. Any anmond-
wnﬂt that will »luas F ﬁiﬂﬁ sithar in gondition Tor

wine ofF Lo ot form fop oo paul will bo enterod,
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e 13
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AT
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In svery cuase where an amendnant is flled after
wl r@J@@tiwﬂ, guoh amondmont will bs considorcd by the
» cdeast to ?%ﬂ axtant of dﬂ?armininm whethor the
] alofma could boe allovod without fupe
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. i @Y%imé without cancelling corrss ondins Pionlly Do
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Vihare the
for allovance
slant,

Wheres an anendaent Sfilod wlter fined rojoctlon,
shin the stotutory perisd, not accompanisd by the £4ling
mf an appeal, dues not place thoe oude in condition for
srsd thint the anendmont hog

i
allovance, apyiiconnt Lo ing 5
not besen opntered o LU Lo not ddarved to bLe a propor
resyongse to the {inal bt ol e  Mhoun such gy smendment
ig also pressnted for purposes of sppeasl and 1 congldored
by the ﬁm“wizmr 0 Mmm the cnge in batter condition for
ol 4 y b tnforpad thnt the g mti vant, will

byew exrpboes prendd el oo Bhe PiTine of Lhe 00l

b

ppptia bt bo properly e .'}pﬂnti boono finald
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ment b Lhe sbatus of one filed undor Hete o0 0 Lt
onhry Lo oo mnther of srace,  For ddocassion 0 o e
Filed under Rulo 34,0 goo Jo-16-1/,

Bowsrver s Lhe suaandmant Lo Colod b nh G e,
rocolyed by Lhe oxondooor oo Loonae et i :
netice of adltowinee, 16 b Dho aoee aboooling:
vy o Lhowsh the notice nsd not boen moilod.
din enau e not booll closod Lo furthor prosocution,
et by Ulna D rojestion of one or poeo elaias, or by oan aee
pron cbboulng b oo Bhe edladan apatico w10 oannitlod Lo
st cwrixdbaent opbered oevon Chousn 1L oy ho neoon

)
vitilulrow i Tkl Licatbi Loy Fro
R
\

o iooue.  duch with
Lovievear, 'i';.:f! urm«') :,rz\.r;/ if‘ h( r‘mc.-nfi'xt'm“r m: 'Hur

a8 uuuve Loaplled, the ease will not be withdrawn
from dosue for the entry of an anendonent Lhat, would ro-
open the predecution L the OPPice sction neil frecoding
tiry pobiec of nllowance closed tho oo Lo Duethar anend-
ment, t.0.. by indicating the poatentaniiity of 11 ol the
chubig. or by allowing somw and Dloally vojoctins the po.

maindor,

aftor car applicant has been notified vhint Lhe
are bl allowable, further jrosceution ol the
oLl enne iu oo matter of ,,,.\,\1()". sidonot o raonht
e guayte, 1945 C.D, 11, 4%% 0.G. 214).  To thig
dor rneblco affectin: Lthe sboatine of o qaonendooent
raceivend in bhe Office on the dale o 1viliin the notice
of llowaiee, oo oaot forth in ox parte Milier 922 CLD.
56 0N OLGL 419, 1o nodified,

Lo 1o-1600 Practice Whoero Coplod Pateont Clioins dpo
Fited in o Gooo in 1oone

e s roocdeae o lows b To o be Poblowved wiien oan
coonelbent 1o recoived aftter nolice ol ol loveaies, whiieh
P bvdon ane o nore eladmg copied o oamhstt bl
cobedd ey o0 pinhbonih

Whore Lhe owapdnope, atber connador o tion o0 Buo
peopesiod amendrniont . Pinds o cne o e o8 Lo b
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1¢-16-21, aoundiieod s Under Rute 5000
Co Lod 1otent Clol g

A thie cpondimost, whichh thio oo Lieqh 5o 0 to huavo
antered uider Bule %d.0  posonts cocled  bont el Gng,  and
the e oooonar 1o of the oqdnton thet ono e aoro off than
IO Gontable to Lhoe vplle oty netion Dy Lho Loogciner
should be ¢ under the covisions o0 Iola 24,%,) gol
undor Kule 34005 tlot o, whio Brendoosr Lould pvoquent

withdrowal of Lthe case Cron 18 uc,
Whore thoe Exaiovr Doads bosis dor redusios Lho
Inteploronce ol oy oo el cotlon 1o boon vaaor el
34 .2 an polutoed oul o Lo-de-du,
10=16=22. lm.c‘a' Rule %4 .
Boood, yober of Bludng
When an waenduent under Bule 34,8 adds el imo
viliicli i*mruu' g tho tot. .l wmueber in f$Tho case whovae twonty,
tha Bazwilnar clerh 1o o coring tho Corosy will o geo thint
the nolico L:u;:uj,.) Llhia “L(J”’(“r'xl' Wlhe Mines Lo in Lhiio case
will now bo e i load dn accs dlae Lo Lho nunber
o olaing that otaul Llowves 1 bthe exse after tha on'ry
of the amendnont.
Rule 54.7 i.’" rnintdnes tal en dvent e o ulinra,
viher poynient ol e Cinal oo ot end o Ll g
qom,hs pe:lod, it 1o wsought Lo oadl el e ondere W0)e 54,0
which would increause tho annber of cloinms dn Lhe caoa boyond
that sovered Yy tho Cinal Moo, Accastance of mioh miri'l‘i;"mzn"'
final foo io oF coursce contingcont on thooo Clean To oneking
G o saticfocteory shoving o to vy oo ool od a0 alnn vere n';-l,
enrlior rres ntod, wherther rintins beo oanne o0 tho o 1o
vl of 4 .¢ Con r’us:u(,nwl .
lo-16-24. agendingabe Vadew Inde 34 0 1Ll
Urder Uo. 2007 Cetobher 10,1000
Rule 4.0 droesdure. lotitioun o noend
under Euie - 4,&. wlll be sent oy tho o000 Roon
to the losug nd Uosotte Bre mh.
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{4} In an wendment accompanving o motion rsronted
oenly in part, only so much of “he umendment o in coveo d
in the ot 1s entered,
10=16=%5, ancndents dnclvarbently
Lntorod No Lo -1 Bileet
| It the o1 v Iinvwivertod! Lroontors o aonondnent whion
it shoulad not hove Soon ontoored, sueh onboy 10 of no 1o
o f rwv;, gul Lho noeee ottt i badien cad 10 vl ol oo bond
not basn netuall vopnsada, boooomsh G tlw,f hoovo nol hoon
LToasally nado, Unleas ouel o horlaad ontrs o dolatod,
suittonle nobabion sion i ‘.» coaber oo Bhe s oo o Uhe Jaaond -
ahory poroor, o, “Hob urfictiolly Bnboredt,
all ancadatory saoor. oven thougsh ot oonbegod, should
Beoocdven oo opooer nu e, ad apovo ricbaly owdorod on the
Pile doekab, caooy Mot B rod®y
10=16m Botry o anpaahaonta,
gigoetions Loy Hone 1 il
ad bho specification 1o never retuzacd to Jieant
ulier ar clrewns. wee, he should retuin o line {or- line
cooy thereof. In . ooonding attorney ov “he applicut is
required by Rule 17.1 Lo wowelfy thie exact word opr wooras Lo
be stricken out o iusoobol Lot he applicition cad bo dndi-
cate the wocise oolnt ws by pooo od line vhere the dolo-
tion opr inscrtion ic to bo nde.

Entry of

O-1h=20,

A

cadnaents,

B

-‘i“l() iag

LJ—LJ;L Dofective

Where the directions o the entry of m oaniendment
are defeetbive, cwo, dlacceuiac in the Line dosi edhed or
Laglk of srecisiocn vihore Chae word to vhiet She cvendnnnt o
divecsted cocurns vy Lhaoyr ones o Lhe soectTied Ting, and
it i cleqxr LUroo Ll con' cob vt do the corroot place of
ontry, the oendaLbory ool vwill e oro ooarl> crwsndad o in B
Gooainine tivision, ot onon o bion Lhereor, ind o 1oTe by tho
lu:: griacr, will bo o o Lhoe o i of Sy e Loy
The aplicaaml wild be o dduliy Tadormwat o Lbds e Lion i
his coaendstory o e auwl bhe entey of Lhe ooad went Tt
aeenvieds an b w DD Chso b datt roend of thoe non-ontrr of
pspdoent, vheen doefosn o o Prections nd contont loove doubd
soho tha in ot ol i,
10=16=36a, apiendren bl apeiudioint o

Wile 1.4 w.u‘ll deoswendabory el oo fa

b el il
Lhieo ord dinnd
inbtorline bions
Lhvee o) o aroa
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T“' BEPETS o L5oLod b Loe conbtents columnp

g 724 20 their ‘larscter. 17 i1 13 an Uffice sction
ﬁz any claim, rord "Redection®™ 19 antered on
¢, or if tne o1 lon e Token the form of na

_.4
'd

g

P lly B+
o NG
3 t‘,«n

renulre: for dlviy will 8o ladicate,
ey fﬁw the word "lLe Fapors from the
3 ‘i,
9

i
cant amending t : slunated "Amenamont®,
roto dvraftamen Tt Antornay™ o etn

vorrespoidence fron e apolicant g antored in Lhe
coptents column in voo fnk and Cfrice corredpondence la
entered in black lux

After tha notation of the ohavacter of the paners,
the melling date 1o . E reuard Lo OfU168 corrage
sondence and the 1 iilng rarard Lo “OPlePUHiﬁnc@
from the' appllcant. g Kanusl leart 1, Soo. 4,

codn Bilo W

unua.h. r——

Lo-1%- 4. Arrang

G - o e P . b - PN TR - Ly e, X .
1 JELE RT3 A D S SR X R B S5 LD e Grranegod nnd
¢ o §OF % ) 7 I P [
; pifarmly Lo the el manner

Syt 1t nmendmants bt ara Lo
;\zv Bt serarslo Trom o offioe Lettorg ,
i sndtenes . The apeote.
ataned te the aescond

i pade ot tree orielnnl npects
Pleation and olaimn w ; Gt Lhe bast amendment
i Lhe Lop., ?h%* SRS PR SRS e ey e the U Mlce letters
P outher parg ol goodod oy She printer mant e fastened
the third paps of Jrosot e print ol whe drawing
! ol g keot uyr I A communication convaining
ndments nnd @xgituuuxwf cooubd ordinarily oot be
If the amoninencs aol «An LADALOTY motter be
”ﬁwﬁ i the samne paoor H ould ve trented as oan
went andg plaoad on the g st mlde or aecond phge
Hzaim:& [ Cala bt T Lo omark o and snclonn Lha

3 %iﬁww
503 ﬂmﬁm@mgnz

|9 y 5 .
oarLho Lo be printed oy oo v Lhe printer oan rendily
ﬁiw“ﬁu@ul th the ameadmons Drom Loe axplananory o her
AL tre pavers ino oo o ne v Ll Do martled neriatly an

.
N I s
o prget gy gy cen

fucendmanta v L, Lo ot bared sevinley in Lre wrder
£ ety recelnt, oll Cne smendmenno Of the samo dato
oyt L LEe Bopme } Liothe nmandment ig shert

i ahonid be LTante 4Loihk oat the proper place,
£y hih ﬁhm notation pec AT oo PHT O st ahould be written
Lt inke on the anreln  Jmondnentd tnat are trmnﬁwribud

never be markod A4 A HA e Amendments that are

L*»Pp!? te B LEs ot snonla oo omnrked AL A‘ F?l

GRAY the matein Lre Diver sanendment of 111 charsevar
H

) PP . th
smendment Shoot AT e A e gecaad At o @y, the
A




mareln point at ehich the amendment 18 Lo boe inssrted
should be written "Insert AL™ "aAZn oo Lo vn caue may
e, and the gsame lettera placed In the aarle of 5 onrot
st the proper polint of ingsertion, so that vien seyvoeral
incertions are placed in the aame llae thooo Girferent
insertions may be reaalily dlistinc-uished

All insertions and substituticns shonly o markead
on the original appllication, it practicanle For instance,
it smendment A provides that claims 1 to % showld ve
canceled and new clalms substitutad, o red Vine chouly bo
drawn transversely across cladms L oto &5 aad dn the moaresin
should be wrlitten "Sub., ALL® 1P at s later date tne elalms
containad in Amendment Al gre canceled and n garics of claims
contatned in Amendmont Bl ape submittoed, the elnims in
Amendment Al should be eanceled and the Dropor notation
mada fp the marcsin, snd in additicn the notntion "Snb Al®
ono the original paper should be coanceled nnd 1n its ploce
should be written "Sub Blv, Tho last requirement is very
important, as Lhe work of the printer i1s nnedlossly delayved
and complicated It h2 1s compelled to seavch from paper to
nanar for the propar insertion.

Where amendrmonts are submitted In aquplicate . the
carbon copy is destreved except where tne oguplicato i
received within the cime period tor resyonse and the orieslnal
is late. In this latter aitustion both cupias are plnced
in the file.

If the attorney wishes o recaipt lor any paper iited
this may be nad by enclosing vith the paper a seltf-addressed
postal card identifying the papor. The mail-room receiving-
stomp will be placed on the card, and the card dropped in

the outszoing mail. {(Order 173%7%)
1L0-17-4. Yrints

The Principal Eiaminers are direcled to instruct
their clerks to hereatter enter as Paper No. 2 the prints
of the drawings fastened inside the r1ile vrapher by the
Application Branch. uch entry, of course, requiren
cndorsement on the tile wrapper and on anch print of the
nppropriate aate of recelipt and paper number

Thig doeas not countermand the order vogquiring Lhese
neints o be alwayve Kept on Lop of the papers on e rireht
o1t the tile vrapper




11 prints s»nd inked neptores subsequently iled to
& part of the reco™ o blusprints do not become part of
re record, see U-0-40) anculd be endorsed with the date
fotpelr recelpt i Lre oftice and pivan Lhelr appronrisnte
poal oumbar. tadrdsr So0ud

10-17=5. Data snterot on Mils wrannep

o

(Sea abuo L0 G-l and [5-de=8)

Lu-1T7-58. Statul aly pericd ends

Pho folleowings Q00 o tyood o writben on Lo foce
ot b wrenper: -

lgihé:% sear inl
Lo h

wiven oo applicnticn in the

S0 Vhe puober S oo mwwm;ziﬂm Wivivlon to whieh
i masiopsd ication Branaoh,

% npnlicant Seo 5.6
g S i applicant,
5. Tne ticle o tne inveation.

ab o bhe yariout nares of

tonomplete

f Cre o bnye boan

s v’fifﬂﬁf;f s;.rf !},'f,.“i;ff; ut the
! application, or

[ERO TS B
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b e

ﬂ Gt o e oft eountry of opelleat
sty sreh o boo o el gt iy fonnd
it cntodae the L0 omonthe neriod,

LE rniniy ¥ AR nw41i% b enterine tho anhove data on
s Uile w PApTer Poomboengent iy digeovered In thn
watrnndlng diviaion e f Conueh error sunt be
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