


























































































































































































































































































































































































































































































































































































































2164.06(b)

novel antibiotics so produced. In re Argoudelis,
434 F.2d 1390, 168 USPQ 99 (CCPA 1970). As stated
by the court, “a unique aspect of using microorgan-
isms as starting materials is that a sufficient descrip-
tion of how to obtain the microorganism from nature
cannot be given.” 434 F.2d at 1392, 168 USPQ at 102.
It was determined by the court that availability of the
biological product via a public depository provided an
acceptable means of meeting the written description
and the enablement requirements of 35 U.S.C. 112,
first paragraph.

To satisfy the enablement requirement a deposit
must be made “prior to issue” but need not be made
prior to filing the application. In re Lundak, 773 F.2d
1216, 1223, 227 USPQ 90, 95 (Fed. Cir. 1985).

The availability requirement of enablement must
also be considered in light of the scope or breadth of
the claim limitations. The Board of Appeals consid-
ered this issue in an application which claimed a fer-
mentative method using microorganisms belonging to
a species. Applicants had identified three novel indi-
vidual strains of microorganisms that were related in
such a way as to establish a new species of microor-
ganism, a species being a broader classification than a
strain. The three specific strains had been appropri-
ately deposited. The issue focused on whether the
specification enabled one skilled in the art to make
any member of the species other than the three strains
which had been deposited. The Board concluded that
the verbal description of the species was inadequate to
allow a skilled artisan to make any and all members of
the claimed species. Ex parte Jackson, 217 USPQ
804, 806 (Bd. App. 1982).

See MPEP § 2402 - § 2411.03 for a detailed discus-
sion of the deposit rules. See MPEP § 2411.01 for
rejections under 35 U.S.C. 112 based on deposit
issues.

I1l. DRUG CASES

See MPEP § 2107 - § 2107.03 for a discussion of
the utility requirement under 35 U.S.C. 112, first para-
graph, in drug cases.

2164.06(b) Examples of Enablement Issues
— Chemical Cases

The following summaries should not be relied on to
support a case of lack of enablement without carefully
reading the case.
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SEVERAL DECISIONS RULING THAT THE
DISCLOSURE WAS NONENABLING

(A) In Enzo Biochem, Inc. v. Calgene, Inc.,
188 F.3d 1362, 52 USPQ2d 1129 (Fed. Cir. 1999), the
court held that claims in two patents directed to
genetic antisense technology (which aims to control
gene expression in a particular organism), were
invalid because the breadth of enablement was not
commensurate in scope with the claims. Both specifi-
cations disclosed applying antisense technology in
regulating three genes in E. coli. Despite the limited
disclosures, the specifications asserted that the “[t]he
practices of this invention are generally applicable
with respect to any organism containing genetic mate-
rial which is capable of being expressed ... such as
bacteria, yeast, and other cellular organisms.” The
claims of the patents encompassed application of anti-
sense methodology in a broad range of organisms.
Ultimately, the court relied on the fact that (1) the
amount of direction presented and the number of
working examples provided in the specification were
very narrow compared to the wide breadth of the
claims at issue, (2) antisense gene technology was
highly unpredictable, and (3) the amount of experi-
mentation required to adapt the practice of creating
antisense DNA from E. coli to other types of cells was
quite high, especially in light of the record, which
included notable examples of the inventor’s own fail-
ures to control the expression of other genes in E. coli
and other types of cells. Thus, the teachings set forth
in the specification provided no more than a “plan” or
“invitation” for those of skill in the art to experiment
using the technology in other types of cells.

(B) In In re Wright, 999 F.2d 1557, 27 USPQ2d
1510 (Fed. Cir. 1993), the 1983 application disclosed
a vaccine against the RNA tumor virus known as Pra-
gue Avian Sarcoma Virus, a member of the Rous
Associated Virus family. Using functional language,
Wright claimed a vaccine “comprising an immuno-
logically effective amount” of a viral expression prod-
uct. Id., at 1559, 27 USPQ2d at 1511. Rejected claims
covered all RNA viruses as well as avian RNA
viruses. The examiner provided a teaching that in
1988, a vaccine for another retrovirus (i.e., AIDS)
remained an intractable problem. This evidence, along
with evidence that the RNA viruses were a diverse
and complicated genus, convinced the Federal Circuit
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that the invention was not enabled for either all retro-
viruses or even for avian retroviruses.

(C) In In re Goodman, 11 F.3d 1046, 29 USPQ2d
2010 (Fed. Cir. 1993), a 1985 application functionally
claimed a method of producing protein in plant cells
by expressing a foreign gene. The court stated:
“[n]aturally, the specification must teach those of skill
in the art *how to make and use the invention as
broadly as it is claimed.”” Id. at 1050, 29 USPQ2d at
2013. Although protein expression in dicotyledonous
plant cells was enabled, the claims covered any plant
cell. The examiner provided evidence that even as late
as 1987, use of the claimed method in monocot plant
cells was not enabled. Id. at 1051, 29 USPQ2d at
2014.

(D)In In re Vaeck, 947 F2d 488, 495,
20 USPQ2d 1438, 1444 (Fed. Cir. 1991), the court
found that several claims were not supported by an
enabling disclosure “[t]aking into account the rela-
tively incomplete understanding of the biology of
cyanobacteria as of appellants’ filing date, as well as
the limited disclosure by appellants of the particular
cyanobacterial genera operative in the claimed inven-
tion....” The claims at issue were not limited to any
particular genus or species of cyanobacteria and the
specification mentioned nine genera and the working
examples employed one species of cyanobacteria.

(E) In In re Colianni, 561 F.2d 220, 222-23,
195 USPQ 150, 152 (CCPA 1977), the court affirmed
a rejection under 35 U.S.C. 112, first paragraph,
because the specification, which was directed to a
method of mending a fractured bone by applying
“sufficient” ultrasonic energy to the bone, did not
define a “sufficient” dosage or teach one of ordinary
skill how to select the appropriate intensity, fre-
quency, or duration of the ultrasonic energy.

SEVERAL DECISIONS RULING THAT THE
DISCLOSURE WAS ENABLING

(A) In PPG Ind. v. Guardian Ind., 75 F.3d 1558,
1564, 37 USPQ2d 1618, 1623 (Fed. Cir. 1996), the
court ruled that even though there was a software
error in calculating the ultraviolet transmittance data
for examples in the specification making it appear that
the production of a cerium oxide-free glass that satis-
fied the transmittance limitation would be difficult,
the specification indicated that such glass could be
made. The specification was found to indicate how to
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minimize the cerium content while maintaining low
ultraviolet transmittance.

(B) In In re Wands, 858 F.2d 731, 8 USPQ2d
1400 (Fed. Cir. 1988), the court reversed the rejection
for lack of enablement under 35 U.S.C. 112, first
paragraph, concluding that undue experimentation
would not be required to practice the invention. The
nature of monoclonal antibody technology is such that
experiments first involve the entire attempt to make
monoclonal hybridomas to determine which ones
secrete antibody with the desired characteristics. The
court found that the specification provided consider-
able direction and guidance on how to practice the
claimed invention and presented  working
examples, that all of the methods needed to practice
the invention were well known, and that there was a
high level of skill in the art at the time the application
was filed. Furthermore, the applicant carried out the
entire procedure for making a monoclonal antibody
against HBsAg three times and each time was suc-
cessful in producing at least one antibody which fell
within the scope of the claims.

(C) In In re Bundy, 642 F.2d 430, 434, 209 USPQ
48, 51-52 (CCPA 1981), the court ruled that appel-
lant’s disclosure was sufficient to enable one skilled in
the art to use the claimed analogs of naturally occur-
ring prostaglandins even though the specification
lacked any examples of specific dosages, because the
specification taught that the novel prostaglandins had
certain pharmacological properties and possessed
activity similar to known E-type prostaglandins.

2164.07 Relationship of Enablement Re-
quirement to Utility Require-
ment of 35 U.S.C. 101

The requirement of 35 U.S.C. 112, first paragraph
as to how to use the invention is different from the
utility requirement of 35 U.S.C. 101. The requirement
of 35 U.S.C. 101 is that some specific, substantial,
and credible use be set forth for the invention. On the
other hand, 35 U.S.C. 112, first paragraph requires an
indication of how the use (required by 35 U.S.C. 101)
can be carried out, i.e., how the invention can be used.

If an applicant has disclosed a specific and substan-
tial utility for an invention and provided a credible
basis supporting that utility, that fact alone does not
provide a basis for concluding that the claims comply
with all the requirements of 35 U.S.C. 112, first para-
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graph. For example, if an applicant has claimed a pro-
cess of treating a certain disease condition with a
certain compound and provided a credible basis for
asserting that the compound is useful in that regard,
but to actually practice the invention as claimed a per-
son skilled in the relevant art would have to engage in
an undue amount of experimentation, the claim may
be defective under 35 U.S.C. 112, but not 35 U.S.C.
101. To avoid confusion during examination, any
rejection under 35 U.S.C. 112, first paragraph, based
on grounds other than “lack of utility” should be
imposed separately from any rejection imposed due to
“lack of utility” under 35 U.S.C. 101 and 35 U.S.C.
112, first paragraph.

l. WHEN UTILITY REQUIREMENT IS NOT
SATISFIED

A.  Not Useful or Operative

If a claim fails to meet the utility requirement of
35 U.S.C. 101 because it is shown to be nonuseful or
inoperative, then it necessarily fails to meet the how-
to-use aspect of the enablement requirement of
35 U.S.C. 112, first paragraph. As noted in In re
Fouche, 439 F.2d 1237, 169 USPQ 429 (CCPA 1971),
if “compositions are in fact useless, appellant’s speci-
fication cannot have taught how to use them.” 439
F.2d at 1243, 169 USPQ at 434. The examiner should
make both rejections (i.e., a rejection under 35 U.S.C.
112, first paragraph and a rejection under 35 U.S.C.
101) where the subject matter of a claim has been
shown to be nonuseful or inoperative.

The 35 U.S.C. 112, first paragraph, rejection should
indicate that because the invention as claimed does
not have utility, a person skilled in the art would not
be able to use the invention as claimed, and as such,
the claim is defective under 35 U.S.C. 112, first para-
graph. A 35 U.S.C. 112, first paragraph, rejection
should not be imposed or maintained unless an appro-
priate basis exists for imposing a rejection under
35U.S.C. 101. In other words, Office personnel
should not impose a 35 U.S.C. 112, first paragraph,
rejection grounded on a “lack of utility” basis unless a
35 U.S.C. 101 rejection is proper. In particular, the
factual showing needed to impose a rejection under
35 U.S.C. 101 must be provided if a 35 U.S.C. 112,
first paragraph, rejection is to be imposed on “lack of
utility” grounds. See MPEP § 2107 - § 2107.03 for a
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more detailed discussion of the utility requirements of
35 U.S.C. 101 and 112, first paragraph.

B. Burden on the Examiner

When the examiner concludes that an application is
describing an invention that is nonuseful, inoperative,
or contradicts known scientific principles, the burden
is on the examiner to provide a reasonable basis to
support this conclusion. Rejections based on
35U.S.C. 112, first paragraph and 35 U.S.C. 101
should be made.

Examiner Has Initial Burden To Show That One of
Ordinary Skill in the Art Would Reasonably
Doubt the Asserted Utility

The examiner has the initial burden of challenging
an asserted utility. Only after the examiner has pro-
vided evidence showing that one of ordinary skill in
the art would reasonably doubt the asserted utility
does the burden shift to the applicant to provide rebut-
tal evidence sufficient to convince one of ordinary
skill in the art of the invention’s asserted utility. In re
Swartz, 232 F.3d 862, 863, 56 USPQ2d 1703, 1704
(Fed. Cir. 2000); In re Brana, 51 F.3d 1560, 1566, 34
USPQ2d 1436, 1441 (Fed. Cir. 1995) (citing In re
Bundy, 642 F.2d 430, 433, 209 USPQ 48, 51 (CCPA
1981)).

C. Rebuttal by Applicant

If a rejection under 35 U.S.C. 101 has been prop-
erly imposed, along with a corresponding rejection
under 35 U.S.C. 112, first paragraph, the burden shifts
to the applicant to rebut the prima facie showing. In re
Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444
(Fed. Cir. 1992). There is no predetermined amount or
character of evidence that must be provided by an
applicant to support an asserted utility. Rather, the
character and amount of evidence needed to support
an asserted utility will vary depending on what is
claimed (Ex parte Ferguson, 117 USPQ 229, 231 (Bd.
App. 1957)), and whether the asserted utility appears
to contravene established scientific principles and
beliefs. In re Gazave, 379 F.2d 973, 978, 154 USPQ
92, 96 (CCPA 1967); In re Chilowsky, 229 F.2d 457,
462, 108 USPQ 321, 325 (CCPA 1956). Furthermore,
the applicant does not have to provide evidence suffi-
cient to establish that an asserted utility is true
“beyond a reasonable doubt.” In re Irons, 340 F.2d
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974, 978, 144 USPQ 351, 354 (CCPA 1965). Instead,
evidence will be sufficient if, considered as a whole, it
leads a person of ordinary skill in the art to conclude
that the asserted utility is more likely than not true.
See MPEP § 2107.02 for a more detailed discussion
of consideration of a reply to a prima facie rejection
for lack of utility and evaluation of evidence related to
utility.

Il.  WHENUTILITY REQUIREMENT IS SAT-
ISFIED

In some instances, the use will be provided, but the
skilled artisan will not know how to effect that use. In
such a case, no rejection will be made under 35
U.S.C. 101, but a rejection will be made under 35
U.S.C. 112, first paragraph. As pointed out in Mowry
v. Whitney, 81 U.S. (14 Wall.) 620 (1871), an inven-
tion may in fact have great utility, i.e., may be “a
highly useful invention,” but the specification may
still fail to “enable any person skilled in the art or sci-
ence” to use the invention. 81 U.S. (14 Wall.) at 644.

2164.08 Enablement Commensurate in
Scope With the Claims [R-2]

All questions of enablement are evaluated against
the claimed subject matter. The focus of the examina-
tion inquiry is whether everything within the scope of
the claim is enabled. Accordingly, the first analytical
step requires that the examiner determine exactly
what subject matter is encompassed by the claims.
>See, e.g., AK Steel Corp. v. Sollac, 344 F.3d 1234,
1244, 68 USPQ2d 1280, 1287 (Fed. Cir. 2003)(When
a range is claimed, there must be reasonable enable-
ment of the scope of the range. Here, the claims at
issue encompassed amounts of silicon as high as 10%
by weight, however the specification included state-
ments clearly and strongly warning that a silicon con-
tent above 0.5% by weight in an aluminum coating
causes coating problems. Such statements indicate
that higher amounts will not work in the claimed
invention.).< The examiner should determine what
each claim recites and what the subject matter is when
the claim is considered as a whole, not when its parts
are analyzed individually. No claim should be over-
looked. With respect to dependent claims, 35 U.S.C.
112, fourth paragraph, should be followed. This para-
graph states that “a claim in a dependent form shall be
construed to incorporate by reference all the limita-
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tions of the claim to which it refers” and requires the
dependent claim to further limit the subject matter
claimed.

The Federal Circuit has repeatedly held that “the
specification must teach those skilled in the art how to
make and use the full scope of the claimed invention
without ‘undue experimentation’.” In re Wright,
999 F.2d 1557, 1561, 27 USPQ2d 1510, 1513 (Fed.
Cir. 1993). Nevertheless, not everything necessary to
practice the invention need be disclosed. In fact, what
is well-known is best omitted. In re Buchner, 929 F.2d
660, 661, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991).
All that is necessary is that one skilled in the art be
able to practice the claimed invention, given the level
of knowledge and skill in the art. Further the scope of
enablement must only bear a “reasonable correlation”
to the scope of the claims. See, e.g., In re Fisher,
427 F.2d 833, 839, 166 USPQ 18, 24 (CCPA 1970).

As concerns the breadth of a claim relevant to
enablement, the only relevant concern should be
whether the scope of enablement provided to one
skilled in the art by the disclosure is commensurate
with the scope of protection sought by the claims.
>AK Steel Corp. v. Sollac, 344 F.3d 1234, 1244, 68
USPQ2d 1280, 1287 (Fed. Cir. 2003);< In re Moore,
439 F.2d 1232, 1236, 169 USPQ 236, 239 (CCPA
1971). See also Plant Genetic Sys., N.V. v. DeKalb
Genetics Corp., 315 F.3d 1335, 1339, 65 USPQ2d
1452, 1455 (Fed. Cir. 2003) (alleged “pioneer status”
of invention irrelevant to enablement determination).

The determination of the propriety of a rejection
based upon the scope of a claim relative to the scope
of the enablement involves two stages of inquiry. The
first is to determine how broad the claim is with
respect to the disclosure. The entire claim must be
considered. The second inquiry is to determine if one
skilled in the art is enabled to make and use the entire
scope of the claimed invention without undue experi-
mentation.

How a teaching is set forth, by specific example or
broad terminology, is not important. In re Marzocchi,
439 F.2d 220, 223-24 169 USPQ 367, 370 (CCPA
1971). A rejection of a claim under 35 U.S.C. 112 as
broader than the enabling disclosure is a first para-
graph enablement rejection and not a second para-
graph definiteness rejection. Claims are not rejected
as broader than the enabling disclosure under
35 U.S.C. 112 for noninclusion of limitations dealing
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with factors which must be presumed to be within the
level of ordinary skill in the art; the claims need not
recite such factors where one of ordinary skill in the
art to whom the specification and claims are directed
would consider them obvious. In re Skrivan, 427 F.2d
801, 806, 166 USPQ 85, 88 (CCPA 1970). One does
not look to the claims but to the specification to find
out how to practice the claimed invention. W.L. Gore
& Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1558,
220 USPQ 303, 316-17 (Fed. Cir. 1983); In re
Johnson, 558 F.2d 1008, 1017, 194 USPQ 187, 195
(CCPA 1977). In In re Goffe, 542 F.2d 564, 567,
191 USPQ 429, 431 (CCPA 1976), the court stated:

[T]o provide effective incentives, claims must adequately
protect inventors. To demand that the first to disclose shall
limit his claims to what he has found will work or to mate-
rials which meet the guidelines specified for “preferred”
materials in a process such as the one herein involved
would not serve the constitutional purpose of promoting
progress in the useful arts.

When analyzing the enabled scope of a claim, the
teachings of the specification must not be ignored
because claims are to be given their broadest reason-
able interpretation that is consistent with the specifi-
cation. “That claims are interpreted in light of the
specification does not mean that everything in the
specification must be read into the claims.” Raytheon
Co. v. Roper Corp., 724 F.2d 951, 957, 220 USPQ
592, 597 (Fed. Cir. 1983), cert. denied, 469 U.S. 835
(1984).

The record must be clear so that the public will
have notice as to the patentee’s scope of protection
when the patent issues. If a reasonable interpretation
of the claim is broader than the description in the
specification, it is necessary for the examiner to make
sure the full scope of the claim is enabled. Limitations
and examples in the specification do not generally
limit what is covered by the claims.

The breadth of the claims was a factor considered
in Amgen v. Chugai Pharmaceutical Co., 927 F.2d
1200, 18 USPQ2d 1016 (Fed. Cir.), cert. denied,
502 U.S. 856 (1991). In the Amgen case, the patent
claims were directed to a purified DNA sequence
encoding polypeptides which are analogs of erythro-
poietin (EPO). The Court stated that:
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Amgen has not enabled preparation of DNA sequences
sufficient to support its all-encompassing claims. . . .
[Dlespite extensive statements in the specification con-
cerning all the analogs of the EPO gene that can be made,
there is little enabling disclosure of particular analogs and
how to make them. Details for preparing only a few EPO
analog genes are disclosed. . . . This disclosure might well
justify a generic claim encompassing these and similar
analogs, but it represents inadequate support for Amgen’s
desire to claim all EPO gene analogs. There may be many
other genetic sequences that code for EPO-type products.
Amgen has told how to make and use only a few of them
and is therefore not entitled to claim all of them.

927 F.2d at 1213-14, 18 USPQ2d at 1027. How-
ever, when claims are directed to any purified and iso-
lated DNA sequence encoding a specifically named
protein where the protein has a specifically identified
sequence, a rejection of the claims as broader than the
enabling disclosure is generally not appropriate
because one skilled in the art could readily determine
any one of the claimed embodiments.

See also In re Wright, 999 F2d 1557, 1562,
27 USPQ2d 1510, 1513 (Fed. Cir. 1993) (The evi-
dence did not show that a skilled artisan would have
been able to carry out the steps required to practice
the full scope of claims which encompass “any and all
live, non-pathogenic vaccines, and processes for mak-
ing such vaccines, which elicit immunoprotective
activity in any animal toward any RNA virus.” (origi-
nal emphasis)); In re Goodman, 11 F.3d 1046,
1052, 29 USPQ2d 2010, 2015 (Fed. Cir. 1993) (The
specification did not enable the broad scope of the
claims for producing mammalian peptides in plant
cells because the specification contained only an
example of producing gamma-interferon in a dicot
species, and there was evidence that extensive experi-
mentation would have been required for encoding
mammalian peptide into a monocot plant at the time
of filing); In re Fisher, 427 F.2d 833, 839, 166 USPQ
18, 24 (CCPA 1970) (Where applicant claimed a com-
position suitable for the treatment of arthritis having a
potency of “at least” a particular value, the court held
that the claim was not commensurate in scope with
the enabling disclosure because the disclosure was not
enabling for compositions having a slightly higher
potency. Simply because applicant was the first to
achieve a composition beyond a particular threshold
potency did not justify or support a claim that would
dominate every composition that exceeded that
threshold value.); In re Vaeck, 947 F.2d 488, 495,
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20 USPQ2d 1438, 1444 (Fed. Cir. 1991) (Given the
relatively incomplete understanding in the biotechno-
logical field involved, and the lack of a reasonable
correlation between the narrow disclosure in the spec-
ification and the broad scope of protection sought in
the claims, a rejection under 35 U.S.C. 112, first para-
graph for lack of enablement was appropriate.).

If a rejection is made based on the view that the
enablement is not commensurate in scope with the
claim, the examiner should identify the subject matter
that is considered to be enabled.

2164.08(a) Single Means Claim

A single means claim, i.e., where a means recitation
does not appear in combination with another recited
element of means, is subject to an undue breadth
rejection under 35 U.S.C. 112, first paragraph. In re
Hyatt, 708 F.2d 712, 714-715, 218 USPQ 195, 197
(Fed. Cir. 1983) (A single means claim which covered
every conceivable means for achieving the stated pur-
pose was held nonenabling for the scope of the claim
because the specification disclosed at most only those
means known to the inventor.). When claims depend
on a recited property, a fact situation comparable to
Hyatt is possible, where the claim covers every con-
ceivable structure (means) for achieving the stated
property (result) while the specification discloses at
most only those known to the inventor.

2164.08(b) Inoperative Subject Matter

The presence of inoperative embodiments within
the scope of a claim does not necessarily render a
claim nonenabled. The standard is whether a skilled
person could determine which embodiments that were
conceived, but not yet made, would be inoperative or
operative with expenditure of no more effort than is
normally required in the art. Atlas Powder Co. v. E.I.
du Pont de Nemours & Co., 750 F.2d 1569, 1577,
224 USPQ 409, 414 (Fed. Cir. 1984) (prophetic
examples do not make the disclosure nonenabling).

Although, typically, inoperative embodiments are
excluded by language in a claim (e.g., preamble), the
scope of the claim may still not be enabled where
undue experimentation is involved in determining
those embodiments that are operable. A disclosure of
a large number of operable embodiments and the
identification of a single inoperative embodiment did
not render a claim broader than the enabled scope
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because undue experimentation was not involved in
determining those embodiments that were operable.
In re Angstadt, 537 F.2d 498, 502-503, 190 USPQ
214, 218 (CCPA 1976). However, claims reading on
significant numbers of inoperative embodiments
would render claims nonenabled when the specifica-
tion does not clearly identify the operative embodi-
ments and undue experimentation is involved in
determining those that are operative. Atlas Powder
Co. v. E.l. duPont de Nemours & Co., 750 F.2d 1569,
1577, 224 USPQ 409, 414 (Fed. Cir. 1984); In re
Cook, 439 F.2d 730, 735, 169 USPQ 298, 302 (CCPA
1971).

2164.08(c) Critical Feature Not Claimed

A feature which is taught as critical in a specifica-
tion and is not recited in the claims should result in a
rejection of such claim under the enablement provi-
sion section of 35 U.S.C. 112. See In re Mayhew,
527 F2d 1229, 1233, 188 USPQ 356, 358
(CCPA 1976). In determining whether an unclaimed
feature is critical, the entire disclosure must be con-
sidered. Features which are merely preferred are not
to be considered critical. In re Goffe, 542 F.2d 564,
567, 191 USPQ 429, 431 (CCPA 1976).

Limiting an applicant to the preferred materials in
the absence of limiting prior art would not serve the
constitutional purpose of promoting the progress in
the useful arts. Therefore, an enablement rejection
based on the grounds that a disclosed critical limita-
tion is missing from a claim should be made only
when the language of the specification makes it clear
that the limitation is critical for the invention to func-
tion as intended. Broad language in the disclosure,
including the abstract, omitting an allegedly critical
feature, tends to rebut the argument of criticality.

2165 The Best Mode Requirement

A third requirement of the first paragraph of
35U.S.C. 112 is that:

The specification. . . shall set forth the best mode contem-
plated by the inventor of carrying out his invention.

“The best mode requirement creates a statutory bar-
gained-for-exchange by which a patentee obtains the
right to exclude others from practicing the claimed
invention for a certain time period, and the public
receives knowledge of the preferred embodiments for
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practicing the claimed invention.” Eli Lilly & Co. v.
Barr Laboratories Inc., 251 F3d 955, 963,
58 USPQ2d 1865, 1874 (Fed. Cir. 2001).

The best mode requirement is a safeguard against
the desire on the part of some people to obtain patent
protection without making a full disclosure as
required by the statute. The requirement does not per-
mit inventors to disclose only what they know to be
their second-best embodiment, while retaining the
best for themselves. In re Nelson, 280 F.2d 172,
126 USPQ 242 (CCPA 1960).

Determining compliance with the best mode
requirement requires a two-prong inquiry. First, it
must be determined whether, at the time the applica-
tion was filed, the inventor possessed a best mode for
practicing the invention. This is a subjective inquiry
which focuses on the inventor’s state of mind at the
time of filing. Second, if the inventor did possess a
best mode, it must be determined whether the written
description disclosed the best mode such that a person
skilled in the art could practice it. This is an objective
inquiry, focusing on the scope of the claimed inven-
tion and the level of skill in the art. Eli Lilly & Co. v.
Barr Laboratories Inc., 251 F.3d 955, 963,
58 USPQ2d 1865, 1874 (Fed. Cir. 2001).

The failure to disclose a better method will not
invalidate a patent if the inventor, at the time of filing
the application, did not know of the better method OR
did not appreciate that it was the best method. All
applicants are required to disclose for the claimed
subject matter the best mode contemplated by the
inventor even though applicant may not have been the
discoverer of that mode. Benger Labs. Ltd. v. R.K.
Laros Co., 209 F. Supp. 639, 135 USPQ 11 (E.D. Pa.
1962).

ACTIVE CONCEALMENT OR GROSSLY IN-
EQUITABLE CONDUCT IS NOT REQUIRED
TO ESTABLISH FAILURE TO DISCLOSE THE
BEST MODE

Failure to disclose the best mode need not rise to
the level of active concealment or grossly inequitable
conduct in order to support a rejection or invalidate a
patent. Where an inventor knows of a specific mate-
rial that will make possible the successful reproduc-
tion of the effects claimed by the patent, but does not
disclose it, speaking instead in terms of broad catego-
ries, the best mode requirement has not been satisfied.
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Union Carbide Corp. v. Borg-Warner, 550 F.2d 555,
193 USPQ 1 (6th Cir. 1977).

If the failure to set forth the best mode in a patent
disclosure is the result of inequitable conduct (e.g.,
where the patent specification omitted crucial ingredi-
ents and disclosed a fictitious and inoperable slurry as
Example 1), not only is that patent in danger of being
held unenforceable, but other patents dealing with the
same technology that are sought to be enforced in the
same cause of action are subject to being held unen-
forceable. Consolidated Aluminum Corp. v. Foseco
Inc., 910 F.2d 804, 15 USPQ2d 1481 (Fed. Cir. 1990).

2165.01 Considerations Relevant to Best
Mode [R-2]

l. DETERMINE WHAT IS THE INVENTION

Determine what the invention is — the invention is
defined in the claims. The specification need not set
forth details not relating to the essence of the inven-
tion. In re Bosy, 360 F.2d 972, 149 USPQ 789 (CCPA
1966). See also Northern Telecom Ltd. v. Samsung
Electronics Co., 215 F.3d 1281, 55 USPQ2d 1065
(Fed. Cir. 2000) (Unclaimed matter that is unrelated
to the operation of the claimed invention does not
trigger the best mode requirement); Eli Lilly & Co. v.
Barr Laboratories Inc., 251 F.3d 955, 966, 58
USPQ2d 1865, 1877 (Fed. Cir. 2001) (“[P]atentee’s
failure to disclose an unclaimed preferred mode for
accomplishing a routine detail does not violate the
best mode requirement because one skilled in the art
is aware of alternative means for accomplishing the
routine detail that would still produce the best mode
of the claimed invention.”).

I1.  SPECIFIC EXAMPLE IS NOT REQUIRED

There is no statutory requirement for the disclosure
of a specific example — a patent specification is not
intended nor required to be a production specification.
In re Gay, 309 F.2d 768, 135 USPQ 311 (CCPA
1962).

The absence of a specific working example is not
necessarily evidence that the best mode has not been
disclosed, nor is the presence of one evidence that it
has. Best mode may be represented by a preferred
range of conditions or group of reactants. In re Honn,
364 F.2d 454, 150 USPQ 652 (CCPA 1966).
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I11. DESIGNATION AS BEST MODE IS NOT
REQUIRED

There is no requirement in the statute that appli-
cants point out which of their embodiments they con-
sider to be their best; that the disclosure includes the
best mode contemplated by applicants is enough to
satisfy the statute. Ernsthausen v. Nakayama,
1 USPQ2d 1539 (Bd. Pat. App. & Inter. 1985).

IV. UPDATING BEST MODE IS NOT RE-
QUIRED

There is no requirement to update in the context of
a foreign priority application under 35 U.S.C. 119,
Standard Oil Co. v. Montedison, S.p.A., 494 F.Supp.
370, 206 USPQ 676 (D.Del. 1980) (better catalyst
developed between lItalian priority and U.S. filing
dates), and continuing applications claiming the bene-
fit of an earlier filing date under 35 U.S.C. 120,
Transco Products, Inc. v. Performance Contracting
Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994)
(continuation under >former< 37 CFR 1.60); Sylgab
Steel and Wire Corp. v. Imoco-Gateway Corp., 357
F.Supp. 657, 178 USPQ 22 (N.D. Ill. 1973) (continua-
tion); Johns-Manville Corp. v. Guardian Industries
Corp., 586 F.Supp. 1034, 221 USPQ 319 (E.D. Mich.
1983) (continuation and CIP). In the last cited case,
the court stated that applicant would have been
obliged to disclose an updated refinement if it were
essential to the successful practice of the invention
and it related to amendments to the CIP that were not
present in the parent application. In Carter-Wallace,
Inc. v. Riverton Labs., Inc., 433 F.2d 1034, 167 USPQ
656 (2d Cir. 1970), the court assumed, but did not
decide, that an applicant must update the best mode
when filing a CIP application.

V. DEFECT IN BEST MODE CANNOT BE
CURED BY NEW MATTER

If the best mode contemplated by the inventor at the
time of filing the application is not disclosed, such a
defect cannot be cured by submitting an amendment
seeking to put into the specification something
required to be there when the patent application was
originally filed. In re Hay, 534 F.2d 917, 189 USPQ
790 (CCPA 1976).
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Any proposed amendment of this type (adding a
specific mode of practicing the invention not
described in the application as filed) should be treated
as new matter. New matter under 35 U.S.C. 132 and
251 should be objected to and coupled with a require-
ment to cancel the new matter.

2165.02 Best Mode Requirement Com-
pared to Enablement Require-
ment

The best mode requirement is a separate and dis-
tinct requirement from the enablement requirement of
the first paragraph of 35 U.S.C. 112. In re Newton,
414 F.2d 1400, 163 USPQ 34 (CCPA 1969).

The best mode provision of 35 U.S.C. 112 is not
directed to a situation where the application fails to
set forth any mode — such failure is equivalent to
nonenablement. In re Glass, 492 F.2d 1228,
181 USPQ 31 (CCPA 1974).

The enablement requirement looks to placing the
subject matter of the claims generally in the posses-
sion of the public. If, however, the applicant develops
specific instrumentalities or techniques which are rec-
ognized by the applicant at the time of filing as the
best way of carrying out the invention, then the best
mode requirement imposes an obligation to disclose
that information to the public as well. Spectra-Phys-
ics, Inc. v. Coherent, Inc., 827 F.2d 1524, 3 USPQ 2d
1737 (Fed. Cir.), cert. denied, 484 U.S. 954 (1987).

2165.03 Requirements for Rejection for
Lack of Best Mode [R-1]

ASSUME BEST MODE IS DISCLOSED UNLESS
THERE IS EVIDENCE TO THE CONTRARY

The examiner should assume that the best mode is
disclosed in the application, unless evidence is pre-
sented that is inconsistent with that assumption. It is
extremely rare that a best mode rejection properly
would be made in ex parte prosecution. The informa-
tion that is necessary to form the basis for a rejection
based on the failure to set forth the best mode is rarely
accessible to the examiner, but is generally uncovered
during discovery procedures in interference, litiga-
tion, or other inter partes proceedings.
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EXAMINER MUST DETERMINE WHETHER
THE INVENTOR KNEW THAT ONE MODE
WAS BETTER THAN ANOTHER, AND IF SO,
WHETHER THE DISCLOSURE IS ADEQUATE
TO ENABLE ONE OF ORDINARY SKILL IN
THE ART TO PRACTICE THE BEST MODE

According to the approach used by the court in
Chemcast Corp. v. Arco Industries, 913 F.2d 923,
16 USPQ2d 1033 (Fed. Cir. 1990), a proper best
mode analysis has two components:

(A) >Determine whether, at the time the applica-
tion was filed, the inventor knew of a mode of practic-
ing the claimed invention that the inventor considered
to be better than any other.<

The first component is a subjective inquiry
because it focuses on the inventor’s state of mind at
the time the application was filed. Unless the exam-
iner has evidence that the inventors had information
in their possession

(1) at the time the application was filed
(2) that a mode was considered to be better
than any others by the inventors,

there is no reason to address the second component
and there is no proper basis for a best mode rejection.
If the facts satisfy the first component, then, and only
then, is the following second component analyzed:

(B) Compare what was known in (A) with what
was disclosed - is the disclosure adequate to enable
one skilled in the art to practice the best mode?

Assessing the adequacy of the disclosure in this
regard is largely an objective inquiry that depends on
the level of skill in the art. Is the information con-
tained in the specification disclosure sufficient to
enable a person skilled in the relevant art to make and
use the best mode?

A best mode rejection is proper only when the first
inquiry can be answered in the affirmative, and the
second inquiry answered in the negative with reasons
to support the conclusion that the specification is non-
enabling with respect to the best mode.

2165.04 Examples of Evidence of Con-
cealment [R-3]

In determining the adequacy of a best mode disclo-
sure, only evidence of concealment (accidental or
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intentional) is to be considered. That evidence must
tend to show that the quality of an applicant’s best
mode disclosure is so poor as to effectively result in
concealment.

. EXAMPLES — BEST MODE REQUIRE-
MENT SATISFIED

In one case, even though the inventor had more
information in his possession concerning the contem-
plated best mode than was disclosed (a known com-
puter program) the specification was held to delineate
the best mode in a manner sufficient to require only
the application of routine skill to produce a workable
digital computer program. In re Sherwood, 613 F.2d
809, 204 USPQ 537 (CCPA 1980).

In another case, the claimed subject matter was a
time controlled thermostat, but the application did not
disclose the specific Quartzmatic motor which was
used in a commercial embodiment. The Court con-
cluded that failure to disclose the commercial motor
did not amount to concealment since similar clock
motors were widely available and widely advertised.
There was no evidence that the specific Quartzmatic
motor was superior except possibly in price. Honey-
well v. Diamond, 208 USPQ 452 (D.D.C. 1980).

There was held to be no violation of the best mode
requirement even though the inventor did not disclose
the only mode of calculating the stretch rate for plas-
tic rods that he used because that mode would have
been employed by those of ordinary skill in the art at
the time the application was filed. W.L. Gore &
Assoc., Inc. v. Garlock Inc., 721 F.2d 1540, 220 USPQ
303 (Fed. Cir. 1983).

>There was no best mode violation where the pat-
entee failed to disclose in the specification “[K]nown
ways to perform a known operation” to practice the
claimed invention. “Known ways of performing a
known operation cannot be deemed intentionally con-
cealed absent evidence of intent to deliberately with-
hold that information.” High Concrete Structures Inc.
v. New Enter. Stone & Lime Co., 377 F.3d 1379, 1384,
71 USPQ2d 1948, 1951 (Fed. Cir. 2004). The unin-
tentional failure to disclose in the specification the use
of a crane to support the patented frame in order to
carry out the method of loading and tilting the frame
was held not to defeat the best mode requirement
because one of ordinary skill in the art would under-
stand and use a crane to move heavy loads. Id. “The
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best mode requirement of [35 U.S.C.] 8112 is not vio-
lated by unintentional omission of information that
would be readily known to persons in the field of the
invention.” 1d.<

There was no best mode violation where there was
no evidence that the monoclonal antibodies used by
the inventors differed from those obtainable according
to the processes described in the specification. It was
not disputed that the inventors obtained the antibodies
used in the invention by following the procedures in
the specification, that these were the inventors’ pre-
ferred procedures, and that the data reported in the
specification was for the antibody that the inventors
had actually used. Scripps Clinic and Research Foun-
dation v. Genentech, Inc., 927 F.2d 1565, 18 USPQ 2d
1001 (Fed. Cir. 1991).

Where an organism was created by the insertion of
genetic material into a cell obtained from generally
available sources, all that was required to satisfy the
best mode requirement was an adequate description of
the means for carrying out the invention, not deposit
of the cells. As to the observation that no scientist
could ever duplicate exactly the cell used by appli-
cants, the court observed that the issue is whether the
disclosure is adequate, not that an exact duplication is
necessary. Amgen, Inc. v. Chugai Pharmaceutical Co.,
927 F.2d 1200, 18 USPQ 2d 1016 (Fed. Cir. 1991).

There was held to be no violation of the best mode
requirement where the Solicitor argued that conceal-
ment could be inferred from the disclosure in a speci-
fication that each analog is “surprisingly and
unexpectedly more useful than one of the correspond-
ing prostaglandins . . . for at least one of the pharma-
cological purposes.” It was argued that appellant must
have had test results to substantiate this statement and
this data should have been disclosed. The court con-
cluded that no withholding could be inferred from
general statements of increased selectivity and nar-
rower spectrum of potency for these novel analogs,
conclusions which could be drawn from the elemen-
tary pharmacological testing of the analogs. In re
Bundy, 642 F.2d 430, 435, 209 USPQ 48, 52 (CCPA
1981).

Il. EXAMPLES — BEST MODE REQUIRE-
MENT NOT SATISFIED

The best mode requirement was held to be violated
where inventors of a laser failed to disclose details of
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their preferred TiCuSil brazing method which were
not contained in the prior art and were contrary to cri-
teria for the use of TiCuSil as contained in the litera-
ture. Spectra-Physics, Inc. v. Coherent, Inc., 827 F.2d
1524, 3 USPQ 2d 1737 (Fed. Cir. 1987).

The best mode requirement was violated because
an inventor failed to disclose whether to use a specific
surface treatment that he knew was necessary to the
satisfactory performance of his invention, even
though how to perform the treatment itself was known
in the art. The argument that the best mode require-
ment may be met solely by reference to what was
known in the prior art was rejected as incorrect. Dana
Corp. v. IPC Ltd. Partnership, 860 F.2d 415,
8 USPQ2d 1692 (Fed. Cir. 1988).

2171 Two Separate Requirements for
Claims Under 35 U.S.C. 112, Sec-
ond Paragraph

The second paragraph of 35 U.S.C. 112 is directed
to requirements for the claims:

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the sub-
ject matter which the applicant regards as his invention.

There are two separate requirements set forth in this
paragraph:

(A) the claims must set forth the subject matter
that applicants regard as their invention; and

(B) the claims must particularly point out and dis-
tinctly define the metes and bounds of the subject
matter that will be protected by the patent grant.

The first requirement is a subjective one because it
is dependent on what the applicants for a patent
regard as their invention. The second requirement is
an objective one because it is not dependent on the
views of applicant or any particular individual, but is
evaluated in the context of whether the claim is defi-
nite — i.e., whether the scope of the claim is clear to a
hypothetical person possessing the ordinary level of
skill in the pertinent art.

Although an essential purpose of the examination
process is to determine whether or not the claims
define an invention that is both novel and nonobvious
over the prior art, another essential purpose of patent
examination is to determine whether or not the claims
are precise, clear, correct, and unambiguous. The
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uncertainties of claim scope should be removed, as
much as possible, during the examination process.

The inquiry during examination is patentability of
the invention as applicant regards it. If the claims do
not particularly point out and distinctly claim that
which applicants regard as their invention, the appro-
priate action by the examiner is to reject the claims
under 35 U.S.C. 112, second paragraph. In re Zletz,
893 F.2d 319, 13 USPQ2d 1320 (Fed. Cir. 1989). If a
rejection is based on 35 U.S.C. 112, second para-
graph, the examiner should further explain whether
the rejection is based on indefiniteness or on the fail-
ure to claim what applicants regard as their invention.
Ex parte lonescu, 222 USPQ 537, 539 (Bd. App.
1984).

2172 Subject Matter Which Applicants
Regard as Their Invention

l. FOCUS FOR EXAMINATION

A rejection based on the failure to satisfy this
requirement is appropriate only where applicant has
stated, somewhere other than in the application as
filed, that the invention is something different from
what is defined by the claims. In other words, the
invention set forth in the claims must be presumed, in
the absence of evidence to the contrary, to be that
which applicants regard as their invention. In re
Moore, 439 F.2d 1232, 169 USPQ 236 (CCPA 1971).

Il. EVIDENCE TO THE CONTRARY

Evidence that shows that a claim does not corre-
spond in scope with that which applicant regards as
applicant’s invention may be found, for example, in
contentions or admissions contained in briefs or
remarks filed by applicant, Solomon v. Kimberly-
Clark Corp., 216 F.3d 1372, 55 USPQ2d 1279 (Fed.
Cir. 2000); In re Prater, 415 F.2d 1393, 162 USPQ
541 (CCPA 1969), or in affidavits filed under 37 CFR
1.132, In re Cormany, 476 F.2d 998, 177 USPQ 450
(CCPA 1973). The content of applicant’s specification
is not used as evidence that the scope of the claims is
inconsistent with the subject matter which applicants
regard as their invention. As noted in In re Ehrreich,
590 F.2d 902, 200 USPQ 504 (CCPA 1979), agree-
ment, or lack thereof, between the claims and the
specification is properly considered only with respect
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to 35 U.S.C. 112, first paragraph; it is irrelevant to
compliance with the second paragraph of that section.

111, SHIFT IN CLAIMS PERMITTED

The second paragraph of 35 U.S.C. 112 does not
prohibit applicants from changing what they regard as
their invention during the pendency of the application.
In re Saunders, 444 F.2d 599, 170 USPQ 213 (CCPA
1971) (Applicant was permitted to claim and submit
comparative evidence with respect to claimed subject
matter which originally was only the preferred
embodiment within much broader claims (directed to
a method).). The fact that claims in a continuation
application were directed to originally disclosed sub-
ject matter which applicants had not regarded as part
of their invention when the parent application was
filed was held not to prevent the continuation applica-
tion from receiving benefits of the filing date of the
parent application under 35 U.S.C. 120. In re Brower,
433 F.2d 813, 167 USPQ 684 (CCPA 1970).

2172.01 Unclaimed
[R-1]

A claim which omits matter disclosed to be essen-
tial to the invention as described in the specification
or in other statements of record may be rejected under
35 U.S.C. 112, first paragraph, as not enabling. In re
Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA
1976). See also MPEP § 2164.08(c). Such essential
matter may include missing elements, steps or neces-
sary structural cooperative relationships of elements
described by the applicant(s) as necessary to practice
the invention.

In addition, a claim which fails to interrelate essen-
tial elements of the invention as defined by appli-
cant(s) in the specification may be rejected under 35
U.S.C. 112, second paragraph, for failure to point out
and distinctly claim the invention. See In re Venezia,
530 F.2d 956, 189 USPQ 149 (CCPA 1976); In re
Collier, 397 F.2d 1003, 158 USPQ 266 (CCPA 1968).
>But see Ex parte Nolden, 149 USPQ 378, 380 (Bd.
Pat. App. 1965) (“[I]t is not essential to a patentable
combination that there be interdependency between
the elements of the claimed device or that all the ele-
ments operate concurrently toward the desired
result”); Ex parte Huber, 148 USPQ 447, 448-49 (Bd.
Pat. App. 1965) (A claim does not necessarily fail to
comply with 35 U.S.C. 112, second paragraph where

Essential Matter
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the various elements do not function simultaneously,
are not directly functionally related, do not directly
intercooperate, and/or serve independent purposes.).<

2173 Claims Must Particularly Point
Out and Distinctly Claim the In-
vention

The primary purpose of this requirement of defi-
niteness of claim language is to ensure that the scope
of the claims is clear so the public is informed of the
boundaries of what constitutes infringement of the
patent. A secondary purpose is to provide a clear mea-
sure of what applicants regard as the invention so that
it can be determined whether the claimed invention
meets all the criteria for patentability and whether the
specification meets the criteria of 35 U.S.C. 112, first
paragraph with respect to the claimed invention.

2173.01 Claim Terminology [R-2]

A fundamental principle contained in 35 U.S.C.
112, second paragraph is that applicants are their own
lexicographers. They can define in the claims what
they regard as their invention essentially in whatever
terms they choose so long as **>any special meaning
assigned to a term is clearly set forth in the specifica-
tion. See MPEP § 2111.01.< Applicant may use func-
tional language, alternative expressions, negative
limitations, or any style of expression or format of
claim which makes clear the boundaries of the subject
matter for which protection is sought. As noted by the
court in In re Swinehart, 439 F.2d 210, 160 USPQ 226
(CCPA 1971), a claim may not be rejected solely
because of the type of language used to define the
subject matter for which patent protection is sought.

2173.02 Clarity and Precision [R-3]

The examiner’s focus during examination of claims
for compliance with the requirement for definiteness
of 35 U.S.C. 112, second paragraph, is whether the
claim meets the threshold requirements of clarity and
precision, not whether more suitable language or
modes of expression are available. When the exam-
iner is satisfied that patentable subject matter is dis-
closed, and it is apparent to the examiner that the
claims are directed to such patentable subject matter,
he or she should allow claims which define the patent-
able subject matter with a reasonable degree of partic-
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ularity and distinctness. Some latitude in the manner
of expression and the aptness of terms should be per-
mitted even though the claim language is not as pre-
cise as the examiner might desire. Examiners are
encouraged to suggest claim language to applicants to
improve the clarity or precision of the language used,
but should not reject claims or insist on their own
preferences if other modes of expression selected by
applicants satisfy the statutory requirement.

The essential inquiry pertaining to this requirement
is whether the claims set out and circumscribe a par-
ticular subject matter with a reasonable degree of clar-
ity and particularity. Definiteness of claim language
must be analyzed, not in a vacuum, but in light of:

(A) The content of the particular application dis-
closure;

(B) The teachings of the prior art; and

(C) The claim interpretation that would be given
by one possessing the ordinary level of skill in the
pertinent art at the time the invention was made.

In reviewing a claim for compliance with 35 U.S.C.
112, second paragraph, the examiner must consider
the claim as a whole to determine whether the claim
apprises one of ordinary skill in the art of its scope
and, therefore, serves the notice function required by
35 U.S.C. 112, second paragraph, by providing clear
warning to others as to what constitutes infringement
of the patent. See, e.g., Solomon v. Kimberly-Clark
Corp., 216 F.3d 1372, 1379, 55 USPQ2d 1279, 1283
(Fed. Cir. 2000). See also In re Larsen, No. 01-1092
(Fed. Cir. May 9, 2001) (unpublished) (The preamble
of the Larsen claim recited only a hanger and a loop
but the body of the claim positively recited a linear
member. The court observed that the totality of all the
limitations of the claim and their interaction with each
other must be considered to ascertain the inventor’s
contribution to the art. Upon review of the claim in its
entirety, the court concluded that the claim at issue
apprises one of ordinary skill in the art of its scope
and, therefore, serves the notice function required by
35 U.S.C. 112 paragraph 2.). >See also Metabolite
Labs., Inc. v. Lab. Corp. of Am. Holdings, 370 F.3d
1354, 1366, 71 USPQ2d 1081, 1089 (Fed. Cir. 2004)
(*The requirement to “distinctly” claim means that the
claim must have a meaning discernible to one of ordi-
nary skill in the art when construed according to cor-
rect principles....Only when a claim remains
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insolubly ambiguous without a discernible meaning
after all reasonable attempts at construction must a
court declare it indefinite.”).

Accordingly, a claim term that is not used or
defined in the specification is not indefinite if the
meaning of the claim term is discernible. Bancorp
Services, L.L.C. v. Hartford Life Ins. Co., 359 F.3d
1367, 1372, 69 USPQ2d 1996, 1999-2000 (Fed. Cir.
2004) (holding that the disputed claim term “surren-
der value protected investment credits” which was not
defined or used in the specification was discernible
and hence not indefinite because “the components of
the term have well recognized meanings, which allow
the reader to infer the meaning of the entire phrase
with reasonable confidence”).<

If the language of the claim is such that a person of
ordinary skill in the art could not interpret the metes
and bounds of the claim so as to understand how to
avoid infringement, a rejection of the claim under
35 U.S.C. 112, second paragraph, would be appropri-
ate. See Morton Int’l, Inc. v. Cardinal Chem. Co.,
5 F.3d 1464, 1470, 28 USPQ2d 1190, 1195 (Fed. Cir.
1993). However, if the language used by applicant
satisfies the statutory requirements of 35 U.S.C. 112,
second paragraph, but the examiner merely wants the
applicant to improve the clarity or precision of the
language used, the claim must not be rejected under
35 U.S.C. 112, second paragraph, rather, the examiner
should suggest improved language to the applicant.

For example, a claim recites “a suitable liquid such
as the filtrate of the contaminated liquid to be filtered
and solids of a filtering agent such as perlite, cellulose
powder, etc.” The mere use of the phrase “such as” in
the claim does not by itself render the claim indefi-
nite. Office policy is not to employ per se rules to
make technical rejections. Examples of claim lan-
guage which have been held to be indefinite set forth
in MPEP § 2173.05(d) are fact specific and should
not be applied as per se rules. The test for definiteness
under 35 U.S.C. 112, second paragraph, is whether
“those skilled in the art would understand what is
claimed when the claim is read in light of the specifi-
cation.” Orthokinetics, Inc. v. Safety Travel Chairs,
Inc., 806 F.2d 1565, 1576, 1 USPQ2d 1081, 1088
(Fed. Cir. 1986). If one skilled in the art is able to
ascertain in the example above, the meaning of the
terms “suitable liquid” and “solids of a filtering
agent” in light of the specification, 35 U.S.C. 112,
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second paragraph, is satisfied. If upon review of the
claim as a whole in light of the specification, the
examiner determines that a rejection under 35 U.S.C.
112, second paragraph, is not appropriate in the
above-noted example, but is of the opinion that the
clarity and the precision of the language can be
improved by the deletion of the phrase “such as” in
the claim, the examiner may make such a suggestion
to the applicant. If applicant does not accept the
examiner’s suggestion, the examiner should not pur-
sue the issue.

If upon review of a claim in its entirety, the exam-
iner concludes that a rejection under 35 U.S.C. 112,
second paragraph, is appropriate, such a rejection
should be made and an analysis as to why the
phrase(s) used in the claim is “vague and indefinite”
should be included in the Office action. If applicants
traverse the rejection, with or without the submission
of an amendment, and the examiner considers appli-
cant’s arguments to be persuasive, the examiner
should indicate in the next Office communication that
the previous rejection under 35 U.S.C. 112, second
paragraph, has been withdrawn and provide an expla-
nation as to what prompted the change in the exam-
iner’s position (e.g., examiners may make specific
reference to portions of applicant’s remarks that were
considered to be the basis as to why the previous
rejection was withdrawn).

By providing an explanation as to the action taken,
the examiner will enhance the clarity of the prosecu-
tion history record. As noted by the Supreme Court in
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki
Co., 535 U.S. 722, 122 S.Ct. 1831, 1838, 62 USPQ2d
1705, 1710 (2002), a clear and complete prosecution
file record is important in that “[p]rosecution history
estoppel requires that the claims of a patent be inter-
preted in light of the proceedings in the PTO during
the application process.” In Festo, the court held that
“a narrowing amendment made to satisfy any require-
ment of the Patent Act may give rise to an estoppel.”
With respect to amendments made to comply with the
requirements of 35 U.S.C. 112, the court stated that
“[i]f a § 112 amendment is truly cosmetic, then it
would not narrow the patent’s scope or raise an estop-
pel. On the other hand, if a § 112 amendment is neces-
sary and narrows the patent’s scope—even if only for
the purpose of better description—estoppel may
apply.” 1d., at 1840, 62 USPQ2d at 1712. The court
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further stated that “when the court is unable to deter-
mine the purpose underlying a narrowing amend-
ment—and hence a rationale for limiting the estoppel
to the surrender of particular equivalents—the court
should presume that the patentee surrendered all sub-
ject matter between the broader and the narrower lan-
guage...the patentee should bear the burden of
showing that the amendment does not surrender the
particular equivalent in question.” Id., at 1842, 62
USPQ2d at 1713. Thus, whenever possible, the exam-
iner should make the record clear by providing
explicit reasoning for making or withdrawing any
rejection related to 35 U.S.C. 112, second paragraph.

2173.03 Inconsistency Between Claim

*>and< Specification Disclosure
or Prior Art[R-1] [R-1]

Although the terms of a claim may appear to be
definite, inconsistency with the specification disclo-
sure or prior art teachings may make an otherwise
definite claim take on an unreasonable degree of
uncertainty. In re Cohn, 438 F.2d 989, 169 USPQ 95
(CCPA 1971); In re Hammack, 427 F.2d 1378,
166 USPQ 204 (CCPA 1970). In Cohn, the claim was
directed to a process of treating a surface with a cor-
roding solution until the metallic appearance is sup-
planted by an “opaque” appearance. Noting that no
claim may be read apart from and independent of the
supporting disclosure on which it is based, the court
found that the description, definitions and examples
set forth in the specification relating to the appearance
of the surface after treatment were inherently incon-
sistent and rendered the claim indefinite.

2173.04 Breadth Is Not Indefiniteness

Breadth of a claim is not to be equated with indefi-
niteness. In re Miller, 441 F.2d 689, 169 USPQ 597
(CCPA 1971). If the scope of the subject matter
embraced by the claims is clear, and if applicants have
not otherwise indicated that they intend the invention
to be of a scope different from that defined in the
claims, then the claims comply with 35 U.S.C. 112,
second paragraph.

Undue breadth of the claim may be addressed under
different statutory provisions, depending on the rea-
sons for concluding that the claim is too broad. If the
claim is too broad because it does not set forth that
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which applicants regard as their invention as evi-
denced by statements outside of the application as
filed, a rejection under 35 U.S.C. 112, second para-
graph, would be appropriate. If the claim is too broad
because it is not supported by the original description
or by an enabling disclosure, a rejection under
35 U.S.C. 112, first paragraph, would be appropriate.
If the claim is too broad because it reads on the prior
art, a rejection under either 35 U.S.C. 102 or 103
would be appropriate.

2173.05 Specific Topics Related to Issues
Under 35 U.S.C. 112, Second
Paragraph [R-1]

The following sections are devoted to a discussion
of specific topics where issues under 35 U.S.C. 112,
second paragraph, have been addressed. These sec-
tions are not intended to be an exhaustive list of the
issues that can arise under 35 U.S.C. 112, second
paragraph, but are intended to provide guidance in
areas that have been addressed with some frequency
in recent examination practice. The court and Board
decisions cited are representative. As with all appel-
late decisions, the results are largely dictated by the
facts in each case. The use of the same language in a
different context may justify a different result.

>See MPEP § 2181 for guidance in determining
whether an applicant has complied with the require-
ments of 35 U.S.C. 112, second paragraph, when
35 U.S.C. 112, sixth paragraph, is invoked.<

2173.05(a) New Terminology [R-3]

. THE MEANING OF EVERY TERM
SHOULD BE APPARENT

The meaning of every term used in a claim should
be apparent from the prior art or from the specifica-
tion and drawings at the time the application is filed.
Applicants need not confine themselves to the termi-
nology used in the prior art, but are required to make
clear and precise the terms that are used to define the
invention whereby the metes and bounds of the
claimed invention can be ascertained. During patent
examination, the pending claims must be given the
broadest reasonable interpretation consistent with the
specification. In re Morris, 127 F.3d 1048, 1054,
44 USPQ2d 1023, 1027 (Fed. Cir. 1997); In re Prater,
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415 F.2d 1393, 162 USPQ 541 (CCPA 1969). See also
MPEP § 2111 - § 2111.01. When the specification
states the meaning that a term in the claim is intended
to have, the claim is examined using that meaning, in
order to achieve a complete exploration of the appli-
cant’s invention and its relation to the prior art. In re
Zletz, 893 F.2d 319, 13 USPQ2d 1320 (Fed. Cir.
1989).

II. THE REQUIREMENT FOR CLARITY
AND PRECISION MUST BE BALANCED
WITH THE LIMITATIONS OF THE LAN-
GUAGE

Courts have recognized that it is not only permissi-
ble, but often desirable, to use new terms that are fre-
guently more precise in describing and defining the
new invention. In re Fisher, 427 F.2d 833, 166 USPQ
18 (CCPA 1970). Although it is difficult to compare
the claimed invention with the prior art when new
terms are used that do not appear in the prior art, this
does not make the new terms indefinite.

New terms are often used when a new technology is
in its infancy or is rapidly evolving. The requirements
for clarity and precision must be balanced with the
limitations of the language and the science. If the
claims, read in light of the specification, reasonably
apprise those skilled in the art both of the utilization
and scope of the invention, and if the language is as
precise as the subject matter permits, the statute
(35 U.S.C. 112, second paragraph) demands no more.
Shatterproof Glass Corp. v. Libbey Owens Ford Co.,
758 F.2d 613, 225 USPQ 634 (Fed. Cir. 1985) (inter-
pretation of “freely supporting” in method claims
directed to treatment of a glass sheet); Hybritech, Inc.
v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 231
USPQ 81 (Fed. Cir. 1986) (interpretation of a limita-
tion specifying a numerical value for antibody affinity
where the method of calculation was known in the art
at the time of filing to be imprecise). This does not
mean that the examiner must accept the best effort of
applicant. If the proposed language is not considered
as precise as the subject matter permits, the examiner
should provide reasons to support the conclusion of
indefiniteness and is encouraged to suggest alterna-
tives that are free from objection.
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I11. TERMS USED CONTRARY TO THEIR
ORDINARY MEANING MUST BE
CLEARLY REDEFINED IN THE WRIT-
TEN DESCRIPTION

Consistent with the well-established axiom in
patent law that a patentee or applicant is free to be his
or her own lexicographer, a patentee or applicant may
use terms in a manner contrary to or inconsistent with
one or more of their ordinary meanings if the written
description clearly redefines the terms. See, e.g., Pro-
cess Control Corp. v. HydReclaim Corp., 190 F.3d
1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999)
(“While we have held many times that a patentee can
act as his own lexicographer to specifically define
terms of a claim contrary to their ordinary meaning,”
in such a situation the written description must clearly
redefine a claim term “so as to put a reasonable com-
petitor or one reasonably skilled in the art on notice
that the patentee intended to so redefine that claim
term.”); Hormone Research Foundation Inc. v.
Genentech Inc., 904 F.2d 1558, 15 USPQ2d 1039
(Fed. Cir. 1990). Accordingly, when there is more
than one definition for a term, it is incumbent upon
applicant to make clear which definition is being
relied upon to claim the invention. Until the meaning
of a term or phrase used in a claim is clear, a rejection
under 35 U.S.C. 112, second paragraph is appropriate.
In applying the prior art, the claims should be con-
strued to encompass all definitions that are consistent
with applicant’s use of the term. See Tex. Digital Sys.,
Inc. v. Telegenix, Inc., 308 F.3d 1193, 1202, 64
USPQ2d 1812, 1818 (Fed. Cir. 2002). It is appropriate
to compare the meaning of terms given in technical
dictionaries in order to ascertain the accepted meaning
of a term in the art. In re Barr, 444 F.2d 588, 170
USPQ 330 (CCPA 1971). >See also MPEP
§2111.01<

2173.05(b) Relative Terminology

The fact that claim language, including terms of
degree, may not be precise, does not automatically
render the claim indefinite under 35 U.S.C. 112, sec-
ond paragraph. Seattle Box Co., v. Industrial Crating
& Packing, Inc., 731 F.2d 818, 221 USPQ 568 (Fed.
Cir. 1984). Acceptability of the claim language
depends on whether one of ordinary skill in the art
would understand what is claimed, in light of the
specification.
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WHEN A TERM OF DEGREE IS PRESENT, DE-
TERMINE WHETHER A STANDARD IS DIS-
CLOSED OR WHETHER ONE OF ORDINARY
SKILL IN THE ART WOULD BE APPRISED OF
THE SCOPE OF THE CLAIM

When a term of degree is presented in a claim, first
a determination is to be made as to whether the speci-
fication provides some standard for measuring that
degree. If it does not, a determination is made as to
whether one of ordinary skill in the art, in view of the
prior art and the status of the art, would be neverthe-
less reasonably apprised of the scope of the invention.
Even if the specification uses the same term of degree
as in the claim, a rejection may be proper if the scope
of the term is not understood when read in light of the
specification. While, as a general proposition, broad-
ening modifiers are standard tools in claim drafting in
order to avoid reliance on the doctrine of equivalents
in infringement actions, when the scope of the claim
is unclear a rejection under 35 U.S.C. 112, second
paragraph, is proper. See In re Wiggins, 488 F. 2d 538,
541, 179 USPQ 421, 423 (CCPA 1973).

When relative terms are used in claims wherein the
improvement over the prior art rests entirely upon size
or weight of an element in a combination of elements,
the adequacy of the disclosure of a standard is of
greater criticality.

REFERENCE TO AN OBJECT THAT IS VARI-
ABLE MAY RENDER A CLAIM INDEFINITE

A claim may be rendered indefinite by reference to
an object that is variable. For example, the Board has
held that a limitation in a claim to a bicycle that
recited “said front and rear wheels so spaced as to
give a wheelbase that is between 58 percent and 75
percent of the height of the rider that the bicycle was
designed for” was indefinite because the relationship
of parts was not based on any known standard for siz-
ing a bicycle to a rider, but on a rider of unspecified
build. Ex parte Brummer, 12 USPQ2d 1653 (Bd. Pat.
App. & Inter. 1989). On the other hand, a claim limi-
tation specifying that a certain part of a pediatric
wheelchair be *“so dimensioned as to be insertable
through the space between the doorframe of an auto-
mobile and one of the seats” was held to be definite.
Orthokinetics, Inc. v. Safety Travel Chairs, Inc.,
806 F.2d 1565, 1 USPQ2d 1081 (Fed. Cir. 1986). The
court stated that the phrase “so dimensioned” is as
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accurate as the subject matter permits, noting that the
patent law does not require that all possible lengths
corresponding to the spaces in hundreds of different
automobiles be listed in the patent, let alone that they
be listed in the claims.

A.  “About”

The term “about” used to define the area of the
lower end of a mold as between 25 to about 45% of
the mold entrance was held to be clear, but flexible.
Ex parte Eastwood, 163 USPQ 316 (Bd. App. 1968).
Similarly, in W.L. Gore & Associates, Inc. v. Garlock,
Inc., 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983),
the court held that a limitation defining the stretch rate
of a plastic as “exceeding about 10% per second” is
definite because infringement could clearly be
assessed through the use of a stopwatch. However, the
court held that claims reciting “at least about” were
invalid for indefiniteness where there was close prior
art and there was nothing in the specification, prose-
cution history, or the prior art to provide any indica-
tion as to what range of specific activity is covered by
the term “about.” Amgen, Inc. v. Chugai Pharmaceuti-
cal Co., 927 F.2d 1200, 18 USPQ2d 1016 (Fed. Cir.
1991).

B. “Essentially”

The phrase “a silicon dioxide source that is essen-
tially free of alkali metal” was held to be definite
because the specification contained guidelines and
examples that were considered sufficient to enable a
person of ordinary skill in the art to draw a line
between unavoidable impurities in starting materials
and essential ingredients. In re Marosi, 710 F.2d 799,
218 USPQ 289 (CCPA 1983). The court further
observed that it would be impractical to require appli-
cants to specify a particular number as a cutoff
between their invention and the prior art.

C. “Similar”

The term “similar” in the preamble of a claim that
was directed to a nozzle “for high-pressure cleaning
units or similar apparatus” was held to be indefinite
since it was not clear what applicant intended to cover
by the recitation “similar” apparatus. Ex parte Kris-
tensen, 10 USPQ2d 1701 (Bd. Pat. App. & Inter.
1989).
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A claim in a design patent application which read:
“The ornamental design for a feed bunk or similar
structure as shown and described.” was held to be
indefinite because it was unclear from the specifica-
tion what applicant intended to cover by the recitation
of “similar structure.” Ex parte Pappas, 23 USPQ2d
1636 (Bd. Pat. App. & Inter. 1992).

D. “Substantially”

The term “substantially” is often used in conjunc-
tion with another term to describe a particular charac-
teristic of the claimed invention. It is a broad term. In
re Nehrenberg, 280 F.2d 161, 126 USPQ 383 (CCPA
1960). The court held that the limitation “to substan-
tially increase the efficiency of the compound as a
copper extractant” was definite in view of the general
guidelines contained in the specification. In re Matti-
son, 509 F.2d 563, 184 USPQ 484 (CCPA 1975). The
court held that the limitation “which produces sub-
stantially equal E and H plane illumination patterns”
was definite because one of ordinary skill in the art
would know what was meant by “substantially equal.”
Andrew Corp. v. Gabriel Electronics, 847 F.2d 819,
6 USPQ2d 2010 (Fed. Cir. 1988).

E. “Type”

The addition of the word “type” to an otherwise
definite expression (e.g., Friedel-Crafts catalyst)
extends the scope of the expression so as to render it
indefinite.  Ex parte Copenhaver, 109 USPQ 118
(Bd. App. 1955). Likewise, the phrase “ZSM-5-type
aluminosilicate zeolites” was held to be indefinite
because it was unclear what “type” was intended to
convey. The interpretation was made more difficult by
the fact that the zeolites defined in the dependent
claims were not within the genus of the type of zeo-
lites defined in the independent claim. Ex parte Attig,
7 USPQ2d 1092 (Bd. Pat. App. & Inter. 1986).

F Other Terms

The phrases “relatively shallow,” “of the order of,”
“the order of about 5mm,” and “substantial portion”
were held to be indefinite because the specification
lacked some standard for measuring the degree
intended and, therefore, properly rejected as indefinite
under 35 U.S.C. 112, second paragraph. Ex parte Oet-
iker, 23 USPQ2d 1641 (Bd. Pat. App. & Inter. 1992).
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The term “or like material” in the context of the
limitation “coke, brick, or like material” was held to
render the claim indefinite since it was not clear how
the materials other than coke or brick had to resemble
the two specified materials to satisfy the limitations of
the claim. Ex parte Caldwell, 1906 C.D. 58 (Comm’r
Pat. 1906).

The terms “comparable” and “superior” were held
to be indefinite in the context of a limitation relating
the characteristics of the claimed material to other
materials - “properties that are superior to those
obtained with comparable” prior art materials. Ex
parte Anderson, 21 USPQ2d 1241 (Bd. Pat. App. &
Inter. 1991). It was not clear from the specification
which properties had to be compared and how compa-
rable the properties would have to be to determine
infringement issues. Further, there was no guidance as
to the meaning of the term “superior.”

2173.05(c) Numerical Rangesand Amounts
Limitations

Generally, the recitation of specific numerical
ranges in a claim does not raise an issue of whether a
claim is definite.

. NARROW AND BROADER RANGES IN
THE SAME CLAIM

Use of a narrow numerical range that falls within a
broader range in the same claim may render the claim
indefinite when the boundaries of the claim are not
discernible. Description of examples and preferences
is properly set forth in the specification rather than in
a single claim. A narrower range or preferred embodi-
ment may also be set forth in another independent
claim or in a dependent claim. If stated in a single
claim, examples and preferences lead to confusion
over the intended scope of the claim. In those
instances where it is not clear whether the claimed
narrower range is a limitation, a rejection under 35
U.S.C. 112, second paragraph should be made. The
Examiner should analyze whether the metes and
bounds of the claim are clearly set forth. Examples of
claim language which have been held to be indefinite
are (A) “a temperature of between 45 and 78 degrees
Celsius, preferably between 50 and 60 degrees Cel-
sius”; and (B) “a predetermined quantity, for example,
the maximum capacity.”
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While a single claim that includes both a broad and
a narrower range may be indefinite, it is not improper
under 35 U.S.C. 112, second paragraph, to present a
dependent claim that sets forth a narrower range for
an element than the range set forth in the claim from
which it depends. For example, if claim 1 reads “A
circuit ... wherein the resistance is 70-150 ohms.” and
claim 2 reads “The circuit of claim 1 wherein the
resistance is 70-100 ohms.”, then claim 2 should not
be rejected as indefinite.

Il.  OPEN-ENDED NUMERICAL RANGES

Open-ended numerical ranges should be carefully
analyzed for definiteness. For example, when an inde-
pendent claim recites a composition comprising “at
least 20% sodium” and a dependent claim sets forth
specific amounts of nonsodium ingredients which add
up to 100%, apparently to the exclusion of sodium,
an ambiguity is created with regard to the “at least”
limitation (unless the percentages of the nonsodium
ingredients are based on the weight of the nonsodium
ingredients). On the other hand, the court held
that a composition claimed to have a theoretical con-
tent greater than 100% (i.e., 20-80% of A, 20-80%
of B and 1-25% of C) was not indefinite simply
because the claims may be read in theory to include
compositions that are impossible in fact to formulate.
It was observed that subject matter which cannot exist
in fact can neither anticipate nor infringe a claim. In re
Kroekel, 504 F.2d 1143, 183 USPQ 610 (CCPA 1974).

In a claim directed to a chemical reaction process, a
limitation required that the amount of one ingredient
in the reaction mixture should “be maintained at less
than 7 mole percent” based on the amount of another
ingredient. The examiner argued that the claim was
indefinite because the limitation sets only a maximum
amount and is inclusive of substantially no ingredient
resulting in termination of any reaction. The court did
not agree because the claim was clearly directed to a
reaction process which did not warrant distorting the
overall meaning of the claim to preclude performing
the claimed process. In re Kirsch, 498 F.2d 1389,
182 USPQ 286 (CCPA 1974).

Some terms have been determined to have the fol-
lowing meanings in the factual situations of the
reported cases: the term “up to” includes zero as a
lower limit, In re Mochel, 470 F.2d 638, 176 USPQ
194 (CCPA 1974); and “a moisture content of not
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more than 70% by weight” reads on dry material, Ex
parte Khusid, 174 USPQ 59 (Bd. App. 1971).

1. “EFFECTIVE AMOUNT”

The common phrase “an effective amount” may or
may not be indefinite. The proper test is whether or
not one skilled in the art could determine specific val-
ues for the amount based on the disclosure. See In re
Mattison, 509 F.2d 563, 184 USPQ 484 (CCPA 1975).
The phrase “an effective amount . . . for growth stimu-
lation” was held to be definite where the amount was
not critical and those skilled in the art would be able
to determine from the written disclosure, including
the examples, what an effective amount is. In re Hal-
leck, 422 F.2d 911, 164 USPQ 647 (CCPA 1970). The
phrase “an effective amount” has been held to be
indefinite when the claim fails to state the function
which is to be achieved and more than one effect can
be implied from the specification or the relevant art.
In re Fredericksen 213 F.2d 547, 102 USPQ
35 (CCPA 1954). The more recent cases have tended
to accept a limitation such as “an effective amount” as
being definite when read in light of the supporting
disclosure and in the absence of any prior art which
would give rise to uncertainty about the scope of the
claim. In Ex parte Skuballa, 12 USPQ2d 1570 (Bd.
Pat. App. & Inter. 1989), the Board held that a phar-
maceutical composition claim which recited an
“effective amount of a compound of claim 1” without
stating the function to be achieved was definite, par-
ticularly when read in light of the supporting disclo-
sure which provided guidelines as to the intended
utilities and how the uses could be effected.

2173.05(d) Exemplary Claim Language
(“for example,” “such as”) [R-1]

Description of examples or preferences is properly
set forth in the specification rather than the claims. If
stated in the claims, examples and preferences >may<
lead to confusion over the intended scope of a claim.
In those instances where it is not clear whether the
claimed narrower range is a limitation, a rejection
under 35 U.S.C. 112, second paragraph should be
made. The examiner should analyze whether the
metes and bounds of the claim are clearly set forth.
Examples of claim language which have been held to
be indefinite because the intended scope of the claim
was unclear are:
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(A) “R is halogen, for example, chlorine”;

(B) “material such as rock wool or asbestos” Ex
parte Hall, 83 USPQ 38 (Bd. App. 1949);

(C) “lighter hydrocarbons, such, for example, as
the vapors or gas produced” Ex parte Hasche, 86
USPQ 481 (Bd. App. 1949); and

(D) “normal operating conditions such as while in
the container of a proportioner” Ex parte Steigerwald,
131 USPQ 74 (Bd. App. 1961).

>The above examples of claim language which
have been held to be indefinite are fact specific and
should not be applied as per se rules. See MPEP
§ 2173.02 for guidance regarding when it is appropri-
ate to make a rejection under 35 U.S.C. 112, second
paragraph.<

2173.05(e) Lack of Antecedent Basis [R-1]

A claim is indefinite when it contains words or
phrases whose meaning is unclear. The lack of clarity
could arise where a claim refers to “said lever” or “the
lever,” where the claim contains no earlier recitation
or limitation of a lever and where it would be unclear
as to what element the limitation was making refer-
ence. Similarly, if two different levers are recited ear-
lier in the claim, the recitation of “said lever” in the
same or subsequent claim would be unclear where it
is uncertain which of the two levers was intended.
A claim which refers to “said aluminum lever,”
but recites only “a lever” earlier in the claim, is indef-
inite because it is uncertain as to the lever to which
reference is made. Obviously, however, the failure to
provide explicit antecedent basis for terms does not
always render a claim indefinite. If the scope of a
claim would be reasonably ascertainable by those
skilled in the art, then the claim is not indefinite. Ex
parte Porter, 25 USPQ2d 1144, 1145 (Bd. Pat. App.
& Inter. 1992) (“controlled stream of fluid” provided
reasonable antecedent basis for “the controlled
fluid”). Inherent components of elements recited have
antecedent basis in the recitation of the components
themselves. For example, the limitation “the outer
surface of said sphere” would not require an anteced-
ent recitation that the sphere has an outer surface.
>See Bose Corp. v. JBL, Inc., 274 F.3d 1354, 1359, 61
USPQ2d 1216, 1218-19 (Fed. Cir 2001) (holding that
recitation of “an ellipse” provided antecedent basis for
“an ellipse having a major diameter” because “[t]here
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can be no dispute that mathematically an inherent
characteristic of an ellipse is a major diameter”).<

EXAMINER SHOULD SUGGEST CORREC-
TIONS TO ANTECEDENT PROBLEMS

Antecedent problems in the claims are typically
drafting oversights that are easily corrected once they
are brought to the attention of applicant. The exam-
iner’s task of making sure the claim language com-
plies with the requirements of the statute should be
carried out in a positive and constructive way, so
that minor problems can be identified and easily cor-
rected, and so that the major effort is expended on
more substantive issues. However, even though indef-
initeness in claim language is of semantic origin, it is
not rendered unobjectionable simply because it could
have been corrected. In re Hammack, 427 F.2d 1384
n.5, 166 USPQ 209 n.5 (CCPA 1970).

A CLAIM TERM WHICH HAS NO ANTECED-
ENT BASIS IN THE DISCLOSURE IS NOT
NECESSARILY INDEFINITE

The mere fact that a term or phrase used in the
claim has no antecedent basis in the specification dis-
closure does not mean, necessarily, that the term or
phrase is indefinite. There is no requirement that the
words in the claim must match those used in the spec-
ification disclosure. Applicants are given a great deal
of latitude in how they choose to define their inven-
tion so long as the terms and phrases used define the
invention with a reasonable degree of clarity and pre-
cision.

A CLAIM IS NOT PER SE INDEFINITE IF THE
BODY OF THE CLAIM RECITES ADDITION-
AL ELEMENTS WHICH DO NOT APPEAR IN
THE PREAMBLE

The mere fact that the body of a claim recites addi-
tional elements which do not appear in the claim’s
preamble does not render the claim indefinite under
35 U.S.C. 112, second paragraph. See In re Larsen,
No. 01-1092 (Fed. Cir. May 9, 2001) (unpublished)
(The preamble of the Larsen claim recited only a
hanger and a loop but the body of the claim positively
recited a linear member. The examiner rejected the
claim under 35 U.S.C. 112, second paragraph,
because the omission from the claim’s preamble of a
critical element (i.e., a linear member) renders that
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claim indefinite. The court reversed the examiner’s
rejection and stated that the totality of all the limita-
tions of the claim and their interaction with each other
must be considered to ascertain the inventor’s contri-
bution to the art. Upon review of the claim in its
entirety, the court concluded that the claim at issue
apprises one of ordinary skill in the art of its scope
and, therefore, serves the notice function required by
35 U.S.C. 112, paragraph 2.).

2173.05(f) Reference to Limitations in An-
other Claim

A claim which makes reference to a preceding
claim to define a limitation is an acceptable claim
construction which should not necessarily be rejected
as improper or confusing under 35 U.S.C. 112, second
paragraph. For example, claims which read: “The
product produced by the method of claim 1.” or “A
method of producing ethanol comprising contacting
amylose with the culture of claim 1 under the follow-
ing conditions .....” are not indefinite under 35 U.S.C.
112, second paragraph, merely because of the refer-
ence to another claim. See also Ex parte Porter,
25 USPQ2d 1144 (Bd. Pat. App. & Inter. 1992) where
reference to “the nozzle of claim 7” in a method claim
was held to comply with 35 U.S.C. 112, second para-
graph. However, where the format of making refer-
ence to limitations recited in another claim results in
confusion, then a rejection would be proper under
35 U.S.C. 112, second paragraph.

2173.05(g) Functional Limitations [R-3]

A functional limitation is an attempt to define
something by what it does, rather than by what it is
(e.g., as evidenced by its specific structure or specific
ingredients). There is nothing inherently wrong with
defining some part of an invention in functional
terms. Functional language does not, in and of itself,
render a claim improper. In re Swinehart, 439 F.2d
210, 169 USPQ 226 (CCPA 1971).

A functional limitation must be evaluated and con-
sidered, just like any other limitation of the claim, for
what it fairly conveys to a person of ordinary skill in
the pertinent art in the context in which it is used. A
functional limitation is often used in association with
an element, ingredient, or step of a process to define a
particular capability or purpose that is served by the
recited element, ingredient or step. >In Innova/Pure
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Water Inc. v. Safari Water Filtration Sys. Inc.,
381 F.3d 1111, 1117-20, 72 USPQ2d 1001, 1006-08
(Fed. Cir. 2004), the court noted that the claim term
“operatively connected” is “a general descriptive
claim term frequently used in patent drafting to reflect
a functional relationship between claimed compo-
nents,” that is, the term “means the claimed compo-
nents must be connected in a way to perform a
designated function.” “In the absence of modifiers,
general descriptive terms are typically construed as
having their full meaning.” Id. at 1118, 72 USPQ2d at
1006. In the patent claim at issue, “subject to any
clear and unmistakable disavowal of claim scope, the
term ‘operatively connected’ takes the full breath of
its ordinary meaning, i.e., ‘said tube [is] operatively
connected to said cap’ when the tube and cap are
arranged in a manner capable of performing the func-
tion of filtering.” Id. at 1120, 72 USPQ2d at 1008.<

Whether or not the functional limitation complies
with 35 U.S.C. 112, second paragraph, is a different
issue from whether the limitation is properly sup-
ported under 35 U.S.C. 112, first paragraph, or is dis-
tinguished over the prior art. A few examples are set
forth below to illustrate situations where the issue of
whether a functional limitation complies with
35 U.S.C. 112, second paragraph, was considered.

It was held that the limitation used to define a radi-
cal on a chemical compound as “incapable of forming
a dye with said oxidizing developing agent” although
functional, was perfectly acceptable because it set
definite boundaries on the patent protection sought. In
re Barr, 444 F.2d 588, 170 USPQ 33 (CCPA 1971).

In a claim that was directed to a kit of component
parts capable of being assembled, the Court held that
limitations such as “members adapted to be posi-
tioned” and “portions . . . being resiliently dilatable
whereby said housing may be slidably positioned”
serve to precisely define present structural attributes
of interrelated component parts of the claimed assem-
bly. In re Venezia, 530 F.2d 956, 189 USPQ 149
(CCPA 1976).

2173.05(h) Alternative Limitations

l. MARKUSH GROUPS

Alternative expressions are permitted if they
present no uncertainty or ambiguity with respect to
the question of scope or clarity of the claims. One
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acceptable form of alternative expression, which is
commonly referred to as a Markush group, recites
members as being “selected from the group consisting
of A, B and C.” See Ex parte Markush, 1925 C.D. 126
(Comm’r Pat. 1925).

Ex parte Markush sanctions claiming a genus
expressed as a group consisting of certain specified
materials. Inventions in metallurgy, refractories,
ceramics, pharmacy, pharmacology and biology are
most frequently claimed under the Markush formula
but purely mechanical features or process steps may
also be claimed by using the Markush style of claim-
ing. See Ex parte Head, 214 USPQ 551 (Bd. App.
1981); In re Gaubert, 524 F.2d 1222, 187 USPQ 664
(CCPA 1975); and In re Harnisch, 631 F.2d 716, 206
USPQ 300 (CCPA 1980). It is improper to use the
term *“comprising” instead of “consisting of.” Ex
parte Dotter, 12 USPQ 382 (Bd. App. 1931).

The use of Markush claims of diminishing scope
should not, in itself, be considered a sufficient basis
for objection to or rejection of claims. However, if
such a practice renders the claims indefinite or if it
results in undue multiplicity, an appropriate rejection
should be made.

Similarly, the double inclusion of an element by
members of a Markush group is not, in itself, suffi-
cient basis for objection to or rejection of claims.
Rather, the facts in each case must be evaluated to
determine whether or not the multiple inclusion of
one or more elements in a claim renders that claim
indefinite. The mere fact that a compound may be
embraced by more than one member of a Markush
group recited in the claim does not necessarily render
the scope of the claim unclear. For example, the
Markush group, “selected from the group consisting
of amino, halogen, nitro, chloro and alkyl” should be
acceptable even though “halogen” is generic to
“chloro.”

The materials set forth in the Markush group ordi-
narily must belong to a recognized physical or chemi-
cal class or to an art-recognized class. However, when
the Markush group occurs in a claim reciting a pro-
cess or a combination (not a single compound), it is
sufficient if the members of the group are disclosed in
the specification to possess at least one property in
common which is mainly responsible for their func-
tion in the claimed relationship, and it is clear from
their very nature or from the prior art that all of them
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possess this property. While in the past the test for
Markush-type claims was applied as liberally as pos-
sible, present practice which holds that claims reciting
Markush groups are not generic claims (MPEP § 803)
may subject the groups to a more stringent test for
propriety of the recited members. Where a Markush
expression is applied only to a portion of a chemical
compound, the propriety of the grouping is deter-
mined by a consideration of the compound as a whole,
and does not depend on there being a community of
properties in the members of the Markush expression.

When materials recited in a claim are so related as
to constitute a proper Markush group, they may be
recited in the conventional manner, or alternatively.
For example, if “wherein R is a material selected from
the group consisting of A, B, C and D” is a proper
limitation, then “wherein R is A, B, C or D” shall also
be considered proper.

Subgenus Claim

Genus, subgenus, and Markush-type claims, if
properly supported by the disclosure, are all accept-
able ways for applicants to claim their inventions.
They provide different ways to present claims of dif-
ferent scope. Examiners should therefore not reject
Markush-type claims merely because there are genus
claims that encompass the Markush-type claims.

See also MPEP § 608.01(p) and § 715.03.

See MPEP § 803.02 for restriction practice re
Markush-type claims.

1. “OR” TERMINOLOGY

Alternative expressions using “or” are acceptable,
such as “wherein R is A, B, C, or D.” The following
phrases were each held to be acceptable and not in
violation of 35 U.S.C. 112, second paragraph in In re
Gaubert, 524 F.2d 1222, 187 USPQ 664 (CCPA
1975): “made entirely or in part of”; “at least one
piece”; and “iron, steel or any other magnetic mate-
rial.”

1. “OPTIONALLY”

An alternative format which requires some analysis
before concluding whether or not the language is
indefinite involves the use of the term “optionally.” In
Ex parte Cordova, 10 USPQ2d 1949 (Bd. Pat. App. &
Inter. 1989) the language “containing A, B, and
optionally C” was considered acceptable alternative
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language because there was no ambiguity as to which
alternatives are covered by the claim. A similar hold-
ing was reached with regard to the term “optionally”
in Ex parte Wu, 10 USPQ2d 2031 (Bd. Pat. App. &
Inter. 1989). In the instance where the list of potential
alternatives can vary and ambiguity arises, then it is
proper to make a rejection under 35 U.S.C. 112, sec-
ond paragraph, and explain why there is confusion.

2173.05(i) Negative Limitations

The current view of the courts is that there is noth-
ing inherently ambiguous or uncertain about a nega-
tive limitation. So long as the boundaries of the patent
protection sought are set forth definitely, albeit nega-
tively, the claim complies with the requirements of
35 U.S.C. 112, second paragraph. Some older cases
were critical of negative limitations because they
tended to define the invention in terms of what it was
not, rather than pointing out the invention. Thus, the
court observed that the limitation “R is an alkenyl rad-
ical other than 2-butenyl and 2,4-pentadienyl” was a
negative limitation that rendered the claim indefinite
because it was an attempt to claim the invention by
excluding what the inventors did not invent rather
than distinctly and particularly pointing out what they
did invent. In re Schechter, 205 F.2d 185, 98 USPQ
144 (CCPA 1953).

A claim which recited the limitation “said
homopolymer being free from the proteins, soaps, res-
ins, and sugars present in natural Hevea rubber” in
order to exclude the characteristics of the prior art
product, was considered definite because each recited
limitation was definite. In re Wakefield, 422 F.2d 897,
899, 904, 164 USPQ 636, 638, 641 (CCPA 1970). In
addition, the court found that the negative limitation
“incapable of forming a dye with said oxidized devel-
oping agent” was definite because the boundaries of
the patent protection sought were clear. In re Barr,
444 F.2d 588, 170 USPQ 330 (CCPA 1971).

Any negative limitation or exclusionary proviso
must have basis in the original disclosure. If alterna-
tive elements are positively recited in the specifica-
tion, they may be explicitly excluded in the claims.
See In re Johnson, 558 F.2d 1008, 1019, 194 USPQ
187, 196 (CCPA 1977) (“[the] specification, having
described the whole, necessarily described the part
remaining.”). See also Ex parte Grasselli, 231 USPQ
393 (Bd. App. 1983), aff’d mem., 738 F.2d 453 (Fed.
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Cir. 1984). The mere absence of a positive recitation
is not basis for an exclusion. Any claim containing a
negative limitation which does not have basis in the
original disclosure should be rejected under 35 U.S.C.
112, first paragraph, as failing to comply with the
written description requirement. Note that a lack of
literal basis in the specification for a negative limita-
tion may not be sufficient to establish a prima facie
case for lack of descriptive support. Ex parte Parks,
30 USPQ2d 1234, 1236 (Bd. Pat. App. & Inter. 1993).
See MPEP § 2163 - § 2163.07(b) for a discussion of
the written description requirement of 35 U.S.C. 112,
first paragraph.

2173.05(j) Old Combination

A CLAIM SHOULD NOT BE REJECTED ON
THE GROUND OF OLD COMBINATION

With the passage of the 1952 Patent Act, the courts
and the Board have taken the view that a rejection
based on the principle of old combination is NO
LONGER VALID. Claims should be considered
proper so long as they comply with the provisions of
35 U.S.C. 112, second paragraph.

A rejection on the basis of old combination was
based on the principle applied in Lincoln Engineering
Co. v. Stewart-Warner Corp., 303 U.S. 545, 37 USPQ
1 (1938). The principle was that an inventor who
made an improvement or contribution to but one ele-
ment of a generally old combination, should not be
able to obtain a patent on the entire combination
including the new and improved element. A rejection
required the citation of a single reference which
broadly disclosed a combination of the claimed ele-
ments functionally cooperating in substantially the
same manner to produce substantially the same results
as that of the claimed combination. The case of In re
Hall, 208 F.2d 370, 100 USPQ 46 (CCPA 1953) illus-
trates an application of this principle.

The court pointed out in In re Bernhardt, 417 F.2d
1395, 163 USPQ 611 (CCPA 1969) that the statutory
language (particularly point out and distinctly claim)
is the only proper basis for an old combination rejec-
tion, and in applying the rejection, that language
determines what an applicant has a right and obliga-
tion to do. A majority opinion of the Board of Appeals
held that Congress removed the underlying rationale
of Lincoln Engineering in the 1952 Patent Act, and
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thereby effectively legislated that decision out of
existence. Ex parte Barber, 187 USPQ 244 (Bd. App.
1974). Finally, the Court of Appeals for the Federal
Circuit, in Radio Steel and Mfg. Co. v. MTD Products,
Inc., 731 F.2d 840, 221 USPQ 657 (Fed. Cir. 1984),
followed the Bernhardt case, and ruled that a claim
was not invalid under Lincoln Engineering because
the claim complied with the requirements of
35 U.S.C. 112, second paragraph. Accordingly, a
claim should not be rejected on the ground of old
combination.

2173.05(k) Aggregation [R-1]

**>A claim should not be rejected on the ground of
“aggregation.” In re Gustafson, 331 F.2d 905, 141
USPQ 585 (CCPA 1964) (an applicant is entitled to
know whether the claims are being rejected under
35U.S.C. 101, 102, 103, or 112); In re Collier,
397 F.2d 1003, 1006, 158 USPQ 266, 268 (CCPA
1968) (“[A] rejection for ‘aggregation’ is non-statu-
tory.”).

If a claim omits essential matter or fails to interre-
late essential elements of the invention as defined by
applicant(s) in the specification, see MPEP
§2172.01.<

2173.05(m)Prolix

Examiners should reject claims as prolix only
when they contain such long recitations or unimpor-
tant details that the scope of the claimed invention is
rendered indefinite thereby. Claims are rejected as
prolix when they contain long recitations that the
metes and bounds of the claimed subject matter can-
not be determined.

2173.05(n) Multiplicity [R-2]

37 CFR 1.75. Claim(s).

(a) The specification must conclude with a claim particu-
larly pointing out and distinctly claiming the subject matter which
the applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they dif-
fer substantially from each other and are not unduly multiplied.

*hkkkk

Where, in view of the nature and scope of appli-
cant’s invention, applicant presents an unreasonable
number of claims which ** are repetitious and multi-
plied, the net result of which is to confuse rather than
to clarify, a rejection on undue multiplicity based on

Rev. 3, August 2005

MANUAL OF PATENT EXAMINING PROCEDURE

35 U.S.C. 112, second paragraph, may be appropriate.
As noted by the court in In re Chandler, 319 F.2d 211,
225, 138 USPQ 138, 148 (CCPA 1963), “applicants
should be allowed reasonable latitude in stating their
claims in regard to number and phraseology
employed. The right of applicants to freedom of
choice in selecting phraseology which truly points out
and defines their inventions should not be abridged.
Such latitude, however, should not be extended to
sanction that degree of repetition and multiplicity
which beclouds definition in a maze of confusion. The
rule of reason should be practiced and applied on the
basis of the relevant facts and circumstances in each
individual case.” See also In re Flint, 411 F.2d 1353,
1357, 162 USPQ 228, 231 (CCPA 1969). Undue mul-
tiplicity rejections based on 35 U.S.C. 112, second
paragraph, should be applied judiciously and should
be rare.

If an undue multiplicity rejection under 35 U.S.C.
112, second paragraph, is appropriate, the examiner
should contact applicant by telephone explaining that
the claims are unduly multiplied and will be rejected
under 35 U.S.C. 112, second paragraph. Note MPEP §
408. The examiner should also request that applicant
select a specified number of claims for purpose of
examination. If applicant is willing to select, by tele-
phone, the claims for examination, an undue multi-
plicity rejection on all the claims based on 35 U.S.C.
112, second paragraph, should be made in the next
Office action along with an action on the merits on the
selected claims. If applicant refuses to comply with
the telephone request, an undue multiplicity rejection
of all the claims based on 35 U.S.C. 112, second para-
graph, should be made in the next Office action.
Applicant’s reply must include a selection of claims
for purpose of examination, the number of which may
not be greater than the number specified by the exam-
iner. In response to applicant’s reply, if the examiner
adheres to the undue multiplicity rejection, it should
be repeated and the selected claims will be examined
on the merits. This procedure preserves applicant’s
right to have the rejection on undue multiplicity
reviewed by the Board of Patent Appeals and Interfer-
ences.

Also, it is possible to reject one claim on an
allowed claim if they differ only by subject matter old
in the art. This ground of rejection is set forth in Ex
parte Whitelaw, 1915 C.D. 18, 219 O.G. 1237
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(Comm’r Pat. 1914). The Ex parte Whitelaw doctrine
is restricted to cases where the claims are unduly mul-
tiplied or are substantial duplicates. Ex parte Kochan,
131 USPQ 204, 206 (Bd. App. 1961).

2173.05(0) Double Inclusion

There is no per se rule that “double inclusion” is
improper in a claim. In re Kelly, 305 F.2d 909, 916,
134 USPQ 397, 402 (CCPA 1962) (“Automatic reli-
ance upon a ‘rule against double inclusion” will lead
to as many unreasonable interpretations as will auto-
matic reliance upon a ‘rule allowing double inclu-
sion’. The governing consideration is not double
inclusion, but rather is what is a reasonable construc-
tion of the language of the claims.”). Older cases,
such as Ex parte White, 759 O.G. 783 (Bd. App. 1958)
and Ex parte Clark, 174 USPQ 40 (Bd. App. 1971)
should be applied with care, according to the facts of
each case.

The facts in each case must be evaluated to deter-
mine whether or not the multiple inclusion of one or
more elements in a claim gives rise to indefiniteness
in that claim. The mere fact that a compound may be
embraced by more than one member of a Markush
group recited in the claim does not lead to any uncer-
tainty as to the scope of that claim for either examina-
tion or infringement purposes. On the other hand,
where a claim directed to a device can be read to
include the same element twice, the claim may be
indefinite. Ex parte Kristensen, 10 USPQ2d 1701
(Bd. Pat. App. & Inter. 1989).

2173.05(p) Claim Directed to Product-By-
Process or Product and Process

There are many situations where claims are permis-
sively drafted to include a reference to more than one
statutory class of invention.

. PRODUCT-BY-PROCESS

A product-by-process claim, which is a product
claim that defines the claimed product in terms of the
process by which it is made, is proper. In re Luck, 476
F.2d 650, 177 USPQ 523 (CCPA 1973); In re Pilking-
ton, 411 F.2d 1345, 162 USPQ 145 (CCPA 1969); In
re Steppan, 394 F.2d 1013, 156 USPQ 143 (CCPA
1967). A claim to a device, apparatus, manufacture, or
composition of matter may contain a reference to the
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process in which it is intended to be used without
being objectionable under 35 U.S.C. 112, second
paragraph, so long as it is clear that the claim is
directed to the product and not the process.

An applicant may present claims of varying scope
even if it is necessary to describe the claimed product
in product-by-process terms. Ex parte Pantzer, 176
USPQ 141 (Bd. App. 1972).

II.  PRODUCT AND PROCESS IN THE SAME
CLAIM

A single claim which claims both an apparatus and
the method steps of using the apparatus is indefinite
under 35 U.S.C. 112, second paragraph. In Ex parte
Lyell, 17 USPQ2d 1548 (Bd. Pat. App. & Inter. 1990),
a claim directed to an automatic transmission work-
stand and the method steps of using it was held to be
ambiguous and properly rejected under 35 U.S.C.
112, second paragraph.

Such claims should also be rejected under
35 U.S.C. 101 based on the theory that the claim is
directed to neither a “process” nor a “machine,” but
rather embraces or overlaps two different statutory
classes of invention set forth in 35 U.S.C. 101 which
is drafted so as to set forth the statutory classes of
invention in the alternative only. Id. at 1551.

2173.05(q) “Use” Claims

Attempts to claim a process without setting forth
any steps involved in the process generally raises an
issue of indefiniteness under 35 U.S.C. 112, second
paragraph. For example, a claim which read: “A pro-
cess for using monoclonal antibodies of claim 4 to
isolate and purify human fibroblast interferon.” was
held to be indefinite because it merely recites a use
without any active, positive steps delimiting how this
use is actually practiced. Ex parte Erlich, 3 USPQ2d
1011 (Bd. Pat. App. & Inter. 1986).

Other decisions suggest that a more appropriate
basis for this type of rejection is 35 U.S.C. 101. In Ex
parte Dunki, 153 USPQ 678 (Bd. App. 1967), the
Board held the following claim to be an improper def-
inition of a process: “The use of a high carbon austen-
itic iron alloy having a proportion of free carbon as a
vehicle brake part subject to stress by sliding fric-
tion.” In Clinical Products Ltd. v. Brenner, 255 F.
Supp. 131, 149 USPQ 475 (D.D.C. 1966), the district
court held the following claim was definite, but that it
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was not a proper process claim under 35 U.S.C. 101:
“The use of a sustained release therapeutic agent in
the body of ephedrine absorbed upon polystyrene sul-
fonic acid.”

Although a claim should be interpreted in light of
the specification disclosure, it is generally considered
improper to read limitations contained in the specifi-
cation into the claims. See In re Prater, 415 F.2d
1393, 162 USPQ 541 (CCPA 1969) and In re
Winkhaus, 527 F.2d 637, 188 USPQ 129 (CCPA
1975), which discuss the premise that one cannot rely
on the specification to impart limitations to the claim
that are not recited in the claim.

A “USE” CLAIM SHOULD BE REJECTED
UNDER ALTERNATIVE GROUNDS BASED ON
35 U.S.C 101 AND 112

In view of the split of authority as discussed above,
the most appropriate course of action would be to
reject a “use” claim under alternative grounds based
on 35U.S.C. 101 and 112.

BOARD HELD STEP OF “UTILIZING” WAS
NOT INDEFINITE

It is often difficult to draw a fine line between
what is permissible, and what is objectionable from
the perspective of whether a claim is definite. In the
case of Ex parte Porter, 25 USPQ2d 1144 (Bd. Pat.
App. & Inter. 1992), the Board held that a claim
which clearly recited the step of “utilizing” was not
indefinite under 35 U.S.C. 112, second paragraph.
(Claim was to “A method for unloading nonpacked,
nonbridging and packed, bridging flowable particle
catalyst and bead material from the opened end of a
reactor tube which comprises utilizing the nozzle of
claim 7.”).

2173.05(r) Omnibus Claim

Some applications are filed with an omnibus claim
which reads as follows: A device substantially as
shown and described. This claim should be rejected
under 35 U.S.C. 112, second paragraph, because it is
indefinite in that it fails to point out what is included
or excluded by the claim language. See Ex parte Fres-
sola, 27 USPQ2d 1608 (Bd. Pat. App. & Inter. 1993),
for a discussion of the history of omnibus claims and
an explanation of why omnibus claims do not comply
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with the requirements of 35 U.S.C. 112, second para-
graph.

Such a claim can be rejected using Form Paragraph
7.35. See MPEP § 706.03(d).

For cancellation of such a claim by examiner’s
amendment, see MPEP § 1302.04(b).

2173.05(s) Reference to Figures or Tables

Where possible, claims are to be complete in them-
selves. Incorporation by reference to a specific figure
or table “is permitted only in exceptional circum-
stances where there is no practical way to define the
invention in words and where it is more concise to
incorporate by reference than duplicating a drawing or
table into the claim. Incorporation by reference is a
necessity doctrine, not for applicant’s convenience.”
Ex parte Fressola, 27 USPQ2d 1608, 1609 (Bd. Pat.
App. & Inter. 1993) (citations omitted).

Reference characters corresponding to elements
recited in the detailed description and the drawings
may be used in conjunction with the recitation of the
same element or group of elements in the claims. See
MPEP § 608.01(m).

2173.05(t) Chemical Formula

Claims to chemical compounds and compositions
containing chemical compounds often use formulas
that depict the chemical structure of the compound.
These structures should not be considered indefinite
nor speculative in the absence of evidence that the
assigned formula is in error. The absence of corrobo-
rating spectroscopic or other data cannot be the basis
for finding the structure indefinite. See Ex parte Mor-
ton, 134 USPQ 407 (Bd. App. 1961), and Ex parte
Sobin, 139 USPQ 528 (Bd. App. 1962).

A claim to a chemical compound is not indefinite
merely because a structure is not presented or because
a partial structure is presented. For example, the claim
language at issue in In re Fisher, 427 F.2d 833,
166 USPQ 18 (CCPA 1970) referred to a chemical
compound as a “polypeptide of at least 24 amino
acids having the following sequence.” A rejection
under 35 U.S.C. 112, second paragraph, for failure to
identify the entire structure was reversed and the court
held: “While the absence of such a limitation obvi-
ously broadens the claim and raises questions of suffi-
ciency of disclosure, it does not render the claim
indefinite.” Chemical compounds may be claimed by
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a name that adequately describes the material to one
skilled in the art. See Martin v. Johnson, 454 F.2d 746,
172 USPQ 391 (CCPA 1972). A compound of
unknown structure may be claimed by a combination
of physical and chemical characteristics. See Ex parte
Brian, 118 USPQ 242 (Bd. App. 1958). A compound
may also be claimed in terms of the process by which
it is made without raising an issue of indefiniteness.

2173.05(u) Trademarks or Trade Names in
a Claim

The presence of a trademark or trade name in a
claim is not, per se, improper under 35 U.S.C. 112,
second paragraph, but the claim should be carefully
analyzed to determine how the mark or name is used
in the claim. It is important to recognize that a trade-
mark or trade name is used to identify a source of
goods, and not the goods themselves. Thus a trade-
mark or trade name does not identify or describe the
goods associated with the trademark or trade name.
See definitions of trademark and trade name in MPEP
8 608.01(v). A list of some trademarks is found in
Appendix I.

If the trademark or trade name is used in a claim as
a limitation to identify or describe a particular mate-
rial or product, the claim does not comply with the
requirements of the 35 U.S.C. 112, second paragraph.
Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982).
The claim scope is uncertain since the trademark or
trade name cannot be used properly to identify any
particular material or product. In fact, the value of a
trademark would be lost to the extent that it became
descriptive of a product, rather than used as an identi-
fication of a source or origin of a product. Thus, the
use of a trademark or trade name in a claim to identify
or describe a material or product would not only ren-
der a claim indefinite, but would also constitute an
improper use of the trademark or trade name.

If a trademark or trade name appears in a claim and
is not intended as a limitation in the claim, the ques-
tion of why it is in the claim should be addressed.
Does its presence in the claim cause confusion as to
the scope of the claim? If so, the claim should be
rejected under 35 U.S.C. 112, second paragraph.

2173.05(v) Mere Function of Machine

Process or method claims are not subject to rejec-
tion by U.S. Patent and Trademark Office examiners
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under 35 U.S.C. 112, second paragraph, solely on the
ground that they define the inherent function of a dis-
closed machine or apparatus. In re Tarczy-Hornoch,
397 F.2d 856, 158 USPQ 141 (CCPA 1968). The court
in Tarczy-Hornoch held that a process claim, other-
wise patentable, should not be rejected merely
because the application of which it is part discloses
apparatus which will inherently carry out the recited
steps.

2173.06 Prior Art Rejection of Claim
Rejected as Indefinite

All words in a claim must be considered in judging
the patentability of a claim against the prior art. In re
Wilson, 424 F.2d 1382, 165 USPQ 494 (CCPA 1970).
The fact that terms may be indefinite does not make
the claim obvious over the prior art. When the terms
of a claim are considered to be indefinite, at least two
approaches to the examination of an indefinite claim
relative to the prior art are possible.

First, where the degree of uncertainty is not
great, and where the claim is subject to more than one
interpretation and at least one interpretation would
render the claim unpatentable over the prior art, an
appropriate course of action would be for the exam-
iner to enter two rejections: (A) a rejection based on
indefiniteness under 35 U.S.C. 112, second para-
graph; and (B) a rejection over the prior art based on
the interpretation of the claims which renders the
prior art applicable. See, e.g., Ex parte lonescu,
222 USPQ 537 (Bd. App. 1984). When making a
rejection over prior art in these circumstances, it is
important for the examiner to point out how the claim
is being interpreted. Second, where there is a great
deal of confusion and uncertainty as to the proper
interpretation of the limitations of a claim, it would
not be proper to reject such a claim on the basis of
prior art. As stated in In re Steele, 305 F.2d 859,
134 USPQ 292 (CCPA 1962), a rejection under
35 U.S.C. 103 should not be based on considerable
speculation about the meaning of terms employed in a
claim or assumptions that must be made as to the
scope of the claims.

The first approach is recommended from an exami-
nation standpoint because it avoids piecemeal exami-
nation in the event that the examiner’s 35 U.S.C. 112,
second paragraph rejection is not affirmed, and may
give applicant a better appreciation for relevant prior
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art if the claims are redrafted to avoid the 35 U.S.C.
112, second paragraph rejection.

2174 Relationship Between the Require-
ments of the First and Second Para-
graphs of 35 U.S.C. 112

The requirements of the first and second paragraphs
of 35 U.S.C. 112 are separate and distinct. If a
description or the enabling disclosure of a specifica-
tion is not commensurate in scope with the subject
matter encompassed by a claim, that fact alone does
not render the claim imprecise or indefinite or other-
wise not in compliance with 35 U.S.C. 112, second
paragraph; rather, the claim is based on an insufficient
disclosure (35 U.S.C. 112, first paragraph) and should
be rejected on that ground. In re Borkowski, 422 F.2d
904, 164 USPQ 642 (CCPA 1970). If the specification
discloses that a particular feature or element is critical
or essential to the practice of the invention, failure to
recite or include that particular feature or element in
the claims may provide a basis for a rejection based
on the ground that those claims are not supported by
an enabling disclosure. In re Mayhew, 527 F.2d 1229,
188 USPQ 356 (CCPA 1976). In Mayhew, the exam-
iner argued that the only mode of operation of the pro-
cess disclosed in the specification involved the use of
a cooling zone at a particular location in the process-
ing cycle. The claims were rejected because they
failed to specify either a cooling step or the location
of the step in the process. The court was convinced
that the cooling bath and its location were essential,
and held that claims which failed to recite the use of a
cooling zone, specifically located, were not supported
by an enabling disclosure (35 U.S.C. 112, first para-
graph).

In addition, if a claim is amended to include an
invention that is not described in the application as
filed, a rejection of that claim under 35 U.S.C. 112,
first paragraph, as being directed to subject matter that
is not described in the specification as filed may be
appropriate. In re Simon, 302 F.2d 737, 133 USPQ
524 (CCPA 1962). In Simon, which involved a reissue
application containing claims to a reaction product of
a composition, applicant presented claims to a reac-
tion product of a composition comprising the subcom-
bination A+B+C, whereas the original claims and
description of the invention were directed to a compo-

Rev. 3, August 2005

sition comprising the combination A+B+C+D+E. The
court found no significant support for the argument
that ingredients D+E were not essential to the claimed
reaction product and concluded that claims directed to
the reaction product of a subcombination A+B+C
were not described (35 U.S.C. 112, first paragraph) in
the application as filed. See also In re Panagrossi, 277
F.2d 181, 125 USPQ 410 (CCPA 1960).

2181 Identifying a 35 U.S.C. 112, Sixth
Paragraph Limitation [R-3]

This section sets forth guidelines for the examina-
tion of 35 U.S.C. 112, sixth paragraph, “means or step
plus function” limitations in a claim. These guidelines
are based on the Office’s current understanding of the
law and are believed to be fully consistent with bind-
ing precedent of the Supreme Court, the Federal Cir-
cuit and the Federal Circuit’s predecessor courts.
These guidelines do not constitute substantive rule-
making and hence do not have the force and effect of
law.

The Court of Appeals for the Federal Circuit, in its
en banc decision In re Donaldson Co., 16 F.3d 1189,
29 USPQ2d 1845 (Fed. Cir. 1994), decided that a
“means-or-step-plus-function” limitation should be
interpreted in a manner different than patent examin-
ing practice had previously dictated. The Donaldson
decision affects only the manner in which the scope of
a “means or step plus function” limitation in accor-
dance with 35 U.S.C. 112, sixth paragraph, is inter-
preted during examination. Donaldson does not
directly affect the manner in which any other section
of the patent statutes is interpreted or applied.

When making a determination of patentability
under 35 U.S.C. 102 or 103, past practice was to inter-
pret a “means or step plus function” limitation by giv-
ing it the “broadest reasonable interpretation.” Under
the PTO’s long-standing practice this meant interpret-
ing such a limitation as reading on any prior art means
or step which performed the function specified in the
claim without regard for whether the prior art means
or step was equivalent to the corresponding structure,
material or acts described in the specification. How-
ever, in Donaldson, the Federal Circuit stated:

Per our holding, the “broadest reasonable interpretation”
that an examiner may give means-plus-function language
is that statutorily mandated in paragraph six. Accordingly,
the PTO may not disregard the structure disclosed in the

2100-228



PATENTABILITY 2181

specification corresponding to such language when ren-
dering a patentability determination.

l. LANGUAGE FALLING WITHIN 35 U.S.C.
112, SIXTH PARAGRAPH

The USPTO must apply 35 U.S.C. 112, sixth para-
graph in appropriate cases, and give claims their
broadest reasonable interpretation, in light of and con-
sistent with the written description of the invention in
the application. See Donaldson, 16 F.3d at 1194, 29
USPQ2d at 1850 (stating that 35 U.S.C. 112, sixth
paragraph “merely sets a limit on how broadly the
PTO may construe means-plus-function language
under the rubric of reasonable interpretation.””). The
Federal Circuit has held that applicants (and reexami-
nation patentees) before the USPTO have the opportu-
nity and the obligation to define their inventions
precisely during proceedings before the PTO. See In
re Morris, 127 F.3d 1048, 1056-57, 44 USPQ2d
1023, 1029-30 (Fed. Cir. 1997) (35 U.S.C. 112, sec-
ond paragraph places the burden of precise claim
drafting on the applicant); In re Zletz, 893 F.2d 319,
322, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989) (manner
of claim interpretation that is used by courts in litiga-
tion is not the manner of claim interpretation that is
applicable during prosecution of a pending applica-
tion before the PTO); Sage Prods., Inc. v. Devon
Indus., Inc., 126 F.3d 1420, 1425, 44 USPQ2d 1103,
1107 (Fed. Cir. 1997) (patentee who had a clear
opportunity to negotiate broader claims during prose-
cution but did not do so, may not seek to expand the
claims through the doctrine of equivalents, for it is the
patentee, not the public, who must bear the cost of
failure to seek protection for this foreseeable alter-
ation of its claimed structure). Applicants and reex-
amination patentees before the USPTO have an
opportunity and obligation to specify, consistent with
these guidelines, when a claim limitation invokes
35 U.S.C. 112, sixth paragraph.

A claim limitation will be interpreted to invoke
35 U.S.C. 112, sixth paragraph, if it meets the follow-
ing 3-prong analysis:

(A) the claim limitations must use the phrase
“means for” or “step for;”

(B) the “means for” or “step for” must be modi-
fied by functional language; and
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(C) the phrase “means for” or “step for” must not
be modified by sufficient structure, material or acts
for achieving the specified function.

With respect to the first prong of this analysis, a
claim element that does not include the phrase “means
for” or “step for” will not be considered to invoke
35 U.S.C. 112, sixth paragraph. If an applicant wishes
to have the claim limitation treated under 35 U.S.C.
112, sixth paragraph, applicant must either: (A)
amend the claim to include the phrase “means for” or
“step for” in accordance with these guidelines; or (B)
show that even though the phrase “means for” or
“step for” is not used, the claim limitation is written as
a function to be performed and does not recite suffi-
cient structure, material, or acts which would preclude
application of 35 U.S.C. 112, sixth paragraph. See
Watts v. XL Systems, Inc., 232 F.3d 877, 56 USPQ2d
1836 (Fed. Cir. 2000) (Claim limitations were held
not to invoke 35 U.S.C. 112, sixth paragraph, because
the absence of the term “means” raised the presump-
tion that the limitations were not in means-plus-func-
tion form, nor was the presumption rebutted.); see
also Masco Corp. v. United States, 303 F.3d 1316,
1327, 64 USPQ2d 1182, 1189 (Fed. Cir. 2002)
(*[W]here a method claim does not contain the term
‘step[s] for,” a limitation of that claim cannot be con-
strued as a step-plus-function limitation without a
showing that the limitation contains no act.”).

While traditional “means for” or “step for” lan-
guage does not automatically make an element a
means-(or step-) plus-function element, conversely,
lack of such language does not prevent a limitation
from being construed as a means-(or step-) plus-func-
tion limitation. See Signtech USA, Ltd. v. Vutek, Inc.,
174 F.3d 1352, 1356, 50 USPQ2d 1372, 1374- 75
(Fed. Cir.1999) (“ink delivery means positioned on
... invokes 35 U.S.C. 112, sixth paragraph since the
phrase “ink delivery means” is equivalent to “means
for ink delivery”); Al-Site Corp. v. VSI Int’l, Inc., 174
F.3d 1308, 1317-19, 50 USPQ2d 1161, 1166-67 (Fed.
Cir. 1999) (although the claim elements “eyeglass
hanger member” and “eyeglass contacting member”
include a function, these claim elements do not invoke
35 U.S.C. 112, sixth paragraph because the claims
themselves contain sufficient structural limitations for
performing these functions); Seal-Flex, Inc. v. Athletic
Track and Court Construction, 172 F.3d 836, 850,
50 USPQ2d 1225, 1234 (Fed. Cir. 1999) (Radar, J.,
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concurring) (“claim elements without express step-
plus-function language may nevertheless fall within
112 6 if they merely claim the underlying function
without recitation of acts for performing that func-
tion...In general terms, the underlying function’ of a
method claim element corresponds to what that ele-
ment ultimately accomplishes in relationship to what
the other elements of the claim and the claim as a
whole accomplish. Acts,” on the other hand, corre-
spond to how the function is accomplished...If the
claim element uses the phrase step for,” then § 112, 6
is presumed to apply...On the other hand, the term
step’ alone and the phrase steps of” tend to show that
8 112, 6 does not govern that limitation.”); Personal-
ized Media Communications LLC v. ITC, 161 F.3d
696, 703— 04, 48 USPQ2d 1880, 1886— 87 (Fed. Cir.
1998); Mas-Hamilton Group v. LaGard Inc., 156 F.3d
1206, 1213, 48 USPQ2d 1010, 1016 (Fed. Cir. 1998)
(“lever moving element for moving the lever” and
“movable link member for holding the lever...and for
releasing the lever” were construed as means-plus-
function limitations invoking 35 U.S.C. 112, sixth
paragraph since the claimed limitations were
described in terms of their function not their mechani-
cal structure); Ethicon, Inc. v. United States Surgical
Corp., 135 F.3d 1456, 1463, 45 USPQ2d 1545, 1550
(Fed. Cir. 1998) (*“use of the word means ‘gives rise to
a presumption that the inventor used the term advis-
edly to invoke the statutory mandates for means-plus-
function clauses’”); O.l. Corp. v. Tekmar, 115 F.3d
1576, 1583, 42 USPQ2d 1777, 1782 (Fed. Cir. 1997)
(method claim that paralleled means-plus-function
apparatus claim but lacked “step for” language did not
invoke 35 U.S.C. 112, sixth paragraph). Thus, absent
an express recitation of “means for” or “step for” in
the limitation, the broadest reasonable interpretation
will not be limited to *“corresponding structure...and
equivalents thereof.” Morris, 127 F.3d at 1055, 44
USPQ2d at 1028 (“no comparable mandate in the
patent statute that relates the claim scope of non-§ 112
paragraph 6 claims to particular matter found in the
specification™).

With respect to the second prong of this analysis,
see York Prod., Inc. v. Central Tractor Farm & Family
Center, 99 F.3d 1568, 1574, 40 USPQ2d 1619, 1624
(Fed. Cir. 1996) (holding that a claim limitation con-
taining the term “means” does not invoke 35 U.S.C.
112, sixth paragraph, if the claim limitation does not
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link the term “means” to a specific function). It must
be clear that the element in the claims is set forth, at
least in part, by the function it performs as opposed to
the specific structure, material, or acts that perform
the function. See also Caterpillar Inc. v. Detroit Die-
sel Corp., 41 USPQ2d 1876, 1882 (N.D. Ind. 1996)
(35 U.S.C. 112, sixth paragraph, “applies to functional
method claims where the element at issue sets forth a
step for reaching a particular result, but not the spe-
cific technique or procedure used to achieve the
result.”); O.1. Corp., 115 F.3d at 1582-83, 42 USPQ2d
at 1782 (With respect to process claims, “[35 U.S.C.
112, sixth paragraph] is implicated only when steps
plus function without acts are present...If we were to
construe every process claim containing steps
described by an ‘ing’” verb, such as passing, heating,
reacting, transferring, etc., into a step-plus-function,
we would be limiting process claims in a manner
never intended by Congress.” (Emphasis in origi-
nal).). However, “the fact that a particular mecha-
nism...is defined in functional terms is not sufficient
to convert a claim element containing that term into a
‘means for performing a specified function’ within the
meaning of section 112(6).” Greenberg v. Ethicon
Endo-Surgery, Inc., 91 F.3d 1580, 1583, 39 USPQ2d
1783, 1786 (Fed. Cir. 1996) (“detent mechanism”
defined in functional terms was not intended
to invoke 35 U.S.C. 112, sixth paragraph). See also
Al-Site Corp. v. VSI International Inc., 174 F.3d 1308,
1318, 50 USPQ2d 1161, 1166-67 (Fed. Cir. 1999)
(although the claim elements “eyeglass hanger mem-
ber” and “eyeglass contacting member” include a
function, these claim elements do not invoke
35 U.S.C. 112, sixth paragraph, because the claims
themselves contain sufficient structural limitations for
performing those functions). Also, a statement of
function appearing only in the claim preamble is gen-
erally insufficient to invoke 35 U.S.C. 112, sixth para-
graph. O.I. Corp., 115 F.3d at 1583, 42 USPQ2d at
1782 (“[A] statement in a preamble of a result that
necessarily follows from performing a series of steps
does not convert each of those steps into step- plus-
function clauses. The steps of ‘passing’ are not indi-
vidually associated in the claims with functions per-
formed by the steps of passing.”).

With respect to the third prong of this analysis, see
Seal-Flex, 172 F.3d at 849, 50 USPQ2d at 1234
(Radar, J., concurring) (“Even when a claim element
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uses language that generally falls under the step-plus-
function format, however, 112 6 still does not apply
when the claim limitation itself recites sufficient acts
for performing the specified function.”); Envirco
Corp. v. Clestra Cleanroom, Inc., 209 F.3d 1360,
54 USPQ2d 1449 (Fed. Cir. 2000) (holding “second
baffle means” does not invoke 35 U.S.C. 112, sixth
paragraph, because the word “baffle” itself imparts
structure and the claim further recites the structure of
the baffle); Rodime PLC v. Seagate Technology, Inc.,
174 F.3d 1294, 1303-04, 50 USPQ2d 1429, 1435-36
(Fed. Cir. 1999) (holding *positioning means for
moving” does not invoke 35 U.S.C. 112, sixth para-
graph, because the claim further provides a list of the
structure underlying the means and the detailed recita-
tion of the structure for performing the moving func-
tion removes this element from the purview of 35
U.S.C. 112, sixth paragraph); Cole v. Kimberly-Clark
Corp., 102 F.3d 524, 531, 41 USPQ2d 1001, 1006
(Fed. Cir. 1996) (holding “perforation means...for
tearing” does not invoke 35 U.S.C. 112, sixth para-
graph, because the claim describes the structure sup-
porting the tearing function (i.e., perforation)). In
other cases, the Federal Circuit has held otherwise.
See Unidynamics Corp. v. Automatic Prod. Int’l,
157 F.3d 1311, 1319, 48 USPQ2d 1099, 1104 (Fed.
Cir. 1998) (holding “spring means” does invoke
35 U.S.C. 112, sixth paragraph). During examination,
however, applicants have the opportunity and the obli-
gation to define their inventions precisely, including
whether a claim limitation invokes 35 U.S.C. 112,
sixth paragraph. Thus, if the phrase “means for” or
“step for” is modified by sufficient structure, material
or acts for achieving the specified function, the
USPTO will not apply 35 U.S.C. 112, sixth paragraph,
until such modifying language is deleted from the
claim limitation.

It is necessary to decide on an element by element
basis whether 35 U.S.C. 112, sixth paragraph, applies.
Not all terms in a means-plus-function or step-plus-
function clause are limited to what is disclosed in the
written description and equivalents thereof, since
35 U.S.C. 112, sixth paragraph, applies only to the
interpretation of the means or step that performs the
recited function. See, e.g., IMS Technology Inc. v.
Haas Automation Inc., 206 F.3d 1422, 54 USPQ2d
1129 (Fed. Cir. 2000) (the term “data block™ in the
phrase “means to sequentially display data block
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inquiries” was not the means that caused the sequen-
tial display, and its meaning was not limited to the dis-
closed embodiment and equivalents thereof.). Each
claim must be independently reviewed to determine
the applicability of 35 U.S.C. 112, sixth paragraph,
even where the application contains substantially sim-
ilar process and apparatus claims. O.1. Corp., 115 F.3d
at 1583-1584, 42 USPQ2d at 1782 (“We understand
that the steps in the method claims are essentially in
the same language as the limitations in the apparatus
claim, albeit without the ‘means for’ qualifica-
tion...Each claim must be independently reviewed in
order to determine if it is subject to the requirements
of section 112, { 6. Interpretation of claims would be
confusing indeed if claims that are not means- or step-
plus function were to be interpreted as if they were,
only because they use language similar to that used in
other claims that are subject to this provision.”).

>Where a claim limitation meets the 3-prong analy-
sis and is being treated under 35 U.S.C. 112, sixth
paragraph, the examiner will include a statement in
the Office action that the claim limitation is being
treated under 35 U.S.C. 112, sixth paragraph. How-
ever, if a claim limitation does not use the phrase
“means for” or “step for,” that is, the first prong of the
3-prong analysis is not met, the examiner will not
treat such a claim limitation under 35 U.S.C. 112,
sixth paragraph. It will not be necessary to state in the
Office action that 35 U.S.C. 112, sixth paragraph, has
not been invoked, since the presumption is that appli-
cant did not intend to invoke the provisions of
35 U.S.C. 112, sixth paragraph, because applicant did
not use the specific phrase “means for” or “step for.”
If a claim limitation does include the phrase “means
for” or “step for,” that is, the first prong of the 3-prong
analysis is met, but the examiner determines that
either the second prong or the third prong of the 3-
prong analysis is not met, then in these situations, the
examiner must include a statement in the Office
action explaining the reasons why a claim limitation
which uses the phrase “means for” or “step for” is not
being treated under 35 U.S.C. 112, sixth paragraph.<

Accordingly, these guidelines provide applicants
with the opportunity to either invoke or not invoke
35 U.S.C. 112, sixth paragraph, based upon a clear
and simple set of criteria.

**>The following examples illustrate situations
where the phrase “means for” or “step for” was not
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used but the Board or the courts determined that the
claim limitation falls within the scope of 35 U.S.C.
112, sixth paragraph. Note that the examples are fact
specific and should not be applied as per se rules. As
noted above, examiners should apply the 3-prong
analysis to determine whether the claim limitation
will be interpreted to invoke 35 U.S.C. 112, sixth
paragraph. A claim element that does not include the
phrase “means for” or “step for” will not be consid-
ered to invoke 35 U.S.C. 112, sixth paragraph. If an
applicant wishes to have the claim limitation treated
under 35 U.S.C. 112, sixth paragraph, applicant must
either amend the claim to include the phrase “means
for” or “step for,” or show that even though the phrase
“means for” or “step for” is not used, the claim limita-
tion is written as a function to be performed and does
not recite sufficient structure, material, or acts which
would preclude application of 35 U.S.C. 112, sixth
paragraph.<

(A) ajet driving device so constructed and located
on the rotor as to drive the rotor . . . [“means” unnec-
essary]. The term “device” coupled with a function is
a proper definition of structure in accordance with the
last paragraph of 35 U.S.C. 112. The addition of the
words “jet driving” to the term “device” merely ren-
ders the latter more definite and specific. Ex parte
Stanley, 121 USPQ 621 (Bd. App. 1958);

(B) “printing means” and “means for printing”
which would have the same connotations. Ex parte
Klumb, 159 USPQ 694 (Bd. App. 1967). However,
the terms “plate” and “wing,” as modifiers for the
structureless term “means,” specify no function to be
performed, and do not fall under the last paragraph of
35U.S.C. 112;

(C) force generating means adapted to provide . . .
. De Graffenreid v. United States, 20 Ct. CI. 458,
16 USPQ2d 1321 (Ct. Cl. 1990);

(D) call cost register means, including a digital
display for providing a substantially instantaneous
display for . . . . Intellicall Inc. v. Phonometrics, Inc.,
952 F.2d 1384, 21 USPQ2d 1383 (Fed. Cir. 1992);

(E) reducing the coefficient of friction of the
resulting film [step plus function; “step” unneces-
sary], In re Roberts, 470 F.2d 1399, 176 USPQ 313
(CCPA 1973); and

(F) raising the pH of the resultant pulp to about
5.0 to precipitate . . . . Ex parte Zimmerley, 153 USPQ
367 (Bd. App. 1966).
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In the event that it is unclear whether the claim limita-
tion falls within the scope of 35 U.S.C. 112, sixth
paragraph, a rejection under 35 U.S.C. 112, second
paragraph may be appropriate.

Il.  WRITTEN DESCRIPTION NECESSARY
TO SUPPORT A CLAIM LIMITATION
WHICH INVOKES 35 U.S.C. 112, SIXTH
PARAGRAPH

35 U.S.C. 112, sixth paragraph states that a claim
limitation expressed in means-plus-function language
“shall be construed to cover the corresponding struc-
ture...described in the specification and equivalents
thereof.” “If one employs means plus function lan-
guage in a claim, one must set forth in the specifica-
tion an adequate disclosure showing what is meant by
that language. If an applicant fails to set forth an ade-
quate disclosure, the applicant has in effect failed to
particularly point out and distinctly claim the inven-
tion as required by the second paragraph of section
112.” In re Donaldson Co., 16 F.3d 1189, 1195, 29
USPQ2d 1845, 1850 (Fed. Cir. 1994) (in banc).

The proper test for meeting the definiteness
requirement is that the corresponding structure (or
material or acts) of a means (or step)-plus-function
limitation must be disclosed in the specification itself
in a way that one skilled in the art will understand
what structure (or material or acts) will perform the
recited function. See Atmel Corp. v. Information Stor-
age Devices, Inc., 198 F.3d 1374, 1381, 53 USPQ2d
1225, 1230 (Fed. Cir. 1999). In Atmel, the patentee
claimed an apparatus that included a “high voltage
generating means” limitation, thereby invoking 35
U.S.C. 112, sixth paragraph. The specification incor-
porated by reference a non-patent document from a
technical journal, which described a particular high
voltage generating circuit. The Federal Circuit con-
cluded that the title of the article in the specification
may, by itself, be sufficient to indicate to one skilled
in the art the precise structure of the means for per-
forming the recited function, and it remanded the case
to the district court “to consider the knowledge of one
skilled in the art that indicated, based on unrefuted
testimony, that the specification disclosed sufficient
structure corresponding to the high-voltage means
limitation.” 1d. at 1382, 53 USPQ2d at 1231.

The disclosure of the structure (or material or acts)
may be implicit or inherent in the specification if it
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would have been clear to those skilled in the art what
structure (or material or acts) corresponds to the
means (or step)-plus-function claim limitation. See Id.
at 1380, 53 USPQ2d at 1229; In re Dossel, 115 F.3d
942, 946-47, 42 USPQ2d 1881, 1885 (Fed. Cir. 1997).
If there is no disclosure of structure, material or acts
for performing the recited function, the claim fails to
satisfy the requirements of 35 U.S.C. 112, second
paragraph. Budde v. Harley-Davidson, Inc., 250 F.3d
1369, 1376, 58 USPQ2d 1801, 1806 (Fed. Cir. 2001);
Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296
F.3d 1106, 1115-18, 63 USPQ2d 1725, 1731-34 (Fed.
Cir. 2002) (Court interpreted the language of the
“third monitoring means for monitoring the ECG sig-
nal...for activating ...” to require the same means to
perform both functions and the only entity referenced
in the specification that could possibly perform both
functions is the physician. The court held that exclud-
ing the physician, no structure accomplishes the
claimed dual functions. Because no structure dis-
closed in the embodiments of the invention actually
performs the claimed dual functions, the specification
lacks corresponding structure as required by 35
U.S.C. 112, sixth paragraph, and fails to comply with
35 U.S.C. 112, second paragraph.).

Whether a claim reciting an element in means- (or
step-) plus-function language fails to comply with
35 U.S.C. 112, second paragraph, because the specifi-
cation does not disclose adequate structure (or mate-
rial or acts) for performing the recited function is
closely related to the question of whether the specifi-
cation meets the description requirement in 35 U.S.C.
112, first paragraph. See In re Noll, 545 F.2d 141, 149,
191 USPQ 721, 727 (CCPA 1976) (unless the means-
plus-function language is itself unclear, a claim limi-
tation written in means-plus- function language meets
the definiteness requirement in 35 U.S.C. 112, second
paragraph, so long as the specification meets the writ-
ten description requirement in 35 U.S.C. 112, first
paragraph). However, 35 U.S.C. 112, sixth paragraph,
does not impose any requirements in addition to those
imposed by 35 U.S.C. 112, first paragraph. See In re
Knowlton, 481 F.2d 1357, 1366, 178 USPQ 486, 492-
93 (CCPA 1973). Conversely, the invocation of
35 U.S.C. 112, sixth paragraph, does not exempt an
applicant from compliance with 35 U.S.C. 112, first
and second paragraphs. See Donaldson, 16 F.3d at
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1195, 29 USPQ2d at 1850; Knowlton, 481 F.2d at
1366, 178 USPQ at 493.

Under certain limited circumstances, the written
description does not have to explicitly describe the
structure (or material or acts) corresponding to a
means- (or step-) plus-function limitation to particu-
larly point out and distinctly claim the invention as
required by 35 U.S.C. 112, second paragraph. See
Dossel, 115 F.3d at 946, 42 USPQ2d at 1885. Under
proper circumstances, drawings may provide a written
description of an invention as required by 35 U.S.C.
112. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555,
1565, 19 USPQ2d 1111, 1118 (Fed. Cir. 1991).
Rather, disclosure of structure corresponding to
a means-plus-function limitation may be implicit in
the written description if it would have been clear to
those skilled in the art what structure must perform
the function recited in the means-plus-function limita-
tion. See Atmel Corp. v. Information Storage Devices
Inc., 198 F3d 1374, 1379, 53 USPQ2d 1225,
1228 (Fed. Cir. 1999) (stating that the “one skilled in
the art” analysis should apply in determining whether
sufficient structure has been disclosed to support a
means-plus-function limitation and that the USPTO’s
recently issued proposed Supplemental Guidelines are
consistent with the court’s holding on this point);
Dossel, 115 F.3d at 946-47, 42 USPQ2d at 1885
(“Clearly, a unit which receives digital data, performs
complex mathematical computations and outputs the
results to a display must be implemented by or on a
general or special purpose computer (although it is
not clear why the written description does not simply
state ‘computer’ or some equivalent phrase.)”).

I11. DETERMINING 35 U.S.C. 112 SECOND
PARAGRAPH COMPLIANCE WHEN 35
US.C. 112 SIXTH PARAGRAPH IS
INVOKED

The following guidance is provided to determine
whether applicant has complied with the requirements
of 35 U.S.C. 112, second paragraph, when 35 U.S.C.
112, sixth paragraph, is invoked:

(A) If the corresponding structure, material or
acts are described in the specification in specific
terms (e.g., an emitter-coupled voltage comparator)
and one skilled in the art could identify the structure,
material or acts from that description, then the
requirements of 35 U.S.C. 112, second and sixth para-
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graphs and are satisfied. See Atmel, 198 F.3d at 1382,
53 USPQ2d 1231.

(B) If the corresponding structure, material or
acts are described in the specification in broad generic
terms and the specific details of which are incorpo-
rated by reference to another document (e.g., attach-
ment means disclosed in U.S. Patent No. X, which is
hereby incorporated by reference, or a comparator as
disclosed in the IBM article, which is hereby incorpo-
rated by reference), Office personnel must review the
description in the specification, without relying on
any material from the incorporated document, and
apply the “one skilled in the art” analysis to determine
whether one skilled in the art could identify the corre-
sponding structure (or material or acts) for performing
the recited function to satisfy the definiteness require-
ment of 35 U.S.C. 112, second paragraph. >See
Default Proof Credit Card System, Inc. v. Home Depot
USA., Inc, _ F3d__,75USPQ2d 1116 (Fed. Cir.
2005) (“The inquiry under [35 U.S.C.] § 112, 1 2,
does not turn on whether a patentee has ‘incorporated
by reference’ material into the specification relating to
structure, but instead asks first ‘whether structure is
described in the specification, and, if so, whether one
skilled in the art would identify the structure from that
description’”).<

(1) If one skilled in the art would be able to
identify the structure, material or acts from the
description in the specification for performing the
recited function, then the requirements of 35 U.S.C.
112, second paragraph, are satisfied. See Dossel, 115
F.3d at 946-47, 42 USPQ2d at 1885 (The function
recited in the means-plus-function limitation involved
“reconstructing” data. The issue was whether the
structure underlying this “reconstructing” function
was adequately described in the written description to
satisfy 35 U.S.C. 112, second paragraph. The court
stated that “[n]either the written description nor the
claims uses the magic word ‘computer,” nor do they
guote computer code that may be used in the inven-
tion. Nevertheless, when the written description is
combined with claims 8 and 9, the disclosure satisfies
the requirements of Section 112, Para. 2.” The court
concluded that based on the specific facts of the case,
one skilled in the art would recognize the structure for
performing the “reconstructing” function since “a unit
which receives digital data, performs complex mathe-
matical computations and outputs the results to a dis-
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play must be implemented by or on a general or
special purpose computer.”). See also Intel Corp. v.
VIA Technologies, Inc, 319 F.3d 1357, 1366, 65
USPQ2d 1934, 1941 (Fed. Cir. 2003) (The “core
logic” structure that was modified to perform a partic-
ular program was held to be adequate corresponding
structure for a claimed function although the specifi-
cation did not disclose internal circuitry of the core
logic to show exactly how it must be modified.)

(2) If one skilled in the art would not be able to
identify the structure, material or acts from descrip-
tion in the specification for performing the recited
function, then applicant will be required to amend the
specification to include the material incorporated by
reference and to clearly link or associate the structure,
material or acts to the function recited in the claim.
Applicant should not be required to insert the subject
matter described in the entire referenced document
into the specification. To maintain a concise specifica-
tion, applicant should only include the relevant por-
tions of the referenced document that correspond to
the means (or step)-plus-function limitation. See
Atmel, 198 F.3d at 1382, 53 USPQ2d at 1230 (“All
one needs to do...is to recite some structure corre-
sponding to the means in the specification...so that
one can readily ascertain what the claim means and
comply with the particularity requirement of Para.
2.7).

IV. DETERMINING WHETHER 35 U.S.C. 112,
FIRST *>PARAGRAPH< SUPPORT EX-
ISTS

The claims must still be analyzed to determine
whether there exists corresponding adequate support
for such claim under 35 U.S.C. 112, first paragraph. In
considering whether there is 35 U.S.C. 112, first para-
graph support for the claim limitation, the examiner
must consider not only the original disclosure con-
tained in the summary and detailed description of the
invention portions of the specification, but also the
original claims, abstract, and drawings. See In re
Mott, 539 F.2d 1291, 1299, 190 USPQ 536, 542-43
(CCPA 1976) (claims); In re Anderson, 471 F.2d
1237, 1240, 176 USPQ 331, 333 (CCPA 1973)
(claims); Hill-Rom Co. v. Kinetic Concepts, Inc.,
**>209 F.3d 1337<, 54 USPQ2d 1437 (Fed. Cir.
2000) (unpublished) (abstract); In re Armbruster, 512
F.2d 676, 678-79, 185 USPQ 152, 153-54 (CCPA
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1975) (abstract); Anderson, 471 F.2d at 1240, 176
USPQ at 333 (abstract); Vas-Cath Inc. v. Mahurkar,
935 F.2d at 1564, 19 USPQ2d at 1117 (drawings); In
re Wolfensperger, 302 F.2d 950, 955-57, 133 USPQ
537, 541- 43 (CCPA 1962) (drawings).

37 CFR 1.75(d)(1) provides, in part, that “the terms
and phrases used in the claims must find clear support
or antecedent basis in the description so that the
meaning of the terms in the claims may be ascertain-
able by reference to the description.” In the situation
in which the written description only implicitly or
inherently sets forth the structure, materials, or acts
corresponding to a means- (or step-) plus-function,
and the examiner concludes that one skilled in the art
would recognize what structure, materials, or acts per-
form the function recited in a means- (or step-) plus-
function, the examiner should either: (A) have the
applicant clarify the record by amending the written
description such that it expressly recites what struc-
ture, materials, or acts perform the function recited in
the claim element; or (B) state on the record what
structure, materials, or acts perform the function
recited in the means- (or step-) plus-function limita-
tion. Even if the disclosure implicitly sets forth the
structure, materials, or acts corresponding to a means-
(or step-) plus-function claim element in compliance
with 35 U.S.C. 112, first and second paragraphs, the
USPTO may still require the applicant to amend the
specification pursuant to 37 CFR 1.75(d) and MPEP
8 608.01(0) to explicitly state, with reference to the
terms and phrases of the claim element, what struc-
ture, materials, or acts perform the function recited in
the claim element. See 35 U.S.C. 112, sixth paragraph
(“An element in a claim for a combination may be
expressed as a means or step for performing a speci-
fied function without the recital of structure, material,
or acts in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts described in the specification and equivalents
thereof.” (emphasis added)); see also B. Braun Medi-
cal, 124 F.3d at 1424, 43 USPQ2d at 1900 (holding
that “pursuant to this provision [35 U.S.C. 112, sixth
paragraph], structure disclosed in the specification is
‘corresponding’ structure only if the specification or
prosecution history clearly links or associates that
structure to the function recited in the claim. This duty
to link or associate structure to function is the quid
pro quo for the convenience of employing 112, para-
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graph 6.”); Medical Instrumentation and Diagnostic
Corp. v. Elekta AB, 344 F.3d 1205, 1218, 68 USPQ2d
1263, 1268 (Fed. Cir. 2003)(Although one of skill in
the art would have been able to write a software pro-
gram for digital to digital conversion, such software
did not fall within the scope of “means for convert-
ing” images as claimed because nothing in the specifi-
cation or prosecution history clearly linked or
associated such software with the function of convert-
ing images into a selected format.); Wolfensperger,
302 F.2d at 955, 133 USPQ at 542 (just because the
disclosure provides support for a claim element does
not mean that the USPTO cannot enforce its require-
ment that the terms and phrases used in the claims
find clear support or antecedent basis in the written
description).

V.  SINGLE MEANS CLAIMS

Donaldson does not affect the holding of In re
Hyatt, 708 F.2d 712, 218 USPQ 195 (Fed. Cir. 1983)
to the effect that a single means claim does not com-
ply with the enablement requirement of 35 U.S.C.
112, first paragraph. As Donaldson applies only to an
interpretation of a limitation drafted to correspond to
35 U.S.C. 112, sixth paragraph, which by its terms is
limited to *“an element in a claim to a combination,” it
does not affect a limitation in a claim which is not
directed to a combination.

2182 Scope of the Search and Identifica-
tion of the Prior Art [R-2]

As noted in MPEP § 2181, in In re Donaldson Co.,
16 F.3d 1189, 29 USPQ2d 1845 (Fed. Cir. 1994) the
Federal Circuit recognized that it is important to
retain the principle that claim language should be
given its broadest reasonable interpretation. This prin-
ciple is important because it helps insure that the stat-
utory presumption of validity attributed to each claim
of an issued patent is warranted by the search and
examination conducted by the examiner. It is also
important from the standpoint that the scope of pro-
tection afforded by patents issued prior to Donaldson
are not unnecessarily limited by the latest interpreta-
tion of this statutory provision. Finally, it is important
from the standpoint of avoiding the necessity for a
patent specification to become a catalogue of existing
technology. The specification need not describe the
equivalents of the structures, material, or acts corre-
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sponding to the means- (or step-) plus-function claim
element. See In re Noll, 545 F.2d 141, 149-50, 191
USPQ 721, 727 (CCPA 1976) (“The meaning of
‘equivalents’ is well understood in patent law, ... and
an applicant need not describe in his specification the
full range of equivalents of his invention.”) (citation
omitted). A patent specification need not teach, and
preferably omits, what is well known in the art.
Hybritech Inc. v. Monoclonal Antibodies, Inc.,
802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed. Cir.
1986).

The Donaldson decision thus does not substantially
alter examining practice and procedure relative to the
scope of the search. Both before and after Donaldson,
the application of a prior art reference to a means or
step plus function limitation requires that the prior art
element perform the identical function specified in the
claim. However, if a prior art reference teaches iden-
tity of function to that specified in a claim, then under
Donaldson an examiner carries the initial burden of
proof for showing that the prior art structure or step is
the same as or equivalent to the structure, material, or
acts described in the specification which has been
identified as corresponding to the claimed means or
step plus function.

The “means or step plus function” limitation should
be interpreted in a manner consistent with the specifi-
cation disclosure. >The Federal Circuit explained the
two step analysis involved in construing means-plus-
function limitations in Golight Inc. v. Wal-Mart Stores
Inc., 355 F.3d 1327, 1333-34, 69 USPQ2d 1481, 1486
(Fed. Cir. 2004):

The first step in construing a means-plus-function claim
limitation is to define the particular function of the claim
limitation. Budde v. Harley-Davidson, Inc., 250 F.3d
1369, 1376 [58 USPQ2d 1801, 1806] (Fed. Cir. 2001).
“The court must construe the function of a means-plus-
function limitation to include the limitations contained in
the claim language, and only those limitations.” Cardiac
Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106,
1113 [63 USPQ2d 1725, 1730] (Fed. Cir. 2002).... The
next step in construing a means-plus-function claim limi-
tation is to look to the specification and identify the corre-
sponding structure for that function. “Under this second
step, ‘structure disclosed in the specification is “corre-
sponding” structure only if the specification or prosecu-
tion history clearly links or associates that structure to the
function recited in the claim.”” Med. Instrumentation &
Diagnostics Corp. v. Elekta AB, 344 F.3d 1205, 1210 [68
USPQ2d 1263, 1267] (Fed. Cir. 2003) (quoting B. Braun
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Med. Inc. v. Abbott Labs., 124 F.3d 1419, 1424 [43
USPQ2d 1896, 1900] (Fed. Cir. 1997)).<

If the specification defines what is meant by the limi-
tation for the purposes of the claimed invention, the
examiner should interpret the limitation as having that
meaning. If no definition is provided, some judgment
must be exercised in determining the scope of the lim-
itation. See, e.g., B. Braun Medical, Inc. v. Abbott
Labs., 124 F.3d 1419, 1424, 43 USPQ2d 1896, 1900
(Fed. Cir. 1997) (“We hold that, pursuant to [35
U.S.C. 112, sixth paragraph], structure disclosed in
the specification is ‘corresponding’ structure only if
the specification or prosecution history clearly links
or associates that structure to the function recited in
the claim. This duty to link or associate structure to
function is the quid pro quo for the convenience of
employing 112, paragraph 6.” The court refused to
interpret a means-plus-function limitation as corre-
sponding to a disclosed valve seat structure, as argued
by patentee, since there was no indication in the spec-
ification or prosecution history that this structure cor-
responds to the recited function, and there was an
explicitly clear association between that function and
a traverse cross section bar structure disclosed in the
specification.).

2183 Making a Prima Facie Case of
Equivalence

If the examiner finds that a prior art element

(A) performs the function specified in the claim,

(B) is not excluded by any explicit definition pro-
vided in the specification for an equivalent, and

(C) is an equivalent of the means- (or step-) plus-
function limitation,

the examiner should provide an explanation and ratio-
nale in the Office action as to why the prior
art element is an equivalent. Factors that will support
a conclusion that the prior art element is an equivalent
are:

(A) the prior art element performs the identical
function specified in the claim in substantially the
same way, and produces substantially the same results
as the corresponding element disclosed in the specifi-
cation. Kemco Sales, Inc. v. Control Papers Co.,
208 F.3d 1352, 54 USPQ2d 1308 (Fed. Cir. 2000) (An
internal adhesive sealing the inner surfaces of an
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