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2201

Statutory basis for citation of prior patents or printed
publications in patent files and reexamination of patents
became available on July 1, 1981, as a result of new sec-
tions 301-307 of title 35 United States Code which were
added by Public Law 96-517 enacted on December 12,
1980. The rules of practice in patent cases relating to reex-
amination were initially promulgated on April 30, 1981, at
46 FR 24179-24180 and on May 29, 1981, at 46 FR 29176-
29187.

This chapter is intended to be primarily a guide for
Patent and Trademark Office (Office) personnel on the pro-
cessing of prior art citations and reexamination requests.
Secondarily, it is to also serve as a guide on the formal
requirements for filing such documents in the Office.

The flowchart shows the general provisions of both the
citation of prior art and reexamination proceedings, includ-
ing reference to the pertinent rule sections.

Introduction
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SUMMARY OF REEXAMINATION PROVISIONS

2201
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35 U.S.C. 301. Citation of prior art.

Any person at any time may cite to the Office in writing prior art con-
sisting of patents or printed publications which that person believes to
have a bearing on the patentability of any claim of a particular patent. If
the person explains in writing the pertinency and manner of applying such
prior art to at least one claim of the patent, the citation of such prior art and
the explanation thereof will become a part of the official file of the patent.
At the written request of the person citing the prior art, his or her identity
will be excluded from the patent file and kept confidential.

Citation of Prior Art

37 CFR 1.501. Citation of prior art in patent files.

(a) At any time during the period of enforceability of a patent, any
person may cite to the Patent and Trademark Office in writing prior art
consisting of patents or printed publications which that person states to be
pertinent and applicable to the patent and believes to have a bearing on the
patentability of any claim of a particular patent. If the citation is made by
the patent owner, the explanation of pertinency and applicability may
include an explanation of how the claims differ from the prior art. Cita-
tions by the patent owner under § 1.555 and by a reexamination requester
under either § 1.510 or § 1.535 will be entered in the patent file during a
reexamination proceeding. The entry in the patent file of citations submit-
ted after the date of an order to reexamine pursuant to § 1.525 by persons
other than the patent owner, or a reexamination requester under either §
1.510 or § 1.535, will be delayed until the reexamination proceedings have
been terminated.

(b) If the person making the citation wishes his or her identity to be
excluded from the patent file and kept confidential, the citation papers
must be submitted without any identification of the person making the
submission.

(c) Citation of patents or printed publications by the public in patent
files should either (1) reflect that a copy of the same has been mailed to the
patent owner at the address as provided for in § 1.33(c); or in the event
service is not possible (2) be filed with the Office in duplicate.

Prior art in the form of patents or printed publications
may be cited to the Office for placement into the patent
files. Such citations may be made without payment of a fee.
Citations of prior art may be made separate from and with-
out a request for reexamination.

The basic purpose for citing prior art in patent files is to
inform the patent owner and the public in general that such
patents or printed publications are in existence and should
be considered when evaluating the validity of the patent
claims. Placement of citations in the patent file along with
copies of the cited prior art will also ensure consideration
thereof during any subsequent reissue or reexamination
proceeding.

The citation of prior art provisions of 35 U.S.C. 301 and
37 CFR 1.501 do not apply to citations or protests filed in
pending applications.

2203 Persons Who May Cite Prior Art

The patent owner, or any member of the public, may
submit prior art citations of patents or printed publications
to the Office. 35 U.S.C. 301 states that “Any person at any
time may cite to the Office . . ..”

Rev.1, Feb. 2000
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“Any person” may be a corporate or governmental entity
as well as an individual.

If a person citing prior art desires his or her identity to be
kept confidential, such a person need not identify himself
or herself.

“Any person” includes patentees, licensees, reexamina-
tion requesters, real parties in interest, persons without a
real interest, and persons acting for real parties in interest
without a need to identify the real party of interest.

The statute indicates that “at the written request of the
person citing the prior art, his or her identity will be
excluded from the patent file and kept confidential”.
Although an attempt will be made to exclude any such
papers from the public files, since the review will be
mainly clerical in nature, complete assurance of such exclu-
sion cannot be given. Persons citing art who desire to
remain confidential are therefore advised to not identify
themselves anywhere in their papers.

Confidential citations should include at least an unsigned
statement indicating that the patent owner has been sent a
copy of the citation papers. In the event that it is not possi-
ble to serve a copy on the patent owner, a duplicate copy
should be filed with the Office.

Patent examiners should not, at their own initiative,
place in a patent file or forward for placement in the patent
file, any citations of prior art. Patent examiners are charged
with the responsibility of making decisions as to patentabil-
ity for the Commissioner. Any activity by examiners which
would appear to indicate that patent claims are not patent-
able, outside of those cases pending before them, is consid-
ered to be inappropriate.

2204 Time for Filing Prior Art Citation

Citations of prior art may be filed “at any time” under
35 U.S.C. 301. However, this period has been defined by
rule (37 CFR 1.501(a)) to be “any time during the period of
enforceability of a patent.” The period of enforceability is
the length of the term of the patent plus the 6 years under
the statute of limitations for bringing an infringement
action (35 U.S.C. 286). In addition, if litigation is instituted
within the period of the statute of limitations, citations may
be submitted after the statute of limitations has expired, as
long as the patent is still enforceable against someone.
While citations of prior art may be filed at any time during
the period of enforceability of the patent, citations submit-
ted after the date of any order to reexamine will not be
entered into the patent file until the pending reexamination
proceeding has been terminated (37 CFR 1.501(a)), unless
the citations are submitted (1) by the patent owner; (2) by a
reexamination requester who also submits the fee and other
documents required under 37 CFR 1.510; or (3) in a
response under 37 CFR 1.535. Therefore, if prior art cited
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by a third party is to be considered without the payment of
another reexamination fee, it must be presented before
reexamination is ordered.

The purpose of this rule is to prevent harassment of the
patent owner due to frequent submissions of prior art cita-
tions during reexamination proceedings.

2205

The prior art which may be submitted under 35 U.S.C.
301 is limited to “written prior art consisting of patents or
printed publications.”

Content of Prior Art Citation

An explanation is required of how the person submitting
the prior art considers it to be pertinent and applicable to
the patent, as well as an explanation of why it is believed
that the prior art has a bearing on the patentability of any
claim of the patent. Citations of prior art by patent owners
may also include an explanation of how the claims of the
patent differ from the prior art cited.

It is preferred that copies of all the cited prior patents or
printed publications and any necessary English translation
be included so that the value of the citations may be readily
determined by persons inspecting the patent files and by the
examiner during any subsequent reexamination proceeding.

All prior art citations filed by persons other than the
patent owner must either indicate that a copy of the citation
has been mailed to, or otherwise served on, the patent
owner at the correspondence address as defined under 37
CFR 1.33(c), or if for some reason service on the patent
owner is not possible, a duplicate copy of the citation must
be filed with the Office along with an explanation as to why
the service was not possible. The most recent address of
the attorney of record may be obtained from the Office's
register of registered patent attorneys and agents main-
tained by the Office of Enrollment and Discipline pursuant
to 37 CFR 10.5 and 10.11(a).

All prior art citations submitted should identify the
patent in which the citation is to be placed by the patent
number, issue date, and patentee.

A cover sheet with an identification of the patent should
have firmly attached to it all other documents relating to the
citation so that the documents will not become separated
during processing. The documents themselves should also

2200-5
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contain, or have placed thereon, an identification of the
patent for which they are intended.

Affidavits or declarations relating to the prior art docu-
ments submitted may accompany the citation to explain the
contents or pertinent dates in more detail. A commercial
success affidavit tied in with a particular prior art document
may also be acceptable. For example, the patent owner
may wish to cite a patent or printed publication which
raises the issue of obviousness of at least one patent claim.
Together with the cited art, the owner may file (a) an affida-
vit of commercial success or other evidence of nonobvious-
ness, or (b) an affidavit which questions the enablement of
the teachings of the cited prior art.

No fee is required for the submission of citations under
37 CFR 1.501.

A prior art citation is limited to the citation of patents
and printed publications and an explanation of the perti-
nency and applicability of the patents and printed publica-
tions. This may include an explanation by the patent owner
as to how the claims differ from the prior art. It may also
include affidavits and declarations. The prior art citation
cannot include any issue which is not directed to patents
and printed publications. Thus, for example, a prior art cita-
tion cannot include a statement as to the claims violating
35 U.S.C. 112, a statement as to the public use of the
claimed invention, or a statement as to the conduct of the
patent owner. A prior art citation must be directed to pat-
ents and printed publications and cannot discuss what the
patent owner did, or failed to do, with respect to submitting
and/or describing patents and printed publications, because
that would be a statement as to the conduct of the patent
owner. The citation also should not contain argument and
discussion of references previously treated in the prosecu-
tion of the invention which matured into the patent or refer-
ences previously treated in a reexamination proceeding as
to the patent.

If the prior art citation contains any issue not directed to
patents and printed publications, it should not be entered
into the patent file, despite the fact that it may otherwise
contain a complete submission of patents and printed pub-
lications with an explanation of the pertinency and applica-
bility. Rather, the prior art citation should be returned to the
sender as described in MPEP § 2206.

Rev.1, Feb. 2000
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Examples of letters submitting prior art under 37 CFR

1.501 follow.

EXAMPLE I
Submission by a third party:

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 9,999,999
Issued: July 7, 2000
For: Cutting Tool

Submission of Prior Art Under 37 CFR
1.501

Hon. Assistant Commissioner for Patents
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the
above identified patent the following
prior art (including copies thereof)
which is pertinent and applicable to
the patent and is believed to have a
bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al U.S 2,585,416 April 15,1933
McGee U.S 2,722,794 May 1, 1934

Paulk et al U.S 3,625,291 June 16, 1936

Each
ting

of the references discloses a cut-
tool strikingly similar to the de-
vice of Smith in having pivotal handles
with cutting blades and a pair of dies.
It is believed that each of the refer-
ences has a bearing on the patentabili-
ty of claims 1-3 of the Smith patent.

Insofar as claims 1 and 2
each of the references clearly
anticipates the claimed subject matter

under 35 U.S.C 102.

are con-
cerned,

Rev.1, Feb. 2000
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As to claim 3, the differences between
the subject matter of this claim and
the cutting tool of Weid et al are
shown in the device of Paulk et al.
Further, Weid et al suggests that dif-
ferent cutting blades can be used in
their device. A person of ordinary
skill in the art at the time the inven-
tion was made would have been led by the
suggestion of Weid et al to the cutting
blades of Paulk et al as obvious sub-

stitutes for the blades of Weid et al.

Respectfully submitted,
(Signed)

John Jones

Certificate of Service

I hereby certify on this first day of
June 1982, that a true and correct copy
of the foregoing “Submission of Prior
Art” was mailed by first-class mail,
postage paid, to:

Ben Schor
555 Any Lane
Arlington, VA 22202

(Signed)

John Jones
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EXAMPLE II
Submission by the patent owner:

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 9,999,999
Issued: July 7, 2000
For: Cutting Tool

Submission of Prior Art Under 37 CFR
1.501

Hon. Assistant Commissioner for Patents
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the
above identified patent the following
prior art (including copies thereof)
which is pertinent and applicable to
the patent and is believed to have a
bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al. U.S 2,585,416 April 15,1933
McGee U.Ss 2,722,794 May 1, 1934
Paulk et al. U.S 3,625,291 June 16, 1936

Each of the references discloses a cut-
ting tool strikingly similar to the de-

vice of Smith in having pivotal handles

with cutting blades and a pair of dies.

While it is believed that each of the

references has a bearing on the patent-
ability of claims 1-3 of the Smith pat-

ent, the subject matter claimed differs
from the references and 1is believed

patentable thereover

Insofar as claims 1 and 2 are con-

cerned, none of the references show the

particular dies claimed and the struc-

ture of these claimed dies would not

have been obvious to a person of ordi-

nary skill in the art at the time the

invention was made.

As to claim 3, while the cutting blades
required by this claim are shown in
Paulk et al, the remainder of the
claimed structure is found only in Weid
et al. A person of ordinary skill in
the art at the time the invention was
made would not have found it obvious to
substitute the cutting blades of Paulk
et al for those of Weid et al. In fact,
the disclosure of Weid et al would lead
a person of ordinary skill in the art
away from the use of cutting blades
such as shown in Paulk et al.

The reference to McGee, while generally
similar, lacks the particular coopera-
tion between the elements which is spe-
cifically set forth in each of claims
1-3.

Respectfully submitted,
(Signed)

William Green
Attorney for Patent Owner

2206 Handling of Prior Art Citation

Prior art citations received in the Office will be for-
warded to the Reexamination Preprocessing area of the
Office of Initial Patent Examination (OIPE) for handling.

If the prior art citation relates to a patent currently under-
going reexamination, the Reexamination Preprocessing
area should promptly forward the prior art citation to the
examining group assigned the reexamination proceeding.

It is the responsibility of the Reexamination Preprocess-
ing area personnel where no reexamination proceeding is
present, or the examining group personnel where a reexam-
ination proceeding is present, to immediately determine
whether a citation meets the requirements of the law and
rules and to enter it into the patent file at the appropriate
time if it is proper.

If a proper citation is filed after the date of an order for
reexamination, the citation is retained (stored) in the exam-
ining group until the reexamination is terminated. Note 37
CFR 1.501(a) and MPEP § 2294. A tag should be placed
on the reexamination file as a reminder of the citation to be
placed in the patent file after termination of the reexamina-
tion proceeding. The citation is then placed in the Group's

2200-7 Rev.1, Feb. 2000
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citation storage file. After the reexamination proceeding is
terminated, the citation is removed from the storage file and
processed for placement in the patent file. Citations filed
after the date of an order for reexamination will not be con-
sidered by the examiner during the reexamination.

L CITATION QUALIFIES FOR ENTRY UNDER
37 CFR 1.501

A. Citations by Third Party

1. Prior to Order in Any Pending Reexamination
Proceeding

If the citation is proper (i.e., limited to patents and
printed publications) and is filed prior to an order in a reex-
amination proceeding, it should be immediately entered
into the patent file. If the citation includes an indication of
service on the patent owner, the citation is merely timely
entered and no notice of such entry is sent to any party. If
the citation does not include an indication of service, the
patent owner should be notified that a citation of prior art
has been entered into the patent file. If a duplicate copy of
the citation was filed, the duplicate copy should be sent to
the patent owner along with the notification. If no duplicate
copy is present, no copy will be sent with the notification.
Wording similar to the following should be used:

“A citation of prior art under 35 U.S.C. 301 and 37 CFR
1.501 has been filed on ____ in your patent number _____
entitled

This notification is being made to inform you that the
citation of prior art has been placed in the file wrapper of
the above identified patent.

Rev.1, Feb. 2000
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The person submitting the prior art:
1. [ ] was not identified

2. [ ]is confidential

3.[ 1is

2. After the Order in Any Pending Reexamination
Proceeding

If the citation is proper but is filed after an order for
reexamination in a pending reexamination, the citation is
not entered at the time because of the ongoing reexamina-
tion. The patent owner and sender (if known) should be
alerted of this fact. Such notification is important to enable
the patent owner to consider submitting the prior art under
37 CFR 1.555 during the reexamination. Such notification
will also enable the third party sender to consider the desir-
ability of filing a separate request for reexamination. If the
citation does not include service of a copy on the patent
owner and a duplicate copy is submitted, the duplicate copy
should be sent to the patent owner along with the notifica-
tion. If a duplicate copy is not present, no copy will accom-
pany the notification to the patent owner. In this situation,
the original copy (in storage) should be made available for
copying by the patent owner. If the citation includes ser-
vice of a copy on the patent owner, the citation is placed in
storage and not entered until the reexamination is termi-
nated. The patent owner and third party sender (if known)
should be given notice of this action.

An example of a letter giving notice to the patent owner
and third party sender is as follows.

2200-8
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John A. Jones (Citation Sender)
Jones & Smith
1020 United First Bldg.

1033 16th st.
Seattle, Washington 98121

Richard A. Davis (Patent Owner)
The A.B. Good Co.

Patent Law Dept.

9921 Stone Rd.

Brookville, Ohio 44141

In re Doe, et al.

Reexamination Proceeding :

Control No. 90/999,999 : NOTIFICATION RE
Filed: February 7, 2000 : PRIOR ART CITATION
For: U.S. Patent No. 9,999,999

The prior art citation filed May 19, 2000, is a proper citation under 37 CFR
1.501(¢a); however, it was filed after the May 2, 2000, date of the order for
reexamination in reexamination control # 90/999,999,

Because the prior art citation was filed after the date of the order for reex-
amination, the citation is being retained in the examining group (Group 1300)
until the reexamination is terminated. Note 37 CFR 1.501(a) and MPEP § 2294. At
that time, the citation will be processed for placement in the patent file of
patent # 9,999,999.

The prior art citation filed May 19, 2000, will not be considered in reexamina-
tion control # 90/999,999.

The patent owner and sender of the citation are being provided with a copy of
this notification. If appropriate, the patent owner may wish to consider submit-
ting prior art from the prior art citation pursuant to 37 CFR 1.555 during the
reexamination proceeding (reexamination control # 90,/999,999). In addition, if
appropriate, the sender may file a request for reexamination to place the art of
the prior art citation before the patent examiner.

Kenneth M. Schor
Special Program Examiner
Group 1300

2200-9 Rev.1, Feb. 2000
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B. Citation Filed by Patent Owner been mailed. No notification to the patent owner is neces-
sary.
If a proper prior art citation is filed by the patent owner, The following diagram shows the various situations
it should be entered in the file. This is true whether the cita- which can occur when a proper prior art citation is filed and
tion is filed prior to or after an order for reexamination has the action to be taken for each alternative situation:

Rev.1, Feb. 2000 2200-10



PRIOR TO REEXAMINATION ORDER

CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

PROCESSING OF CITATIONS OF PRIOR ART WHICH QUALIFY

FOR ENTRY UNDER 37 CFR 1.501
['CITATION QUALIFES UNDER 37 CFR1.501 |

|

2206

EILED BY THIRD PARTY @sn BY PATENT OWNER

AFTER REEXAMINATION ORDER

DUPLICATE COPY
PRESENT

NO SERVICE |
OF COPY

ERVICE OF
CoPY

NO SERVICE
OF COPY

SERVICE
OF COPY

NO DUPLICATE
COPY PRESENT

DUPLICATE COPY
PRESENT

NO DUPLICATE
COPY PRESENT

|

1 patent owner
I

lDupllcatn copy l No copy sant to
I unt fopatent ! | patent owner .
owner .

ACTION TAKEN BY APPROPRIATE PARTY

- een o oy e e ] e S E E G W R e W W AD S as am Es

rp— v L
| : ! I Notlce o  Notls o 1Notice to
! ' ' ,thlrd party othird party ~ 1third party
! ( : 1i known 1 i known llf known
I I ) 1
tice to Notlco to
| Originalcopy 1 Orlginal copy ! Cltation ' Cltation
! ontored n e l otoredinfle Tantored g’gm:lq?l% ut O'Eg‘f:l ?mt :gn::(',o,:g%u:m" antored
| : n e mxamlnatlon ' mxamlnatlon ireexamination 4 1l
|

: Duplcat .nfy wntto | .tormlnmd | torminated mmlnmd :
g copysentio pat owner o )

i 1

L] 1

2200-11

Rev.1, Feb. 2000



2206

II. CITATION DOES NOT QUALIFY FOR
ENTRY UNDER 37 CFR 1.501

A.  Citation by Third Party

If the citation is not proper (e.g., it is not limited to pat-
ents or printed publications), it should not be entered in the
patent file. The sender (if known) and the patent owner in
all cases should be notified that the citation is improper and
that it is not being entered in the patent file. The handling
of the citation will vary depending on the particular follow-
ing situation.

1. Service of Copy Included

Where the citation includes an indication of service of
copy on the patent owner and the identity of the third party
sender is known, the original citation paper should be
returned to the third party sender along with the notification
of nonentry. If the identity of the third party sender is not
known, the original citation papers should be discarded.

2. Service of Copy Not Included; Identity of Third
Party Sender Known

Where the citation does not include an indication of ser-
vice on the patent owner, the identity of the third party
sender is known, and a duplicate copy of the citation is
present, the original citation papers should be returned to
the third party sender and the duplicate copy should be sent
to the patent owner along with the notification of nonentry.
If the duplicate copy required in 37 CFR 1.501(c) is not
present, the original citation papers should be sent to the

Rev.1, Feb. 2000
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PATENT OWNER along with the notification of nonentry.
The third party sender should be sent a notification that the
citation was not entered and that the original citation papers
were sent to the patent owner.

3. Service of Copy Not Included; Identity of Third
Party Sender Not Known

Where the citation does not include an indication of ser-
vice, the identity of the third party sender is not known, and
a duplicate copy of the citation is or is not present, the
duplicate copy (if present) should be discarded and the
original citation papers should be sent to the patent owner
along with the notification of nonentry.

B. Citation Filed by the Patent Owner

If an improper prior art citation under 37 CFR 1.501 is
filed by the patent owner prior to an order for reexamina-
tion, it should not be entered in the file.

The patent owner should be notified of the nonentry, and
the citation papers should be returned to the patent owner
along with the notification. Prior art submission filed by the
patent owner after an order for reexamination should be
entered in the file under 37 CFR 1.555.

The following diagram shows the various situations
which can occur when an improper prior art citation is filed
and the action to be taken for each alternative situation.
Any unusual problems should be brought to the attention of
the Office of the Deputy Assistant Commissioner for Patent
Policy and Projects.
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PROCESSING OF CITATIONS OF PRIOR ART WHICH DO NOT QUALIFY
FOR ENTRY UNDER 37 CFR 1.501
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2207 Entry of Court Decision in Patent File
The Solicitor's Office processes notices required by
35 U.S.C. 290, received from the clerks of the various
courts, and has them entered in the patent file. However, it
is considered desirable that the entire court decision be sup-
plied to the Office for entry into the patent file. Accord-
ingly, the Office will accept at any time from any party for
placement in the patent file, submissions of the following:
copies of notices of suits and other proceedings involving
the patent and copies of decisions or other court papers, or
papers filed in the court, from litigations or other proceed-
ings involving the patent. Such submissions must be pro-
vided without additional comment. Persons making such
submissions must limit the submission to the notification
and not include further arguments or information. Any
proper submission will be promptly placed on record
(entered) in the patent file. Entry of these submissions is
performed by the Files Repository personnel, unless a reex-
amination proceeding is pending, in which case, the exam-
ining group (or other area of the Office) having
responsibility for the reexamination enters the submission.

WHERE A REQUEST FOR REEXAMINATION OF
THE PATENT HAS BEEN FILED

It is important for the Office to be aware of any prior
court or other proceedings in which a patent undergoing
reexamination is or was involved, and any results of such
proceedings. In accordance with 37 CFR 1.565(a), the
patent owner is required to provide the Office with infor-
mation regarding the existence of any such proceedings and
the results thereof, if known. As to third parties, note as fol-
lows. Ordinarily, while a reexamination proceeding is
pending, third party submissions filed after the date of the
order are not placed in the reexamination or the patent file.
However, in order to ensure a complete file, with updated
status information as to prior proceedings regarding a
patent undergoing reexamination, submissions (as above-
described) limited to bare notice of the proceedings, with
copies of the papers of the proceedings, will be accepted
and placed in the file at any time during the reexamination
from any party. See MPEP § 2240 and § 2242 for handling
of requests for reexamination of patents involved in litiga-
tion.
2208 Service of Citation on Patent Owner

A copy of any submission of a citation of prior art pat-
ents or printed publications in a patent file should be served
on the patent owner so that the patent owner is kept fully
informed as to the content of his or her patent file wrapper.
See MPEP § 2206 for handling of prior art citations.

Rev.1, Feb. 2000
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The service to the patent owner should be addressed to
the correspondence address as set forth in 37 CFR 1.33(c).
See MPEP § 2222 as to the correspondence address.

2209

Procedures for reexamination of issued patents began on
July 1, 1981, the date when the reexamination provisions of
Public Law 96-517 came into effect.

The reexamination statute and rules permit any person to
file a request for reexamination containing certain elements
and the fee required under 37 CFR 1.20(c). The Office ini-
tially determines if “a substantial new question of patent-
ability” (35 U.S.C. 303(a)) is presented. If such a new
question has been presented, reexamination will be
ordered. The reexamination proceedings which follow the
order for reexamination are very similar to regular exami-
nation procedures in patent applications; however, there are
notable differences. For example, there are certain limita-
tions as to the kind of rejections which may be made, spe-
cial reexamination forms to be used, and time periods set to
provide “special dispatch.” When the reexamination pro-
ceedings are terminated, a certificate is issued which indi-
cates the status of all claims following the reexamination.

The following sections of this chapter explain the details
of reexamination.

The intent of the reexamination procedures covered in
this chapter include the following:

Reexamination

(A) To provide procedures for reexamination of pat-
ents;

(B) To implement reexamination in an essentially ex
parte manner;

(C) To minimize the processing costs and complexi-
ties of reexamination;

(D) To maximize respect for the reexamined patent;

(E) To provide procedures for prompt and timely
determinations by the Office in accordance with the “spe-
cial dispatch” requirements of 35 U.S.C. 305.

The basic characteristics of reexamination are as fol-
lows:

(A) Anyone can request reexamination at any time
during the period of enforceability of the patent;

(B) Prior art considered during reexamination is lim-
ited to prior art patents or printed publications applied
under the appropriate parts of 35 U.S.C. 102 and 103;

(C) A substantial new question of patentability must
be present for reexamination to be ordered;

(D) If ordered, the actual reexamination proceeding is
ex parte in nature;

(E) Decision on the request must be made no later
than 3 months from its filing, and the remainder of pro-
ceedings must proceed with “special dispatch;”

2200-14
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(F) If ordered, a reexamination proceeding will nor-
mally be conducted to its conclusion and the issuance of a
reexamination certificate;

(G) The scope of a claim cannot be enlarged by
amendment;

(H) All reexamination and patent files are open to the
public.

2210

35 U.S.C. 302. Request for reexamination.

Any person at any time may file a request for reexamination by the
Office of any claim of a patent on the basis of any prior art cited under the
provisions of section 301 of this title. The request must be in writing and
must be accompanied by payment of a reexamination fee established by
the Commissioner of Patents pursuant to the provisions of section 41 of
this title. The request must set forth the pertinency and manner of applying
cited prior art to every claim for which reexamination is requested. Unless
the requesting person is the owner of the patent, the Commissioner
promptly will send a copy of the request to the owner of record of the
patent.

Request for Reexamination

37 CFR 1.510. Request for reexamination.

(a) Any person may, at any time during the period of enforceability
of a patent, file a request for reexamination by the Patent and Trademark
Office of any claim of the patent on the basis of prior art patents or printed
publications cited under § 1.501. The request must be accompanied by the
fee for requesting reexamination set in § 1.20(c).

(b) Any request for reexamination must include the following parts:

(1) A statement pointing out each substantial new question of
patentability based on prior patents and printed publications.

(2) An identification of every claim for which reexamination is
requested, and a detailed explanation of the pertinency and manner of
applying the cited prior art to every claim for which reexamination is
requested. If appropriate, the party requesting reexamination may also
point out how claims distinguish over cited prior art.

(3) A copy of every patent or printed publication relied upon or
referred to in paragraph (b) (1) and (2) of this section accompanied by an
English language translation of all the necessary and pertinent parts of any
non-English language patent or printed publication.

(4) The entire specification (including claims) and drawings of
the patent for which reexamination is requested must be furnished in the
form of cut-up copies of the original patent with only a single column of
the printed patent securely mounted or reproduced in permanent form on
one side of a separate paper. A copy of any disclaimer, certificate of cor-
rection, or reexamination certificate issued in the patent must also be
included.

(5) A certification that a copy of the request filed by a person
other than the patent owner has been served in its entirety on the patent
owner at the address as provided for in § 1.33(c). The name and address of
the party served must be indicated. If service was not possible, a duplicate
copy must be supplied to the Office.

(c) If the request does not include the fee for requesting reexamina-
tion or all of the parts required by paragraph (b) of this section, the person
identified as requesting reexamination will be so notified and given an
opportunity to complete the request within a specified time. If the fee for
requesting reexamination has been paid but the defect in the request is not
corrected within the specified time, the determination whether or not to
institute reexamination will be made on the request as it then exists. If the
fee for requesting reexamination has not been paid, no determination will
be made and the request will be placed in the patent file as a citation if it
complies with the requirements of § 1.501(a).

2200-15
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(d) The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is received in
the Patent and Trademark Office; or (2) the date on which the last portion
of the fee for requesting reexamination is received.

(e) A request filed by the patent owner, may include a proposed
amendment in accordance with § 1.530(d).

(f) If a request is filed by an attorney or agent identifying another
party on whose behalf the request is being filed, the attorney or agent must
have a power of attorney from that party or be acting in a representative
capacity pursuant to § 1.34(a).

Any person, at any time during the period of enforceabil-
ity of a patent, may file a request for reexamination by the
Patent and Trademark Office of any claim of the patent
based on prior art patents or printed publications. The
request must include the elements set forth in 37 CFR
1.510(b) (see MPEP § 2214) and must be accompanied by
the fee as set forth in 37 CFR 1.20(c). No attempt will be
made to maintain a requester's name in confidence.

After the request for reexamination, including the entire
fee for requesting reexamination, is received in the Office,
no abandonment, withdrawal, or striking, of the request is
possible,regardless of who requests the same. In some lim-
ited circumstances, such as after a court decision where all
of the claims are finally held invalid, a reexamination order
may be vacated, see MPEP § 2286.

2211

Under 37 CFR 1.510(a), any person may, at any time
during the period of enforceability of a patent, file a request
for reexamination. This period was set by rule, since no
useful purpose was seen for expending Office resources on
deciding patent validity questions in patents which cannot
be enforced. In this regard see Patlex Corp. v. Mossinghoff,
758 F.2d 594, 225 USPQ 243, 249 (Fed. Cir. 1988). The
period of enforceability is determined by adding 6 years to
the date on which the patent expires. The patent expiration
date for a utility patent, for example, is determined by tak-
ing into account the term of the patent, whether mainte-
nance fees have been paid for the patent, and whether any
disclaimer was filed as to the patent to shorten its term.
Any other relevant information should also be taken into
account. In addition, if litigation is instituted within the
period of the statute of limitations, requests for reexamina-
tion may be filed after the statute of limitations has expired,
as long as the patent is still enforceable against someone.

2212 Persons Who May File a Request

37 CFR 1.510. Request for reexamination.

(a) Any person may, at any time during the period of enforceability
of a patent, file a request for reexamination by the Patent and Trademark
Office of any claim of the patent on the basis of prior art patents or printed
publications cited under § 1.501. The request must be accompanied by the
fee for requesting reexamination set in § 1.20(c).

Time for Requesting Examinations
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35 U.S.C. 302 and 37 CFR 1.510(a) both indicate that
“any person” may file a request for reexamination of a
patent. Accordingly, there are no persons who are excluded
from being able to seek reexamination. Corporations and/or
governmental entities are included within the scope of the
term “any person.” The patent owner can ask for reexami-
nation which will be limited to an ex parte consideration of
prior patents or printed publications. If the patent owner
wishes to have a wider consideration of issues by the
Office, including matters such as prior public use or sale,
the patent owner may file a reissue application. It is also
possible for the Commissioner to initiate reexamination on
the Commissioner's own initiative under 37 CFR 1.520.
Reexamination will be initiated by the Commissioner on a
very limited basis, such as where a general public policy
question is at issue and there is no interest by “any other
person.” Some of the persons likely to use reexamination
are patentees, licensees, potential licensees, attorneys with-
out identification of their real client in interest, infringers,
potential exporters, patent litigants, interference applicants,
and International Trade Commission respondents. The
name of the person who files the request will not be main-
tained in confidence.

2213 Representative of Requester

37 CFR 1.510. Request for reexamination.

skeskoskokok

(f) If a request is filed by an attorney or agent identifying another
party on whose behalf the request is being filed, the attorney or agent must
have a power of attorney from that party or be acting in a representative
capacity pursuant to § 1.34(a).

Where an attorney or agent files a request for an identi-
fied client (the requester), he or she may act under either a
power of attorney, or act in a representative capacity under
37 CFR 1.34(a), 37 CFR 1.510(f). While the filing of the
power of attorney is desirable, processing of the reexamina-
tion request will not be delayed due to its absence.

If any question of authority to act is raised, proof of
authority may be required by the Office.

All correspondence for a requester that is not the patent
owner should be addressed to the representative of the
requester, unless a specific indication is made to forward
correspondence to another address.

If the request is filed by a person on behalf of the patent
owner, correspondence will be directed to the patent owner
at the address as indicated in 37 CFR 1.33(c), regardless of
the address of the person filing the request. See MPEP
§ 2222 for a discussion of who receives correspondence on
behalf of a patent owner and how changes in the correspon-
dence address are to be made.

A patent owner may not be represented during a reexam-
ination proceeding by an attorney or other person who is

Rev.1, Feb. 2000
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not registered to practice before the Office, since those
individuals are prohibited by 37 CFR 1.33(c) from signing
amendments and other papers filed in a reexamination pro-
ceeding on behalf of the patent owner.

2214

37 CFR 1.510. Request for reexamination.

(a)Any person may, at any time during the period of enforceability of a
patent, file a request for reexamination by the Patent and Trademark
Office of any claim of the patent on the basis of prior art patents or printed
publications cited under § 1.501. The request must be accompanied by the
fee for requesting reexamination set in § 1.20(c).

Content of Request

37 CFR 1.510(a) requires the payment of the fee speci-
fied in 37 CFR 1.20(c) for a request for reexamination. See
MPEP § 2215.

37 CFR 1.510(b) sets forth the required elements of a
request for reexamination. The elements are as follows:

“(1) a statement pointing out each substantial new question of
patentability based on prior patents and printed publications.”

This statement should clearly point out what the requester
considers to be the substantial new question of patentability
which would warrant a reexamination. The cited prior art
should be listed on a form PTO-1449 by the requester. See
also MPEP § 2217.

A request for reexamination should not be filed to
resolve issues of patentability as to certain references,
while at the same time, the request urges that those refer-
ences do not present a substantial new question of patent-
ability (and that no order for reexamination should be
issued).

“(2) An identification of every claim for which reexamination
is requested, and a detailed explanation of the pertinency and
manner of applying the cited prior art to every claim for which
reexamination is requested. If appropriate the party requesting
reexamination may also point out how claims distinguish over
cited prior art.”

The request should apply the cited prior art to every
claim for which reexamination is requested. If the request is
filed by the patent owner, he or she may also indicate how
the claims distinguish from the cited prior art patents and
printed publications.

“(3) A copy of every patent or printed publication relied upon
or referred to in paragraph (b)(1) and (2) of this section accom-
panied by an English language translation of all the necessary
and pertinent parts of any non- English language patent or printed
publication.”

A copy of each cited patent or printed publication, as
well as a translation of each non-English document is
required so that all materials will be available to the exam-
iner for full consideration. See MPEP § 2218.
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“(4) The entire specification (including claims) and drawings
of the patent for which reexamination is requested must be fur-
nished in the form of cut-up copies of the original patent with
only a single column of the printed patent securely mounted or
reproduced in permanent form on one side of a separate paper. A
copy of any disclaimer, certificate of correction, or reexamination
certificate issued in the patent must also be included.”

A copy of the patent, for which reexamination is
requested, should be provided in a single column paste-up
format so that amendments can be easily entered and to
ease printing. See also MPEP § 2219. The front page of
the patent may be presented in whole page format (i.e., not
single column). The drawings are presented as whole pages
of drawings.

“(5) A certification that a copy of the request filed by a person
other than the patent owner has been served in its entirely on the
patent owner at the address as provided for in § 1.33(c). The

2200-17
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name and address of the party served must be indicated. If ser-
vice was not possible, a duplicate copy must be supplied to the
Office.”

If the request is filed by a person other than the patent
owner, a certification that a copy of the request papers has
been served on the patent owner must be included. The
request should be as complete as possible, since there is no
guarantee that the examiner will consider other prior art
when making the decision on the request. Also, if no state-
ment is filed by the patent owner, no later reply may be
filed by the requester. See also MPEP § 2220.

Form PTO-1465 should be helpful to persons filing
requests for reexamination. The use of this form is encour-
aged, but its use is not a requirement of the law nor the
rules.
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PTO/SB/57 (10-96)

Approved for use through 6/30/99. OMB 0651-0033

Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

(Also referred to as FORM PTO - 1465)

REQUEST FOR REEXAMINATION TRANSMITTAL FORM

Address to:
Assistant Commissioner for Patents Attorney Docket No.
Box Reexam
Washington, D.C. 20231 Date:
1. [] Thisis a request for reexamination pursuant to 37 CFR 1.510 of patent number
issued . The request is made by:
[] patent owner. [[] third party requester.

2. [C] The name and address of the person requesting reexamination is:

3. ] a. Acheckinthe amount of $ is enclosed to cover the reexamination fee, 37 CFR 1.20(c); or
L]

b. The Commissioner is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)
to Deposit Account No. .

4. [] Any refund should be made by [_jcheck or by [_] credit to Deposit Account No.
37 CFR 1.26(c)

5. I:] A cut-up copy of the patent to be reexamined with a single column of the printed patent securely
mounted on one side of a separate paper or a permanent reproduction thereof is enclosed. 37 CFR
1.510(b)(4)

6. [ A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is
included.

7. [] Reexamination of claim(s) is requested.

8. | A copy of every patent or printed publication relied upon is submitted herewith including a listing
thereof on Form PTO-1449.

9. [] An English language translation of all necessary and pertinent non-English language patents or printed

publications is included.

[Page 1 of 2]
Burden Hour Statement: This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark
Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for
Patents, Box Reexam, Washington, DC 20231.
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PTO/SB/57 (10-96)

Approved for use through 6/30/99. OMB 0651-0033

Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

10. |:| The attached detailed request includes at least the following items:
a. A statement identifying each substantial new question of patentability based on prior patents and
printed publication. 37 CFR 1.510(b)(1)
b. An identification of every claim for which reexamination is requested, and a detailed explanation of the
pertinency and manner of applying the cited prior art to every claim for which reexamination isre-
quested. 37 CFR 1.510(b)(2)

1. D A proposed amendment is included (only where the patent owner is the applicant). 37 CFR 1.510(e)

12. [:| a. Itis certified that a copy of this request (if filed by other than the patent owner) has been
served in its entirety on the patent owner as provided in 37 CFR 1.33(c).
The name and address of the party served and the date of service are:

Date of Service: ;or
|:] b. A duplicate copy is enclosed since service was not possible.

13. |:] The requester's correspondence address (if different from Number 2 above):

14. D The patent is currently the subject of the following concurrent proceeding(s):
[J a. Copending reissue application Serial No.

[ b. Copending reexamination Control No.

c. Copending Interference No.

—d. Copending litigation styled:

Authorized Signature

Date {1 For Patent Owner Requester

(] For Third Party Requester

[Page 2 of 2]
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Attachment to Form PTO-1465
providing information of
Pat. No. 9,999,999

Sir:

Reexamination under 35 U.S.C. 302 - 307 and 37 CFR 1.510 is requested of United
States patent number 9,999,999 which issued on July 7, 1987, to Joseph Smith. This
patent is still enforceable.

I. Claims for which reexamination is requested:

~ Reexamination is requested of claims 1-3 of the Smith patent in view of the
earlier United States Patent document number 594,225 to Berridge which is listed
on attached Information Disclosure Statement form and of which a copy is
enclosed.

— Reexamination is also requested of claim 4 of the Smith patent in view of the
earlier Swiss Patent document 80,555 to Hotopp in view of the disclosure in
“American Machinist” magazine, October 16, 1950, issue, on page 169. An English
translation of the German language Swiss document is enclosed. Copies of the
Hotopp and “American Machinist” documents are also enclosed.

IT1: Explanation of pertinency and manner of applying cited prior art to every

claim for which reexamination js requested based on prior art:

Claims 1-3 of the Smith patent are considered to be fully anticipated under
35 U.S.C. 102 by the prior art patent document to Berridge.

Claim 3 of the Smith patent, which is more specific than claims 1 and 2 in all
features, 1is set forth below with an explanation as to how the prior art patent
document to Berridge meets all the recited features.

Smith, claim 3:

“In a cutting and crimping tool” (Berridge page 1, lines 10-13
states his invention is
“an improved tool for crimping
metal which in its preferred
form of embodiment is combined
with a cutting-tool or shears,
forming therewith a combination-

tool.”)
“the combination with the cutting (elements 4 and 5 in Berridge)
blades”
“and their pivoted handles” (elements 1 and 2 in Berridge)

Rev.1, Feb. 2000 2200-20
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*of hosses arranged at an angle
to and offset from the plane of
the shear blades”

“and crimping dies formed on
the meeting faces of said bosses”

Pat. No. 9,999,999

(Ybosses” as used in the

Smith claim is used to mean

a projection. The dies

6 and 7 of the Berridge prior

art patent document are arranged

at the same angle to the plane

of the shear blades and are

arranged at an angle in the

same manner as shown in the

drawing figures of the Smith patent.)

(The dies 6 and 7 (bosses) of
Berridge have meeting

die-faces 12 and 13 (page 1,

line 63) for performing crimping
operations (page 1, lines 70 - 74.1))

Claim 4 of the Smith patent is considered to be unpatentable under 35 U.S.C.103 in
view of the prior art Swiss patent document to Hotopp and further in view of the
prior art American Machinist magazine publication, page 169 of the October 16,

1950 issue.

Claim 4 of Smith reads as quoted below:

“In a cutting and crimping tool,”

“the combination of a pair of
pivoted handles”

*with cutting jaws at one end
and crimping dies on the opposite
side of the pivot”

2200-21

(The prior art Swiss patent
document to Hotopp discloses
cutting jaws (column 1, line 8)
and dies “b” and “c” which

may be used for crimping.)

(elements “a” and “e” in the
prior art document tc Hotopp).

(The prior art document to

Hotopp discloses cutting jaws
(column 1 line 8) and crimping
dies “b” and “c” on the opposite
side of pivot “d” from the cutting
jaws.)

2214
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- 3 - Pat. No. 9,999,999
“and rounded prongs projecting (Rounded prongs are not
from said cutting jaws” specifically disclosed by Hotopp

but are shown to be old in the
art by the illustration in
“American Machinist” magazine
under the title “Double-Purpose
Pliers Don’t Break Insulation”.
To provide the cutting jaws of
Hotopp with rounded prongs as
shown in the “American Machinist”
magazine is considered to be a
matter which would have been
obvious to a person having
ordinary skill in the art at the
time the invention was made.)

I11. Statemen intin u u antial n ion o atentability:

The prior art documents referred to above were not of record in the file of the
Smith patent. Since claims 1-4 in the Smith patent are not patentable over these
prior art documents, a substantial new question of patentability is raised. Fur-
ther, these prior art documents are closer to the subject matter of Smith than any
prior art which was cited during the prosecution of the Smith patent. These prior
art documents provide teachings not provided during prosecution of the Smith pat-
ent.

(Signed)

John Doe
Attorney for requester
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2215  Fee for Requesting Reexamination

In order for a request to be accepted, be given a filing
date, and be published in the Official Gazette, it is neces-
sary that the entire fee required under 37 CFR 1.20(c) for
filing a request for reexamination be paid.

If the request for reexamination is subsequently denied
or vacated, a refund in accordance with 37 CFR 1.26(c)
will be made to the identified requester.

If the entire fee for reexamination is not paid, the request
will be considered to be incomplete. As stated in 37 CFR
1.510 (¢) and (d):

(c)If the request does not include the fee for requesting reex-
amination or all of the parts required by paragraph (b) of this sec-
tion, the person identified as requesting reexamination will be so
notified and given an opportunity to complete the request within
a specified time. If the fee for requesting reexamination has been
paid but the defect in the request is not corrected within the spec-
ified time, the determination whether or not to institute reexami-
nation will be made on the request as it then exists. If the fee for
requesting reexamination has not been paid, no determination
will be made and the request will be placed in the patent file as a
citation if it complies with the requirements of § 1.501(a).

(d)The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is
received in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is
received.

sk

Where the entire filing fee is not paid, the request, if oth-
erwise proper, should be treated as a citation of prior art
under 37 CFR 1.501. See MPEP § 2206 for handling of
prior art citations.

2216 Substantial New Question of

Patentability

37 CFR 1.510(b)(1) requires that the request include “a
statement pointing out each substantial new question of
patentability based on prior patents and printed publica-
tions.” Under 35 U.S.C. 304, the Office must determine
whether “a substantial new question of patentability”
affecting any claim of the patent has been raised. If such a
new question is found, an order for reexamination of the
patent is issued. It is therefore clear that it is extremely
important that the request clearly set forth in detail exactly
what the requester considers the “substantial new question
of patentability” to be in view of prior patents and printed
publications. The request should point out how any ques-
tions of patentability raised are substantially different from
those raised in the previous examination of the patent
before the Office. If a substantial new question of patent-
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ability is found as to one claim, all claims will be reexam-
ined during the ex parte reexamination process. See also
MPEP § 2242.

Questions relating to grounds of rejection other than
those based on prior art patents or printed publications
should not be included in the request and will not be con-
sidered by the examiner if included. Examples of such
questions that will not be considered are public use, on sale,
and fraud.

Affidavits or declarations which explain the contents or
pertinent dates of prior patents or printed publications in
more detail may be considered in reexamination. See
MPEP § 2258.

2217 Statement in the Request Applying

Prior Art [R-1]

The third sentence of 35 U.S.C. 302 indicates that the
“request must set forth the pertinency and manner of apply-
ing cited prior art to every claim for which reexamination is
requested.” 37 CFR 1.510(b)(2) requires that the request
include “An identification of every claim for which reex-
amination is requested, and a detailed explanation of the
pertinency and manner of applying the cited prior art to
every claim for which reexamination is requested.” If the
request is filed by the patent owner, the request for reexam-
ination may also point out how claims distinguish over
cited prior art.

The prior art applied may only consist of prior art patents
or printed publications. Substantial new questions of pat-
entability may be based upon the following portions of
35U.S.C. 102:

“(a) patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant for
patent, or”

“(b) the invention was patented or described in a printed pub-
lication in this or a foreign country . . . more than one year prior
to the date of the application for patent in the United States, or”

“(d) the invention was first patented or caused to be patented,
or was the subject of an inventor's certificate, by the applicant or
his legal representatives or assigns in a foreign country prior to
the date of the application for patent in this country on an appli-
cation for patent or inventor's certificate filed more than twelve
months before the filing of the application in the United States,

i

or

“(e) the invention was described in a patent granted on an
application for patent by another filed in the United States before
the invention thereof by the applicant for patent, or on an interna-
tional application by another who has fulfilled the requirements
of paragraphs (1), (2), and (4) of section 371(c) of this title before
the invention thereof by the applicant for patent, or”
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>

“(f) he did not himself invent the subject matter sought to be
patented, or”

“(g)(1)during the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104 that before
such person's invention thereof the invention was made by such
other inventor and not abandoned, suppressed, or concealed, or
(2) before such person's invention thereof, the invention was
made in this country by another inventor who had not abandoned,
suppressed, or concealed it. In determining priority of invention
under this subsection, there shall be considered not only the
respective dates of conception and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time prior to
conception by the other.”<

**>Where substantial new questions of patentability are
made under 35 U.S.C. 102(f) or (g), the prior invention of
another must be disclosed in a patent or printed publication.
Substantial< new questions of patentability may also be
made under 35 U.S.C. 103 which are based on the above
indicated portions of 35 U.S.C. 102. ** >Substantial< new
questions of patentability may be found under 35 U.S.C.
102(£)/103 or (g)/103 based on the prior invention of
another disclosed in a patent or printed publication >if the
reference invention and the claimed invention were not
commonly owned at the time the claimed invention was
made<. See, ** >MPEP § 706.02(1). See MPEP
§ 706.02(1)(1) for information pertaining to references
which qualify as prior art under 35 U.S.C. 102(e)/103.<

Substantial new questions of patentability must be based
on patents or printed publications. Other matters, such as
public use or sale, inventorship, 35 U.S.C. 101, 35 U.S.C.
112, fraud, etc., will not be considered when making the
determination on the request and should not be presented in
the request. Further, a prior art patent or printed publication
cannot be properly applied as a ground for reexamination if
it is merely used as evidence of alleged prior public use or
sale, insufficiency of disclosure, etc. The prior art patent or
printed publication must be applied directly to claims under
35 U.S.C. 103 and/or an appropriate portion of 35 U.S.C.
102 or relate to the application of other prior art patents or
printed publications to claims on such grounds.

The statement applying the prior art may, where appro-
priate, point out that claims in the patent for which reexam-
ination is requested are entitled only to the filing date of the
patent and are not supported by an earlier foreign or United
States patent application whose filing date is claimed. For
example, the effective date of some of the claims in a patent
which resulted from a continuing application under 35
U.S.C. 120 could be the filing date of the continuing appli-
cation since those claims were not supported in the parent
application. Therefore, intervening patents or printed publi-
cations are available as prior art under In re Ruscetta, 255
F.2d 687, 118 USPQ 101 (CCPA 1958), In re van Lange-
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hoven, 458 F.2d 132,173 USPQ 426 (CCPA 1972). See also
MPEP § 201.11.

Double patenting is normally proper for consideration in
reexamination. See In re Lonardo, 119 F.3d 960,
43 USPQ2d 1262 (Fed. Cir. 1997). See also the discussion
as to double patenting in MPEP § 2258.

The mere citation of new patents or printed publications
without an explanation does not comply with 37 CFR
1.510(b)(2). Requester must present an explanation of how
the cited patents or printed publications are applied to all
claims which requester considers to merit reexamination.
This not only sets forth the requester's position to the
Office, but also to the patent owner (where the patent
owner is not the requester).

Affidavits or declarations which explain the contents or
pertinent dates of prior patents or printed publications in
more detail may be considered in reexamination. See
MPEP § 2258.

ADMISSIONS

The consideration under 35 U.S.C. 303 of a request for
reexamination is limited to prior art patents and printed
publications. See Ex parte McGaughey, 6 USPQ2d 1334,
1337 (Bd. Pat. App. & Inter. 1988). Thus an admission, per
se, may not be the basis for establishing a substantial new
question of patentability. However, an admission by the
patent owner of record in the file or in a court record may
be utilized in combination with a patent or printed publica-
tion.

For handling of admissions during the examination stage
of a proceeding (i.e., after reexamination has been ordered),
see MPEP § 2258.

The admission can reside in the patent file (made of
record during the prosecution of the patent application) or
may be presented during the pendency of the reexamination
proceeding or in litigation. Admissions by the patent
owner as to any matter affecting patentability may be uti-
lized to determine the scope and content of the prior art in
conjunction with patents and printed publications in a
prior art rejection, whether such admissions result from pat-
ents or printed publications or from some other source. An
admission relating to any prior art (i.e., on sale, public use,
etc.) established in the record or in court may be used by
the examiner in combination with patents or printed publi-
cations in a reexamination proceeding. The admission must
stand on its own. Information supplementing or further
defining the admission would be improper.

Any admission submitted by the patent owner is proper.
A third party, however, may not submit admissions of the
patent owner made outside the record of the file or the court
record. Such a submission would be outside the scope of
reexamination.
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2218 Copies of Prior Art

It is required that a copy of each patent or printed publi-
cation relied on or referred to in the request be filed with
the request (37 CFR 1.510(b)(3)). If any of the documents
are not in the English language, an English language trans-
lation of all necessary and pertinent parts is also required.
An English language summary or abstract of a non-English
language document is usually not sufficient.

It is also helpful to include copies of the prior art consid-
ered during earlier prosecution of the patent for which reex-
amination is requested. The presence of both the old and
the new prior art allows a comparison to be made to deter-
mine whether a substantial new question of patentability is
indeed present. See MPEP § 2242.

Copies of parent applications should be submitted if the
content of the parent application has a bearing on the
alleged substantial new question of patentability; for exam-
ple, if the patent is a continuation-in-part and the question
of patentability relates to an In re Ruscetta, 255 F. 2d 687,
118 USPQ 101 (CCPA 1958) type rejection where support
in the parent application is relevant.

2219 Copy of Printed Patent

The Patent and Trademark Office will prepare a separate
file wrapper for each reexamination request which will
become part of the patent file. Since, in some instances, it
may not be possible to obtain the patent file promptly, and
in order to provide a format which can be amended and
used for printing, requesters are required under 37 CFR
1.510(b)(4) to include a copy of the patent for which reex-
amination is requested to serve as the specification for the
reexamination proceeding. The copy of the patent must be
provided in the form of a cut-up copy of the original printed
patent with only a single column of the patent securely
mounted or reproduced in permanent form on one side of a
sheet of paper. A copy of any disclaimer, certificate of cor-
rection, or reexamination certificate issued for the patent
must also be included, so that a complete history of the
patent is before the Office for consideration. A copy of any
Federal Court decision, complaint in a pending civil action,
or interference decision should also be submitted.

2220 Certificate of Service

If the requester is a person other than the patent owner,
the owner of the patent must be served with a copy of the
request in its entirety. The service should be made to the
correspondence address as indicated in 37 CFR 1.33(c).
The name and address of the person served and the certifi-
cate of service should be indicated on the request.

The most recent address of the attorney or agent of
record can be determined by checking the Office's register
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of patent attorneys and agents maintained by the Office of
Enrollment and Discipline pursuant to 37 CFR 10.5 and
10.11(a). See MPEP § 2266.03 regarding service on
requester and on the patent owner.

2221 Amendments Included in Request by

Patent Owner

Under 37 CFR 1.510(e), a patent owner may include a
proposed amendment with his or her request. Any such
amendment must be in accordance with 37 CFR 1.530(d).
See MPEP § 2250. Amendments may also be proposed by
patent owners in a statement under 37 CFR 1.530 or during
the actual ex parte reexamination prosecution (37 CFR
1.550(b)). See also MPEP § 2234 and § 2250.

The request should be decided on the wording of the
patent claims in effect at that time (without any proposed
amendments). The decision on the request will be made on
the basis of the patent claims as though the proposed
amendment had not been presented. However, if the
request for reexamination is granted, the ex parte reexami-
nation prosecution and examination should be on the basis
of the claims as amended.

2222  Address of Patent Owner [R-1]

37 CFR 1.33. Correspondence respecting patent applications,
reexamination proceedings, and other proceedings.

(c) All notices, official letters, and other communications for the patent
owner or owners in a reexamination proceeding will be directed to the
attorney or agent of record (see § 1.34(b)) in the patent file at the address
listed on the register of patent attorneys and agents maintained pursuant to
§ 10.5 and § 10.11 or, if no attorney or agent is of record, to the patent
owner or owners at the address or addresses of record. Amendments and
other papers filed in a reexamination proceeding on behalf of the patent
owner must be signed by the patent owner, or if there is more than one
owner by all the owners, or by an attorney or agent of record in the patent
file, or by a registered attorney or agent not of record who acts in a repre-
sentative capacity under the provisions of § 1.34(a). Double correspon-
dence with the patent owner or owners and the patent owner's attorney or
agent, or with more than one attorney or agent, will not be undertaken. If
more than one attorney or agent is of record and a correspondence address
has not been specified, correspondence will be held with the last attorney
or agent made of record.

skeskoskokok

In 37 CFR 1.33(c), it is indicated which correspondence
address is to be normally used to direct correspondence to
the patent owner. In most instances, this will be the address
of the first named, most recent attorney or agent of record
in the patent file, at his or her current address. As a general
rule, the attorney-client relationship terminates when
the purpose for which the attorney was employed is ac-
complished; e.g., the issuance of a patent to the client.
However, apart from the attorney- client relationship, the
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Office has, by regulation, 37 CFR 10.23(c)(8), made it the
responsibility of every “practitioner,” by virtue of his/her
registration, “to inform a client or former client ... of corre-
spondence received from the Office ... when the correspon-
dence (i) could have a significant effect on a matter
pending before the Office, (ii) is received by the practitio-
ner on behalf of a client or former client, and (iii) is corre-
spondence of which a reasonable practitioner would
believe under the circumstances the client or former client
should be notified.” (Emphasis added.) This responsibility
of a practitioner to a former client manifestly is not elimi-
nated by withdrawing as an attorney of record. The practi-
tioner if he/she so desires, can minimize the need for
forwarding correspondence concerning issued patents by
having the correspondence address changed after the patent
issues if the correspondence address is the practitioner's
address, which frequently is the case where the practitioner
is the attorney of record.

Further, 37 CFR 10.23(c)(8) requires a practitioner to
“timely notify the Office of an inability to notify a client or
former client of correspondence received from the Office”
(Emphasis added.) As the language of this requirement
clearly indicates, the duty to notify the Office is a conse-
quence, not of any attorney-client relationship, but rather
arises by virtue of the practitioner's status as a registered
attorney or agent.

If the patent owner desires that a different attorney or
agent receive correspondence, then a new power of attor-
ney must be filed. Correspondence will continue to be sent
to the attorney or agent of record in the patent file absent a
revocation of the same by the patent owner. If the attorney
or agent of record specifies a correspondence address to
which correspondence is to be directed, such direction
should be followed. However, since a change in the corre-
spondence address does not withdraw a power of attorney,
a change of the correspondence address by the patent
owner does not prevent the correspondence from being
directed to the attorney or agent of record in the patent file
under 37 CFR 1.33(c).

Submissions to the Office to change the correspondence
address or power of attorney in the record of the patent
should be addressed as follows:

Where a request for reexamination has been filed and the
reexamination has not yet been assigned to an Examining
Group-

Assistant Commissioner for Patents
Box Reexam
Washington D.C. 20231

Where a request for reexamination has been filed and the
reexamination has already been assigned to an Examining
Group-
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Assistant Commissioner for Patents
Washington D.C. 20231

Where no request for reexamination has been filed and
the patent is in storage-

Commissioner of Patents and Trademarks
ATTN: Dissemination Support Division
Washington D.C. 20231

A sample form for changing correspondence address or
power of attorney is set forth below.

CHANGE OF POWER OF ATTORNEY OR COR-
RESPONDENCE ADDRESS IN U.S. PATENT

Address to:
Assistant Commissioner for Patents
‘Washington, D.C. 20231

To the Commissioner of Patents and Trademarks:

InUnited Statespatentnumber ____,granted___ to___(listfirst
inventor) please make the following change:

[] 1. Change the address of the attorney(s) of record to:

[ 13. Adda power of attorney to, and address any future correspon-
dence to, the first named person below

who I hereby appoint to transact all business in the Patent and Trade-
mark Office.

[] >*< 4. Remove all previous powers of attorney which I hereby
revoke and enter a power of attorney and address any future correspon-
dence to

Itis certified that the person whose signature appears below has the
authority to make the requested changes in the patent.

Date
[ ] Attorney/Agent Reg. No.
[ ]Patent Owner

*Requires signature of patent owner.

See MPEP § 324 for establishing assignee's right to take
action when submitting a power of attorney.

2223  Withdrawal of Attorney or Agent

A request by an attorney or agent of record to withdraw
from a patent will normally be approved only if at least
30 days remain in any running period for response. See also
MPEP § 402.06.
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2224

37 CFR 1.1. Addresses for correspondence with the Patent and
Trademark Office.

(a) Except for § 1.1(a)(3) (i) and (ii), all correspondence intended
for the Patent and Trademark Office must be addressed to either “Com-
missioner of Patents and Trademarks, Washington, D.C. 20231” or to spe-
cific areas within the Office as set out in paragraphs (a) (1), (2) and (3)(iii)
of this section. When appropriate, correspondence should also be marked
for the attention of a particular office or individual.

Correspondence

(1) Patent correspondence. All correspondence concerning
patent matters processed by organizations reporting to the Assistant Com-
missioner for Patents should be addressed to “Assistant Commissioner for
Patents, Washington, D.C. 20231.”

skefeckskok

(c) Requests for reexamination should be additionally marked “Box
Reexam.”

skekeckskosk

All requests for reexamination mailed to the Patent and
Trademark Office should be additionally marked “Box
Reexam.” on the face of the outer envelope. Such mail will
be sorted out immediately and processed by the Reexami-
nation Preprocessing staff. The use of “Box Reexam” is
limited to the filing of the original request for reexamina-
tion. Subsequent correspondence should not be marked
“Box Reexam.” It should be directed to the examining
group art unit indicated on the Office letters. Any correc-
tion or change of correspondence address for a United
States patent should be addressed to the Office at Box
“Patent Address Change.”

A request for reexamination may not be sent by facsim-
ile transmission. See 37 CFR 1.6(d)(5).

After the filing of the request for reexamination, any let-
ters sent to the Patent and Trademark Office relating to a
reexamination proceeding should identify the proceeding
by the number of the patent undergoing reexamination, the
reexamination request control number assigned, examining
group art unit, and the name of the examiner. The certifi-
cate of mailing and transmission procedures (37 CFR 1.8)
and “Express Mail” mailing procedure (37 CFR 1.10) may
be used to file any paper in an existing reexamination pro-
ceeding.

Communications from the Patent and Trademark Office
to the patent owner will be directed to the first named, most
recent attorney or agent of record in the patent file at the
current address on the Office's register of patent attorneys
and agents, or to the patent owner's address if no attorney
or agent is of record, 37 CFR 1.33(c).

Amendments and other papers filed on behalf of patent
owners must be signed by the patent owners, or the regis-
tered attorney or agent of record in the patent file, or any
registered attorney or agent acting in a representative
capacity under 37 CFR 1.34(a). See MPEP § 2213.
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Double correspondence with the patent owners and the
attorney or agent normally will not be undertaken by the
Office.

Where no correspondence address is otherwise speci-
fied, correspondence will be with the most recent attorney
or agent made of record by the patent owner.

Note MPEP § 2220 on certificate of service.

2225  Untimely Paper Filed Prior to Order

After filing of a request, no papers other than (1) cita-
tions of patents or printed publications under 37 CFR
1.501, (2) another complete request under 37 CFR 1.510, or
(3) notifications pursuant to MPEP § 2282, should be filed
with the Office prior to the date of the decision on the
request for reexamination. Any papers other than those
under 37 CFR 1.501 or 1.510 or MPEP § 2282 filed prior
to the decision on the request will be returned to the sender
by the Group Director without consideration. A copy of
the letter accompanying the returned papers will be made
of record in the patent file. However, no copy of the
returned papers will be retained by the Office. If the sub-
mission of the returned papers is appropriate later in the
proceedings, they will be accepted by the Office at that
time. See Patlex Corp. v. Mossinghoff, 771 F.2d 480, 226
USPQ 985, 989 (Fed. Cir. 1985); In re Knight, 217 USPQ
294 (Comm'r Pat. 1982) and In re Amp Inc., 212 USPQ 826
(Comm'r Pat. 1981).

2226 Initial Processing of Request

The opening of all mail marked “Box Reexam”, and all
initial clerical processing of requests for reexamination,
will be performed by the Reexamination Preprocessing
staff in the Office of Initial Patent Examination (OIPE).

2227 Incomplete Request

37 CFR 1.510. Request for reexamination.

skskoskokok

(c) If the request does not include the fee for requesting reexamina-
tion or all of the parts required by paragraph (b) of this section, the person
identified as requesting reexamination will be so notified and given an
opportunity to complete the request within a specified time. If the fee for
requesting reexamination has been paid but the defect in the request is not
corrected within the specified time, the determination whether or not to
institute reexamination will be made on the request as it then exists. If the
fee for requesting reexamination has not been paid, no determination will
be made and the request will be placed in the patent file as a citation if it
complies with the requirements of § 1.501(a).

(d) The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is received in
the Patent and Trademark Office; or (2) the date on which the last portion
of the fee for requesting reexamination is received.

sokoskskok
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If the required fee under 37 CFR 1.20(c) is not paid in
full, the request is considered to be incomplete, 37 CFR
1.510(c), and will not be considered on its merits or have a
notice of its filing announced in the Official Gazette. The
request is considered to have a “filing date” under 37 CFR
1.510(d) only when the entire fee is paid. Until the entire
fee is received, no control number or filing date will be
assigned and technically, no reexamination exists.

If no fee is received, or only a portion of the fee is
received, the Reexamination Preprocessing staff of OIPE
will notify the requester of the defect and give the requester
a specified time, normally 1 month, to complete the
request. This notice does not enter the system. A telephone
call may also be made to the requester indicating the
amount of the insufficient fee. If the request is not timely
completed, any partial fee will be returned by the OIPE to
the requester along with a notice that the reexamination
request has not been accepted and the process has been ter-
minated. The request itself will be treated as a citation
under 37 CFR 1.501(a) if it complies therewith. If the
request does not comply with 37 CFR 1.501(a), the request
papers will also be returned to the requester by OIPE.

2228

If the fee under 37 CFR 1.20(c) has been paid, but the
request does not contain all the elements called for by 37
CFR 1.510(b), the request is considered to be informal. All
requests which are accompanied with the entire fee will be
assigned a filing date from which the 3-month period for
making a decision on the request will be computed. Notice
of filing of all complete requests will be published in the
Official Gazette, approximately 4-5 weeks after filing.

The Reexamination Preprocessing staff of OIPE will
attempt to notify the requester of any informality in the
request in order to give the requester time to respond before
a decision is made on the request. If the requester does not
respond and correct the informality, the decision on the
request will be made on the information presented. If the
information presented does not present “a substantial new
question of patentability,” the request for reexamination
will be denied.

2229 Notice of Request in Official Gazette

37 CFR 1.11. Files open to the public.

seokoskskok

Informal Request

(c) All requests for reexamination for which the fee under § 1.20(c)
has been paid, will be announced in the Official Gazette. Any reexamina-
tions at the initiative of the Commissioner pursuant to § 1.520 will also be
announced in the Official Gazette. The announcement shall include at
least the date of the request, if any, the reexamination request control num-
ber or the Commissioner initiated order control number, patent number,
title, class and subclass, name of the inventor, name of the patent owner of
record, and the examining group to which the reexamination is assigned.
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(d) All papers or copies thereof relating to a reexamination proceed-
ing which have been entered of record in the patent or reexamination file
are open to inspection by the general public, and copies may be furnished
upon paying the fee therefor.

skekecksksk

Under 37 CFR 1.11(c), reexamination requests with suf-
ficient fees and any Commissioner initiated orders made
without a request will be announced in the Official Gazette.
The Reexamination Preprocessing staff of OIPE will com-
plete a form with the information needed to print the notice.
The forms are forwarded at the end of each week to the
Office of Publications for printing in the Official Gazette.

In addition, a record of requests filed will be located in
the Patent Search Room and in the Reexamination Prepro-
cessing area of OIPE. Office personnel may use the PALM
system to determine if a request for reexamination has been
filed in a particular patent. The Official Gazette notice will
appear in the notice section of the Official Gazette under
the heading of Reexamination Requests Filed and will
include the name of any requestor along with the other
items set forth in 37 CFR 1.11(c).

2230

In some instances, it may not be possible to deliver mail
to the patent owner because no current address is available.
If all efforts to correspond with the patent owner fail, the
reexamination proceeding will proceed without actual
notice to the patent owner. The publication in the Official
Gazette of (1) the notice of the filing of a request, or (2) the
ordering of reexamination at the initiative of the Commis-
sioner, will serve as constructive notice to the patent owner
in such an instance.

2231

Any payment of insufficient request filing fee should be
marked “Box Reexam” so that the fee may be promptly for-
warded to the Reexamination Preprocessing area of the
Office. If the fee payment completes the payment of the
required fee, the request will be processed, notice will be
published in the Official Gazette, and the request will be
forwarded to the appropriate examining group for determi-
nation.

Any correction of a defect other than the fee should be
directed to the examining group where the file is located,
after the reexamination has been assigned to an examining
group. The group technical support staff will process any
timely corrections and enter them in the file of the reexami-
nation.

2232

All reexamination files are normally open to inspection
by the general public. The reexamination folders will be

Constructive Notice to Patent Owner

Processing of Request Corrections

Public Access
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stored in a separate central location (or other designated
storage area) in the patent examining group unless being
acted upon by the examiner or a communication is being
processed by the group technical support staff. In view of
the statutory requirement to conduct the reexamination pro-
ceeding with special dispatch and because of other special
circumstances, the reexamination folder may NOT be avail-
able to the public at the following times:

(A) The reexamination file is not available to the pub-
lic when it is in the Reexamination Preprocessing Unit.
This is because the request papers are being actively pro-
cessed and compiled into the reexamination file wrapper.
Further, the reexamination file has not yet been captured as
a permanent record in the PTO electronic scanning data-
base;

(B) The reexamination file is not available to the pub-
lic when it is actively being processed, e.g., when the
examiner has started consideration of some matter but an
action has not been mailed. However, all areas should be as
reasonable as possible in allowing access and copying of
the file;

(C) The reexamination file is not available to the pub-
lic once the reexamination file has been released and for-
warded by the examining group for publication of the
reexamination certificate. This would include any reexam-
ination files which have been selected for a quality review
check at the Office of Quality Review. Unless prosecution
is reopened, the reexamination files are not available to the
public until the reexamination certificate issues. This is
because the reexamination file has been put into a special
format for printing purposes, and it contains special check-
lists needed for printing purposes which are not part of the
record.

At times other than those identified above, the reexami-
nation file will normally be made available to members of
the public upon request. Inspection will be permitted in the
patent examining group. If a copy of the file is requested, it
may be ordered from the Certification Division of the
Office of Public Records (OPR), or the file wrapper may be
hand-carried by a member of the group to the Record Room
and left with a member of the Record Room staff. The file
will be dispatched by using PALM transaction 1034-921. A
charge card PTOL-472 will be stapled to the file identifying
the Reexamination Control Number, Art Unit Number, the
name of the appropriate group technical support staff per-
son and phone number.

A member of the Record Room staff should call the
appropriate group technical support staff person when
copying is completed, and the file can then be retrieved by
a member of the group. The group should maintain a tickler
record of the location of the file wrapper by some system.
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Similar procedures should be utilized in the event that an
associated patent file is requested for inspection and/or
copying. Access to the patent file wrapper should be
restricted only when the examiner is preparing an action in
the reexamination folder which requires consideration of
the patent file.

REEXAMINATION FILE CHARGE CARD

To: Record Room Personnel

Re: Patent Number
Reexam Control Number

CHARGED OUT FROM

PLEASE RETURN PROMPTLY BY

CONTACT FOR PICK—-UP

Telephone: 308—

PTOL 472

SALE OF OF REEXAMINATION

REQUESTS

COPIES

Copies of reexamination requests, all cited references,
and the file wrapper and contents of the patent file for
which reexamination is requested are available at the stan-
dard charge per page. Orders for such copies must indicate
the control number assigned the reexamination request.
Orders should be addressed as follows: Box 10 Commis-
sioner of Patents and Trademarks, Washington, D.C.
20231, Attention: Certification Division of OPR.

TO DETERMINE ON PALM IF A REEXAMINA-
TION REQUEST HAS BEEN FILED FOR A GIVEN
PATENT NUMBER

Assume Patent Number Is 4104156:

—Clear PALM Terminal

—XKey In: 3110 and Press Send

—When Screen Fills

Enter: PAT NO. 4104156 (In Family Name)
Press: TAB

Enter: $ (In Given Name)

Press: TAB

Enter: Y

Press: TRANSMIT

Any reexamination for the patent number will be listed
on the return screen.
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There will be about a ten (10) day lag between filing and
data entry.

2233  Processing in Examining Group

Each examining group has designated at least one legal
instrument examiner and one backup clerk to act as a reex-
amination clerk and has assigned to that person those cleri-
cal duties and responsibilities which are unique to
reexamination. Regular docket clerks will still perform
their normal duties and responsibilities in handling papers
and records during the actual reexamination process. The
reexamination clerk has sole responsibility for clerical pro-
cessing until such time as the request is either granted or
denied. If a request is granted, the responsibility for all
docket activities relating to ex parte examination is
assigned to the regular legal instrument examiner. An
examining group may designate all of its legal instrument
examiners as reexamination clerks. The examining group
Special Program Examiner and paralegal will have the
responsibility to oversee clerical processing and will serve
as a resource for questions.

FEES

Under reexamination, there are generally no fees due
other than for the request and any appeal, brief, and oral
hearing fees under 37 CFR 1.191, 1.192 and 1.194(b). No
fees are required for additional claims added, for an exten-
sion of time under 37 CFR 1.550(c) (37 CFR 1.136 is not
available in reexamination), or for issue of the certificate.
Any petitions filed under 35 U.S.C. 133 or 37 CFR 1.182
or 1.183 relating to a reexamination proceeding require fees
(37 CFR1.17(h) and (1)). Small entity reductions are avail-
able to the patent owner for the 35 U.S.C. 133 petition fee,
appeal, brief, and oral hearing fees. Small entity reductions
in fees are not available for the reexamination filing fee nor
for petition fees for petitions filed under 37 CFR 1.182 and
1.183. When a fee is required in a merged proceeding (see
MPEP § 2283 and § 2285), only a single fee is needed even
though multiple copies of the submissions (one for each
file) are required.

MAILING

A transmittal form with the requester's address will be
used to forward copies of Office actions to the requester.
Whenever an Office action is issued, a copy of this form
will be made and attached to a copy of the Office action.
The use of this form removes the need to retype the
requester's address each time a mailing is required. When
the patent owner is the requester, no such form is needed.

The following steps should be taken when processing
reexamination requests in the examining groups.

Rev.1, Feb. 2000

(A) Report receipt of the reexamination file in the
group on the PALM terminal and forward the file to the
group's reexamination clerk.

(B) Date stamp the date of receipt in the group on the
reexamination file.

(C) Charge file on the PALM terminal to the supervi-
sory patent examiner (SPE) of the group art unit indicated
on the reexamination file and forward the file to the super-
visory patent examiner.

(D) The supervisory patent examiner promptly
reviews the subject matter of the patent in which reexami-
nation was requested and either transfers the request file
(which should rarely occur) or assigns it to a patent exam-
iner. The patent examiner is informed and the request file is
returned to the group's reexamination clerk for entry of the
examiner's name into PALM.

(E) Atabout 6 weeks after the filing of the request, the
request file should be given to the examiner and charged to
him or her on PALM.

(F) The examiner then drafts a decision on the request
and returns it to be typed on a “special” basis, normally
within 8 weeks after the filing date of the request.

(G) The typed decision is forwarded to the examiner
for review. The examiner will sign the action (if the exam-
iner is a primary examiner) or forward the action to the SPE
for signature (if examiner is not a primary examiner). After
signing, the file is returned to the group technical support
staff for mailing and PALM update, normally within 10
weeks after the filing date of the request.

The initial reexamination files were patent application
files which had orange tape applied to the face. The current
reexamination file wrappers are orange in color for easy
identification.

2234

37 CFR 1.121. Manner of making amendments.

Entry of Amendments

(c) Amendments in reexamination proceedings: Any proposed
amendment to the description and claims in patents involved in reexami-
nation proceedings must be made in accordance with § 1.530(d).

37 CFR 1.530. Statement; amendment by patent owner.

seskoskokok

(d) Amendments in reexamination proceedings. Amendments in
reexamination proceedings are made by filing a paper, in compliance with
paragraph (d)(5) of this section, directing that specified amendments be
made.

(1) Specification other than the claims. Amendments to the
specification, other than to the claims, may only be made as follows:

(i) Amendments must be made by submission of the entire

text of a newly added or rewritten paragraph(s) with markings pursuant to

paragraph (d)(1)(iii) of this section, except that an entire paragraph may be
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deleted by a statement deleting the paragraph without presentation of the
text of the paragraph.

(i) The precise point in the specification must be indicated
where the paragraph to be amended is located.

(iii) Underlining below the subject matter added to the patent
and brackets around the subject matter deleted from the patent are to be
used to mark the amendments being made.

(2) Claims. Amendments to the claims may only be made as
follows:

(1)(A)The amendment must be made relative to the patent
claims in accordance with paragraph (d)(8) of this section and must
include the entire text of each claim which is being proposed to be
amended by the current amendment and each proposed new claim being
added by the current amendment with markings pursuant to paragraph
(d)(2)(i)(C) of this section, except that a patent claim or previously pro-
posed new claim should be cancelled by a statement cancelling the patent
claim or proposed new claim without presentation of the text of the patent
claim or proposed new claim.

(B) Patent claims must not be renumbered and the num-
bering of any new claims proposed to be added to the patent must follow
the number of the highest numbered patent claim.

(C) Underlining below the subject matter added to the
patent and brackets around the subject matter deleted from the patent are
to be used to mark the amendments being made. If a claim is amended
pursuant to paragraph (d)(2)(i)(A) of this section, a parenthetical expres-
sion “amended,” “twice amended,” efc., should follow the original claim
number.

(ii)) Each amendment submission must set forth the status
(i.e., pending or cancelled) as of the date of the amendment, of all patent
claims and of all new claims currently or previously proposed.

(iii) Each amendment, when submitted for the first time,
must be accompanied by an explanation of the support in the disclosure of
the patent for the amendment along with any additional comments on
page(s) separate from the page(s) containing the amendment.

(3) No amendment may enlarge the scope of the claims of the
patent or introduce new matter. No amendment may be proposed for entry
in an expired patent. Moreover, no amendment will be incorporated into
the patent by certificate issued after the expiration of the patent.

(4) Although the Office actions will treat proposed amendments
as though they have been entered, the proposed amendments will not be
effective until the reexamination certificate is issued.

(5) The form of amendments other than to the patent drawings
must be in accordance with the following requirements. All amendments
must be in the English language and must be legibly written either by a
typewriter or mechanical printer in at least 11 point type in permanent dark
ink or its equivalent in portrait orientation on flexible, strong, smooth,
non-shiny, durable, white paper. All amendments must be presented in a
form having sufficient clarity and contrast between the paper and the writ-
ing thereon to permit the direct reproduction of readily legible copies in
any number by use of photographic, electrostatic, photo-offset, and micro-
filming processes and electronic reproduction by use of digital imaging or
optical character recognition. If the amendments are not of the required
quality, substitute typewritten or mechanically printed papers of suitable
quality will be required. The papers, including the drawings, must have
each page plainly written on only one side of a sheet of paper. The sheets
of paper must be the same size and either 21.0 cm. by 29.7 cm. (DIN size
A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). Each sheet must include
a top margin of at least 2.0 cm. (3/4 inch), a left side margin of at least 2.5
cm. (1 inch), a right side margin of at least 2.0 cm. (3/4 inch), and a bot-
tom margin of at least 2.0 cm. (3/4 inch), and no holes should be made in
the sheets as submitted. The lines must be double spaced, or one and one-
half spaced. The pages must be numbered consecutively, starting with 1,
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the numbers being centrally located, preferably below the text, or above
the text.
(6) Drawings.
(i) The original patent drawing sheets may not be altered.
Any proposed change to the patent drawings must be by way of a new
sheet of drawings with the amended figures identified as “amended” and
with added figures identified as “new” for each sheet change submitted in
compliance with § 1.84.

(i) Where a change to the drawings is desired, a sketch in
permanent ink showing proposed changes in red, to become part of the
record, must be filed for approval by the examiner and should be in a sep-
arate paper.

(7) The disclosure must be amended, when required by the
Office, to correct inaccuracies of description and definition and to secure
substantial correspondence between the claims, the remainder of the spec-
ification, and the drawings.

(8) All amendments to the patent must be made relative to the
patent specification, including the claims, and drawings, which is in effect
as of the date of filing of the request for reexamination.

Amendments which comply with 37 CFR 1.530(d) are
entered in the reexamination file wrapper. An amendment
is given a Paper No. and is designated by consecutive let-
ters of the alphabet (A, B, C, etc.).

The amendment will be entered by drawing a line in red
ink through (1) any claim(s) or paragraph(s) amended and
(2) the claim(s) or paragraph(s) canceled which are not part
of the patent, and the substituted copy being indicated by
reference letter. Canceled claim(s) or paragraph(s) which
are part of the patent should not be lined through, but rather
marked with brackets (i.e., a bracket placed at the begin-
ning and end of each canceled claim or paragraph of the
patent). Patent claims must not be renumbered, and the
numbering of the claims added during reexamination must
follow the number of the highest numbered patent claim.

ALL amendments in reexamination proceedings must be
presented in the form of a full copy of the text of each claim
which is amended and each paragraph of the description
which is amended. In other words, the entire claim or para-
graph must be presented for any amendment of the claim or
paragraph.

If a portion of the text is amended more than once, each
amendment should indicate ALL of the changes (insertions
and deletions) in relation to the current text of the patent
under reexamination.

Although amendments will be entered for purposes of
examination, the amendments are not legally effective until
the reexamination certificate is issued.

See MPEP § 2250 for manner of making amendments
by patent owner and for examples of proper claim amend-
ment format. For clerical handling of amendments, see
MPEP § 2270. See also MPEP § 2221 for amendments
included in the request by the patent owner. For entry of
amendments in a merged proceeding, see MPEP § 2283
and § 2285.
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PALM — MONITORING SYSTEMS

Record Systems

The Patent Access and Location Monitoring (PALM)
system is used to support the reexamination process. The
sections below delineate PALM related activities.

(A) Reexamination File Data on PALM — The rou-
tine PALM retrieval transactions are used to obtain data on
reexamination files. The user keys in the retrieval transac-
tion code (2952, 2962, etc.) the reexamination series code
(90) and the reexamination control number. Almost all data
displayed for reexamination files has the same meaning as
for regular patent applications. Two changes should be
noted. In the first named applicant location (normally upper
left corner, abbreviation APPL), the patent number being
reexamined will appear for reexamination files. For a
patent undergoing reexamination the number of the pro-
ceeding can be determined on the 2953 retrieval screen.
The pertinent reexamination number(s) will appear in the
“Details” section of the screen as a six digit number pre-
ceded by an “R”. If no “R” number is present then no reex-
amination has been filed.

(B) Reexamination File Location Control — The
location of a reexamination file is monitored in the same
manner as regular patent application files. All PALM trans-
actions are equally applicable to regular patent applications
and reexamination files.

(C) Patent File Location Control — The move-
ment of patent files related to requests for reexamination
throughout the Office is monitored by the PALM system in
the normal fashion. Within the groups, the reexamination
file and patent file will be kept together, from initial receipt
until the reexamination is assigned to an examiner for
determination. At this point, the patent file will be charged
to the examiner assigned the reexamination file (use trans-
action 1036) and will be kept in the examiner's room until
the proceeding is terminated. After the reexamination pro-
ceeding has been terminated, the patent file should be for-
warded with the reexamination file to the Office of
Publications via the appropriate office. Publishing Division
will forward the patent file and the reexamination file to the
Record Room after printing of the certificate.

(D) Reporting Events to PALM — The PALM
system is used to monitor major events that take place in
processing reexamination proceedings. During initial pro-
cessing all major pre- ex parte examination events are
reported. During the ex parte phase the mailing of exam-
iner's actions are reported as well as owner's responses
thereto. The group reexamination clerk is responsible for
reporting these events using the bar code reader (BCR) ini-
tiated 2920 cathode-ray tube (CRT) update screen display.
The events that will be reported are as follows:

Rev.1, Feb. 2000

MANUAL OF PATENT EXAMINING PROCEDURE

(1) Determination Mailed — Denial of request for
reexamination.

(2) Determination Mailed — Grant of request for
reexamination.

(3) Petition for reconsideration of determination
received.

(4) Decision on petition mailed — Denied.

(5) Decision on petition mailed — Granted.

(6) Owner response to determination (owner's
statement) received.

(7) Requester  response to
(requester's reply) received.

(8) The mailing of all examiner actions.

The receipt of owner's responses to examiner's
actions and Office receipt date.

Each of these events, as well as additional events
reported by the Reexamination Preprocessing Unit will be
permanently recorded and displayed in the “Contents” por-
tion of PALM. In addition, status representative of these
events will also be displayed.

(E) Status Reports — Various weekly “tickler”
reports can be generated for each group given the event
reporting discussed above. The primary purpose of these
computer outputs is to assure that reexaminations are, in
fact, processed with “special dispatch.”

(1) PALM Reports — A number of automated
reports generated from the PALM system are provided to
the groups at the beginning of each week. These reports
serve to indicate to the groups when certain deadlines are
approaching. Each report is subdivided by group and lists
the requests in control number sequence. The following
reports have been identified.

(2) Requests Not Yet Received in Group —
This report serves to indicate to a group those requests
assigned to it for which preprocessing has not been com-
pleted and which have not yet been received in the group.
This report provides an indicator of future workload as well
as identifying potential, problem stragglers.

(3) Requests Not Yet Assigned to an Examiner
— This report serves to highlight those requests which
have not been assigned to an examiner by the 6-week anni-
versary of their filing. Requests appearing on this report
should be located and docketed immediately.

(4) Requests Which Should Be Taken Up for
Determination — This report lists those requests which
have been assigned to an examiner and in which no deter-
mination has been mailed and the 6-week anniversary
of their filing is past. Requests on this report should be
taken up for determination by the examiner.

(5) Requests for Which Determinations Should
be Prepared — This report lists those requests
which have been assigned to an examiner and in which no

determination
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determination has been mailed and the 2-month anniver-
sary of their filing is past. Determinations for requests on
this report should be in the final stages of preparation.

(6)  *Requests for Which Determinations
Should Have Been Mailed — This report lists those
requests which have been assigned to an examiner and in
which no determination has been mailed and the 10-week
anniversary of their filing is past. Determinations for
requests on this report should be mailed immediately.

(7) *Overdue Determinations — This report
lists those requests in which no determination has been
mailed and the 3-month anniversary of their filing is past.
This report should always be zero.

(8) Overdue Petitions for Reconsideration of a
Denial — This report lists those requests in which the
determination denied reexamination and no petition has
been received and 6 weeks have passed since the determi-
nation was mailed. Requests on this report should be termi-
nated.

(9) Overdue Owner Responses to Determina-
tions — This report lists those requests in which the deter-
mination ordered reexamination and the owner has not filed
a response and 10 weeks have passed since the mailing of
the determination. These requests should be taken up for
immediate ex parte action by the examiner.

(10) Overdue Requester Responses to State-
ments — This report lists those requests in which a proper
OWNER statement was received and NO requester reply
has been received and 10 weeks have passed since the
receipt of the owner response. These requests should be
taken up for immediate action.

(11) *Overdue First Ex Parte Actions — This
report lists those requests in which reexamination has been
ordered and a first action has not been mailed and 6 weeks
have passed since the request became available for ex parte
prosecution. These requests should be taken up for immedi-
ate action by the examiner.

(12) *Overdue Action or Examiner's Answer
— This report lists those reexaminations which are up for
second or subsequent action by the examiner and no such
action has been mailed and 2 months have passed since the
filing of an owner response to a previous action.

(13) *Overdue Advisory Action — This report
lists those reexaminations which are up for action by the
examiner and no such action has been mailed and 1 month
has passed since the filing of an owner response to a previ-
ous final action.

(14) *Overdue Owner Response — This report
lists those requests in which there has been an action ren-
dered and 4 months have passed without an owner
response.
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(15) *Overdue Certificates — This report lists
those requests in which a Notice of Intent to Issue a Reex-
amination Certificate has been mailed and 3 months have
passed since its mailing and no issue date has been
assigned.

(16) *Requests With Prolonged Prosecution —
This report lists pending requests which have not matured
into a certificate and 15 months have passed since the date
of filing.

*Asterisk items require immediate action and fol-
low-up, if appropriate.

(F) Historical Reporting — A variety of historical
reports are possible given the event recording described
above. Thus, such statistics as the number of requests filed
and determinations made in a specified period or number or
kind of reexaminations in which an appeal was filed can be
made available.

2236 Assignment of Reexamination

Reexamination requests should normally be assigned to
the art unit which examines the class and subclass in which
the patent to be reexamined is currently classified as an
original and to the primary examiner most familiar with the
claimed subject matter of the patent. Where no knowledge-
able primary examiner is available, the reexamination may
be assigned to an assistant examiner. In such an instance
the supervisory patent examiner must sign all actions and
take responsibility for all actions taken.

2237 Transfer Procedure

Although the number of reexamination requests which
must be transferred should be very small, the following
procedures have been established for an expeditious resolu-
tion of any such problems.

No transfer inquiry forms (PTO-447A) should be used in
reexamination situations. All reexamination requests in
which a transfer is desired must be hand-carried with the
patent file by the supervisory patent examiner to the super-
visory patent examiner of the group art unit to which a
transfer is desired. Any conflict which cannot be resolved
by the supervisory patent examiners will be resolved by the
Group Directors involved.

If the reexamination request is accepted in the “new” art
unit, the “new” supervisory patent examiner assigns the
request to an examiner, and the “new” group's reexamina-
tion clerk PALMs in the request. In addition, the Offices of
the Special Program Examiner for both groups must be
notified of the transfer by the respective supervisory patent
examiners.
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2238
CLERICAL TIME REPORTING

Time Reporting

Both the Program Management System (PMS) and Pay-
roll systems now used to monitor clerical time have been
modified to report reexamination activities. Time devoted
to processing actual reexamination files in the groups
should be reported using the appropriate PMS Code and
Project Code. It should be noted that all clerical time con-
sumed by reexamination activities must be reported in the
above manner. Such activities as supervision, copying, typ-
ing, and docketing should be included.

PROFESSIONAL TIME REPORTING

(A) Reexamination fees are based on full cost recov-
ery and it is essential that all time expended on reexamina-
tion activities be reported accurately. Thus, directors,
supervisory patent examiners (SPEs), and board members
as well as examiners should report time spent on reexami-
nation on their individual Time and Attendance Report
using the following Project Codes:

119051 — Used to report all activities related to a spe-
cific reexamination proceeding up until the time ex parte
prosecution is begun.

119052 — Used to report all activities related to a spe-
cific reexamination proceeding from the time it is taken up
for first, ex parte, action until the issuance of a certificate
takes place.

Examiners and SPE's will use the above codes to
report their time for reexamination activities on the Exam-
iner's Biweekly Time Worksheet (PTO-690E) by making
appropriate entries in the Item 16 space.

Time reported using codes 119051 and 119052 will
also be reported in the Examiner Production System as
“Other” time.

(B) Examining group Special Program Examiners and
paralegals will use 1407-30 as the code to report their time
for reexamination activities on the Biweekly Time Work-
sheet Paralegal/Special Program Examiner (PTO-690 P/S).

2239 Reexamination Ordered at the
Commissioner's Initiative

37 CFR 1.520.
Commissioner.
The Commissioner, at any time during the period of enforceability of a
patent, may determine whether or not a substantial new question of patent-
ability is raised by patents or printed publications which have been discov-
ered by the Commissioner or which have been brought to the
Commissioner's attention even though no request for reexamination has
been filed in accordance with § 1.510. The Commissioner may initiate
reexamination without a request for reexamination pursuant to § 1.510.
Normally requests from outside the Patent and Trademark Office that the
Commissioner undertake reexamination on his own initiative will not be

Reexamination at the initiative of the
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considered. Any determination to initiate reexamination under this section
will become a part of the official file of the patent and will be given or
mailed to the patent owner at the address as provided for in § 1.33(c).

The Commissioner may initiate reexamination without a
request being filed and without a fee being paid. Such reex-
amination may be ordered at any time during the period of
enforceability of the patent.

The decision to order reexamination at the Commis-
sioner's initiative is normally made by the Deputy Assistant
Commissioner for Patent Policy and Projects after a review
of all the facts concerning the patent. It may be made by the
Commissioner of Patents and Trademarks, Deputy Com-
missioner or Assistant Commissioner for Patents. The num-
ber of such Commissioner initiated orders is expected to be
very small.

If an Office employee becomes aware of an unusual fact
situation in a patent which he or she considers to clearly
warrant reexamination, a memorandum setting forth these
facts along with the patent file and any prior art patents or
printed publications should be forwarded to the Deputy
Assistant Commissioner for Patent Policy and Projects
through the supervisory chain of command.

If an order to reexamine is to be issued, the decision is
prepared and signed by the Deputy Assistant Commis-
sioner for Patent Policy and Projects, and the patent file is
forwarded to the Reexamination Preprocessing staff for
preparation of the reexamination file and Official Gazette
notice.

The decision to order reexamination made in the Office
of the Deputy Assistant Commissioner for Patent Policy
and Projects is NOT mailed by that Office. The Reexami-
nation Preprocessing staff, once the reexamination file has
been prepared and the Control Number assigned, will mail
the decision letter to the patent owner. Prosecution will then
proceed without further communication with anyone but
the owner.

If the Deputy Assistant Commissioner for Patent Policy
and Projects refuses to issue an order for reexamination, no
record of any consideration of the matter will be placed in
the patent file and the patent owner will not be notified.

The Commissioner will not normally consider requests
to order reexamination at the Commissioner's initiative
received from members of the public. If a member of the
public desires reexamination, a request and fee should be
filed in accordance with 37 CFR 1.510.

2240

35 U.S.C. 303. Determination of issue by Commissioner.

(a) Within three months following the filing of a request for reex-
amination under the provisions of section 302 of this title, the Commis-
sioner will determine whether a substantial new question of patentability
affecting any claim of the patent concerned is raised by the request, with
or without consideration of other patents or printed publications. On his

Decision on Request
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own initiative, and any time, the Commissioner may determine whether a
substantial new question of patentability is raised by patents and publica-
tions discovered by him or cited under the provisions of section 301 of this
title.

(b) A record of the Commissioner's determination under subsection
(a) of this section will be placed in the official file of the patent, and a copy
promptly will be given or mailed to the owner of record of the patent and
to the person requesting reexamination, if any.

(c) A determination by the Commissioner pursuant to subsection
(a) of this section that no substantial new question of patentability has
been raised will be final and nonappealable. Upon such a determination,
the Commissioner may refund a portion of the reexamination fee required
under section 302 of this title.

37 CFR 1.515. Determination of the request for reexamination.

(a) Within three months following the filing date of a request for
reexamination, an examiner will consider the request and determine
whether or not a substantial new question of patentability affecting any
claim of the patent is raised by the request and the prior art cited therein,
with or without consideration of other patents or printed publications. The
examiner's determination will be based on the claims in effect at the time
of the determination and will become a part of the official file of the patent
and will be given or mailed to the patent owner at the address as provided
for in § 1.33(c) and to the person requesting reexamination.

(b) Where no substantial new question of patentability has been
found, a refund of a portion of the fee for requesting reexamination will be
made to the requester in accordance with § 1.26(c).

(c) The requester may seek review by a petition to the Commis-
sioner under § 1.181 within one month of the mailing date of the exam-
iner's determination refusing reexamination. Any such petition must
comply with § 1.181(b). If no petition is timely filed or if the decision on
petition affirms that no substantial new question of patentability has been
raised, the determination shall be final and nonappealable.

Prior to making a determination on the request for reex-
amination, the examiner must request a litigation computer
search by the Scientific and Technical Information Center
(STIC) to check if the patent has been, or is, involved in lit-
igation. The “Litigation Review” box on the reexamination
file wrapper should be completed to indicate that the
review was conducted and the results thereof. A copy of the
STIC search should be hole-punched and placed on the
right side of the reexamination file. In the rare instance
where the record of the reexamination proceeding or the
STIC search indicates that additional information is desir-
able, guidance as to making an additional litigation search
may be obtained from the library of the Office of the Solic-
itor. If the patent is or was involved in litigation, and a
paper referring to the court proceeding has been filed, refer-
ence to the paper by number should be made in the “Litiga-
tion Review” box as “litigation; see paper #1C”. If a
litigation records search is already noted on the file, the
examiner need not repeat or update it.

If litigation has concluded or is taking place in the patent
on which a request for reexamination has been filed, the
request must be promptly brought to the att