INDEX

A4 size paper — Accounts, Deposit

Sec. No.
A

Sec. No.
Petition to revive... 711.03(c), 711.04(c), 1002.02(b),

A4 size paper (See also: Paper size) . 608.01, 608.02, 1002.02(f), -1002.02(p)
1825 Petition to withdraw holding of examiner’s statement.....
A.l. series of patents (See also: _Patent) ............ 901.04 711.03(c).. 711.03(d)
Abandoned application (See also: _ Abandonment) Prior application...........cccccoeeviie e 201.06(c)
Accessibility to public.............ccoccocvevn... 103, 711.04 Provisional application.................. 201.04, 211.01(a)
Counting, when processed................cco....... 711.04(a) PUIING. ..o 711.04(a)
DEFINItION. ...vovvoeeee e 203.05 Reconsideration................c...o....... 711.03, 711.03(c)
Failure to provide timely notice of foreign filing when Failure to respond.........ccccceevvieeniecennnen. 711.03(b)
nonpublication requested...........cccceeieiiiiiienenn. 1124 Insufficiency of response..........c..ccoccuueee.. 711.03(a)
Fee on petition to revive..........cccccveeeieeeeee 711.03(c) Reissue
Issue fee, failure to pay.......cccoceveeveeeiiieeenns 711.03(c) Return of surrendered patent............c.ccceenn.e. 1416
Ordering.....ccocceveeeeeeenieee e 711.04(b), 905.03 Revival.......cccooovveieeiiee e, 711.03, 711.03(c)
Papers received, handling............ccccccovveeinnenn. 508.02 Shortened statutory period expired............. 710.02(d),
Provisional application.................. 201.04, 211.01(a) 711.04(a)
Reference USe..........oomnwon.. 001.02. 2127. 2136.02 Special SituationsS..........cocceeevieieiiieeeniiieenne 711.02(b)
Referred to in issued patent..............ccoovevevevreenn.. 103 Termination of proceedings...... 211.01(a), 211.01(b),
REVIVAL.ooooooee e 711.03(c). 1893.02  [11.02()
Provisional application....................ccoo.... 711.03(c) Undelivered action..........cccoceeeiiieeeiiiee e 707.13
] (0] -V [ TSP OPRPRRPI 711.04(b) Unintentional (See also: Petition) .... 711.03(c). 1124
When 0pen to the PUBIC..........ovvve.rereeveeeresreeeeee 103 Withdrawal of holding..........cccccoociiinninnen. 711.03(c)
Abandoned file (See also: _Abandoned application) Abbreviation, periodical citation...................... 707.05(e)
Abandonment) Abbreviature and abstract publication................. 711.06
Abandoned files repository.......... 711.04(b), 901.01(a) Citation.......cocovieereee e 711.06(a)
Abandonment (See also: Abandoned application) ......... Abstract for defensive publication....................... 711.06
711 Abstract of international application...................... 1826
After allowancCe. ..........cooeeeeeiiiienie e 711.05 Abstract of the disclosure............... 608.01(b). _1302.04
After payment of issue fee........ccccoveiiiinnnen. 711.01 Abstract publication............cccceveeeiiiie e 711.06
Amendment late...........cccovviiiieenenn 711.02, 714.17 Accelerated examination.............cccccceveierienieenns 708.02
Appeal dismissal..........cccoiiiieiiiniiiieee e 1215.04 Access (See also: _Inspection) _Power of attorney)
Appeal withdrawal....................... Attorney not of record............ccccveeeiiiinennnnn. 402, 405
Change of address Authority to grant access to an application 104
Counted as a disposal Authorized by DireCtor...........occueieeeiiiiiieee e, 104
Date Of...cooiiieeiieeee 711.04(a) Continued Prosecution Application (CPA)............. 103
Destroys continuity........................ 211.01, 211.01(b) Ex parte reexamination file.............ccccooeeeiinennne 2232
EXPreSS...ciii ittt 711, 711.01 Excluded attorney or agent..........coccceeeeeeiniieeeenn. 105
Continued prosecution application (CPA).................. Inter partes reexamination file........... 2609, 2632.01
201.06(d) Image file wrapper application............c..cccceveveenenn 103
Issue fee paid..........ccooceiinn. 711.01, 711.05 International application................cccoooevveveerennn.. 110
Failure to file property rights statement................. 150 Pending application.. 101, 103, 104, 106, 724.04,
Failure to pay issue fee.......c.ccocevvviieernennn. 711.03(c) 724.04(a), 1128, 1132
Failure to prosecute.........ccccceveeeiiiieeee e, 711.02 Petition.......evee e 103
Failure to provide timely notice of foreign filing after Protested application..................... 1901.05, 1901.07
non-publication request...........cccceevriiieeieeriinenn. 1124 Provisional application.............cccccccecereee... 103, 104
Formal.......ccoooviiiii e, 711, 711.01 Published application......... 103, 1128, 1130, 1132
Incomplete reply........cocoviinnninnnne, 711.03(a) Reissue application................ 103, 724.04(b), 1430
NO reply....ccniniiiiinn, 711, 711.02 Supplemental examination..................c.c........ 2803.02
Notification of..........ccccoevviiiennns 711.02, 711.04(c) Suspended attorney or agent............coeeveveerreennns 103
Of appeal........c.oovvmnnniiiiin, 1210 Unpublished, Abandoned, and pending applications.....
Of INVeNLION......ooiiiiiie i 2134, 2138.03 105
Papers received after...........ccccovveeiiieeiiinene 508.02 Accounts, Deposit (See also: Deposit _account)
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Acknowledgment of protest — Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1...

Sec. No. Sec. No.
Acknowledgment of protest..............cc.coooeeinns 1901.05 Third, SPE FEVIBWS.......c.oeeriereireieeicieeieienes 707.02
Act (See also: __ Statutes) TiMe Mt 710.02, 710.02(c)
Action  (See  also: Letter.  Examiner's)  Address, Change of correspondence............. 601.03(a).
Advisory action............ 706.07(f), 714.13, 717.01(f) 601.03(b), 711.03(c)
After another examiner’'s action........................ 706.04 After Allowance..........ccccovvveeeviieeeiniee e 2501, 2542
After Board decision... 1214.01, 1214.03to 1214.07 Address, Correspondence (See also: Mail Stop) ... 403,
After Board decision reversing examiner........ 1214.04  403.01(a). 403.01(b), 2542
After Board decision Sustaining examiner...... 1214.06 Address, FB. s 2540
After iNterferenCe.........ooveeeeeeeeeeeeeeeeeeeee. 2308  Address of applicant............cocooiiiiiinns 605.01
Amendment after final rejection..... 706.07(f), 714.12, Address of U.S. Patent and Trademark Office......... 501,
714.13 502
Citation of references....................... 707.05, 710.06  Address of patent owner................ 2222, 2622, 2805
ClaiM SUMMAY.......ooveeeeeeeseeeeeeeeeeereeens 707.07(i) Address of unavailable inventor...................... 409.03(e)
Claims in excess of number of claims previous|y pa|d Administration, Letters of.....cueeevvivieeiiieeieee, 40901“3[
(o ] RN 714.10 Administrative instructions, PCT........cccceeevveeieeiiiiinnnnn. Al
Closing prosecution in inter partes reexamination (See Administrative Patent Judges (See also: Patent Trial and
also: __Reexamination, Inter partes: Action closing Appeal Board (PTAB))
prosecution) AdMINIStrator Or eXECULON..............cooeveeeereen, 409.01
Completeness.............cccocovnnne. 707.07, 707.07(a) Allowance and iSSUE...........c.cvrrerevrrrerennns 409.01(b)
Copy to applicant...........ccceevveeerieieiiieeenieeee 707.12 Application by, After discharge 409.01(b)
Copies of references _707.05(a) Assigned application, Inventor dies.............. 409.01(b)
Correctness, resetting or restarting period for reply...... AUtNOTItY ..o 409.01(b)
710.06 Consular certificate 409.01(b)
(OF0 1] (1o AR RTTTN 1705 FOT@IGN COUNTY.ovvveeooereeeeeeeeseeeeeee e 409.01(b)
Crosses amendment..........coocveeceeneiinieennnenen 714.05 Heir oo 409.01, 409.01(a), 409.01(b)
DALE. vttt et ee ettt 707.11 Prosecution by................. 409.01(a). 409.01(h)
Domestic benefit determination........... 21010 211.05 Intervention not required............cccoeecueeeennn. 409.01(b)
EXAMINEI'S...ciiiiiiiiiiei e 707 Refuses to sign......... 409.03, 409.03(b). 409.03(c)
Final rejection............... 706.07 to _706.07(f), 713.09 Admissions by applicant...... 2121.02. 2129. 2133.03.
In reissue applications..............ccc....... 1444, 1453 2133.03(c) 2145 2152.03
Foreign priority determination......... 210, 213to 217 JEPSON ClaiM.......ovoeeeeeeeeeeeeeeeeeeee e 2129
Formal matter........ 707.07(a), 707.07(e), 707.07()), Admissions in reexamination
£14.02 EX PAME ...ooooooooeceeeeeeeeeeeeeeeeeeeeeeeeeeeee 2217, 2258
FOrMS USE....oooovvici 107 Advantages over prior art.........ccccceeeeecvveeeeeneens 707.07(f)
Incorrect citation of references............ccccecvene 710.06 Adverse recommendation under 37 CER 1.312..............
Informal application............ccccceeiviiiiieeeeniiienn. 702.01 714.16(d) 714.16(e) 714.19
MaIlING.....cviviii 707.12  AdVISOry ACtioN..........covvveieeireriennn. 706.07(f), 714.13
Original in image file wrapper...........ccccceeeevune. 707.12 Affidavit (See also: Oath) Declaration)
Patentability report ........................... 705 to 70501”[ Aff|dav|t, d|squa||fy|ng Commomy owned patent or patent
Piecemeal examination...............ccccevcvveennnee. 707.07(g) application publication as prior art to overcome a pre-AlA

Primary examiner’s personal attention.. 707.01, 1004
Priority determination, foreign........ 210, 213to 217

Reply time computation 710.01(a). 710.05
Restriction requirement..........c.cccoccvvveeeiiiiiinee e, 800
Returned. ..o 707.13
Shortened statutory period........... 710.02, 710.02(b)
SPE’s personal attention............ccccceeeevivveneenn. 707.02
Supplemental..........ccoocoeeiiiniiineenn. 710.06, 714.05
Suspension of (See also: _Suspension) ................ 709
Suspension of, primary examiner’s attention....... _1004
Suspension of, second or subsequent....... 1002.02(c)
Suspension of, TC Director’s attention................ 1003
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35 U.S.C. 102 or 103 rejection (37 CFR 1.131)........ 718

Affidavit of attribution or prior disclosure to overcome a
35 U.S.C. 102 or 103 rejection (37 CFR 1.130..... 717.01

to. 717.01(f), 2155
Enablement.........ccevvvviiveiiiii, 2155.04
Evaluation of.. 717.01(a)(1), 717.01(b)(1). 717.01(e)
Formal requirements...........ccccoecvvveeeeeiivnnnnn. 717.01(c)

Showing Disclosure was made by inventor.. 717.01(a),
2155.01

Showing Prior disclosure was subject matter by
inventor........... 717.01(b), 2154.02 et seq., 2155.02
Showing disclosure was subject matter obtained from
INVENLOT ..ot 717.01(b)(2). 2155.03




INDEX

Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1... — Affidavits, traversing rejections (37 CFR 1.132)

Sec. No. Sec. No.
Timely presentation.............cccccceveeueveverrenenn. 717.01(f)  Affidavits, traversing rejections (37 CFR 1.132)...... 716,
When available.........c.c...verrrereres 717.01, 215506  2136.05 2131
When Not requIred............ococovvvveevereeereennnnns 717.01 AUOINEY AIGUMENIS.......ovvniieininiininss 716.01(c)
When unavailable...............oooovvvo.... 717.01, 2155.06 Inoperability of references................ 716.07. 2145
WhO May file........rooveeeresorreereennn, 717.01(c), 2155.05 Reference attributed to applicant................. 716.10
Affidavit of prior invention to overcome a pre-AlA 35 U.S.C. Attribution, of reference to applicant................. 716.10
102 or 103 rejection (37 CFR 1.131(a)).. 715, 2132.01 Commercial success, evidence..............c........ 716.03
2136.05 2136.05(a), 2136.05(b) Commensurate in scope with claimed invention.......
Acts relied upon, NAFTA/WTO/U.S............. 715.07(c) 716.03(a)
2121.02 2139.02 Derived from claimed invention................ 716.03(b)
Best mode, failure to disclose.............ccceouee. 715.10 Design applications................. 716.03(b), 1504.03
Co-authorship.......ccocovevvici 715.01(c) Sales figures.......ooveviieiiee e 716.03(b)
Common assignee, reference and application.............. Commonly owned patent............ccceeeeee. 718, 804.03
715.01(b). 718 Commonly owned patent application publication... 718,
Compared to Rule 1.132 affidavit..................... 715.01 804.03
Completion of iNnvention..........c.ccccovviiniiee e 715 Comparison with closest prior art................. 716.02(e)
Conception (See also: Conception) Computer programming Cases................... 2164.06(c)
Continuing application............... 201.06(c), _201.06(d) Continuing application 201.06(d)
Copies from prior applications...................... 201.06(c) Copying, evidence............. 716.06, 1504.03
Dedication to publicC..........cccovvvviiiiiniiiieiiie e, 715 Disclosure, sSufficiency.........cccccvvveveeeiiiiiinneeeinnns 716.09
Derivation...........ccueieeeiiiiieee e 715.07(c) Disclosure, utility and operability...................... 716.08
Diligence (See also: Diligence) Enablement rejections...........ccccevvvviinieeennnen. 2164.05
Effective filing date..........cccccooviiiiiiiiii e, 715 Evidence
Exhibit, Disposition............ 715.07(d) Consideration Of..........cceeiiiiiiiiiieiiie e 716.01
Formal requirements..........ccccceeeeeviiiieeeesiiinenn. 715.04 PublicationsS............oovvvvviieiiiiiieeeee 716
Facts and documentary evidence................ 715.07 Nexus requiremMent.........cccccvvvereeeiiiveneenn. 716.01(b)
Timely presented..........occceeieiiiiicnieeniieeen. 715.09 ODJECHVe. ...ce e 716.01(a)
GENUS-SPECIES. ....eveiiiieiiiie et 715.03 Compared to opinion evidence........... 716.01(c)
GENENIC ClaIM.....eiciiiiiiiieeie e 715.02 Probative value............cccccevieicinnnnnne 716.01(c)
Interference testimony used......................... 715.07(b) Weighing against prima facie case... 716.01(d),
Overcome patent or publication.............c.ccceeeee.... 715 716.05
Petition regarding sufficiency...................... 1002.02(c) Timeliness. ..., 716.01
Prior public USe/Sale.............ccovveeeereereeeenen 715.10 Indefiniteness rejection...............ccoeee 2173.05(b)
Priority time Charts............cocvueveveveceevevereneens 2138.01 Long-felt need........ccoovvii 716.04
PIOPET USE Of ..o, 715 Means/Step plus function..............ccoooivinnn, 2184
Reduction to practice (See also: Reduction to practice) Petition regarding sufficiency................... -1002.02(c)
Reexamination,, ex parte .......... ... 2258 Reexamination, ex parte ........ccccocceeeeeriiiieeeeenn. 2258
Reexamination, inter partes ................c.c.ccc........ 2658 Reexamination, inter partes ..., 2658
Reference date to be OVercome..........omwewmmeeoin.. 715 Reference attributed to applicant...................... 716.10
Reference is SUFfICIENCY OF ... 716.09
Common assignee.......... 715.01(b), 717.02, 718 SYNEIGISM....ciiiiiiiieiiee e 716.02(a)
Joint patent or published application to applicant and Skepticism Of exXperts.........ccccevveeiiiiennieeenne. 716.05
ANOLNET ... 715.01(a) TIMENNESS.....vviieciiieee e 716.01
Patent or application publication claiming same Unexpected results, allegations........................ 716.02
INVENLIoN.......ccoiieee e, 715.05, 2138.01 Unexpected results, evidence...................... 716.02(a)
Publication of applicant’s own invention.... 715.01(c) Advantages not disclosed or inherent....... 716.02(f)
Sufficiency Of ... 715.08, 2136.05 Burden on applicant...........cccooeoveeeeeenn.. 716.02(b)
When used..................... 715, 2132.01, 2133.02(a). Commensurate in scope with claimed invention.......
2136.05(a) 2146.03 716.02(d)
Who may make affidavit.................. 715.04, 2121.01 GEeNUS OF SPECIES........veeeeeeeeeererereeen. 716.02(d)
Withdrawn rejection............ccociieiiiiiiieneeeniieenn. 715 Range, claimed..........cccooveeeeeeeeeeeeeeeennn 716.02(d)
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Affidavits, traversing rejections (37 CFR 1.132) — Allowance and issue

Sec. No. Sec. No.
Weighing evidence of..........cccccoceeviunn... 716.02(c) Examiner's amendment (See also: __Examiner’s
Affidavits submitted with prior art under 35 U.S.C. 301 in amendment)
PALENLED fIIES.......covrrrrrrerseesrsereereerreeseeseesses oo 2205  Extension of Time.........cccccccoooe 1302.04, 706.07(f)
Affirmation  (See  also: Oath) Declaration) File wrapper notation..............ccceveviiieicieennene 1302.09
After final Practice..........oovvvveeveeeeeeeeeeeeeean 706.07(f) Final revieW........cviiininnmenniniin. 1302
In transitional app"cation _____________________ 70607(9) Formal matters.......coccoveeeeeveieeieninnns 71416, 1302.01
In ex parte reexamination............ccccevvevveeneeninnen 2272 Formal matters, examiner's amendment and changes...
Agent (See also: _Attorney or agent) Power of attorney) 714.16 -1302.04
Agent for international application......... 1807. 1864.04 Formal matters, specification rewritten........... 1302.02
AGGIEGALON. ... oeveeeeeeeeeeeee oo 2173.05(K) General reVIBW. ..........ooviueieeeieiiiee e 1302.01
Agriculture, Department of, Plant patents... 1608, 1609 INterference.......cccveeeeiiiee e 2303.01
Agricultural Research Service.................... 1608, 1609 Interference search.................. 1302.08, 2304.01(a)
Algorithms... 2106, 2106.04, 2106.04(a)(2). 2161.01, International classification..............cccccoviiierennnes 906
2164.06(c) 2181 Intervention by executor..........ccccceeeeiiveeenn. 409.01(b)
Alien Property Custodian (APC) pub"cations (See also: Issue classification notations..................ueee.... 1302.10
Citation of prior art) .........cccecevercvverineeenienens 901.06(c) Issue to appliCant..........cccveeieeeriieeerie e 308
Allowance and issue (See also: Allowed application) ..... Issue to a non-applicant assignee............cccceeenee. 307
1300 Jurisdiction of application............c.c.cceverurveenan. 1305
Abandonment after...............coooi, 711.05 Listing of references........coooovveveeeeeeoeeeeeeenn. 1302.12
Amendment, Examiners...............c.cooonnne. 1302.04 Locarno classification designations....................... 907
Amendment, Examiner’s, Rule 1.312.................. 1305 Non_comp“ant amendment, treatment of............. 714,
Amendment after (See also: _ Amendment: After 1302.04
allowance) Nonelected claims canceled by examiners
Amendment after allowance of all claims........ 714.14 amendment......ccceeeeeeeeieieiiiiiieeee e 821.01, 821.02
1303.01 Nonelected claims eligible for rejoinder............. 821 to
Amendment after D-10 NotiCe.......cceeeveeeervivievrennnnn. 130 821.02
Amendment at time of..........ccccccvvieeiiiiieeeee, 714.15 Notice of Allowability............cccccceeiviiiiineeiiinnns 1302.03
Amendment crossing in mail..............ccccceeeene 714.15 Notice of allowance (See also: Form letters and forms:
Assignment DiVISION............cocevevrervererernnnn. 409.01(b) Notice of allowance)
Cancellation of claims after appeal............... 1214.05 Patentability report, print disposal................ .608.02(n)
1214.06 1215.03 Plant application...........ccccccovviiiieee i, 1611
Cancellation of nonelected claim by examiner’s Printer RUSH........ooiiii e 1309.02
amendment...........ocooii 821.01. 821.02 PrO S€ oovvececeeeetee et eeeee e 707.07(j)
Citation of prior art..........c.ccoeeveviiiiiiiiciieen 1302.12 Protest against ISSUB.........ooveeeeerereeeeneneenn. 1901
Claim for Official Gazette .............ccceevvvvvennee. 1302.09 Reasons for allowance (See also: Reasons for
Claim renumbering... 608.01(j), 1302.01, 1302.04(q) allowance)
Claim renumbering, dependent claim......... 608.01(n) Reference listing.......cccooccvveviiiniciiiiee e, 1302.12
1302.01 Reissue application...............cccccvvevrvevrseenennns 1455
Classification of design/plant application.......... 903.07 Rejection after allowance.. 706.04, 706.05, 1308.01
Classification of utility application.................... 905.03 Rejoinder of claims...................... 821.04, 1302.04(h)
Classification change after allowance.............. 903.07 Related applications, file wrapper/history notations......
Cooperative Patent Classification Notation...... 905.01 202, 1302.09
Copending application Reopening prosecution.............cceeevvveeeeeeennene 1308.01
File wrapper/history notations.......... 202, 1302.09 Review by examiner..........cc.ccceevcveeniieeinnneens 1302.01
Parent application data..............c.cccoecvvveen.. 1302.04 Rewritten specification requirement............... 1302.02
Correction of error after notice of allowance..... 714.16 Secret application...........cccveeeeeeiiineenn. 130, 1304.01
Correction of formal matters, shortened statutory period Signing file Wrapper........ccccoveeeiieniiee e 1302.13
FOF 710.02(b) Special.....cceeeeeeeenn, 708.01, 710.02(b), 1301
Cross-reference in USPC.........cccceeeeveieeinnnnn 903.07(a) Specification’ clean copy required __________________ 1302.02
[ R KO I [0 £ (o] TR 130 Statement of invention............. 1302.01
Deceased inventor, notice of allowance......... 1303.03 Supplemental 0ath after..........c.cocoveveeeeereenn. 603.01

Drawing correction..... 608.02(z), 1302.04, 1303.01
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Allowance and issue — Amendment

Sec. No.
Terminology correspondence of specification and
ClaIMS. ..o 1302.01
Title Of INVENTION........coviiiiiieec e 1302.01
Title change by examiner............cccocoeeviiennnen. 606.01
Title search, continuing application....................... 306
TranSfer. ..o 909.01, 909.02
Undelivered notice of allowance..................... 1303.02

Withdrawal fromissue (See also: Withdrawal from issue)
Withholding from issue, secrecy order application........

Sec. No
After death of attorney or agent.............cccceeeernnnne 406
After final rejection.......... 706.07(f), 714.12, 714.13

Examiner determines compliance with 1.121............
714.18

Non-compliant amendment, treatment of.......... 714
After final rejection, entered in part.................. 714.20
Applicants must SigN........cccoceveviiieiniieeennee. 714.01(a)
At AllOWANCE.......coiiiiiiiiic e 714.15

Attorney not of record..... 402, 405, 408, 714.01(c)

130. 1304.01 Basis in disclosure.... 608, 2163.03, 2163.07, 2166
Allowance, Reasons for (See also: _Reasons for Before first action...........c.c........ 608.04(b). 714.01(e)
allowance) Board rejection avoided............ccceeeeieeiiinnnen.

Allowed application (See also: _Allowance and issue) By replacement paragraph or section .. 714
DefiNitioN.......ccveeiiiei e 203.04 By substitute SPECIfication.................oovwvvverrrrrrereee 714
Express abandonment of............ccccooeeeiiinenne 711.01 Canceled matter restored.................. 608.01(s). 714
File wrapper data Canceling all claims....... 706.07(h). 711.01, 714.19
REJECHON. oo, Canceling appealed claims......... 1215.01to 1215.03

Allowed claim, rejection..........ccccceeeeviiiieieesicnnnen. 706.04 Claim added, terminology basis.. 608.01(0), 2163.03,
By Patent Trial and Appeal Board................... 1213.02 2163.07

Alpha subCIass.........coooiiiiiiiii e 903.07 Claim numbering..... 608.01(j), 1302.01, 1302.04(q)

Alteration of application.............ccccocevviininiieennene, 506 Claims
After execution prohibited..............cccoveieinnenn. 608.01 Added in excess of number of claims previously paid
Before execution of oath or declaration....... 601.01(a) fOr e 607, 714.10, 714.16(c)
602, 714.21 Clean Version...........c.c....... 714, 714.13, 714.16

Alternative phrase in claim (See also: _Indefinite claim) Marked-up VErSioN.........c.coevveeeriieesiieeesiiee s 714

""""""""""" 2117, 2173.01. 2173.05(h). 2173.05(i) Status ldentifiers..........ccccoeeveeiiienieenenieenen. 714

Amended application............ccccceeeeeeiiiieeee e, 203.03 Complete reply required................... 714.02. 714.04

Amended application, inspection for transfer... 909.01(c) Consolidating pending claims... 714, 714.13, 714.16

Amendment (See also: Reply) ....oevvvviiieiiiiiiiien. 714 Copying patent claim (See also: _Claim presented
Accidental entry.......cccccevveeiiiieeiiiee e 714.21 corresponding to claim of patent)
Adding excess claims..........cccoocoeeeiiiiiienenne 714.10 Crossing mailing of allowance 714.15
After abandonment.............c.ccooeeeee 711.02, 714.17 D-10 Notice Preceding.........occoeeveeeveveeeereressnene. 130
After all claims allowed............ccccoociinieennnenn. 714.14 Date of receipt.........c.......... 505, 710.01(a)., 714.18
After allowance Date of receipt stamp

APProval.......cccevereeeieienenns 714.16, 1002.02(d) Office date.........cocvven... 505, 710.01(a), 714.18
Canceling Claim...........cccoooiiiins 714.16 DECIATALION. ... 602
Entry in part......coinn 714.16(e) Defective, directions for entry.............ccoevev.n... 714.20
Examiner’s action... 714.16, 714.16(d), 714.16(e) Discharged attorney or agent.............ccccveeeenns 714.19
Excess claims fees......................... 607, 714.16(c) Disapproval of preliminary amendment....... 714.01(e),
Formal matters...........cccccceveennens 714.16, 714.16(d) 1002.02(d)

Handling.......oocvveiieeii e 714.16(d) Disapproval of second or subsequent reply.. 714.03(a)
Mailed before allowance............cccccovceerennnne 714.15 Discourteous................ 714.19, 714.25, 1002.02(b)
Motion under Rule 41.208(c)(2)............... 714.16(b) Drawing.........ccccveeeennn. 608.02(p), 1302.05, 1303.01
Patentability pointed out............ccccovveeernnen. 714.16 In reissue application............cccceeenee. 1413, 1453
Reason for adverse action........ 714.16, 714.16(d) Drawing, diSpOSItioN...........ccocvveiiieeinineenane 608.02(x)
Renumbering claims..........ccocoeeeiiiininen. 714.16(e) Drawing, new matter..................... 608.04(a), 714.19
Secrecy order application 130, 1304.01 Easily erasable paper..........cccccoevviiiniiiciinenn, 714.07

After examiner's anSWer..........cccceevevvvveeeeeiivvennns 1210
After appeal, before examiner’'s answer..... 714, 1206
After Board decision................. 1002.02(d), 1214.01,
1214.06 1214.07

Index-5

Entered in part.......ccccceeeeiivieei e 714.20
Entered in part, after allowance, 37 CFR 1.312............
714.16(e)
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Amendment — Amendment

Sec. No.
Entry denied............cccoe.... 714.17, 714.19, 714.21
Appeal case.......ccccceeeiiiiieiieiiie, 1206, 1214.07
Drawing COrrection..........cocoeveviveeenieeennnn 608.02(x)
Drawing New Matter..........cccocueeirveeervneennne 608.04
LISE ettt 714.19
Paper NUMDEr ... 714.21
Period for reply expired...........cccccoveeennnnne 714.17
Preliminary amendment..............cccccce.... 714.01(e)
Second (or subsequent) supplemental reply.............
714.03(a)
Substitute specification unnecessary.......... 714.19
714.20
Unduly interferes with preparation of Office action.....
714.03(a)
Entry direCtions..........ooviiiiiiiieiiiicc e
DefECtiVE....cvviiiieii e
Entry inadvertent
Entry in ex parte reexamination................ccc....... 2234
Entry in inter partes reexamination.................... 2670
Examiner's (See also: Examiner's amendment)
Excess claims added........... 607, 714.10, 714.16(c)
Facsimile......c.cvoiiiiiiiiiiiiie e 502.01
Fees, additional.............ccoeiviiiviiiiiiiiieeeeies 710.02(c)
File wrapper endorsement............ccccceeevvvennnnen. 714.21
Filed with application............ccccccoevviereeninns 601.01(a)
Formal matters, compliance with..................... 714.02
FUlly reSpONSIVe. .......coiiieeeiiie e 714.02
Heading........cooviiiiiie e 502
Immediate iINSPection............ccccceeiiiiiieeee e 714.05
Improper signature. 714.01(a), 714.01(c), 714.01(d)
Ratification.........cccoceviiicieniiiicceec 714.01(a)
Incomplete reply..... 711.02(a), 711.03(a). 714.02 to
714.04 2266.01, 2666.30, 2671

Time for completing.. 710.02(c), 714.03, 2266.01,
2666.30

Increasing claims in excess of number of claims

previously paid for............c.ccen.... 714.10, 714.16(c)
INk, not permanent...........ccccooiuvieeeenniiiieeeeee 714.07
Inspection by examiner...........c.cccevvveeeninr e, 714.05

Inventorship (See also: _Correction of inventorship)
Jurisdiction of application not with examiner.... 714.16

714.19 1305
Lat...eevveeeeeieeecvee e 710.02(d), 711, 714.17
Literature citation in specification................. 608.01(p)
Manner of making.........ccccooiiiiiiiiii e 714
Motion under 37 CFR 41.208(c)(2), Application in
ISSUB..eii ittt 714.16(b)
New matter................... 608.04, 608.04(a), 2163.06
Non-compliant amendment, treatment of............. 714,
1302.04

Nonentry (See also: _Amendment: Entry denied) .........
714.03(a), 714.19

Rev. 07.2022, February 2023 Index-6

Sec. No.
Not entered..........ccceeeeiiiiiieeeeeniiiieen. 714.19, 714.21
Not fully responsive...... 714.02to 714.04, 2266.01,
2666.30 2671
Not fully responsive, time to perfect reply..... 710.02(c),
714.03 2266.01, 2666.30
Oath, Original..........coceeeiiiieiie e 602
Objectionable remarks............ccccc...... 714.19, 714.25
OF ClaIMS...cceeeieeee e 714
Of specification...........ooccveiieeeniie e 714
Office date stamp............ 505, 706.07(f), 710.02(e).
710.06, 714.16(d), 714.18, 724.04
Paper nUMber..........oocoiiiiiien 714.18
Patentability pointed out.................... 714.02, 714.04
Period for reply ends Sunday or holiday..... 505, 513,
710.01(a), 710.05
Permanent ink required............ccoccveiiieieniineens 714.07
Petition NON-eNtry........cccoooveeeviieeniieesiieenns 1002.02(c)
Plant application............cccooiiiiiieie e 1610
Post Office address, Applicant ... 602.08(a)
Preliminary.......cccccceevviviieeeee e, 506, 714.01(e)
Canceling all claims.................. 601.01(e), 711.01
Denial of entry........ccccevvvieiniiciiee s 714.01(e)
Excess claims......cccoeeveeiiiiiiiiviiiieennnn. 506, 714.10
Filed with application 714.01(e)
Manner of making.........c.coceeviieiniecennnen. 714.01(e)
New matter added.. 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of.......... 714
PG-Pub application............cccceveeeiiiiiiieeeeeee, 1121
To lessen filing fee.......cccoovviieeeeiiiiieiee e, 607
Ratification
Signature defective.........ccccovivinnicnnnen. 714.01(a)
Receipt.....ccoocveeviiiiiieecce, 501to 505, 511, 512
Received after allowance................. 714.15, 1303.01
Reexamination........................ 2250, 2666.01, 2672
REISSUE.....ueiiiiiiiiieeee e 714, 1453
Requirements Of.........cccciiiiiiiiiiiieee e 714.02
Residence change..........ccccceeiiiiiiene i 719.02
RESPONSIVE......cveeeeeiiiiieiee e, 714.02, 714.04
Return, after entry in file wrapper..................... 719.01
Rule 1.312 (See also: _Amendment: After allowance)
Second (or subsequent) supplemental reply.................
714.03(a)
Several filed on same day..........cccceeeeeiiiineenn. 714.18
Signature improper.................. 714.01(a). 714.01(c).
714.01(d)
Signature mMisSiNg........cccveeeeiviiiereeeiiciieeeenn 714.01(a)
Signature required..........ccccoeviiieeeeeinciiieeeen 714.01(a)
Signed by applicant, not by attorney or agent of
[£=ToT0)] (o IO RSP 714.01(d)
Signed by attorney or agent not of record............ 402,
402.03 714.01(c)
Statement of allowability by Board.................. 1213.01



INDEX

Amendment — Appeal

Sec. No.
Supplemental..........ccooooeeiiiiii e 714.03(a)
Support by claims present on the filing date.. 608.01(l)
Telephone NUMDBEr..........cocoiiiiiiiiiee 714.01

Unduly interferes with preparation of Office action........

714.03(a)

UNSIGNEQ. .. ..eiiieiiiiiiee e 714.01(a)
Ratification of.............ccccuvunes 710.02(c), 714.01(a)

America Invents Act (AlA) (See also: Statutes: Public Law

112-129)

Sec. No

APPEAL ...t 1200
AbandoNMEeNt..........ccuviiiiiiiiiiee e 1210
Actions subsequent to examiner’s answer........... 1210
Administrative handling...........ccccccoeivivieieee e, 1203
Affidavit after appeal............... 1206, 1208, 1211.03
Amendment after examiner’s answer.. 1210, 1211.01
Amendment before examiner’s answer................ 1206
Amendment for purpose of................ 714.12, 714.13
Amendment makes application allowable............ 1206

American Inventors Protection Act (AIPA) (See also: Answer, Examiners (See also: _Examiner's answer)
Statutes: Public Law 106-113) APPEAIADIE ISSUE........ceeeeeeeeeeeeeeeeeeeseeserens 1201
American National Standards Institute (ANSI)....._608.02 2] = S 1206
Amino .acid sequence (See also: _ Biotechnology) In ex parte reexamination.............cccceeeeeennnen.. 2274
Nucleotide seduences) In inter partes reexamination......... 2675, 2675.01
Analogous Art........... 904.01(e). 1302.14, .1504.02, IN FEISSUE.....eeeiiiie e 1454
1504.03, 2131.05, 2141.01(a), 2143, 2143.01 —
Analysis of claims.........ccccceeviiiiiini e, 904.01 By patent. owner..:.................... """""""""""""""" 1204
Answer, Examiners (See also: _Examiner's answer) C.ar_m.e!latlgn of withdrawn claims................... 1214.05
Answer all matters traversed. ... 707.07(f CIVI-| Iltlgatl(?n.......................... ....... s 1216.02
Antecedent lacking (See also: _Indefinite claim) .............. Claims copied from patent, ime limit........... -710.02(c)
1302.01, 2173.03, 2173.05(e), 2175 Claims included...................... 1204, 1205, 1205.02
Anticipation rejection........... 1504.02, 2120.01, 2131, Claims not appealed... 711.02(b). 1215.01, 1215.02
2132, 2133, 2136, 2152, 2154 Partial.......c.cccceveivieee e 1214.05, 1215.03
Affidavit to overcome a pre-AlA 35 U.S.C. 102(a) or (e) Composition of the Board............ccccevvveivinnneenn 1202
rejection......... 715, 2132.01, 2136.05. 2136.05(a), Concurrently with interference..........c.ccccoeeeeennen. 1210
2136.05(b) Concurrently with prosecution before examiner... 1210
Analogous art..........cccceeeieviiieens 1504.03, 2131.05 Conference........ccccceevvveveeeiiivnnnennn. 1207.01, 1302.14
Definition Of.....ccoeveeeeeeee e, 2131, 2152 In inter partes reexamination.............. 2676, 2677
EXCEPUONS 10.....cvvoiiiiiii 2153, 2154.02 Correspondence address for litigation... 501, 1216.01
GeNUS-SPECIES.....oivvviii s 2131.02 COUM oo 1216
Generic chemical formula............c.cococieinnn. 2131.02 Court, Federal CirCUit.........coooveeveeeeeeeeeeeeeannn, lZﬁ
Grace Period..........cc....... 2133, 2153to 2153.01(a) Of an inter partes reexamination........ 2682, 2683
Meaning of Decision by BOArd...........ccceoeeveeeeieeeeeeeeeeeesenn 1213
“By others™............... 2132, 2154.02, 2154.02(a), Of an inter partes reexamination........ 2681, 2682
M@) DiSMISSAl......veieiiiieiiiere e 1215.04
AN IRIS COUNTTYcovvs s 2132 Examiner reversed.........cccooveeeniieinieeeniiieenns 1214.04
"KNOWN OF USEA".........ooovvvvreens 2132, 2133.03(a) Examiner sustained.........cccccceevveeeeeiiiiiiieiiinn, 1214.06
;F;zt;r&tzec;in this or a foreign country”........... 2132 EXaminer's anSWeT...........uvueveieieeeeeieieieeeeeeeeeeneen 1207
Multiple references, when permitted.............. 213101 Failure to prosecute appeal............ccccceeuvnnene. 1215.04
) Fee (See also: Fee) ............. 1204, 1204.01, 1205,

On sale (See also: __On  sale) 1208 01
RANGES ClAIMEM. ... covvrss v 213103 Forwarding fee.........oovviiiiiniciec e 1208.01
Efé%clggns based Onﬁ“;;'fggt:';ns and paten;sl..s..z.'.(.)..z. b From Board decision e 1216 to 1216.02
Prima facie case.........cccccevevvveeeinnen. 2132.01, 2152 Inter partes REeXamination................ 267410 2680
Public use (See also: Public use) Floyvcharts .................................................. 2601.01
Secondary considerations, evidence of......... 2131.04 Interwew after appeal......ccccccoviiiiieiiiciiene, 1204.03
A.P.C. publications (See also: Alien Property Custodian |I"Itr.0dl.,IC'FIOn .......................................................... 1201
(A.PC.) publications) JUriSAICHION. ....cceeeiiiiieee e 1205.03, 1210
Apostille (See also: Oath) Declaration) ................ 301, Matter SUDJECE 0........ovvvrvvriiiiina. . 706.01, 1201
409.01(b), 409.03(a), 409.03(d), 602.04 Multiplicity rejection............... 2173.05(h), 2173.05(n)
Apparatus, Process or product and............. 806.05(e) to New ground of rejection by Board.................. 1214.01

806.05(q)
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Appeal — Application

Sec. No.
New ground of rejection by examiner in examiner’'s

answer..... 1207.01, 1207.02, 1207.03, 1207.03(a),

Sec. No.
Citizenship... 601, 601.05(b), 602.08(a), 602.08(b),
608.01

Common, at least one..... 211.01, 2136.01, 2146to
2146.03(a), 2154.01(d)

1207.03(b) 1207.03(c) 1208
New matter affecting claim..................c....... 608.04(c)
N[0 ({70 | S 1204
Oral hearing.......ccccevvieeiiiiee e 1209

Reexamination, ex parte ..........cccccceeeeeeinnenn. 2276

Reexamination, inter partes .........cccccceeeeunneee. 2680
Order for compliance...........cccccveenneee. 1205.03, 1210
Patentability report case.........ccccoecvveeeeeniines 705.01(a)
Pre-appeal brief conference pilot program..... 1204.02
Primary examiner’s attention...............cccceevevveene 1004
Procedure after Board decision......... 1214, 1214.01
1214.03 to 1214.07
Protestor participation...........cccceveviveeeiiineenns 1901.07
Publication of Board decision................ccc...... 1213.03
Real party in interest..................... 1205.02, 1207.02
Record on appeal..........ccoccveeiiiieiiiieiiiecee 1204.04
Rehearing by Board....................... 1214.01, 1214.03
Reexamination, ex parte .........cccccoevveeeeeennienennn. 2273
Reexamination, inter partes ................ 2674 to 2680

Remand by Board...... 1208, 1210, 1211, 1211.01,
1211.02, 1211.03, 1212, 1213, 1213.02, 1214.01,

1302.14, 2143.03, 2274, 2275, 2681, 2682
Remand by Federal Circuit..............cccceeeennnee. 1216.01
Remanded application made special................ 708.01

Reopening of prosecution.. 1207.05, 1208, 1214.07,
1211.01, 1213, 1213.02, 1214.01, 1214.04,
1214.07

Reply brief to examiner's answer..............ccccc.....
Requirement by board to address matter

Secrecy order application..................... 130, 1304.01
Statement of allowability by Board.................. 1213.01
Substitute appeal brief...........ccccviiiniinne, 1207.02
Substitute examiner’s answer............ 1207.05, 1211
1211.01

Suspension pending civil action or federal circuit appeal
in related Case........cccceeeiiiiiiiii e 1213

Time for filing brief.................
Waiver of any challenge

Withdrawal of final rejection.............cccccoviiieeeen. 1207
Withdrawal, partial.............ccceeee.. 1214.05, 1215.03
Appealable matter not petitionable............. 1002, 1201

Appendix, computer program listing (See also: Computer
Program Listing Appendix) .... 601, 608.05, 608.05(a),
1121

Appendix, multiple claim Sets..........ccccveiiveeeriinenne 1121
Applicant (See also: Inventor) _Pro se applicant) .... 605
Abandonment notification.................ccccceeees 711.04(c)
Administrator or eXecutor............cccccvvveeeeenns 409.01(b)
Age, special status.........ccccoocvveieeeiiciiiiee e 708.02

Rev. 07.2022, February 2023

Comments on statement of reasons for allowance........
1302.14

DiSCOUMESY.....vveeeiiieeiiiie e 714.19, 714.25
Health, special status............ccccceveiiiiiieennes 708.02
HeIr oo ... 409.01(a), 409.01(b)
International application.............. 1806, 1820, 1821
N (o] | SO 201.02, 2109, 2151
Mailing address......... 601.01, 601.01(a), 601.03(a),
601.03(b), 601.05(a), 601.05(h), 602.01(b),
602.01(c)(1), 602.08(b), 603, 604
Micro Entity Status........cccceevveeiiieeniieeeniiee e 509.04
Name change........ccccceevveiineennnenns 602.01(c), 605.01
Other than inventor................... 409.01(b), _409.03(b)
Post Office address..........ccceveveeiiieeeniieenne 602.08(a)
Power to INSPECL........c.eevveeiiiiiiiiee e 104, 106
Reply (See also: Amendment) Reply)
Requirements........cccccvevveeeninie s, 2109, 2151
Self-prosecuted application... 401, 707.07(j), 713.01
SIGNALUIE....eeeiiieeeiiie e 602.08(b)
Small entity Status..........ccccvveveeiiiiiereee e, 509.02
SOl 201.02
Application
Abandoned (See also: _ Abandoned application)
Abstract of the disclosure..........ccccccoeeineeen. 608.01(b)
Acceptance of 37 CFR 1.47....... 409.03(h), _409.03(j)
Acknowledgment............ccocveeeeeiiiiieneen. 502.05, 503
Address MiSSING......c.uueerieiiiiiiee e 403
Allowable except as to form............... 706, 710.02(b)
Allowed
DefiNitioN.........eeeiieiiee e 203.04
File wrapper data...........cccevvvveiiieeeiiiinenns 1302.09
Rejection.......ccccceeeeviiiiee e, 706.05, 1308.01
Amended definition............ccccoiiiiiiiiinie 203.03
Arrangement......ccccceeeeeeieeeeeee 601, 608.01(a)
Design application......... 1503, 1503.01, 1503.02
Assigned (See also: Assignee) Assignment)
ACCESS. ...ttt 106
Allowance
Non-Applicant.........ccceeriiieeeeiie e, 307
APPLICANT. ... 308
Conflicting subject matter................. 822, 2304.05
Inventor deceased...... 409, 409.01(a), 409.01(b)
Assignment for examination
Office of Patent Application Processing)........... 504

Assignment to examiner for examination..... 909.01(a),
909.02(b)

Assignment to Technology Center for examination........
504, 909.01, 909.02, 909.02(e)
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INDEX

Application — Application

Sec. No.
Background of the invention................cc....... 608.01(c)
Best mode.........ccccoviiiiiiie, 608.01(h), 2166
Brief description of the drawings................... 608.01(f)
Brief summary of the invention..................... 608.01(d)
British English spellings.........cccccoviiiieieininnnen. 608.01
Certified COPY...ccoivveerriiiiiieeree e 608.01
Claim omitted.................. 601.01(a), 601.01(e), 702
Claim terminology........cccceeeiiiiieieeiiiieeeeee 608.01(0)
Claims......ccccoe.e... 608.01(i) to 608.01(n), 608.01(m)
Classification in Technology Center............ 909.01(b)
909.02(b)
Classification challenge............cccccocceeeenns 909.01(d)
Common ownership........... 324, 325, 709.01, 822,
2136.01, 2141.01, 2146, 2146.01, 2146.02,
2146.03, 2146.03(a), 2148, 2152.06, 2154.01(d),
2154.02(c) 2158 2158.01
Completeness................. 201.06(c), 506, 601.01to
608.01(p)
Conflicting, same applicant........... 709.01
CONENL....ceiiiiiiei e

Continuation (See also: _Continuation) e .
Continuation-in-part (See also: _Continuation-in-part)

Continued prosecution (CPA) (See also: _Continued

prosecution application (CPA))
DESIGN...ecveeviie e 201.06(d), _1502.01
Continuity between applications................... 211.01(b)
Control of aCCesS......ceevvviveriiiiiiiinnnnn, 101, 103, 106
COPENAENCY....eeiiiiiiiiieee e 211.01(b)
Copending, Design........cccccvveriiveiiieeeniiee e 1504.20
Correction of inventorship..........cccccvveeeeiinns 602.01(c)
Cross-noting
Data of parent application in file wrapper or PALM
bib-data sheet or PALM database..... 202, 1302.09
Data of related application, updating....... 211.02(a)
Foreign application, file wrapper/history notation......
202
Foreign application, oath.................... 202, 214.03
Description of the related art........................ 608.01(c)
Design  (See  also: Design application)
Detailed description..............ccceevcvveeriieeennee. 608.01(q)
DiStriDULION. ...t 508
Divisional (See also: Divisional application) .... 201.06
DESION. .ttt 1504.20
Drawings.......cccoceeevvveecveennnenn 601.01(f), 608.02, 702
Missing figures.........cccoovieeiiiiniieiienns 601.01(qg)
Effective filing date........ 2120.01, 2139.01, 2152.01
Electronic submission of (EFS-Web)................ 502.05
English language...........cccccceeiiiiiiiiiiniiiieee e 608.01
EXamination...........cooeeiiiiiiiiee i 700
EXamples.......cccooeveeveeieecreennenn, 608.01(p), _707.07(1)

Index-9

Sec. No
Facsimile transmission..........ccccocvvveeiiniineenn. 608.01
Fee, filing (See also: Fee) .....ccccvviiiieiiiiiiiieeeee 607
Field of the invention............cccccoeevviiiieeenins 608.01(c)
File wrapper continuing (FWC).................... 201.06(b)
Filing date........ccoceeveereene 211.02, 503, 505, 511
EFS-Web......ooooiiiee e, 502.05
Filing receipt (See also: Postcard, self-addressed) .....
503
Filing requirements............cccccceeeennnnee 601.01(a), 702
Five year pendency.........cccccceevcuneenns 707.02, 708.01
FONT..ciii e 608.01
Foreign (See also: Foreign application) ... 210to 217
FOIM. e 600
Incomplete...... 203.06, 506, 601.01(d), 601.01(e),
601.01(f), 601.01(q)
Definition..........oeeiiiii 203.06, 506
INformal......ccoooeeiiiiiiiiiiieeee e, 506, 702.01
DEfiNItION.....coiiiiiiieee e 506
SPEeCial..cciiiiiiiiiie e 708.01
INSPECHION....cciiiiiiie et 103
International (See also: _ International application)
International Convention (35 U.S.C. 119).............. 213
Invalid 0ath.......c.ccoocvvieiieii e 602.03
Issue fee not paid (abandoned).................... 711.03(c)
Issue simultaneously with another application..............
1306.02
N VT <o [ox (o] o N 1305
Mode of operation...........ccccoevvvieeeeeiiiieneeenn.
National application.............cccceeeeiiiiieneeniiieeeeene 201
National stage application....
New, definition..........ccocevviiiiiiiii s
Nonprovisional......... 506, 601, 601.01, 601.01(a),
601.01(c)
NUMDET......ooiiiee e, 502, 503, 506
Status of application using...................... 101, 102
Omitted items.................. 217, 601.01(d), 601.01(f).
601.01(g)
Order of examination...........ccccoecvveernneen. 708, 708.01
Overlapping

Common ownership... 709.01, 715.01(b), 804.03,
822, 2136.01, 2141.01, 2146, 2146.01,
2146.02, 2146.03, 2146.03(a), 2148, 2152.06,
2154.01(d), 2154.02(c), 2158, 2158.01
Same applicant.............ccceee.... 709.01, 804, 822

Subject to joint research agreement.. 804, 804.02,

804.03, 2136.01, 2137, 2141.01, 2146,
2146.01, 2146.02, 2146.03, 2146.03(a), 2151,
2152.07, 2154.02(c), 2156, 2158, 2158.01
Pages MiSSiNg.......ccoovrueieieniiiieiee e 601.01(d)
Parent...... .o 904
PartS.....cccoviiiiiii 600
Pending five years.........ccccciiiiieiieiiiiieeee e 707.02
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Application — Assignee

Sec. No.
Plant (See also: Plant patent) ...........cccccocvveeenen. _1600
Prior art............. 2121 to 2129, 2152, 2154, 2158
Prior art effect of international publication.......... 2136
2136.03, 2139.02, 2152.05, 2154.01(a)
Priority

Foreign application...... 213, 214, 214.01, 1402,
1504.02, 1504.10, 2120, 2132.01, 2133.02(a),

_— . . Sec. No.
Application Assistance Unit........ 102, 103, 711.03(d),
711.06 1730
Application Data Sheet (ADS).................. 211.02, 601,
601.01(a), 601.01(b), 601.03(a), 601.03(b), 601.05,
602.01, 605.01, 606, 608.01, 608.01(a), _1130,

1405, 1410, 1410.01, 1417, 1451, 1481.03, 1490,
2136.05(a), 2152.06, 2214, 2266, 2666

Supplemental ADS..........cccoiiiiiee e 601.05

2136.03, 2136.05, 2152.01, 2152.06 - o ) -
Protest 1901 Application Division (See also: _Office of Initial Patent
Pro esI(S """" I """" P """ Ilt) — Examination (Office of Patent Application Processing))
rovisional (See also: Provisional application) ............ o L
501.04. 601, 60101 60L01(b). 60L.0L(C). 602 Appllcgtlon publication............cccevveeeeiiieeiiee e 901.03
702 2127 2136 Citation Of.......ccvviviie 707.05(e
Public inspection 103 Disqualifying/excepted as prior art, commonly owned...
R e e 21702 717.02(0). 718, 4.03. 2146,
Publication (See also: Pre-Grant Publication (PG-Pub)) 215400;0:03 02(c) 8 §04.03 21566
Publication of abstract................... 711.06, 711.06(a) Prior art effect..... 901.03. 2120.01. 2136 2136.03
Receipt and handling................c.ccooo 500 2152.02(b) 2154.01
RECONSITUCHION. ..o 508.04  Arbitration awards NOHCE. ...............correeerreverrreernnnee. 311
Recording and tracking in Technology Center..... 1704 Argument for allowability lacking in amendment... 714.04
Reference Filing...........ccooooii, 601.01(a)  Arrangement of application.................. 601, 608.01(a)
Reissue (See also: Reissue application) ....... 140110 Arrangement of art in Technology Centers.......... 901.07
@ . Art unit number on papers............cccoceiiiiniiin, 502
Rejec.ted deflnmc_)n """""""""""""""""""""""""" 203.02 Artifacts in IFW application...........c.cccoevevcveennnnn 608.02
Relgtlng {0 AOMIC eNEIGY.....-.uevvveer-: 115, 150, 151 Asexual plants (See also: Plant patent) ................ 1600
R?V|ew..: ................................................................ 506 Assigned application
Right t0 INSPECL.......ccoviviiiiiiiiii e 103 Allowance
Right of priority, foreign application........................ 213 Non-Applicant 307
RUIE 1.60....c..ciiiiiiiiiieeiiceee e 201.06(a Applicant 308
RUle 1.62...ccccvviiiiiisinnnen Conflicting subject matter.................. 608.01(m), 822
Sec_recy order Inventor deceased.............coeevvveerieeeiineenns 409.01(b)
S?”al number Nonprovisional application claiming benefitof provisional
Size fee.... 502.05, 506, 509. 607, 608.05. 1415, APPliCAtioN.......cc.cevceiieiec e, 306.01
1893.01 C_ o 2422.03(a Provisional application............cccceeiiiiieennnnn. 302.03
calculations for EFS-Web submissions........ 502.05 Title report 320
?ggectloal (See also:_Special application) .......... £07.02, Assignee (See also: Assigned application) Assignment)
List Access to an application............... 104, 106, 301.01
Pnommatem”mm """"""""""""""""" AJAIESS. ..ottt 302.05
y I patent printing Affidavits under 37 CFR 1.130.... 717.01to 717.01(f),
StAtUS...oeeeeeiiiecee e 2155
Inquiries Affidavits under 37 CFR 1.13L............cccoorren 715.04
Substitute ) Can appoint new power of attorney.................. 402.07
Does not carry ownership from parent............. -308 Certificate of correction.............. 307, 1480to 1485
File wrapper/hlstory notatlon..........' .......... e Q Change of inventorship, CONSent................ 602.01(c)
Table submitted on read-only optical disc or via 1412.04 1412.05
EFS-Web as ASCII text file.......... 608.05, 608.05(b), Common.... 709.01. 822. 2136.01. 2141.01 2146
2422.03 _ 2422.03(a to  2146.03(a), 2148, 215206, 2154.01(d).
Terminology, Claim..........ccoccceeeiiiiiiineenis 608.01(0) 2154.02(c) 2158 2158.01
Title of INVeNtion..........cccociiiie e 606 Consent in reissue....... 1410.01. 1410.02. 1412.04.
Title of invention, change................ 606.01, 1302.01, 1412.05, 1443 1451
1302.04 Double patenting, same assignee.............. 804, 822,
Transfer procedure.................... 909.01(d). 909.02(d) 2146.03(a)
Types (See also: Patent) .........cccveveeeviciviieeeeeeinnen, 201 Duty of diSClOSUre.........ccovcvveeviiiiiiee e 2001.01
Utility (See also: _Patent) .........ccccoveeveviveeennenennne 201 Employees, property interest in patent...... 309, 1702
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Assignee — Attorney or agent

Sec. No. Sec. No.
Entire interest, control.... 106, 301, 324, 325, 402, Multiple assignees..........cccoovivieeiinniineeeennn. 324, 325
402.02 402.05 -402.07 Nonprovisional claiming benefit of provisional... 306.01
Establishing right to take action in applications..... 324, Not endorsed on pending applications.................. 303
325 One of several overlapping applications.......... 709.01,
FOreign.....ccceiiiiee e 302.04 715.01(b)
Interfering applications, same assignee........... 709.01 Parent application.............ocoovvveveeeeeeeeeeeeeeeeees 306
Intervention.. 106, 324, 325, 409.01(a), 409.01(b) Partinterest.... 106.01, 301.01, 717.02(a), 2146.02
Micro entity Status...........cccervriiienieniiieseennne 509.04 Patent.. .o oo 301, 301.01, 302.03
Multlple ASSignees ....................................... 324, 325 Patent and trademark assignment system...... 302.09
Obligated assignee or person who otherwise shows 302.10
sufficient proprietary interest ...........ccccceeeienns 409.05 Pending applications............... 301.01, 302.07, 303,
Part INtErest........cvvvveeeeiiee e 106.01 717.02(a), 2146.02, 2146.03
Patent issues to Plural itemsS........coooiiiiieniice e 301.01
NoN-Applicant.........cceeeiiiiiee e 307 Printing on patent...........ccocooeeiiiiiienen. 307, 1309
APPHCANT.......oeiiiiie e 308 Proof of........cooviiini e 717.02(a), 2146.02
Permitted to take action under 37 CFR 3.73(b)..... 324 Provisional application....................... 302.03, _306.01
325 Recording........oooueeee... 301, 302, 313, 314, 315
Power t0 INSPeCt...........oooviiii 104 RECOIAING fEE.......evevieeeereeeeeeee e 302.06
Printed on PG-Pub Records not kept in application file.............. 303, 320
Revocation of power of attorney... 324, 325, 402.05, Search facilities. .........coooovvevereeeeeeeeeeeeeeeeeeenns 1730
402.07 Security iNterests.......ccocvvvvviviiniiieeniinennn 302.07, 313
Showing sufficient proprietary interest............. 409.05 Title reports 303. 320
Small BMLY.oo Transfer of rights from/to small entity................ 509.02
ASSIGNMENL.....ovoiniinii s =2 TrANSIAtON. ... e 302.02
ACCESS.revvvessse s Assignment Division..... 320, 602.08(b)), 1121, 1730
Allowance of application Administrator and executor authority checked...............
Assignment identification requirements............ 302.03 409.01(b)
Automated Patent and Trademark Assignment Certified Abstract of Title........c.ccovveiiiiiiieiniies 320
SYSIOM e 502.01 Contact iNformation...............cc.ce.eververerrerrernnenees 1730
Chan.ge. Of NAME...ooovo A 314 Information available from PALM............cccccceeinee 320
gt;r;f(llbc)tlng statements of ownership under32347 %FZIZ Mailing address 501
B)-vvvveesen S . Title report 320
Continuing application....................... 306, 324, 325 . L N
Assignment of application for examination............... 504
(070] o)V TR OURTRT 301.01, _302.01 . - .
Corrections in recorded assignment 307 323 Assignment of reexamination to examiner
i i ignment...........
323.01, 323.01(b). 323.01(C). 323.01(d) EX parte ......ccooeveeniiiiicieee 2236, 2285, 2822
Cover sheet. ... Ir?ter partes 2§36. 2648, 2655
Corrections Ssglggn;ent to examiner for examination....... 909.01(b),
323.01(c) 209.02(h) o
Date of recording.........ccccovveeeeiiieeiiiieenieee e 317.01 ASS'St"’.mt. Commissioner  for  Patents (See also:
Effect of recordin 317.03 Commissioner for Patents)
) ) g.. """""""""""""""""""""""""" ’ Assistant Commissioner for Trademarks (See also:
Electronic submission of (EPAS)...... 302.10, 502.0 Commissioner for Trademarks)
502.05 1730 . . )
Emplovees. property interest in patent 309 Assistant  examiner  (See  also: Examiner)
Ex Znyemér?t o?as;/i Ament recgrds 323323071 » ASSOCIate AttOrNEY.......ccvrververierierienienie e 402.02
pung ' assig ~323. 32301d) )\ i Energy Act of 1954......... 120, 2104, 2104.01
Facsimile submission............. 302.09, 502.01, 1730 . L
. . Atomic energy application..........c.cocoeveviieeiiinecineene 150
Foreign language translation...............ccccceeeene 302.02
- Attorney or agent
INAEXING....eeeeiiiie e 315 ; . o
International application 301 Appointment by assignee of entire interest........... 106
Licenses PRICRION. oo 301 713 ASSOCIALE. ... vieeeeriiee it 402.02
Mailin address30205 """ I.S-O*LZ 08 75 1 Compliance with duty of disclosure..................... 2004
Mer egrs """""""""""" — 302'07’ 714 Continuing application...........cccccevevivvereenennn. 201.06(c)
OIS s - T Change of correspondence address................ 601.03
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Attorney or agent — Biological material

Sec. No. Sec. No.

Correspondence with...... 403, 403.01(a), 403.01(b)  Authorin program (See also: Sequence rules) ..... 2430

DN ... 406  Authority of administrator or executor............. 409.01(b)

DISCOUMESY....vevveveiereseisseiseeeissesseseeeesnsesseenes 714.25  Authority of Director, Delegation of.................... 1001.01

Duty of disclosure............ccc.cc....... 2001.01, 2002.01  Authority of Director, Statutory..............c.coccooeenee 1001

Duty to inform patent owner of inter partes Authority to inspect pending application................... 103

reeXamination.........cc.ueeeeei i 2622 Authorization

Excluded from practice.........ccccocvevivveiniiieeniieenne, 105 Credit card payments 509

INSPECHION. ....tiiieiiee it 104 Deposit accounts................... 509.01, 1730

Interfering applications...........ccccoovieeeeeniiiennn. 402.08 Internet electronic mail (e-mail)............ccccco...... 502.03

International application.......... 402.09, 1807, 1808, Power of attorney.........cccceevvcvviiiee i 402

1820 AUOISNIP. ... 715.01(c), 716.10

Interview......... 405, 408, 713to 713.10, 1302.14  Automated Patent and Trademark Assignment System....

Limited recognition............cccccceeeuveeee. 502.01, 502.05

More than one for same applicant.................... Avoiding double patenting rejection........ 804.02, 1490,

Name on Patent..........c.cooveveevreerereeenenens 2129, 2146.03(a), 2158

Name on reexamination certificate

NOt Of reCord.......cooovviiriiiiiieee e

Notarizing 0ath.........cccovevieiiieiiiiee e 602

Office cannot aid in selection of..............c.ccoceee. 401

Petition to reinstate..........ccocceevvveeeriieennne 1002.02(m)

Post Office address.........c.cccovvvviieniiiiienenene, 601.02

Power of (See also: _Power of attorney) ..... 402, 406, B

407, 2501 Background of the invention (See also: _Specification)
In ex parte reexamination................. 2213, 2222 s, 608.01(c)
In inter partes reexamination.............. 2613, 2622 BaCeIa. . e 1601
In supplemental examination......................... 2804 Bar, Statutory (See also: Statutory _bar)

Proof of authority in inter partes reexamination... 2613 Base claim canceled..............ccccocoeeviinnnns 608.01(n)

REEXamination, €X PArte ............ooooeerevereereiees 2213 Base claim rejected............cocooeeii 608.01(n)

Reexamination, inter partes .................. 2622. 2623 Benefit of domestic application (See also: Cross-noting)

REGISIEIEU.. oo 401, 402 s 211.01(a), 211.01(b)

Request for limited recognition.... 402.01, 1002.02(m) Adding .beneflt clglm gfter f"'“?'_ """"" - 211.02(a)

Roster of attorneys and agents........... 601.03. 1730 Correcting benefit claim after filing............ 211.02(a)

SEIECHON. ...eeiiiiiie e 401 i:férleggng benefit claim after patenting........... 1405

SlgnaFure O v 402, 402.03 Deleting benefit claim after filing............... 211.01(a)

SUDSHIEULE. ...eei e 406 i . S . o

Benefit of foreign priority (See also: Foreign application)

Suspended or excluded.......... 105, 407, 714.01(a), . ) . .

714.19 Correcting benefit claim after patenting........... 1402
Commu_nlcatlon With. .o, 105 Benelux Designs Convention (See also: Treaties) .......
INSPECHION DY.....evviiiiiiiiiiiee e 105 213.01 1504.10
INEIVIBW....ooovvmmmsmmmmmnsssssnnssnnnssnsesessenes 05, 713.05 Best mode................... 608.01(h). 2165t0 2165.04

Telephone number on letters............ccccveeeeeenns 714.01 Affidavit or declaration...........

Telephoned by examiner........ 408, 713.01, 1302.14 Compared to enablement

Two patent practioners for same application..... 403.02 COMPULET CASES.....ocoveeiriiiieiieeieeniee e

UNregistered.........ooovvriiiiiinieniieee e 402 Considerations relevant to........................ 2165.01

Washington, D.C. area representative................... 408 Evidence of concealment................ 2165 2165.04

Withdrawal...... 402.06, 1002.02(s), 1808, 2804.01 Form paragraphs used to reject.............o........ 2166

Withdrawal after patent granted.... 2223, 2560, 2623 Requirements for rejection for lack of.......... 2165.03

?gggahan Patent Office (IP Australia)... 1840 1842.80635 Bibliographic Information.................ccceevuevene.. 601.05
L N Biological material..... 2164.06(a), 2164.06(b), 2402,

Authentication of oath............cccccoeviiiiiiiie, 602.04 2403

Authentication of e-mail sender...............ccccouev.e. 502.03
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Biotechnology — Certificate of correction

Sec. No.

Biotechnology (See also: _Nucleotide sequences) .......
2400

Deposit of biological material..............cccveeeen. 2403
Deposit rUles.........cooviiiiiiiieeeie e 2402
DepPOSIt terM....ccevieii e 2408
Enablement..........cccooeneieiennnnne 2164.06(a), 2402
Examination of applications, deposit issue...... 2411
2411.01

Patent In computer program...............ccccccvvvnnne 2430

Process claims under pre-AlA 35 U.S.C. 103(b).........
2147

SAMPIES. ..o 2410
Sequence rules (See also: _Sequence rules) ... 2412

Sec. No.

CAFC (See also: Court of Appeals for the Federal Circuit

(CAEQC))
Canceled matter, before papers executed.... 602.08(b)

Canceled matter, cannot be recaptured in reissue........
1412.02

to 2416, 2418to 2419.03, 2422to 2422.04,
2422.06, 2422.07, 2422.08, 2423 to 2431, 2433,

2434 2435
Written description..........oocevevieerenieeenns 2163, 2402

Board of Patent Appeals and Interferences (See also:

Patent Trial and  Appeal Board  (PTAB))
BoOks in library.........ccoccvviiieeiiiieniiccee, 901.06(a)
Borrowed publications............... 901.06(a). 901.06(b)

Box, Mail (See also: _Correspondence) _Mail Stop)
Breadth, Undue (See also: _Undue breadth rejection)

Canceled matter, Restoring............ccceeevveeen. 608.01(s)
Canceled matter in patented file..........c....c.c.... 901.01
Canceling claim after issue...........ccccccoveieeeenn. 714.16
Canceling claims not appealed....................... 1214.05
Canceling drawing...........cccoeveeeiiieeenieeenene. 608.02(t)
Cancellation of drawing figures.................... 608.02(t)
Candor, Duty of (See also: _Duty of candor and good
faith) v 2001, 2001.03
Carbon copy, application papers...........ccc........ 608.01
Carbon copy of amendment...............c.cceeeee. 714.07
Card catalog in library..........ccccociennineennn. 901.06(a)
Caricatures, Offensive............ccc....... 608, 1504.01(e)
Catalog and circulars..........ccccooocvieieeeininnn. 901.06(a)
Central Facsimile Number...................... 502, 502.01
Central Reexamination Unit (CRU) (See also: Office of
Patent Legal Administration (OPLA)) .........c.ccu..... 103,

1002.02(c)(4), 2212.01, 2224, 2227, 2229, 2231,
2233, 2235to 2237, 2239, 2240, 2242, 2245 to
2249, 2258.01, 2262, 2265, 2267, 2270, 2271.01,

2274, 2281, 2283to 2287, 2289, 2294, 2295,
2624, 2634to 2636, 2646, 2647, 2647.01, 2648,
2660, 2662, 2664, 2666.06, 2667, 2670, 2671,
2671.01, 2671.02, 2671.03, 2674to 2679, 2682,
2686.01, 2686.03, 2686.04, 2687, 2687.01, 2689,
2694, 2803.01, 2812, 2812.02, 2812.03, 2816,

Brief, filed on appeal..........cccoceveiiviiiiniccicieee, 1205
EX parte reexamination............cccccceeveiiieeeaeennne 2274
Inter partes reexamination....... 2662, 2665, 2675

Defective........oovveveiiniiiiicice 2675, 2675.02

Brief description of the drawings (See also:

Specification) .......cccoeiiiiiiieeiiiiee e 608.01(f)

Brief summary of invention.......... 608.01(d), 1302.01

British English spelling..........cccocceeiiiiiieeeecinnns 608.01

British specification, provisional....................... 214.03

Broadening claims in reissue..........ccccceeeeennnee 1412.03

Browser executable code in specification........ 608.01

608.01(p)

Budapest Treaty (See also: Microorganisms) Treaties)
... 901.05(b), 2402, 2404.01, 2405, 2408, 2409,
2410.01 2410.02 2411.01

DEPOSIHONIES. ..ceiiieeeiiieriee e 2405
Bulletin, Classification (See also: Classification) Orders)

Burden of proof..... 2107.02, 2112, 2113, 2163.04,
2164.04 2182 to 2184

Business hours of USPTO.........cccceeeeeieeeeieieeeiiennn, 510

Index-13

2816.02, 2817.01, 2819, 2822
Certificate, derivation............ccceeeeevivveieeevieeeee, 901.04
Certificate effect of signature.................. 402.03, 410
Certificate, Ex parte Reexamination................... 2288

0] 0 = | PR 2290

Certificate, Inter partes Reexamination.. 2688, 2690,
2694

Distribution...........coovieeieii e, 2692
0] 1 = | PR 2690
Reissue patent as.........ccccovveeeriveennnen. 2688, 2694
Certificate, Inter Partes review ....................... 901.04
Certificate of correction....................... 1480 to 1485
Applicant’s mistake...........cccooveeeiiiieniieennieenns 1481
ASSIgNEE’s NAME........cccvvvvveeerirrenennn, 307, 1481.01
BrancCh.......ccccvvveiiee s 1002.02(1)
Copy required in reexamination
EX PArte .ovveeeiieieiiiiieeeeee e 2214
Date of iSSUaNCe.........ccceeeeeeiiiiiiiiiciciiees 1485
Domestic priority....... 211.01(a), 211.01(b), 1003,
1402, 1481 1481.03
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Certificate of correction — Citation of prior art

Sec. No.
Electronic publication.............ccccceeiiiiieeeiinnins 1485
Expedited issuance............ccocceeeeeiiiiieneenn. 1480.01
Foreign priority.................. 216.01, 1481, 1481.03
Form PTO-1050................... 1480, 1480.01, 1485
Form PTO/SB/44................. 1480, 1480.01, 1485
Handling of request for..........cccccoeviieeeeiniinnnn. 1485
International application priority................... 1481.03
Inventorship.........cc.c....... 1412.04, 1481, 1481.02
Matters requiring TC Director’s attention.......... 1003
Office’s mistake..........cccocvververneennnn. 1480, 1480.01
Official Gazette listing...........ccccceeeenneee 1480, 1485
Patent in litigation...........ccoceeeeeiiiiiee e 1003
Petition of refusal to issue.............c.c....... 1002.02(c)
Reissue application...........cccccceeuee 1411.01, 1443
Report by examiner.........ccccccveevviiieree i 1485
Third party standing.........ccocceeeviieeiniieeniieeee, 1480
Certificate of mailing or transmission (37 CFR 1.8).......
502.01 511 512, 513
Ex parte reexamination............ 2224, 2265, 2266
Information disclosure statement...............c...... 609
Inter partes reexamination... 2624, 2666, 2666.05
International application........... 1805, 1834, 1865,
1893.01(a)(1)
Maintenance fee..........coovvviiieniieiiccee 2510
Overcoming abandonment..... 711.03(c), 711.04(c)
Period for reply......ccco e 714.17
Certificate of service
EX parte reexamination............cccccceeveiieeeeeeennne 2220
Inter partes reexamination...............cc...o.... 2666.06
Certificate, post grant review............ccccceeuvnee.. 901.04
Certified copies
Abstract of Title........ccooeeviieiiiiiiiiiieeeeeeei, 320
Appeal to federal circuit 1216.01
Application as filed..........ccccoviiienennne 608.01, 1730
Certified Copy Center...... 501, 502, 1730, 2209,
2232 2435 2803.02
Civil lIitigation........ccveveeeiiiiiiee e 1216
Facsimile submission not permitted............... 502.02
Facsimile requests for.......c.ccoocveveeiiiiiiiineeeis 1730
Foreign application... 213.04, 215, 502.02, 1402,
1417, 1481.03, 1504.10, 1893.03(c), 2138.06
MPEP.....oiiiiitiieie e . 1730
Orders for.......uuvie i 1730
Patent COpIeS........covvvviiieiiiei e 1730
Patent related file wrappers.........ccccoeveeerninnen. 1730
PCT application.............. 1801, 1828, 1893.03(c),
1895.01 1896
Photocopies not permitted.............ccoocvvveeeen. 502.02
Provisional application................ccccceeeennee 103, 104
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Reexamination
Ex parte .......
Inter partes

Change from small entity status (See also: Small entity

SEALUS) .vveeeiiiee e 509.03(b)
Change of correspondence address............... 601.03,
711.03(c)
Characteristic feature in design applications.. 1503.01,
1504.01(a)
Chemical compound............cccoeviieeeniieennnen. 608.01(b)
Chemical practice
Enablement.........ccccooviiiiiiee e 2164.06(b)
Generic chemical formula........... 2131.02, 2144.08
Markush.........cccoeenennn 803.02, 2117, 2173.05(h)
Chief Administrative Patent Judge.............. 1002.02(f)
Circulars (See also: _Publication) ..........cccccceeviieeennennn.
Citation of prior art
A.P.C. publications...........ccccveviirininnennnnn 901.06(c)
Abbreviatures...........cccveevreenns 711.06, 711.06(a)
ADSEract........cooceeveennens 711.06, 711.06(a), 2120
Allowance, Listing at........cccccceevviiivereeesininnnn. 1302.12
Applicant's............. 707.05(b), 707.05(d), 1302.12
Complete data.......c.coooceveeeeeeiiiieieee e 707.05(e)
Copies furnished.........ccccocveiiieeiiiincnnen. 707.05(a)
COITECHON. ...ttt 707.05(q)
Correction, period for reply.........ccccceviieneen. 710.06
Cross references........cocovvvcveviiec e 707.05(e)
Data USEd.......cccuvevvirriiirieiee e 707.05(e)
Decisions, orders, notices, memoranda......... 707.06
Defensive publications................ 711.06, 711.06(a)
Electronic Resources...........ccccovviveenneennn. 707.05(e)
EXaminer's anSWer............ccouiiueeeeeeaniiieeneaeenene 1207
Foreign language documents..............cccuueeenn. 2120
Foreign patent data................ 707.05(e), 901.05(a)
Foreign printed applications..................... 901.05(b)
Form PTO-892 reproduced....................... 707.05(a)
INCOIMECE.....cuveuieieeieiieeeieerie s 707.05(g). _710.06
Literature, in specification......................... 608.01(p)
Mailing copy to patent owner................ 2206, 2208
Memorandum...........cvevveririeneeiiee e 707.06
NOLICES. ..eiei it 707.06
Order of liStiNg.......covvvriiiiiiiee e 707.05(c)
OFUEIS....iiiiiieiiieee et 707.06
Patents series, U.S. (See also: Patent) ........ 901.04
Periodical..........cccccecvveviiieeiinnn 707.05(e). 901.06
Prior art effect of international application... 2136.03,
2139.02, 2152.05 2154.01(a)
Prior art in application.............. 707.05(b), 1302.12




INDEX

Citation of prior art — Claim

Sec. No.
Prior art in patent...........ccccevviiieeeeenns 1920, 2200
Confidentiality 2203
CONtENL...cii e 2205
Court deciSioN........ccuveieeiiiiiiiie e 2207
Filing and handling............cccccviiiiiiiinennnines 2206
Parties who may Cite..........ccccvveeiiiiiireennns 2203
Service on patent OWNer.........c.cccveevveeernennn 2208
Time for filing........oocoeiiiii e 2204
Publications..........ccccceeeeeeiiiei s 707.05(e)
References........ccccoovuiieiiinniinnnnn. 707.05
Allowance in first action 1302.12
From applicant..................... 1302.12
Citizenship of applicant..........c.ccceevveviieeiniinenns 601.05
Civil action under 35 U.S.C. 145........ 1214.07, 1216,
1216.02
Civil action under 35 U.S.C. 146...........cevvvvennn.... 1216
Claim.....ooeeeiiiiiiee e, 608.01(i), _608.01(k)

“Adapted for” clauses in... 2103, 2111.04, 2143.03
“Adapted to” clauses in.... 2103, 2111.04, 2143.03

Added by amendment.............cccceeeeeennne. 608.01(0)

Results in change of inventorship.............. 602.09
Added in excess of number of claims previously paid
(0] SR SOTPPR 714.10
After prosecution closed................. 714.16, 714.19

After prosecution closed, near end of time period......
714.20

AJOregation..........coceeeinieeeniiee e 2173.05(Kk)
All allowed.........ccoeiiiiiiieni e 710.02(b)
All canceled.........cccoi i 711.01
Allowable except as to form............ 706, 707.07(a)
707.07(j)

Allowed, Rejection of...................... 706.04, 706.05
Allowed, Withdrawn appeal..............cccueeeeen. 1215.02

Alternative phrase (See also: Indefinite claim) ..........

2117, 2173.01, 2173.05(h), 2173.05(i)
Amendment of (See also: _Amendment) ............ 714
ANAIYSIS...ciiiiiiiiii e 904.01

Antecedent basis (See also: _Indefinite claim) ...........

2173.03 2173.05(e)
Basis in description....................... 608.01(0), 2171
Basis in disclosure............cccoeeeeeeennen. 608, 2163.03
Breadth...................... 2163.05, 2164.08, 2173.04
Broadening in reissue application............... 1412.02
1412.03

Dependent claim.........cccccceeiiiiiiieeeininne. 1412.03
Cancellation by examiner after appeal........ 1214.05

Cancellation results in change of inventorship...........

602.01(c)
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Sec. No.

Change after Board statement of allowability.............
1213.01

Combination, old..........cccooevivveeiiiiieeeeeenen, 2173.05())
Combination and subcombination .... .806.05(a)
Combination Sets.........cccovieeeriiieiiiee e 905.03
COMPIiSINgG....cccoveieerreieeirenn. 2111.03, 2173.05(h)
Considered in deciding reexamination request...........
2243 2643
Consisting essentially Of...........cccocceeiiinene 2111.03
Consisting of.........ccccceeieenens 2111.03, 2173.05(h)

Construed in light of specification... 608.01(0), 804,
2103, 2106, 2111to 2111.03, 2129, 2145,
2164.08, 2173.02to 2173.05(c), 2181, 2184

Contingent limitations...........ccccccveviveeininenn. 2111.04
Copied from patent (See also: _Claim presented
corresponding to claim of patent)
Correspondence with disclosure. 1302.01, 2173.03
Defined by specification, term..................... 2111.01
Dependent........coooueeeeeeiiiiieeee e 608.01(n)

Dependent, objected to when improper.... 608.01(n),
706.01

Dependent on canceled or rejected claim..................
608.01(n), 706.01, 707.07()). 1214.06

Design application...........ccccccueeeennn. 1503, 1503.01
Differing only by functional statement.............. 2114,
2173.05(q)

Diminishing scope........cccccccovvvvvieeeeeinnnee, 2173.05(h)
Disclaimer.........ccccoevveeveennens 710.02(d), 2304.04(c)
Domestic benefit..................... 210to 211.05, 217
Double inClusion............ccevvveviiiiicinieen, 2173.05(0)
Duplicate.........cocceveeveerueennens 608.01(m), _2173.05(0)
Each mentioned in letter...........c.ccoccvveennen. 707.07(i)
EqUIValence........ccceeeeeiiiieece e 2183
Excess added by preliminary amendment over number
of claims previously paid for............ccccceeeennins 714.10
Excess over fee after notice of allowance.. 714.16(c)
Fees, dependent.............cccovvvviiiiiiiineccens 608.01(n)

File wrapper notation
Foreign priority (See also: _Foreign application) ........

210, 213 to 217
FOMM.. e 608.01(m)
Function of machine.............cccoccceeinnen 2173.05(v)
Functional............ccee...... 2103, 2114, 2173.05(g)
Generic (See also: _Generic claim) ......... 806.04(d),
2173.05(h)

lllustrated by drawing........... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim)..........ccccceee..ee 2129
INACCUNALe. ... 2173.03
INnCOMPIELe.....coeeiiiiiiiee e 2172.01
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Claim — Claiming same invention

Sec. No. Sec. No.
Indefinite......c..oeeeeiii 2173, 2175 NUMDBEIING .o, 1453, 1455
Independent...........coociiiiiii e 608.01(n) Original claim subject to examination........... 1440
INAEX...coiiiiiii e 719.04 Printed in Official Gazette ........vvooveeeeeeii, 1455
Informal......c..ooovieriii e 702.01 Same invention as original patent........... 1412.01
International application............cccccceeiiiiieeeeennnes 1824 Underlining and bracketing............... 1453, 1455
Interpretation.. 2111, 2111.01, 2111.02, 2111.03 REJECHON. ..., 706, 2121to 2187
JEPSON...ii e Relative terminology...........ccccoovvvevevennne. 2173.05(b)
Linking.............. Renumbering at issue............... 608.01(j), 1302.01
821.04(a) Renumbering dependent.......... 608.01(n), 1302.01
Linking, Generic Single means......... 2164.08(a), 2173.05(g). 2181
Markush._ """""""""""""""""""""""""""""""""""" SiNgle SENtENCE.......eeveeeeeeeeeeeeeeereean 608.01(m)
Generic - Species, how recognized........ 806.04(e), 806.04(f)
IMPIOPEL....eiiveieeeteeie et enea Species (plural) added. ..o 818.02(h)
INAEFiNIte.....oovovv Statutory requirement..........ccccoovveeeriineenns 608.01(k)
Subgenus. ... 2173.05(h) Subgenus (Markush type).............cco...... 2173.05(h)
SUPPOMT...ooviieinene £608.01(p) Subject matter eligibility.................... 2104, 2106 to
Material or article worked upon..............c......... 2115 2106.07(c)
Means (See also:_Means) ................ 2181to 2185 Suggested for interference... 2304.03 to _2304.04(b)
MISSING...veeiiieiie e 601.01(e) Failure t0 Make. ..o, 2304.04(c)
Multiple dependent.............c.ooooerninn, _608.01(n) TIME Moo 710.02(c)
Multiplicity.......ccccooocieeeenne 2173.05(h), 2173.05(n) Summary of invention, consistent............. 608.01(d)
Negative limitation..........c.c.ccoonninn. 2173.05(i) Terminology basis in description.............. 608.01(0),
New matter................ 608.04, 608.04(a), 2163.06 2163.02, 2163.05, 2173.01, 2173.05(a)
Reissue application............ccccoeeiiierennnnes 1411.02 Unsupported 2163.01, 2173.03
Nonelected invention...... 803.02, 821.01, 821.02, Use ClaimsS.......ccvvveiieiineeeeiee e 2173.05(q)
821.04(a) Vague (See also: _Indefinite claim) .... 706.03, 2171
Nonelected invention, Added.............c.cccov... 821.03 to 2173
NONSLAtULOrY.. ..o 2104 to 2107 Varying SCOPE......ccoeuuereeeeeiiiieee e 608.01(m)
Novel, nonobvious starting material or end product.... “Whereby” clauses in...... 2103, 2111.04, 2143.03
2116.01 “Wherein” clauses in....... 2103, 2111.04, 2143.03
NUMDENG......ooiiiiiiii 608.01(j) With motion granted in part...........ccccccee..... 714.20
Objection contrasted with rejection................ 706.01 Withdrawal of appealed claim by cancellation............
Official Gazette(O.G.)...cccvvvveeviiiiiieeeiiiee. 1302.09 1214.05, 1215.03
Omnibus claim 2173.05(r) Claim presented corresponding to claim of patent (See
Ordinary and customary meaning.... 2106, 2111.01 also: _Interference) .................... 710.04(a). 2304.4(a)
Patentably diStinCt...........c.ccoveverveveverennnee. 608.01(m) Appeal of rejection............coooiiinin, 1200
Plain meaning of claim term........................ 2111.01 Disclaimer rejection...........ccoovnnns 2304.04(c)
Plant application..............cccoeveveveenn... 1605, 1610 Late amendment.........cocceeeiiveeeniiieeniiees e, 714.19
Present on Filing Date.................... 608.01(l), 1410 Not a reply to Office action...............c........ 711.02(b)
Priority (See also: Foreign application) .... 210, 213 Patent in different Technology Center...... 2304.01(b)
to 217 Period for reply.......cc.cccevvvennens 710.02(c), 710.04(a)
Product, Functional...........cc.ooovveiiiiiiiniiiiieeees 2114 Prosecution closed..........cccoooevvvvieiiiiiieeeeeenn. 714.19
Product by process............ccceue.. 2113, 2173.05(p) REJECHON....ceiieiiiii e 2303
Prolix (See also: _Indefinite claim) ......... 2173.05(m) TC Director’s attention..........cccvcveevvenieesiinens 1003
Ranges..... 2131.01, 2131.03, 2144.05, 2163.05, Rejection, Failure to reply to.................... 2304.04(c)
2173.05(c) SPECIAL....evvveeceeeeeeeeee e 708.01
Reference numerals included.................. 608.01(m). Claiming same invention............ 715, 715.05, 2104,
2173.05(s) 2107.01, 2135, 2135.01, 2136.01, 2136.05(a),
Reissue application 2139.03, 2146to 2146.03(a), 2152.07, 2154.01(d)
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Class, scope — Common representative for international application

Sec. No.
Class, SCOPL....uuuiiieeiiiiiiee et ee e seiere e 903.02(b)
Class definitionsS........ccovveeeeeeiiiiececciiiiis 902.02
Classification (See also: Patent classification) ..... 900
Application (See also: _Classification of application)
BaSIS. .o 903.02
Cooperative Patent Classification System (See also:
Cooperative Patent Classification) ...... 902, 905.02

Definitions

FOr CPC.oiie e 905.02
For USPC.....c..ccccevvevienne 902.02, 902.02(a)
DESIgN..ccciiiiiiie e 907, 1503.01
Examiner (See also: Classification _examiner)
Foreign patentS.........cccveeeieiiiiieiies e 903.03
Harmonized subclasses..........cccccccovvvvienennne 903.06
Index to U.S. Patent Classification...................... 906
Classification, International
INAICES. ...ttt 902.03
INformation..........cccooeeeiiii i 902.03(a)
International...............ccocoiiiii e 906
Issue classification form/sheet/slip..... 903.07, 907,
1302.09 1302.10 1302.13
Locarno International............ccceevceieiniieeinieeennnnn. 907
ManNdatory........ccvueiieeiiiiiee e 903.07
Manual for USPC.........cccccceeviiiiieeesiiiiiee e 902.01

Patent classification Home Page on the Internet........

902.03(a)

Sec. No.

Transfer to another Technology Center..... 909.01(d)

Classifier, POSt.........coovevieveieeiiinens 909.02(e), 903.10
Clean copy of specification......... 608.01(q), 1302.02

Clearance for new law interpretation... 1003, 1207.02
Closed prosecution except for formal matters...............

707.07()). 710.02(b) 714.14
Prosecution not closed..........ccccceeeevereriinnne. 707.07())

Closing of U.S. Patent and Trademark Office.... 213.03
510

Code of Federal Regulations (CFR) (See also: _Rules

Patent (Code of Federal Regulations))
Coinventor, Power of attorney...........ccccceeevveee. 402.10
Collateral estoppel (See also: _Estoppel) ....... 2012.01
Ex-parte reexamination..............ccccceeeeerinnenn. 2259
Inter partes reexamination...............ccceeveuveennne 2659
Combination and aggregation.................... 2173.05()),
2173.05(k)
Combination and subcombination............... 806.05(a),
806.05(c), 903.02(b)
Comments on tests or examples................... 707.07(1)
Commercial activity or explotation as on sale (See also:
On sale) .......... 2120.02, 2133.03to 2133.03(e)(7).
2139.02 2152.02(d)

Commercial success of invention, affidavit alleging (See
also: _Affidavits, traversing rejections (37 CFR 1.132))
......................................................... 716.03, 1504.03

Commissioner for Patents (See also: _Office of the

Nonpatent literature 901.06 Commissioner for Patents) ............... 409.03, 708.01
Patent, Change of.........cccccceviieeiiii e, 903.05 Duty of DiSClOSUre t0.........cceeviiveeinieeeiiieenne 2001.03
Patent Classification Home Page on the USPT Mailing address.........c.ceveeiiiiiienie e 501
INrANEL.....eeeiiicee e 902.03(b) SEALULOrY DASIS. ... 1001
Principles. ... 903.02 Commissioner initiated reexamination (See also:
REVISION....cccoiiiiiiieieeccieie e 903.02(b) Director initiated Reexamination)
Statutory authority..........ccccecveeeeiiiiieeee e, 903.01 Commissioner for Trademarks
Classification examiner Petitions decided by..........cccccceverveinennene. 1002.02(i)
Patentability report..........ccccoecviiiiiiiineene 705.01(a) Commodity Control List (CCL).......cccceevvvreriiieennnen. 120
Classification of application................cccoceeviiinnns 900 Common applicants.... 709.01, 715.01(a), 717.02to
Allowed application........... 903.07, 1004, 1302.10 717.02(d). 2136.01. 2137, 2139.03, 2146to
Amendment affecting 909.01(c) 2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
By @ppliCant..........cccovviriiiiiei e 601 Common knowledge, use in rejections............... 2143,
Cross-referencing.......cccccovcveeeeeeiiiiieeneennne 903.07(a) 2144.03 )
DISPULET. ..o 909.01(d). 909.02(d) Common ownership.. .717.0210 .717.02(d). .2136.01,
. 2137, 2144.01, 2146to 2146.03(a), _2154.02(c),
File wrapper data..........cccccoovevieeieiiiiiiieee s 719.03 2156
Improperly classified.............. 909.01(d). 909.02(d) Conflicting claims.. 303, 608.01(m), 709.01, 804,
New application, by Office of Patent Application 822, 2136.01, 2139.03, 2146.03, 2152.07,
Processing.........ccccveevveenn. 909.01(a), 909.02(a) 2154.01(d) 2158.01 2304.05
New application, by SPE........ 909.01(b). 909.02(b) Requirements to establish..... 717.02(a), _717.02(b),
Post classifier.........c.ccccoeiveennnee. 909.02(e), 903.10 2146.02
Preliminary........cce i 601 Common representative for international application.....
RUIES GOVEINING.......o.oveeveeeeeeeeeeeererseneans 909.02(e) 402.09 1807
Index-17 Rev. 07.2022, February 2023
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Communication with suspended or excluded attorney or agent — Continuation

Sec. No.

Communication with suspended or excluded attorney

(o] g (o =] o | P PP PPT TP 105
Communications, official mailing address for........ 501
Communication via Internet e-mail................... 502.03
Comparative tests (See also: _Affidavits, traversing
rejections (37 CFR 1.132)) ...ccevevvviiveneeennnnns 716.02(b)
Complete application........ 506, 601.01to 601.01(g)
Complete British specification.......................... 214.03

“Comprising” as transitional phrase 2111.03
“Comprising”in Markush claim... 2111.03, 2173.05(h)

Computer generated iCONS............cccvveeeenn. 1504.01(a)
Computer programs or software
Adequate disclosure.................... 2164.06(c), 2181
Affidavit practice.........ccccoeviiierieiiiiiieenen. 2164.06(c)
Best Mode........cocvevvieiiiiiie 2161.01

Computer Program Listing Appendix... 601, 608.05

608.05(a)
Deposit of listings...........cccccueee.. 608.05, 608.05(a)

Enablement............cccccvvvvnnnns 2161.01, 2164.06(c)
Patentable subject matter...... 2106, _2106.04(a)(1),

2106.04(a)(2), 2106.05 to 2106.05(h)
Printed in PG-Pub.........cooveviiiie, 1121
Undue experimentation............ccccoeveeenne 2164.06(c)
Written description...........ccoceveeeeiiiiiiieeee e, 2161.01
Concealment.............. 608.01(h), 2138.03, 2165.04
Conception....... 715.07, 2136.03to 2137, 2138to
2138.06 2163
Concordance, International and United States
classification.........ccuveeeiiiiiiee e 906

Concurrent Office proceedings....... 2282 to _2286.01,
2820

Conduct in public information facilities................... 510
Conduct of ex parte reexamination proceedings.........
2254
Conduct of inter partes reexamination proceedings.....
2654

Confidential material.................. 121, 724to 724.05
Confidential material submission............ 121, 724.02
Confidential party of interest.................... 2202, 2203
Confidential status of application......... 101, 2136.01
2154.01(d)

Same applicant..... 608.01(m), _709.01, 804, 822,

2120.02, 2136.01, 2146.03, 2154.01(d)

RuUle 1.53(d)..cccveeeiiieeeiiieeeie e 201.06(d)
Confidential submission of prior art and section 301
written statements..........ccccveeeviiiiieeenees 2202, 2203
Confidentiality, pending applications...................... _100
Confidentiality of international applications........... 110
Confirmation NUMDBEr.........ccceiieiiiiiiee e 503

Rev. 07.2022, February 2023
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Sec. No.

Conflicting applications, same assignee.......... 709.01,
715.01(b), 804.03, 822, 2136.01, 2141.01, 2146,
2146.01, 2146.02, 2146.03, _2146.03(a), 2148,
2152.06, 2154.01(d), 2154.02(c), 2158, 2158.01

Conflicting oaths or declarations.................. 602.01(c)
Congress, Inquiry on status of application by member
OF e 203.08(a)
Conservator, unavailable joint inventor............. 409.02

“Consisting essentially of” as transitional phrase..........
2111.03

“Consisting of” as transitional phrase............. 2111.03
“Consisting of” in Markush claim................... 2111.03,
2173.05(h)

Constitutional basis for patents...........cccceeveevieeiinenn.

Constructive election (See also: _Election of species)
.................................................. 818.02(a). 818.02(c)

Constructive notice to patent owner of request for

reexamination..............ceuvvveeeeeeeeeeeeeeveennen, 2230, 2654
Constructive reduction to practice.................... 715.07
Consular certificate..........ccoeeeeeeeeeeiiiieiiieeeeene. 602.04

Consular certificate, Foreign executor or administrator..

409.01(b)

Consular certificate, Omission of...................... 602.04
Consular offiCer.....iiiiiiiii, 602.04
Content of ex-parte reexamination request........ 2214
Continuation............... 201.06(c), 201.07, 601.01(a)

Abandonment of prior nonprovisional application ......

201.06(c)

Affidavits, copies Of.........cccccveiiiiiiiennns 201.06(c)
Assignment carried from parent..............c....c... 306

Change of attorney/correspondence address............

201.06(c)
Continued prosecution application (CPA)... 201.06(d)

CopeNdenCY.......ccecevvuiieeeeeiiiiieee e 211.01(b)
Cross-reference to prior application.......... 202, 211
Definition

DESIGN...ccieiie e

Effective filing date..........ccccoooiiiiiiiiiis 211.02
Examination.........ccccceeviiiiieneeeiiieiee e 201.06(c)
Extension of time........ccccoevivieiiiieninenn, 201.06(c)
File wrapper continuing (FWC) ... 201.06(b)
File wrapper/history notation...............cccceeeveenns 202
Final rejection on first action.................... 706.07(b)
Incorporation by reference......................... 201.06(c)
Identification on letter of transmittal.................... 506
Inspection of parent...........cccceveeviiivieeee i, 103
International application.............ccccocveeeeenn. 1828.02
International application as parent........... 211.01(c),
1895

Inventor, at least one in common................... 211.01




INDEX

Continuation — Cooperative Patent Classification System (CPC)

Sec. No. Sec. No.
INVENtOrShip......cvvveeeeiiii e, 201.06(c) When patented, opens parent application to public
New matter 201.07. 608.04(b) INSPECLION. ...t 103
Oath..ooeeeei, 201.06(c), 602.05(a), 602.05(b) Continued Prosecution Application (CPA)....... 201.01
Parent application data noted in file history/wrapper... 201.06 -201.06(d)
202 1302.04 Amendments before first Office action...... 714.01(e)
Reference to parent app”cation ________________ 202. 211 Application NUMDET ... 503
Reference to parent app]ication inadvertenﬂy ASSignee rlght to take action..........c.......... 324, 325
OMILEEd. .. 1302.04 Certificate of mailing or transmission.................. 512
Reissue......... 1402, 1410.01, 1410.02, 1412.03, Complete non-provisional application........... 601.01,
1415.01, 1441, 1451, 1455, 1460, 1481.03 601.01(a)

RESHICHON. ... 819 Continuation-in-part not permitted................. 201.08
RuUle 1.53(D)..ceveeeiiiieiiieeieee e 201.06(c) Continuity with parent...........cccccccovcveennnen. 211.01(b)
RuUle 1.53(d)..cccveeeiiieeiiiieeiiiie e 201.06(d) Correspondence........ccceevveeeviueeeeineenns 502, 502.01
Rule 1.60 application, Former................... 201.06(a) Cross reference to previous application.............. 202
Rule 1.62 application, Former................... 201.06(b) Design application.................... 201.06(d), 1502.01
Small or micro entity status.............c......... 201.06(c) Eliminated for utility and plant applications.................
Specification and drawings........................ 201.06(c) 201.06(d

Substitute statement under 37 CFR 1.64... 201.06(c) Express abandonment of prior application.... 711.01,
Terminal disclaimer, effect in............cccceeeennn. 1490 711.02(b)

Time for filing.....cceeveeiii e, 211.03 EXIeNsIion Of tiMe...........coooovvveviinsininiiis -201.06(d)
When patented, opens parent application to public Filing date........cccoeeeiviiiieee e, 201.06(d)
INSPECHION. .....vecveveeesee et eeee ettt er s en e eeeen 103 Improper CPA treated as RCE... 201.6(d), _706.07(h
Written description requirement..................... 211.05 Information disclosure statement in parent.... 609.02,

Continuation-in-part...................... 201.08, 601.01(a) 107.05 )

Assignment from parent does not apply............. 306 INVENOrShip.....cvveveeeiiiiieee e 201.06(d)
Copendency 211.01(h) Patent term.........cccoevvieiee 1303, 2701
Cross reference to parent application....... 202. 211 Plant application, no longer available........ 201.06(d)
Definition... oo Public access t0........cccoovvcvieniiiiiciicine 201.06(d)
Design application Published as PG-Pub..........cccocoiiiiiiiiiiees 1120
Effective filing date...... 211.02. 2133.01. 2139.01. REISSUE......eviiiiiiieiicc e 1430, 1470
2146.03(a) 2151 2152.01 Reference to domestic benefit claims.......... 1302.04
File wrapper continuing procedure............ 201.06(b) Restriction requirement in prior application........ 819
File wrapper/history notation.............c..c......... 202 Signature Requirements................c......... 201.06(d)
Filed by aSSIGNEE........oovoveeeeeeeeeeeeeeeeeeeeneen 324 Small or micro entity status....................... -201.06(d)
Identification on letter of transmittal.................... 506 Suspension of action............c.cocoiiii 709
INSPECHON O PATENL......ecvveeeeeeeeeeeeeeeeeeeerereeen, 103 Terminal disclaimer, effect in..............c.....oe.e. 1490
International application used as mechanism to file.... Utility application, no longer available....... 201.06(d
1828.02 Continuing application............... 210, 211, 1302.12,
International application as parent............ 211.01(c) 1302.04

Inventor, at least one in common................... 211.01 Specific reference......ccoveeeeeeeeeiiiiiienn, 202 11
T 306 Continuing data (See also: CroSs-NOtNG) ... 202
Reference to parent application..................... 211.02 Continuity between applications................... 211.01(b)
Rejection over publication of parent application......... Control of inspection by assignee................ 104, 106

2133.01 2154.01(b)

Rejection over published priority document................

2154.01(b)

Rule 1.53(D)..cccvveeiiiieeiiiee e 201.06(c)
Rule 1.62, FOrmMer........ccccvvvveeeiiiiiineeeeiis 201.06(b)
Time for filing......c.coveviii e, 211.03

Index-19

Convention, International (See also: _Treaties) .............
213.03

Converting nonprovisional and provisional
applications...........ccecveeveeveerreenenn, 201.04, 601.01(c)
Cooperative Patent Classification System (CPC)..........
902 05
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Cooperative Patent Classification System (CPC) — Court decision

Sec. No.

Classification in.............cccceevvnn.
Combination Sets

DefiNitioN......cccvviieeiiiee e
References in Definitions...................... 905.01(a)(1)
SCREME...oiii e 905.01
Warnings in Definitions............cccoceeenee 905.01(a)(3)
COPENAENCY.....eeeieiiiieeeiiie e 211.01(b)
Copending uU.S. application

Common ownership..... 717.02(a), 2136.01, 2146,
2146.02, 2146.03, 2146.03(a), 2148, 2152.05,
2152.06, 2154.01(c), 2156, 2158, 2158.01
Design application...........cccevvvieiiieeenieeennne 1504.20
Different inventive entities....... 717.02(a), 2136.01,

2136.04, 2136.05(b), _2146.03, 2146.03(a),
2152.07 2154.01(d)
Duty of disclosure in.........cccccceeevveennnenn. 2001.06(b)
Terminal disclaimer practice............cccceeevueene 1490
Copied patent claim (See also: _Claim presented
corresponding to claim of patent)
COPIEN COPIES...ccvvieeiiiieiiiee ettt 714.07
Copies of prior art with reexamination request
EX Parte ..o 2218
Copies of published applications...............cc.ue..... 1128
Copy of foreign application, certified..................... 215
Copy of printed patent in reexamination
EX Parte ...ooooieeiie e 2219

Copying ex-parte reexamination file by public..... 2232

Copying inter partes reexamination file by public.........
2632

COPYHGNES...ceeiiiiieeeceee e 608.01(v)

Relationship to design patents.............cc........ 1512
Correction of drawing 1302.05

Annotated sheets.........ccocceeviiieiiiiccineenn. 608.02(v)

Approval by examiner.............cccceeeeeiennneen. 608.02(x)
Deferrable...........cccceeueevenenne. 608.02(b), 608.02(p)
Marked-up COPY......cocveerirreeriiiei e 608.02(v)
NEW MALLer.......uviiiieiiiiiei e 608.04
NOt @PPIOVEd. ....cceiiiiiiiiieiiiiieee e 608.02(x)
Order fOr. ..o 608.02(x)
Replacement sheets...................... 1302.05, 1303.01
Correction of inventorship

Application...... 601.01(d) to  601.01(g), 602.01(c),
605.04(q)

Consent of assignee..........ccccvvvveeiiiivenennn. 602.01(c)

Continuing application............ccccceeevivneeen. 602.01(c)

During ex parte reexamination.................... 2250.02

During inter partes reexamination... 2658, 2666.03

In a patent
Rev. 07.2022, February 2023
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Sec. No.

By a certificate of correction..... 602.01(c), 1402,
1481 1481.02
By filing a reissue application..... 1402, 1412.04,
1412.05

MiSJOINdEr.....cceeviiiriiiiecie e 1402, 1412.04
Correction of name................... 602.01(c), _602.08(b)
Correction of patent...........c.occvvveeeeiiciieeee e, 1400

By reexamination (See also: Reexamination, Ex parte

) Reexamination, Inter partes )

By reissue (See also: Reissue application) ..... 1401

to 1470

By supplemental examination (See also: Supplemental

eXamiINAtIoN) ....eeveviiieriiie e 2809.01

Certificate of correction...................... 1480 to 1485

Statutory disclaimer (See also: Disclaimer) Terminal

AISCIAIMEN) ...vviiieiieee e 1490

Correction of PG-Pub
Correction of reference citation..... 707.05(g), _710.06

Correspondence  (See  also: Mail _ stop)
Address of PTO.....ccoooiiiiiiiiiiiiiieeieeeeeeees 501, 502
Address in secrecy order applications................ 120
Address of patent owner....................... 2622, 2805
Address, official mailing.........ccccooeeevveiiiiiiinenne 501
Address of an attorney.. 403, 403.01(a), 403.01(b)
Boxes (See also: Mail stop)
Continuing application............cccccocvveinineen. 201.06(c)
Crossing in mMail..........cocovveeeiiiiiinc e, 714.05

Duplicate filings.. 402.10, 403, 502.04, 714.01(a)
Electronic mail....... 502.03, 713, 713.01, 713.04

Facsimile transmission........... 502.01, 2510, 2515
Identifying with issue batch number (no longer
(=70 U1 =To ) F TP 1303.01
Maintenance fee...........ccc...... 2510, 2515, 2542
Plural attorneys..........ccccceeeevevvnnennn. 402.10, 403.02
Post Allowance...........cccoeevevivviiiiiiineneennn, 502, 1306
Published application...........cccccceeeviiiiineeninneen. 1134
Receipt and handling...........cccccceeeviiiieee e, 500
Reexamination, ex parte .........ccccccoviieeeeennnnns 2224
Reexamination, inter partes ...........ccccceeveeeennns 2624
Signature requirements...........cccocveeeeeevennnnen. 502.02
Third party, application published 1134
With whom held...........cccooviiiiiieieiiieee, 403

Counter terrorism inventions, special status..... 708.02
Counting aCtioNS........cc.vveiieeiiiiiee e 1705
Countries for foreign priority
CoUNtry COUES.....uvviiieiiiiiiie et 1851

COUPONS. ... e e e e e e e e e
Court decision
Citation Of.....ccooviiiiiiireeeeeeee e 707.06
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Sec. No.

Dissemination Of..........ccoccveeiiiniiiiiieiiieeeeee 1720
Entry in patent file
Treatment Of.........ooveiiiiii
Unpublished decisions

Court of Appeals for the Federal Circuit (CAFC)...........
704.11(a), 706.07(h), 710.02, 710.02(e), 711.02(b),
716.01(a), 716.03, 716.06, 1002.02(k)(1),
1002.02(k)(3). 1214.06, 1216, 1216.01

Appeal to, from an ex parte reexamination...... 2279

Appeal to, in an inter partes reexamination..... 2682
2683

Court ordered inter partes reexamination...... 2686.04
Court papers, service on Director............cc....ouee. 1216
Cover sheet — provisional application............. 201.04

CREATE Act (See also: _Joint Research Agreement)

Credit Card Payment Form PTO-2038 reproduced.......
509

Criteria for deciding ex parte reexamination request.....
2242

Criteria for deciding inter partes reexamination

TEOUEST. ...ttt 2642
Cross appeal to the Patent Trial and Appeal Board in
inter partes reexamination............ccccveeevcvvvereennn. 2674
Cross appeal to the Federal Circuit in inter partes
rEeXamINAtioN.......ocouviiiiiie e 2683

Cross-noting

Data of parent application on file wrapper/history......
202, 1302.09

Data of provisional application in specification...........
1302.04

Data of provisional application on file
WIaPPer/NIStOrY......oceeiie e 202

Data of related application in application data sheet...
211.02 1302.04

Foreign application cited in an application oath..........

202, 214.03
Foreign application, file wrapper/history............. 202
In original patent file of reissue application......... 202
Reissue applications............ 1451, 1455, 1481.03
Specific reference.........cccoooviiiiiiiinenn. 202, 211

Cross-reference
Another application (See also: _Cross-noting) ...........

608.01(p), 1302.04
At allowance..........ccccceeviiiieeennns 903.07, 1302.04
CItING. e 707.05(e)
Noted during examination..............c.......... 903.07(a)
Required for all claimed disclosure........... 903.07(a)
Crossed MailingsS.......ccccovevieeeiiiee e 714.05
Current Employee Restrictions.............ccccecvvveen... 1702

Index-21

Sec. No.

Customary meaning of claim term..... 2111, 2111.01,
2173.01

Customer Numbers..... 402, 403, 711.04(c), 1807,

2515 2540
Change of address.........ccccoviiiiieeiiiiiieeeees 601.03
Correspondence relating to.........cccceevveeerineennne 403

Customer Service Center....... 104, 508.04, 714.13,
1730

Customer Service Window..... 101, 103, 501, 502,

505, 710.02(e). 714.13, 714.16(d), 724.02,
2413.03 2433
D
D-10 NOLICE....ciieieeiieeeee e, 130, 1304.01
Damage, Proof of irreparable....................... 409.03(g)
Databases (See also: Electronic _databases)

Date

Amendment.. 505, 511, 512, 710.01(a), 710.05,
714.18

Citation of foreign patent........ 901.05(a). 901.05(b)
CONVENTION. ...ttt 213.01
Filing...... 211.02, 502, 503, 505, 506, 506.02,

1002.02(b)
of EFS-Web transmissions............ccccc.u..... 502.05

Filing, Refusal to accord..........c.ccoeovveveeennnnns 506.02
Foreign application (priority)........ 210, 213to 217
INVENLION......uviiiiiieiieeieeeeee e,

Maintenance fees due

Office aCtioN........coovveieee e,

Office stamp.......... 502, 505, 506, 512, 714.18

Reference..... 707.05(e), 715, 715.01, 715.01(c),

2120 2120.01
Date of execution of oath............cccveeveeiininen... 602.03
Death of attorney.........oocuveeieiiiiiiieee e 406

Death of inventor (See also: Administrator or executor)
........................................ 409, 409.01(a), 409.01(b)

Deceased inventor
Allowance not withdrawn.............ccccoeeuveeeen. 1303.03
Legal representative as applicant............. 409.01(a),
409.01(b), 1806

Proof of authority of............ccoccis 409.01(b)
Legal representative refuses to sign.......... 409.03(c)

Deceptive intent (See also: Fraud) Inequitable conduct)
Foreign filing licenses..........ccccccovvvieeeeiiiineneeenn, 140
INVENEOrShIP. ... 602.01(c)
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Deceptive intent — Deposit rules

Sec. No.
Reissue......... 1401, 1412.02, 1412.03, 1412.04,
1414, 1414.02, 1414.03, 1444, 1448, 1451,
1457 1481.02 1490, 2012
Decision

By Patent Trial and Appeal Board..... 1213, 1302.14
Dissemination of..............
Ex-parte reexamination

Inter partesreexamination................ 2681, 2682
Reconsideration of..........cccccoeieeviniennee. 1214.03
Treatment Of ... 1721
(031721 1 o] o FH PSP OOUPRRR 707.06
Denying ex parte reexamination request......... 2247
Ex-parte reexamination review petition............ 2240
Governs examiner’s action..........cccccveevvveeiiieeinieennns
(1S3 (Yo [P PTRR il
Ordering ex-parte reexamination..................... 2246
Ordering inter partes reexamination (See also:
Reexamination, Inter partes: Decision on the request
for reexamination)
Public availability............ccccceeeiiiiiieii e 103
Publication of..........cccccooiii 707.06
Declaration (See also: _Oath) .......ccccceevviiviveeennnns 602
AmMeNdmMENt.........coviiiiiiiiie e 602.01
Attached to specification................. 602, 602.08(c)
Change of inventorship..........ccccooeeeiiiinee 602.01(c)
Copies, filing Of......ccooviiiiiiiii e 602
Copies from prior application..................... 201.06(c)
Date of execution ... 602.03
DefeCtVE....cciiiieiiiie e 602.03
Delayed filing........cccccevieiiiniaes 506, 601.01(a)
Executed before alterations made............. 602.08(b)
Facsimile transmission.............ccccouve.. 502.01, 602
Foreign priority applications listed............ 202, 214
International application.................. 1820, 1893.01
1893.01(a), 1893.01(a)(1), 1893.01(a)(2),
1893.01(a)(3). 1893.01(e), 1893.03(a), 1893.03(b),
1893.03(q) 1895

Inventor refuses to sign or cannot be found................
602.08(b)
MINOK, DY ...

Non-English
Plant patent application..............ccccceeeviiiinnnennn. 1604
Refers to preliminary amendment
602.01(b)

Reissue application...... 1405, 1410.01to , 1414,
1414.01to 1414.03, 1418, 1444, 1451, 1455

Signed before alteration..............cccccveeeinneen. 602.08
SUDSHItULE. ...eeiiiiiiiee e 602.02
Declarations, conflicting..........cc..cceeviveennnee. 602.01(c)

Index-22

Sec. No.
Dedication to the public...........ccccceeevinnnenn. 715, 1490
Defective oath...........cooooviiiiiiiiiiieieeeee 602.03
In reissue application................... 1414 to 1414.03
Defects, correction of, in request for ex parte
reexamination..............ceuvveeeeeeeeeeeeeeevvennnn. 2227, 2231
Defense, applications affecting......... 115, 120, 130,
140
Defensive publication citation....................... 711.06(a)
Defensive publication program...........ccccoecueeene 711.06
Deferral of examination............c.ccceevvveiieeeiiinenne 709
Definition of USPC class.........ccccccoeviiieieennnne 902.02

Delegation of Director’s authority....... 1001.01, 1002,
1002.02

Demonstration at interview............cc.ccceeeernene 713.08
Denial of request for reexamination.... 2247, 2247.0
2647 2647.01

Department of Energy (DOE).. 115, 140, 150, 151,
2104.01

Dependent claim.........ccccevieeeiniiiinieeenieennn 608.01(n)
Objected to when base claim is canceled..................

608.01(n), 707.07(j)
Reissue........ 1402, 1412.03, 1415, 1453, 1455

Treatment in inter partes reexamination..... 2660.03
Dependent claim, objected to when improper...............

608.01(n), 706.01
Deposit aCCOUNL........coccvvierieieiieee e 509.01
Authorizations..........cccccceeeviiivneen.. 509.01, 1302.04
Extensions of time 706.07(f)
International applications................. 1850, 1875.01
Issue fee......coovveeeeviciieneenn, 1303, 1306, 1308.01
Maintenance fee....................... 2510, 2515, 2522
OVEIdraWn........coooieieccccrrrree e 509.01
Petition fee.......coovvieeiiiii e, 711.03(c)
Refunds........ccooveveeiiiinnnen.n. 509, 509.01, 607.02
Replenishment.........cccccceeevviiiineeens 509.01, 1730

Mailing address.............. 501
Deposit Account Division

Deposit of microorganisms (See also: _Biotechnology)
............................ 1605, 1823.01, 2402to 2411.05

Deposit of correspondence..........cccevvveveeeiiciveenennn. 502

Depositions
EVIdEeNCE....coooiiiiiiieee e 1901.02, 2013
Of @XaMINEr.....ceeieiiiieeiie e 1701.01

Deposit rules (See also: Biotechnology) ............ 2400
Acceptable depository..........ccccvvveiiieeeiineennne 2405
Biological material, definition................ 2402, 2403
Biological material, made or isolated without undue
experimentation............ccceveeieeeee e 2404.02
Budapest Treaty (See also: _Treaties) .............. 2402
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Sec. No.
Term of deposSit.........eeeeeeriiiiiiiee e 2408
Budapest Treaty term 2408
Enforceable life of patent............cccceveeennne. 2408
Time for making original deposit..............cc....... 2406
Assurance regarding deposit before payment of
issue fee.....coooeeiii 2406, 2411.03
Corroboration..........ccccceviiieiiiie e 2406.02
Description in application specification..... 2406.01
During application pendency.............ccc.c..... 2406
Loss of U.S. filing date in other countries..... 2406
2406.03
NeW matter.........ocvveviiieiiiie e 2406.01
Patent Cooperation Treaty applications.... 1823.01
Post-issuance deposits...........cccvvveeiiivinnennn. 2406
Viability of deposit........cccccevvveeiiieniniinenne 2409
Viability statement...........cccooiiieiiiinenee 2409
35 U.S.C. 112 requirements...... 2402, 2403, 2404
Deputy Director of Patents and Trademarks..................
1002.02(0), 1202
Derivation proceedings. ........c.cooccueeeeeeeiniieeeeenennnne 2310
Action once instituted
Action after decision...........cccocvveveeniiiiienenene,
Board action...........occueeeeeiiiiiiiee e
Certificate.......vveiiieiieeee e
DEfiNItIoN.....cccviiiiiieiie e
JURSAICHION. ...eeiiieiiiii e 2312
Statutory basis.......cccoocveeiiiiienien
Technology Center practice specialist... 2311, 2315
Derogatory remark regarding prior art.......... 608.01(r)
Description
Basis for claim....... 608.01(0), 2161, 2163, 2166
Computer programming...........cccceeeeeeeeveeenn. 2161.01
Detailed.........coceeiiiieiiiee e 608.01(q)
International application............ccccccoovcvveeeeeinns 1823
Design application..........ccccoccieieeeiiiiiieeieeeieee. 1500
Analogous art.........ccoceeeerieeennne 1504.02, 1504.03
ANticipation.........ccooveee i, 1504.02
Application, elements Of..........ccccccoeiiiiiiiiinis 1503
Articles, design comprising multiple........ 1504.01(b)
“Average observer’ test........ccocceeeeiiiiieneenn. 1504.02

Benefit under 35 U.S.C. 120.. 211.01(a), 211.01(b),
1504.20

Sec. No.
Budapest Treaty depositories.........c.cccocuvveeeennne 2405
Depositories, Current list of Budapest Treaty..... 2405
Examination procedures.................. 2411, 2411.01
After grant.........ceeeveeiiiiieeieeneee e 2407.02
Application in condition for allowance except for
AEPOSIL....eeiiieiiiiiee e 2411.03
Certificate of correction............ccccceeevuneee. 2407.02
Content of application regarding deposited
MALETIAL ... eiiveeieie et 2411.05
Need for 37 CFR 1.312 amendment....... 2411.03
REISSUE.......eeieiiiie et 2407.02
Rejections based on deposit issue.......... 2411.01
Responses from applicant....................... 2411.02
Furnishing of samples...........ccccocoviiiiiiiinenn. 2410
Access to depositS........coovceeeiiieeiniieennns 2410.01
Certification of availability of deposit....... 2410.02
Conditions of deposit..........ccccovveeeviiirennns 2410.01
Exception to removal of restrictions........ 2410.01
Restrictions removed upon grant............. 2410.01
Known and readily available biological material.........
2404.01
Budapest Treaty deposit...........cccceeerunnn. 2404.01
Continuity of access........ccccveviivieeiiinnen. 2404.01
Deposits certified as available................ 2404.01
2410.02
Health, safety restrictions........................ 2404.01
Indicia of “known and readily available”.... 2404.01
Material capable of self-replication.............. 2403.01
Direct self-replication.............ccccceeeeeenneee. 2403.01
Indirect self-replication................ccccu....e. 2403.01
Need for a deposit.................... 2402, 2403, 2404
Non-Budapest Treaty deposit....................... 2404.01
Plant material...........ccoocoviiiiiiiiiieeee 2403.02
Plant Patent Act, Relation to............cc.cveenee 2403.02
Reference to deposit in application... 2404, 2404.03
Implication, presumption............. 2404, 2404.03
Requirements of 35 U.S.C. 112................... 2163
2164.06(a) 2404 2404.03
Replacement or supplement of deposit............ 2407
After a patent has issued.............cccceeue 2407.02
Exemption from replacement.................. 2407.05
Failure to replace.........ccooveeeeeiiiiienceeiins 2407.03
In a pending application.................c..c.... 2407.01
Reason for replacement.............cccccoveee. 2407.04
Replacement not recognized................... 2407.06
Request for certificate of correction......... 2407.02
Treatment of replacement, presumption of
HHENLIEY. ..o 2407.04
SEEAS.....iiiiiiiie 2403.02

Index-23

Benelux Designs Convention (See also: Treaties) .....
213.01, 1504.10
Characteristic feature............. 1503.01, 1504.01(a)
ClaiM...cceiiiieie e 1503, 1503.01
Combining references..........cccocveviiveinneenn. 1504.03
Commercial SUCCESS.........ccevvuvririervenireein, 1504.03
Computer generated icons...................... 1504.01(a)
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Sec. No. Sec. No.
Continuation application...................c.c....... 1504.20 Status Information for............cocoeeveeveernnn.. 1128
Continuation-in-part (CIP) application......... 1504.20 Indefiniteness............ 1503.01, 1503.02, 1504.04
Continued Prosecution Application (CPA).... 1502.01 Library collections relating to..................... 901.06(a)
Convention, International.............. 213.01, 1504.10 Modification, description..............ccoccvvue.... 1503.01
Copending applications.............. 1504.06, 1504.20 Multiple embodiments.........c.coccccvevevevevecnesn. 1504.05
Copying, evidence of, to rebut obviousness............... Multiple parts of article...........ccccceevueenne 1504.01(b)
1504.03 New matter........... 1503.01, 1503.02, 1504.01(a).
Copyright, Relationship to.........cccccooveeiiinenen. 1512 1504.04
DefiNitioN. .. e 1502 Object’ Design (o] ST Loz
DesCription.........cooviinis 1503, 1503.01 ObBVIOUSNESS.......coovevieeceeeeeeeeeeeeeeee e 1504.03
Disclaimer.......c.......... 1503.01, 1503.02, 1504.04 Obviousness_type (nonstatutory) double patenting
Disclosure 1504.04 (ODP) et 1504.06
Divisional application.................... 201.06, 1504.20 Offensive subject matter.............ccccceeenee 1504.01(e)
Double patenting.........ccccevveeerieeennne 804, 1504.06 Ornamentality lacking..........ccccoveveeiiiennne 1504.01(c)
Patent Term Filing Date.............cccccocoee 804, 1490 Patent Cooperation Treaty............... 1501, 1502.01
Drawing.......... 1503, 1503.01, 1503.02, 1504.04 Patentability... 1504.01, 1504.01(a)to 1504.01(e),
Broken lines........... 1503.01, 1503.02, 1504.04 1504.02 1504.03 1504.04
(10] 1o U 1503.02 Petition, Special Status................. 708.02, 1504.30
Trademarks.........cccovvevverieeereeeeeeeseesen, 1512 Petition to accept color drawings or photographs.......
EFS-WeD.......v.oocoeoeeeeeeeeeeceeeeeseee 502.05, 1730 608.02 -1503.02
Embodiments, alternate or multiple............ 1503.01 Photographs 1503.02, 1504.04
1504.01(b) 1504.05 Preamble........cccooiviiiiiei e, 1503.01
Enablement.............cccccceveunnnnn. 1503.02, _1504.04 Priority under 35 U.S.C. 119.... 210, 215, 1504.02,
European Community Design treaty............ 1504.10 1504.10
Examination... 1504, 1504.01, 1504.02, 1504.03, References supplied...................... 707.05(a). 1513
1504.04 Quayle action.........ccoovvieiniieiiee e 1504
Expedited Examination............ 501' 100202((‘;)(3)‘ Registration abroad..........cceeun.... 150402, 1504.10
1504.30 REISSUE.....uvieieiiiiiieieeee e, 1457, 1509
REISSUE......cciiiiiiie e 1457 Request for Continued Examination (RCE).. 1502.01
Expert testimony.........cceeveeiiniiiieee e 1504.03 Request for Expedited Examination............ 1504.30
Feature emphasized..........cccccoviviivinieiinnenn. 1503.01 RESEICHON. ...eeiiiiee e 1504.05
Fee, filing.....c.ccooviiiiii e 607 REISSUE......cciiiiie et 1457
REISSUE.....cii it 1457 Rules applicable..........cocccoiiiiiie 1501
FEe, ISSUB......uvvieeeie e 1306 Scope of claim.......... 1503.01, 1504.04, 1504.05,
FONE, EYPC. v 1504.01(a) 1504.06
Foreign priority............. 210, 213. 215, 1504.02, Search......cccccovveeiviieenns 1504, 1504.02, 1504.03
1504.10 Secondary considerations.............cccveeeeennn. 1504.03
More than six months before U.S. filing.... 1504.02 SIMUIALION. ... 1504.01(d)
Functionality..........ccoccoeeiiiiiiiee e, 1504.01(c) Specification.........ccocveeeiicieie e, 1503.01
Obviousness and.........cccoocuveeeeeeiniieeeenn. 1504.03 Use of Copyrights in.........ccoviiiiiiiiiiiiineee, 1512
Hague Agreement (See also: Treaties) ....... 213.01, Use of Trademarks in.........ccccccooviviiieeeiinnnen. 1512
1504.10 _Chapter 2900 Statutory subject matter................... 1502, 1504.01
Hidden end use.............ccoocciiiininn, -1504.01(c) Surface ornamentation... 1502, 1502.01, 1503.02,
Hidden feature........... 1504.02, 1504.03, 1504.04 1504.01, 1504.01(a), 1504.01(c), 1504.03
Icon, computer generated....................... 1504.01(a) Surface treatment or indicia.............c.c.c....... 1503.02
International (See also: International _design Term of ..o 1457, 1502.01, 1505
application) T e eveeeeeceeeeie e 1503.01, 1504.01(a)
Global design database........................ 707.05(e) AMeNndment Of...........covevveveeeeeeen, 1503.01
Publication............cccoeeiiiin e 1120 Use of Trademarks iN. e e oo 1512
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Sec. No.
Trademark, relationship to..........cccccoviieieienns 1512
Type fontS......ooieiiie e 1504.01(a)
Utility patent, relationship t0..........ccccceeeenee 1502.01
VIEBWS. ..ottt 1503.02, 1504.04
Visual characteristiCs.........ccovveeeiiriiieereeniieeen. 1502
Written description lacking......... 1503.01, 1503.02,
1504.01(a) 1504.04
Design patent series (See also: _Patent) ......... 901.04
Designated office............... 1801, 1803, 1893.01(a)
Designation of states.........ccccceevvciiiieeeiiiiiiiee s 1821
Detailed description (See also: Specification)
Determination of public use or on sale.......... 2120.02
2133.03to _2133.03(e)(7). 2139.02, 2152.02(c).
2152.02(d)
Determining if a Reexamination Was Filed for a
Patent.........occuviiiiii 2632.01
Determining whether an application is subject to first to
invent provisions of AlA................... 2159 to 2159.04

Digest (See also: _Cross-reference: Art collection)
Dictionary as a source for the ordinary and customary

meaning of a claim term............... 2111.01, 2173.02,
2173.05(a)
Diligence
Charts for priority.........ccoceeeeiiciieeeieieeee. 2138.01
Filing application............cccoveeeiiieciniiienne, 2138.06
Filing reiSSUe......coveiviiiiieiic e 1403
Interference practice...........ccccveeviiiiennnis 2138.01
Of actions during regulatory review........ 2001.06(e)
2004 2015 2757.01
Reasonable..........ccccoovivenennnnn, 2138.03, 2138.06
Shown in 37 CFR 1.131 affidavit.................. 715.07
715.07(a)
To overcome a rejection..........cocvveeeveeennen. 2136.05
Director of Technology Center.......... 714.13, 714.14
714.16, 714.25,  715.08, 804.04, 1002.02,

1002.02(c), _1207.01, 1207.02, 1207.03, 1207.05,
1208, 1214.04, 1308, 1308.01, 1901.06, 2242,
2258.01, 2265, 2267, 2274, 2284to 2286, 2648,

Sec. No.

Mailing address...........ccceviiiieiiiniiiiee e 501
Notices (See also: Publication) ................ _, 707.06
Orders (See also: _Publication) ................. _, _707.06
Director initiated reexamination............... 2212, 2239
Disbarred attorney (See also: _Attorney or agent:
Suspended or excluded)
Disciplinary proceedings.............cccevvvveenne 402, 410
Mailing address........ccoovveeiiiiiiiieenie e 501
Disclaimer (See also: Terminal disclaimer)
Co-author of publication.............ccccceevnee. 715.01(c)
Copy required in reexamination
EX PArte .ooeeeeieeieiiieieeeee s 2214

Correction or withdrawal of

EffeCt.. e 1490
FOIMS. .o 1490
ProCESSING.....ceiiiiieie e 1490
Rejection............ 710.02(d), 2136.05(a), 2139.03,
2141, 2146.02, 2146.03, 2146.03(a), _2148,
2152.07
ReqUIrEMENTS.......coviiiiiiiieeeice e 1490
SEAIULOIY .o 1490
Terminal............. 804, 804.02, 1490, 2136.05(a),
2139.03, 2141.01, 2146.02, 2146.03, 2146.03(a),
2148, 2152.07
Disclosure (See also: Duty of disclosure) Specification)
ADSEFACE. ... 608.01(b)
Amendment..........cooccvieeeeeniinenn. 608.04, 1302.02
Amendment, Preliminary.................... ... 608.04(b)
Best Mode (See also: Best Mode) .......... 608.01(h),
2165
Chemical compound..........cccccveerieeeininenn. 608.01(p)

Claim Present on Filing Date......... 608.01(l), 1410,
2163.01

Common, parent and continuing applications.............
211.05

2667 2682 2686.01
FUuNctions.........ccccceevieiiieeceiee, 1002.02(c), 1003
TC 2900.......ceieiiiieeiiee e eeee e 1002.02(c)(3)
TC Director Who Oversees Licensing and Review.....
710, 1002.02(c)(1)

Director of the USPTO
Authority and functions........ 708.01, 709, 711.02,

714, 719.01, 1001, 1002, 2104.01, 2209, 2212,

2239, 2240, 2242, 2244, 2246, 2258.01,
2258.02, 2265, 2266, 2284, 2286.01
Publication of confidential decisions............... 103
Withdrawal from issue..........cccccccvvivivvnininnns 1308
DECISIONS.......cceeee e

Completeness................... 608.01(p), 2163, 2164
Computer programming cases............... 2164.06(c),
2161.01 2181

Correspondence with claims..... 2163.05, 2163.07,
2173.03

Design application.............ccccvveeeennn. 1503, 1503.01
.... 608.01(q)
.............................................................. 2000
Enablement (See also: _Enablement) .............. 2164
Foreign application...........cccoccueeeeeiiiiinnenennne 211.05
IMPLCIE. e 2144.01
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Sec. No.
Incomplete.......... 608.01(p), 2161to 2165, 2175
Incomprehensible..........cccooooviiiiiiiiis 702.01
Incorporation by reference (See also: _Incorporation
by reference) ......cccocoeeviiiiiiiiiiiins 217, 608.01(p)
Insufficient...................... 608.01(p), 702.01, 2175
Later filed application...........c.ccccceveeenns 608.01(p)
Operability........cccoeeervereerenenne 716.07, 2164.08(b)
Preliminary amendment.............c.ccceevneen. 608.04(b)
Reasonable inqQuIry........ccccoocoeieiniiiinees e 2001
Related applications................. 608.01(p),
Requirements for.........cccocvveiiieeniiee e,
Secrecy order, Material subject to
Specification (See also: _Specification) ......... 608.01
Sufficiency for continuity..........cccocceeeieeennnen. 211.05
Sufficiency Of.....coiiiiii 716, 716.09
Support for claims.........cccoveeiiiiiiniee e, 2163.01
Trade name 608.01(v)
Trademark.........ooooeeiieiiiiiee e 608.01(v)
Utility....cooveene 608.01(p), 2104, 2107 to _2107.03
Written (See also: _Written description) ........... 2163
DiSCOUMESY....evivieeiaiiiiieee e 714.19, 714.25
Dismissal of appeal.........cccccovvveiiiiiiniieenne. 1215.04
Disposals counted...........ccceevviviereeiiiiieree e, 1705
Distinct, definitioN..........ccoooveviiiiiiiiee e, 802.01
Distinct inventions.......... 802, 802.01, 803, 806.05
Apparatus and product made.................... 806.05(q)
DIStiNCt ProCESSES. ...uuiieeeiiiiieieeeiiieeeee s 806.05())
Distinct Products........cceevveeeiiiiieinieeesieeee 806.05(j)
Process and apparatus for its practice...... 806.05(e)
Process and product made........................ 806.05(f)
Divisional application..................... 201.06, 601.01(a)
Abandonment of prior nonprovisional application.......
201.06(c)
Assignment carried from parent application....... 306
Change of attorney/correspondence address............
201.06(c)
Continued prosecution application (CPA)... 201.06(d)
COPENAENCY.....evieiiiiiieee e 211.01(b)
Design application...........cccccceeene 201.06, 1504.20
Drawing, Transfer of..........ccccccceeiiiineeen, 608.02(i)
Effective date.........cceeeieiiiiiiiii e 211
Examination..........ccccoeeviieiieeiiiiiiee e 201.06(c)
Extensions of time..........ccccoeviniiiiennnns 201.06(c)
Filed by assignee..........cccccceeviiieiieiininenn. 324, 325
File wrapper continuation (FWC)............... 201.06(b)
File wrapper/history notation............. 202, 1302.04
Incorporation by reference............ccccccee.. 201.06(c)
Inspection of parent application...............cc.oc.... 103
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Sec. No.
Inventor, at least one in common................... 211.01
Inventorship
NEW MALLE ... eiieeeriiiiiienie e
Oath...cccoiiiiiic e 201.06(c), 602.05
Patented, Opens parent application to inspection......
103
Reference to parent application..... 211.02, 1302.04
Reissue.............. 1402, 1410.01, 1410.02, 1414,
1415.01, 1441, 1450, 1451, 1460, 1481.03
Rule 1.53(1)...cccveeriiiiieeiiiiiienie e 201.06(c)
Rule 1.53(d)...ceveeriieeiiiiieieee e 201.06(d)
Rule 1.60, FOrMer........ccoovvvviveieeeeeeeeeeeeens 201.06(a)
Rule 1.62, FOrmer........cccoeevvvivieeieiiieeeeeene, 201.06(b)
SIGNALUIE. ..o 201.06(d)
Small or micro entity status..........c..ccoeeeneee 201.06(c)
Specification and drawings.............ccceeee... 201.06(c)
Substitute statement under 37 CFR 1.64... 201.06(c)
Time for filing......occoevviiieeiee e 211.03
Written description requirement.................... 211.05
DNA (See also: Biotechnology) Nucleotide sequences)
............................................................................. 2400
Enablement 2164.08
Searching......cccoceeeiiiiieie e 901.06(a)
DOCKEL rEPOIt......vvvieeeeiiiiiee e 1704
Doctrine of collateral estoppel (See also: _Estoppel)
Doctrine of dedication to the public...................... 715
Doctrine of equivalents... 2138.05, 2173.05(b), 2186
Doctrine of segregable parts..............cccvveeeee. 1504.05
Doctrine of unclean hands............ccocceeeeiiiiieeeenn. 2010
Document, DIiSCIOSUIE.......cccceeevvviiviiiiiiiieieeeeeeeeees 1706
Electronic (See also: _Electronic publications) ...........
707.05(e)
DoD Directive 5230.25........cccueeieeiiiieiee e 120
DoD Security Agreement..........cccveveveeiiveeeniineennne 120
Domestic benefit
Claiming in continued prosecution application............
201.06(d), 1302.04
Claiming in ex parte reexamination............ 2258.02
Claiming in inter partes reexamination............ 2658
Claiming in reissue application.. 1402, 1405, 1410
Correction in a patent..........coceeeevieeeinineene 1481.03
Entitlement t0.........cocveiiiiiicnici e 211.05
Formal requirements............... 210, 211.05, 2136,
2139.01 2152.01
Incorporation by reference to earlier application.........
201.06(c), 217, 608.01(p)
International application......... 211.01(c), 211.01(d)
Corrected by certificate of correction............ 1481
Patent printing...........ccoceeveeeniiee e 1302.09



INDEX

Domestic benefit — Drawings

Sec. No.

Petition for unintentionally delayed claim to benefit of
prior U.S. application....................... 211.04, 214.02

Prior to U.S. application.................... 211to 211.05

Sec. No.

Restriction previously required.......... 804.04, 1003

Same assignee.. 804.03, 822, 2136.01, 2141.01,
2146 to 2146.03(a), 2148, 2152.06, 2154.02(c),

Corrected by Certificate of Correction... 211.02(a)
1481

Design application...........ccccccvevveeeniieeenne 1504.20
In ex parte reexamination....................... 2258.02
In inter partes reexamination....................... 2658
Provisional application........ 211.01(a), 2139.01,
2152.01
Time for filing.....cccoveeiii 211.03
Domestic representative............ccceeeeeerivveneennn. 302.04
Double correspondence.........cccveevveeeiiieeeniieeennns 403
Double inclusion in claim.............c.ccccceen. 2173.05(0)
Double patenting..........cccceviveeeriieeniiie e 800
Avoiding rejection..... 804.02, 2146.03, 2146.03(a)
BaASIS. .ttt 804
Between one or more applications and a published
application that has not been abandoned........... 804
Between a patent and a reissue application or a patent
under reexamination...........oocevevreeeenieeesneeeenene 804
Claimed subject matter............ccccceeeiiiiienenn. 806.01
Commonly owned cases, treatment......... 717.02(c)
804.03
Copending applications........ 804, 2127, 2136.01,
2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
DefiNitioN. ... 804
Design applications/patents............... 804, 1504.06
Different inventive entities................. 804.03, 2109
2136.01, 2136.04, 2146.02, 2146.03, 2146.03(a),
2152.07 2154.01(d)
Distinct and independent inventions.............. 804.01
DOMINALION....uueiiieeeieceeeee e 804
Impact of patent term extension.................... 804.05
International applications...........cccccoocvieieeiininnn. 804
Obviousness type (ODP).......ccccoviveeriieeinieeene 804
Design application.............cccceeveeeeiivenennn. 1504.06
Plant applications...........ccccooeiiieieiiniiiieneeeee 1601
Reexamination...........c.cc.oceveeeen. 804, 2217, 2258
REJECHION.....coiiiiiie e 804
NONSEALULONY......eiiiiiiiiiieeee e 804
ODbBVIOUS. ... 804
Prohibition, 35 U.S.C. 121...... 804.01, 821.04(b)

Provisional... 804, 2136.01, 2139.03, 2146.03,
2146.03(a), 2148, 2152.07, 2154.01(d),
2158.01

Specification, use of
StatUtory.....oooeeeeeeieiiceecciiiiiees
Rejection nullification.............cccccoeiiieeeinnne.
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2158 2158.01
Same inventor......... 806.04(h), 806.04(i), 806.05,
822

Species and genus.................. 806.04(h). _806.04(i)
Subject matter not patentably distinct................. 804

Subject to joint research agreement.... 804, 804.02
804.03

Submissions to TC director...........ccccceeeeeninnns 804.04
Terminal disclaimer effect....... 804, 804.02, 1451,
1490 2146.03(a)
In a reissue application............cccceeeveevvnnennn. 1451
DIaWINgS. . .ceeiveeeiiiieeeiiieesieee e e e 507, 608.02
Amendment.................... 608.02(p), 714, 1302.04
In ex parte reexamination....................... 2250.01

In inter partes reexamination.................. 2666.02

In reissue application........................ 1413, 1453
Prior to publication of PG-Pub..................... 1121
Amendment, Disposition of orders for....... 608.02(x)

Amendment support by claim present on filing date....

608.04(a)

Annotated sheets.................. 608.02(v), _608.02(w)
Brief description..........cccccoeviieeeeiiiiiienen, 608.01(f)
Canceled figure........ccoceeeiiiiieeiieiieeeee 608.02(t)
Canceled sheet.........cccooiuiieiiiiiiiiieie e 608.02(t)
Canceled sheet, patent.........cccccccevvvveeennn. 608.02(t)
Canceled sheet, transfer.............cccuvueeeeeee. 608.02(i)
(070] (0] NN 608.01(f), 608.02, 1503.02
Colored plant..........cccceeeeeviiiiiieeiiecee e, 1606
Complete illustration 608.02(d)
COMPIEtENESS......ovveviiieiieeecee e 608.02(e)
Computer liStS.......ccovvveeeiiiiiieee e, 608.05
CONSISLENCY....cueeieiieeieiieiea et 608.02(e)
Content Of.....oooeviiiiie 608.02(d)
Correction (See also: _Correction of drawing) ............
608.02(p), 1302.05
Incorporated into PG-Pub................ 1120, 1121
Reversed figure numbers............ccccee.... 1302.04
Design application......... 1503, 1503.01, 1503.02,
1504.04
DISCIOSUIE.....ciiiiie e 608
Divisional application................... 608.02, 608.02(i)
EFS-Web.....ccoooiii 502.05
Examiner determines completeness......... 608.02(e)
lllustrates claim..........occoveeeeeeiiiiiereee e, 608.02(e)
INFOrMal.......ceiiiiiiii 507

International application.............cccccoviiieieennnns 1825
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MANUAL OF PATENT EXAMINING PROCEDURE

Drawings — Duty of disclosure

Sec. No.

Marked-up copy.. 608.02(b), 608.02(v), 608.02(w)

NEW MAtter......coviiiiiiiiiieeiieie s 608.04
Order for......ocvviiiie e 608.02(x)
PG-PUD....ccoiiiiiiiiiiceece 1120, 1121
Replacement sheets...... 502, 608.02(h), 1302.05
Required........cccceveivieree e 507, 707.07(a)
Due Care Showing........cccevveveeiieeeiiiee e 2734
Duplicate claims.........cccceeeeiiiniiniiieee, 608.01(m)
Duplicate foreign patents..........cccccoeveeervreennne. 903.03
Duplicate papers for plant applications.... 1603, 1605,
1606, 1609
Duty of candor and good faith........... 2001, 2001.03
2001.04 2733 2762
Compared to duty to disclose material information.....
2001.04
inconsistent information between agencies.. 2001.04
Information diSClOSUre............cooiiieiiiiiiiiieeeeee 609
Reexamination............ccccoveeeinieeesiieenieee e 2280
Duty of diSCIOSUre.......c.eeeviiiiiiiieiiie e 2000
After patent grant...........coccooeiiiiiieneenies 2003.01
Aids to compliance.........cccccoeviiiieiiiiiiiiiiee e, 2004
BY WhOM.....ooiiiiiiiiicce 2002, 2002.01
CheCKliSt.....coieieeee e 2004

Compared to requirement for information. 704.12(a),
2005

Sec. No.
Kept in application...........cccccovviieiieiininnn. 608.02(c)
[ o= 1110 ] o IO PSRRI 608.02(c)
Modification illustrated............cccccceevvvenennn. 608.02(f)
Marked-up copy.. 608.02(b), 608.02(v), 608.02(w)
Necessary for filing date............ 506, 608.02, 702
New drawings required..........c.ccocveeenneeene 608.02(a)
New, handling.........ccccvoeeriiiniiieeeneee e 608.02(a)
New matter..........cccceeveeeeereeneenne. 608.04, 608.04(a)
New, when required.........c.ccoevvveeeenrinennnnn. 608.02(a)
Not received.........ccoeeveeviieeeniieenne 608.02(h), 1825
NOt reqUIred.........cooiiviieieeiiiee e 608.02
NoOt returned.........cccvveeeeiiiiiiie e 608.02(y)
Objection................ 608.02, 608.02(a), 608.02(b),
608.02(d) to _608.02(f), 608.04(a), 1503.02,
1504.04
Official Gazette figure..........cccceiviiieeennns 1302.09
Omitted drawings.........ccocveeeriveerieeenninenn 601.01(q)
Patented file........ccocueeeviiiiiiee 901.01(a)
Petition to transfer from another application...............
608.02(i)
Photographs...... 502.05, 507, 608.01(f), 608.02,
1503.02
Plant application..............cccecvvveeeinnnnen. 1603, 1606
Prior @rt....cccoccveeveeciee e 608.02(g). 2125
Provisional application...........cccccceeviviiinieeennnen. 601
Reference characters................. 608.02, 608.02(¢e)
Reference characters, change.................. 608.02(w)
Reissue application..........cccccceeecvveeeenn. 1411, 1413
No longer transferred from original patent..... 1413
Replacement drawings for publication in PG-Pub......
1121
Replacement.........ccccceeviveeennn. 608.02(h), 1302.05
Reversed figure numbers...........ccccceevunnee. 1302.04
Review by Office of Patent Application Processing
(OPAP).... ettt 507
Required by examiner............cccceevcveeniineennne. 608.02
ReqUIremMents.........ccoocvveveeiiiiiiiee e 608.02
RetU...ooo 608.02(y)
Section lines.......cccccceevviiieneenn. 608.01, 608.02(w)
Security markings........cccccoeviiiiiiee e, 121
SEOUENCES.....uuuiiiiiiiiieieieeee et e e 2412.06
Substitute............coveevennee. 502, 608.02, 608.02(h)
Sufficiency, determined by examiner......... 608.02(e)
SYMDOIS......ooeiiiiii 608.02
Trademarks.......ccccooecviiiee i 1512
Unacceptable for publication...... 608.02, 608.02(b)
Drawing correction..........cccceevvcveeeennn. 507, 608.02(p)
Annotated sheets.................. 608.02(v), 608.02(w)
Approval by examiner.............ccccveveeeiennen. 608.02(x)
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Compliance With........cccccoviiniiiiiiiee e, 2004
Continuing applications.................... 2001.04, 2004
Copending applications............... 2001.06(b), 2004
Copied claims........ccccceeeviiieeieeiiciiiee e, 2001.06(d)
Duration of........ccccceiiiiiiens 2001.04, 2003.01
Foreign applications...........cccccceeevveennen. 2001.06(a)
Information material to patentability............ 2001.04
2001.05, 2001.06(e)
Litigation information and/or Trial Proceedings...........
2001.06(c)
Materiality.........cccccveeennne 2000, 2001.04, 2001.05
QUESHIONNAIIE........ccvvevee e 2004
Reexamination
EX parte ...cccooceeeeiiiiiiiis 2014, 2280
Inter partes .........ooeeeeeevvninininnnns 2003.01, 2684
Regulatory review............ 2001.06(e), 2004, 2015
Reissue application................. 1406, 1418, 1448,
2001.06(c), 2003
Related application
FOr@IgN. ...ceieeeiiiiieee e 2001.06(a)
U.S e 2001.06(b)
Sources of information.............cccccvveiiiienn. 2001.06
TIMING.eeeeeiee e 2003, 2003.01
TO WhOomM OWEd.......ccvviiieieeiiiiiie e 2001.03



INDEX

Duty of disclosure — Electronic filing system, USPTO Patent (Patent Center or EFS-Web)

Sec. No.

Violation Of.......ccooviiiiiiiiiiie e
Claims invalidated

Protest. . .co i 2013

Reexamination..........occeeevieeeiiiee s 2014
REISSUE....ciiiiiiiiiee e

Rejection of claims in reissue application..... 1448

WhO has.....cccoooieieiiieee e 2001.01

Duty of Reasonable inquiry......... 2001, 2001.06(e)

E
Easily erasable paper.........ccccccoevueee. 608.01, 714.07

Effective date of reference patent..... 707.05(e), 715

901.05(b), 2121.01, 2139.01, 2152.01
Effective filing date
Claimed invention............ccccoecvveennen. 804, 2152.01
Continuing application.............. 211.02, 708, 804,
2139.01 2152.01, 2159.03
Continuation-in-part.... 2133.01, 2135.01, 2159.03
Foreign priority effect.................. 2139.01, 2152.01
International convention (See also: Foreign
application) Treaties) ........cccceevererrvereerenenn. 213.01
Provisional application................ 2139.01, 2152.01
Publication...........ccovcveeiiiiiiiiie e 715.01(c)
Reissue application...........cccccceevvveneenne 804, 1440
Eighteen-month publication (See also: _ Pre-Grant
Publication (PG-Pub))

Election (See also: _Restriction) Election of species) ...
800

Action on nonelected claims...........cccceeevvveennnen. 819
After multiplicity rejection.................c....... 2173.05(n)
After restriction........ccoceevveeiiiiiieiicceeee e, 818
Between applications, Conflicting claims... 804, 822
Constructive............cceveeveenne.. 818.02(a), 818.02(c)

In reissue application............ 1440, 1450, 1457
Fixed by action on merits........... 818.01, 818.02(a)
Implied.......cccoviiiiiiiee 818.02(a). 818.02(c)
INtEMEIENCE......vvvveee e 819
Optional cancellation..............ccccceeeevinneen. 818.02(c)

Original presentation.............ccccoceevvveeeennn. 818.02(a)
Shifte. e 819

Treatment of nonelected claims....... 803.02, 821to
821.03

In reissue application............cccocceeiiinninnnen. 1450
With traverse.......cccocvveveeeiieceiee e 818, 821.01
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Sec. No.
Without traverse..........ccoceveviiee e 821.02
Election of species
Allowable generic claim lacking................. 809.02(a)
BasSiS.....ccoeriiiiieiee e 806.04, 808.01(a)
Canceling species claims.......... 818.02(c), 821.01,
821.02
Design application...........cccovcveeiiiieeinneeenne 1504.05
Implied.......c.covevveieieeeeee, 818.02(a). 818.02(c)
Reissue application............ccccceeeeriiiiereee e, 1450
Requirement..........cccovvveeiineenns 806.01, 809.02(a)
Requirement, prior to search.................... 808.01(a)
Species claims lacking............... 806.01, 818.02(b)
Electronic access to published applications........ 1128

Electronic databases (See also: PALM) PAIR) ...........
707.05(e), _719.05, 901.06(a). 902.03(e), 1730

Chemical abstracts services........... 901.05, 901.07
Derwent's World Patents Index (WPI)........... 901.05,
901.07

Dialog......ccovveieeiiiiiiiee e 719.05, 901.07
e- Official Gazette — Patents (eOG:P).............. 1703
EAST ..o 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related
databases........cccovevieiiiiiiee e 1730
International Patent Documentation Center
(INPADOC) 901.05, 901.07
LEXIS-NEXIS...cvviiiiiiiieieeee e 719.05
Official Gazette NOtICeS ........ccceveeevvciierieenins 1703
Patent Grants Database....................... 1703, 1730
Questel-Orbit.........cccoceviviiiiiiieienes 719.05, 901.07
SEARCH (PE2E).......ccccciiiieeiiiiiieee e 902.03(e)

TESS (Trademark Electronic Search System).. 1703,
1730

WEST ..ot 719.05, 902.03(e)
Electronic Business Center (EBC)............cc......... 1730
Electronic document............cccceeeviiiieceennns 707.05(e)
Electronic filing system, USPTO Patent (Patent Center
or EFS-Web).........ccoeeenen. 502.05, 503, 708.02(a)

Actions permitted by registered users........... 502.05

Actions permitted by unregistered users....... 502.05

Alternatives to using EFS-Web...................... 502.05

During unscheduled outages  (EFS-Web
Contingency OptioN)..........ooceveiiieeeriieeennns 502.05

Certificate of TranSMISSION.........ccccvveveeiiiiiieeeeenn. 512

Document description codes..........c..cccuveee... 502.05

Document formats..........cccceevveeeiiieeniieeenne 502.05

Electronic Acknowledgement Receipt........... 502.05

Ex parte reexamination request and follow-on

PAPETS.....oviiiiiiiiiiiiiiiiiire e 502.05, 2224
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Electronic filing system, USPTO Patent (Patent Center or EFS-Web) — Estoppel

Sec. No. Sec. No.
Inter partesreexamination request and follow-on Reduction to practice...........cccuvveverniiiieneenn. 2164.02
PAPETS....coniiiiiiii 502.05, 2624 Relationship of predictability........................ 2164.03
Legal FrameworkK...........cccoeivivveieeeinniineen. 708.02(b Specification must be enabling
Petition to accept unintentionally delayed payment of As of the filing date.............cccoorvnnen. 2164.05(a)
malntenancg fee....oov 502'05_' 7.11'03(0)'. 2.590 To persons of ordinary skill................. 2164.05(b)
\Ijizs-grar;to(zeggteelrizTontlhfzgublllclegg)n ﬂgg"s‘?igz Test of enablement...........ccccooeeiiiieiinnns 2164.01
o o ' ' ' ' Undue experimentation factors............... 2164.01(a)
Reissue application and follow-on papers..... 502.05 .
1410 Working example..........cooceeeiiiiiiieeenniiieenn. 2164.02
Sequence listing submissions via............. 215.02(b) 35 USC. 112(f) or pre-AlA 35 U.S.C. 112, sixth
2422 03 2422.03(a) 2422 04 paragraph limitations............c.ccccceeuveeee. 2181, 2185
Electronic funds transfer to replenish deposit account... Energy, Department.of.._ """""""" e 115. 2104.01
509.01 Energy, related applications, special status...... 708.02
Electronic Information Disclosure Statement (e-IDS)..... English language faulty, new specification.... 608.01(q)
609.07 English language required................. 302.02, 608.01
Electronic mail......... 502.03, 713, 713.01, 713.04, Enrollment and Discipline, Office of (See also: _Office
713.05 of Enrollment and Discipline)
to notify customer of Office communications (e-Office Entity, micro, claiming status as (See also: Micro entity
Action Program).........cccceeveeeveeennnnn. 502.05, 710.06 status)

Electronic patent assignment system (EPAS).. 302.10
502.01 502.05

Entity, small, claiming status as (See also: _Small entity
status)

Electronic Priority Document Exchange (See also: PDX)
...................................................... 215.01, 215.02(a)

Electronic Processing of Information Disclosure

StateMEeNt......vvviiieieiiie e 609.08
Electronic publications
Availability as prior art.........cccccceveveeeiiciieneenins 2128
Citation Of.....cccovviiiiiii e 707.05(e)
Hyperlinks to........cccccevvevvernenee. 608.01, 608.01(p)
Search for.....c e 904.02(c)
Employee number...........ccccoeiiiiiiiiiiee e, 711.04(b)
Employees of U.S. Patent and Trademark Office,
property interest in patent...........ccccceeeviiiieeeeneinne. 309
Enablement.......cccocoeveieiiiiiiiiiiiiieeeeeeeeee 2164, 2166
Burden on the examiner.........c.ccccooveveennnene 2164.04
Commensurate in scope with claims........... 2164.08
Critical feature not claimed.................. 2164.08(c)
Inoperative subject matter 2164.08(b)
Single means claim...........cccccocceeee. 2164.08(a)
Compared to ULIlity.........ceevvveeriiiiiiiieeiine, 2164.07
Design patent application........... 1503.02, 1504.04

Duty or disclosure of information relevant to...............
2001.04

Evidence Of......oovveiiiiees 2164.05
Examples of enablement issues.............. 2164.06 to
2164.06(c)

Form paragraphs used to reject............ccceeenn. 2166
How to make the invention.............c........ 2164.01(b)
How to use the invention..............cccccc.. 2164.01(c)
Quantity of experimentation......................... 2164.06
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Entry of amendment (See also: Amendment) . 714.18

Environmental Quality Program..............c......... 708.02
Equity (civil action)
Under 35 U.S.C. 145.......ccceevernnee. 1216, 1216.02
Under 35 U.S.C. 146........coovvvvieieeeeeeeeeeeinn, 1216
Equivalents in art............. 904.01(b), 2144, 2144.06
Erasable (specially coated) paper.................... 608.01
Erasure in specification, before execution........ 608.01
Errors (See also: Correction __of _patent)
Correction of patents.........c.occceeeeeiiiiiieeeeeneins 1400
Deceptive intent............. 1401, 1412.02, 1412.03,

1412.04, 1414, 1414.02, 1414.03, 1444, 1448,

1451, 1457, 1481.02, 1490, 2022.05
REISSUE......eviiiiiieeiiiie e 1401 to 1470
Title dOCUMENTS...cccoiiiiiiiiieiiee e 323
Withdrawal from iSSUE.........ccceeeeveeiiiiiiiiiiiinnnn. 1308
Essential material..........ccoccoeeeviiiiieeiniinnne 608.01(p)
Establishing right of assignee to take action in
application..........cccoiiiiiiiiii 324, 325
Estoppel
Abandonment.........ccccovveeeviiie e 711.03(c)
Collateral...........ooiiiiiiiiiiiiee e 2012.01
In ex parte reexamination.............cccecuveennnen. 2259
In inter partes reexamination....................... 2659
Defensive publications............cccocceieeinninnnen. 711.06
Different inventive entities and commonly owned
apPlicatioNS........ocveveiiieee e 804.03
Interference........ccooeeeeeeeiiiiiiiieiien. 715, 2138.01
Reasons for allowance..............cccccoovuveeenen. 1302.14




INDEX

Estoppel — Examiner's amendment

Sec. No.
Reissue proceedings........ccccveeriiuiieeeennnnnne 2012.01
Terminal disclaimer 804, 804.02

European Community Design treaty (See also: Treaties)
European Patent Convention (See also: _Treaties)
European Patent Office (EPO)..... 120, 609, 901.05,

901.07, 1801, 1840, 1840.01, 1850, 1860, 1865
As a PCT Chapter | international searching authority.
1840.01

Sec. No.

Primary
Actions requiring personal attention......... 707.01
714.16 715.08 1004
Name on file wrapper..........ccccovceveviineenne 1302.13
Pursuit of bounties prohibited...............ccccc...... 1701
Reasons for allowance............cccccooveeiinenene 1302.14
Resigns, old cases special...........c.ccceevivveenns 708.03
Suggestion of allowable claims.................. 707.07(j)
Supervisory (See also: _Supervisory patent examiner)
Telephoning attorney...........cccccvveenee. 408, 1302.14
Testimony as patent expert...........ccoccveenee. 1701.01
Time and Activity Report...................... 1704, 1705
Time reporting for ex parte reexamination....... 2238
Time reporting for inter partes reexamination... 2638
Treatment of protest...........occooeeeeiiiiienennne 1901.06

Examiner docket, time, and activity recording..... 1704,
1705

Examiner Reissue Guide and Checklist... 1443, 1445
Examiner’s action (See also: Action) Letter, Examiner’s)

Evidence, of public use or on sale.............. 2133.03 to
2133.03(b) 2152.02(c) 2152.02(d)
Evidence submitted with protest.................... 1901.02
Examination guidelines for AIA 35 U.S.C. 102 and
103 i 2150
Examination guidelines for applying reference under
pre-AlA 35 U.S.C. 102(€).......eeevvveenns 2136, 2136.01
Examination of application...............ccccoceeeeiiinenn. 700
Accelerated Examination..............ccccoouee. 708.02(a)
Confidentiality during..........occcceeviveeiniienniieenne, 101
Deferral of.....coooevveeiiiiiieiiiieeeeee, 709, 1002.02(d)
Order Of..cooovciiieeeec e, 708 to _708.03
Piecemeal........ccccooeeviiiiiinen e, 707.07(q)
PUIPOSE... .o 701
REISSUE.....vieiiiiiieie e 1440, 1443, 1445
Secrecy order application.............c.ccocevvveeeeninns 130
Statutory authority 701
SUSPENSION Of ... 709
Examiner
ACHION. .. 707
Action counted...........eeevieiiiiiieee e 1705
Affidavit 2144.03
Assignment of application for examination.................
909.01(b), 909.02(b)
Assignment of ex-parte reexamination............ 2236
Assignment of inter partes reexamination....... 2636
ASSIStaNt......eeiiieiie 707.01, 707.02

Citing prior art in an issued patent inappropriate........
2203

Classification (See also: _Classification examiner) .....
903

DiSPOSalS.......vviiieiiiiiiei e 1705
Duty of candor and good faith to.. 2001.03, 2001.04
Employee number...........ccc......... 711.04(b), 905.05
Expressing opinion of validity............c..ccccuvuee.. 1701
NaME.....eiiiiiriericereeeee 502, 707.09, 1302.13
New action indicated by primary.................... 707.01
Previous action by another examiner

Allowed Claims.........ccocciiiieeiiiiiie e 706.04

INEEIVIEW.......viiiiiiiiecee e 713.01

Search.......ccovvceiieiiiee e, 704.10

............................................................................... 707
Examiner's amendment 1302.04
Abstract changed by................ 1302.01,
1302.04
By initialing.......cooeeiiiiie 1302.04
Claim, antecedent basis in description...... 608.01(0)
Claim lost in interference..........cccccceevieeeiineenne 2308
Claim, numbers identifying..... 1302.01, 1302.04(qg)
Claims, nonelected invention, canceled........ 821.01
821.02
Defensive publication.............ccccccoevvvieeeeiinns 711.06
Deposit account charge 1302.04, 1730
Drawing correction.................. 608.02(w), 1302.04
Extension of time required for.................... 706.07(f)
Formal matters...........cocceeveeennnns 1302.01, 1302.04
IFW applications.........ccccovvveeiivieniiee s 1302.04
Informalities corrected...........cccooovveeiiniennnne. 1302.04
Non-compliant amendment, treatment of.......... 714,
1302.04
NO new matter...........oooeveiiiiiiiiiiiiiieeeeeee 608.01(0)
Plant patent application practice....................... 1610
Reexamination
EX parte ..o 2281, 2287
Inter-partes
Canceling rejected claims........... 2671, 2687
Correcting formal matters...... 2687, 2687.01
In merged reissue/reexamination...... 2686.03
Not permitted if approval required..... 2687.01
To the Title............ 2660.02, 2686.03, 2687
Reference citation corrected.................... 707.05(g)
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Examiner’'s amendment — Executor or administrator

Sec. No.
Title of application............ccoccuvieiiiniiiieiienns 606.01
Examiner’s Answer
Appeal conference not held............. 1003, 1207.01
Counted as a disposal.......c.ccccceevrvveiiieeeniieeenns 1705
New ground of rejection............cccceoevveeeennn. 1207.03
New interpretation of law..........c.cceevvvvennee. 1207.02
TC Director’s attention required.................... 1003
Reexamination
EX PAr .oovvieiieeiee st 2275
Inter-partes 2677
Reply brief....... 1208
Special StatuS.......cevevieeeiiiie e
Examiner’s letter (See also: _Action) .........cccccveeene 707
Abandonment..........ooccieiieiiiiiiiee e 711.02
Advisory action 706.07(f), 714.13
Amendment after final rejection.................... 714.13
Arguments answered............cccoeoeiiieeeannns 707.07(f)
Cancellation of nonelected claim..... 821.01, 821.02
Claim allowable except as to form............ 707.07(a)
707.07(j). 710.02(b), 714.15
Claim SUMMArY......cccveiieeiiiieee e 707.07(i)
Complete and clear.........c.ocoeevviieiiieeinieees 707.07
Copies of references.........cccccvveveeeiicinnnennn. 707.05(a)
Copy to applicant.........ccceeeeeeiiiienieniiiieeeene 707.12
Correction, period for reply......... 707.05(g), _710.06
Correction of citation..........c.cccvcvvevverineenn 707.05(Q)
Date stamped........ccccooiiiiiiieeiiiiiee e 707.11
Decisions, Cited............oovvvvvvviiiieeeeeeeeeeeeiieenn, 707.06

Election of species required, concluding paragraph....

809.02(a)

Examiner signature at end of letter................ 707.09
Examiner's amendments........... 706.07(f), 1302.04
File wrapper entry.......cccccccevvunnen... 707.10, 719.01
Final rejection, clearly stated......................... 706.07
Final rejection, concluding statement............ 706.07
Final rejection, patentability report............ 705.01(a)
Formal matters..... 707.07(a), 707.07(e), 707.07(j).
714.02

Informal application............ccccoovveeriieeiniieennns 702.01
Initialed by examiner.............ccccveeeiiiiiiieeeeens 707.08
Language in rejecting.........occcveeeeeeeiiienenn. 707.07(d)
MaITING. ... 707.12
Memorandum Cited..........c.coveeririerieiiieenennn 707.06
New drawing required.............cccceeeeerrnnnn. 608.02(b)
New examiner, primary examiner indicates.... 707.01
NOtICES Cited.......eeiviirieriieiieere e 707.06
Numbering of paragraphs...........ccccccceeenee 707.07(K)
Omnibus rejection............cccceenee. 2173.05(r), 2175
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Sec. No.
Orders Cited........ooveiiiiiiieeeeiiiee e 707.06
Outstanding requirements ... 107.07(€)
Personal matter excluded............c.cceenee. 707.07(d)
Piecemeal prosecution.............ccccceeuvenee. 707.07(g)
Power of attorney invalid or lacking.................... 402
Preliminary amendment in new case................. 709,
714.01(e)
Primary examiner’s attention required, list........ 1004

References, citation.. 707.05to 707.05(q), 901.04,
901.05(a)

Refusing entry of amendment after Board decision....
1214.07

Rejection of claim corresponding to claim of patent....
2302

Remailing.......ccccoeeiiiiiiieiiieeeee 707.13, 710.06
Requirement for information........ 704.10, 2120.02,
2135, 2181
Restriction requirement............c.ccoccuveenee 803, 817
Returned.........cccocciiiiiereer e 707.13
Reviewed by examiner...........ccccooovviniiennnen. 707.08
Shortened time for reply.........ccccovieeiiinennne. 710.02
Signature.........ccceeeveeenne 707.09, 707.10, 1302.13
Statement of rejection..........ccccocvveiiieennns 707.07(d)
Status letter reply.......ccccceevvvieeeeiiiciiiee e, 203.08
Statutory basis 707.07(d)
SUMMAIY...coiiiiiiieieee e 707.07(i)
Supplemental...........cccooviiiiii e, 710.06
undelivered..........cccooviiiiiiiiiiiiiiiiieeeeeeeee e, 707.13
Examiner’s search facilities, use regulations......... 510
Example, Comments ON..........cccceevevvvereeeinns 707.07(1)
Example, Operative...........c......... 608.01(p), 2164.02
Example, Prophetic, simulated or predicted..................
608.01(p), 2164.02
Excess number of claims for fee, after notice of
allowanCe........cccvvevieiiiiee e 714.16(c)
Excess number of claims over number of claims
previously paid for............... 607, 714.01(e), 714.10
Excluded attorney or agent.......... 105, 407, 713.05,
714.19
Execution of oath.........c.ccoceveeiiiiiiiiinecs 602.08(b)
Executive Order
NO. 544 ...ttt 1608
No. 9424
NO 10,096.....ccccciiiiiiieieeiiiiiiee e 509.02
NO. 11,582....ccciiiiiiciiieiiie e 710.05
NO. 12,598.....ccccciiiiieeiiiiiieee e 115, 120, 121
NO. 13,292 it 115, 121
Executor or administrator................cccevvvnnns 409.01(b)
Allowance and iSSUE..........ccccvvereeeiiiveeeenn. 409.01(b)
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Executor or administrator — Federal holiday

Sec. No. Sec. No.
Application by, after discharge................... 409.01(b) For filing brief.......... 1203, 1205.01, 1206, 1208,
Assigned application, inventor dies........... 409.01(b) 1215.04
AUNOTIY ... 409.01(b) For filing continuing application................. -201.06(c)
Consular certificate......................... 409.01(b), 410 General fee authorization 710.02(e)
FOI@IgN COUNEIY......veeeeeeeeeeeeeeeeeeeeeeen 409.01(b) Reexamination
Heir ..o, 409.01, 409.01(a), 409.01(b) Exparte ..o, 1002.02(c). 2265
Intervention not required..............c.......... 409.01(b) Inter partes .......... 1002.02(c)(4), 2648, 2665,
Joint inventors, inventor dies..................... 409.01(b) 2672, 2682
EXRIDIL. ..o eeeeeeeee e eeeeseee e 608.03 e I 710.02(€). 1002.02(c)
Exhibit, Affidavit under 37 CFR 1.131............. 715.07 Extension, patent term (See also: _Term. Patent)
715.07(d) Extraordinary situations
Exhibit at iNtervieW. ............ocovoeeeveeeeeeeeeeeen. 713.08 Abandonment, revival................coooee. 711.03(c)
Exhibit, handling.........c.coovevvvevevevreererenenn, 608.03(a) Deferring issue............ocoooviiiiii, 1306.01
EX parte qUESHONS. ..........covevrveveeeerseeeseennns 713.06 Interview after issue.............occcoiiii, 713.10
Expedited Right of Appeal Notice....... 2671, 2673.02 Reexamination, ex parte ........ 2227, 2265, 2274,
Experimental use (See also: Public use) ..... 2133.03, 2283
2133.03(e) 2152.02(c) 2152.02(d) Reply period reset..........ccooeeiiiiiicneeeniiee. 710.06
Commercial exploitation..................... 2133.03(e)(1) Suspension of rules.........c.ccovveicieniiiiecseee, 1002
2152.02(c) 2152.02(d) Time 0 fil€..cooiiieieieiee e, 1205.01
Completeness of the invention............ 2133.03(e)(3) Withdrawal from ISSUE..........ccccueeeeieiiiiieneenn. 711.01
Factors indicative of... 2133.03(e)(4), 2133.03(e)(5)
Intent to experiment...........cccevvveeennee. 2133.03(e)(2)
Reduction to practice..........ccccceeeuuneee. 2133.03(e)(3)
Testing by third party.. 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental....................... 2133.03(e)(6)
When experimental use ends............. 2133.03(e)(3)
EXpert tesStimony.........ccccceeviiieiiiieiiiececieees 1504.03 F
Expiration date of patent (See also: _Term, Patent) Facsimile transmission
Adjustment under 35 U.S.C. 154......... 2710, 2720 Assignment documents.................. 302.09, 502.01
2730 Central NUMbBEr........c.ccceeveviiiierene, 502.01
DESIgN..cciiiiiiieee e 1502.01, 1505 Correspondence.............. 502.01
Extension under 35 U.S.C. 156......... 2750to 2764 Declaration or oath 502.01
2766 PCT international application.......... 1805, 1834.01
Plant.... .o 2701 1865 1893.01(a)(1)
UIIEY .o 2701 MaiNtENANCE fEES....oveeeeeeeeeee e 2510
When Office personnel should express opinion......... Permitted types of correspondence............... 502.01
1701 Prohibited types of correspondence.............. 502.01
Export control of patent applications..................... 120 Reexamination
Exposure of papers during interviews..... 101, 713.07 EX PAIE ..oooovvveeoeeveeeeeeeseeesesseseneese s 2224
Expounding patent law............oocveiviinineinnn: 713.02 INEEE PAMES ....vvveeeeeeeeeececeeeeeeeeeeeeeeeen e 2624
Express abandonment..............c.c.cccuueee. 711, 711.01 Secrecy order application, not permitted........... 120,
To avoid publication of application..... 711.01, 1125 502.01
Express Mail service (See also: _Priority Express Mail Supplemental examination.................c.ccceee..... 2806
service) Federal Circuit (See also: _Court of Appeals for the
Expunge information in application file............ 724.05 Federal Circuit (CAFC))
724.06, 1002.02(b), _1002.02(c), _1002.02(c)(4), Federal holiday
2267, ) ] -2269 Abandonment date...........cccceeeeiiiiiiiieeeens 711.03(c)
Extens!on of §hortened reply period............ 710.02(e) Appeal brief........cccooviiiiiiie 1205.01, 2274
Extension of time... 706.07(f), 710.02(e), 1002.02(c) L .
CiVil ACtION.....eeiiiiiiiiiie e 1216
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Federal holiday — File wrapper/history

Sec. No. Sec. No.
Continuity between applications................ 211.01(b MiICrO entity StatUS..........cceveveeeeeeeerereeenn. 509.04
Effect on Mail Express Service................cceoeee. 513 NON-EIECHIONIC. ... 607
Effect on reference.... 2120.01, 2133.01, 2135.01, Nonprovisional application.................... 601.01(a)
M Provisional application.............ccccccee..... 601.01(b)
g:';g date........ 902, 502.01. 502.05. 505. 512, Reduction for micro entities....................... 509.04
. L Reduction for small entities....................... 509.02
Foreign application copendency.................c....... 213 Reexamination
Foreign patent.........c.ccoccvveveeniinnnnn. 2135, 2135.01 Ex parte 2215
Maintenance fees.........cccoveveevrvevennne. 2504, 2506 Reissuep """"""""""""""""""""""""""""""" 1415
Papers not recelveq """"""""""""""""""" =02 203 Return Postcard Receipt................. 503, 607.02
Period for reply ending on................... 505, 710.05 Small entity 50903
Prior art effective date............... 2120.01, 2139.02, lssue (Se;, """"" z; Iso """""""""" | ssue fée)
2152.05 ) : -
Provisional application copendency............... 201.04 Maintenance (See also: Maintenance _fees)
PTO business hours...........ccccoevveeeiivecvcieec e, 510 PaﬁmeEnFtSWb5072582
. SWED. .
Reply period.........ccocvvviieniiiiiciiiicieeee 710.05 y i SN
Statutory bar.............. 2133, 2152.02. 2153.01 to Petltl_on .to TEVIVE. ...ttt 711.03(c)
2153.02 E;ggcgélon fee.innn. 1126, 1133, 1303, 1306,
Statutory period.........cccovveveriiieniiieiiieene 710.01(a) s
Unscheduled closings 213.03 Reduction for micro entities.............ccceevveene 509.04
Federal license rights 310 Reduction for small entities..........c...cccueeeeenn. 509.02
Federal Rules of Civil Procedure Supplemental examination.............c.ccc.uee... 2810.01
Rule 8(b) cited 410 Field of search......... 904, 904.02, 904.02(a), 1701
Rule 11(b) Notation in file.........ccooeiiiiiiii. 719.05, 904
. Field of search, notation by examiner......... 705.01(a),
gze?Oduced ..................................... 402.03 jig 719,05 904 904.02(a
e p o 5;|; .c.) ........................... Re fu " Figures (See also: Drawings
: ) . .
( 2540 File Ordering System.................... 711.04, 901.01(a)
o File wrapper/history (See also: _Image File Wrapper
: 1204 IEWV)) oo 719
Appeal forwarding fee.............ccovvveesssssssn -1208.01 ACHON ENLETEM. .......oovovorciercreieresseessreeens 707.10
ASSIGNMENE reCOTdING......oovvvvvvviiinneens 302.06 Allowed case data entered.................cueeeee. 1302.09
Credit card payment of.................... 509, 706.07(f Amendment endorsed..........ccccceeiiiiiiieeennns 710.05
Current amounts available on USPTO Web site......... Assignment endorsement 303
209. i 1730 Civil action dispoSition...........cccceeeeviiieeeennne 1216.02
Document size...........ccoeeeiiiiininnnns 608.05, 2810.01 Classification data 719.03
Electronic copy of sequence listing............. 2419.02 e mmmmmmmmmmmmmm———m——m—m ’
Classification history..........ccccccoevvvieeeeiiiinene.. 719.03
2419.03 2435 s
706.07(f COoMPIELENESS. .. ..vviiieiiiiiiieee e 724.01
...................................... 706.07(f) Continuation, Former Rule 162 (FWC)
509 607 Public @CCeSsS.......ccovueiiriiieiiieee e, 103
607 ReSHCON. ... 819
Dependent claims.........ccccccevviviieeeennnns 608.01(n) E’atlz er;tered :])n """""""""""""""" 710.05, 13(1)38:
. ield of search.........cccoceeiiiiinic e .
Deposit aCCOUNL........uuvvviiiiiiiiiiiiieeeeeeeeeeenn 509.01 e
Inadequate 509 Field of search, patentability report........... 705.01(a
International application....... 1805, 1810, 1827 Eggggonlappllcatlon cross-noting.... 202, 1893.03(c).
Basic national fee for national stage entry........ o
502.01. 502.05. 509.03. 512. 1834.01. Foreign flllng date entered on....... 719.06, 1302.06
1893.01(a). 1893.01(a)(1), 1893.01(c), Index of claims.......cccoeeeeeiiiiiiiiiiieee e, 719.04
1893.02 Licensing and Review stamp.........ccccceeevveeennnee. 140
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File wrapper/history — First inventor to file provisions of the Leahy Smith America Invents A...

Sec. No.
Notes to application of another party.................. 101
Papers iN.......oooiiei e 719.01
Parent application notation on........... 202, 1302.09
Printout of search history..........ccccccceeviienee. 719.05
Relation of application noted on................c........ 202
Residence changed.............ccccovivieniiienineenn. 719.02
Return of paper entered on............cccceevnneenn. 719.01
“Searched” box entries.........ccccvcvvernveenrnenn. 719.05
“Searched notes” box entries............ccceeeveeen. 719.05
Signing by primary examiner...............c....... 1302.13
Statutory period ends on nonworking day..... 710.05
Files REPOSItOrY.......ccovcvviiriiieiiiiiiniece e 711.04(b)
Filing date............ 201.06(c), 502, 503, 505, 506,
506.02
Continued prosecution application (CPA)... 201.06(d)
Effective, prior application............ 211.02, 2133.01,
2139.01 2152.01 2154.01(b)
EFS-WED.....cooiiiiiiiiee e 502.05
Foreign application, Convention date (See also:
Foreign application) .............ccccceceeiiccnnnennn. 214.03
International application............ccccceeeiviiiieeeenns 1810
Later filed application as disclosure.......... 608.01(p)
Patent Cooperation Treaty (PCT)........cccceeeeennee /1810
Petition......... 506.02, 513, 601.01(b), 601.01(c),
601.01(f) 601.01(q)
Priority Express Mailing date............... 506.02, 513
Refusal to accord..........ccccoveviveeinniiinieee 506.02

Review of refusal to accord 506.02
Subsequent publication as disclosure....... 608.01(p)
Filing date of reexamination request
EX Parte ..occccceiiiiiiiiiiieieieeeee e 2214, 2215

Filing date of request for supplemental examination.....
2812.01

Filing fee (See also: _Fee) Refunds) .................... 607
Continued prosecution application (CPA)... 201.06(d)
Deposit acCoUNt........ceeveeeieiiiiee e 509.01
Inadequate..........ccooiiiiiiiiiiiiee e 509
Reduction for micro entity.... 509.04
Reduction for small entities............c.cceccuvenee 509.02
Reexamination

EX parte ... 2215
Reissue application.............cccveveeeeiiiiieeneecinnns 1415
RetUr...coooee e 503, 607.02

Filing receipt (See also: _Postcard, self-addressed) .....
503

Final action (See also: Final _ rejection)
Final Board decision in inter partes reexamination.......
2681 2682
Final data capture..........ccccooeeeiiiieinii e 1309

Sec. No.

Final reJection..........cccovieeeiniii e 706.07
Amendment after...................cc.e. 714.12, 714.13
Amendment after, entered in part.................. 714.20
First action.... ... _106.07(b)
INEEIVIEW. ..eei i 713.09
0] 1 = 706.07
Patentability report.........c.cccocvvevieeiniinens 705.01(a)
Petition to vacate.........ccccceceevcvienee e, 1002.02(c)
Premature.........cccceeeeeiee e 706.07(c)
Premature, Withdrawal of............cccceeveee... 706.07(d)
Primary examiner’s attention required.............. 1004

Request for continued examination (RCE).................

706.07(h)

Reexamination, ex parte .......ccccccceevvvvvereennnnns 2271
Reexamination, inter partes (See also: Action: Closing

Prosecution in _inter partes reexamination)
Secrecy order application...........ccccceeeviciieeeennne 130
SPECIAL..ee it 708.01
Time for reply....cccoveeiiiiee 706.07(f)
Transitional procedure............ccccceeeveineen. 706.07(q)
When proper 706.07, 706.07(a), 706.07(b)
Withdrawal...........ccoeviiiiiiiieen 706.07(e)
Withdrawal, Primary examiner’s attention........ 1004,
1005
Withdrawal of premature.............cccccevveeene 706.07(d)
First action final rejection................cccvveee.. 706.07(b)
INnan RCE......cccocoeviiiiiieenins 706.07(b). 706.07(h)
First inventor to file provisions of the Leahy Smith
America Invents Act (AIA)
Affidavits or declarations under 37 CFR 1.130...........
717.01to 717.01(f), 2155
Claiming same invention................ e 117.01(d)
Enablement...........cccoooiiiicii 2155.04
Evaluation of............ 717.01(a)(1). 717.01(b)(1).
717.01(e)
Formal requirements...........cccueeeeeninne 717.01(c)

Showing disclosure was made by inventor.............

717.01(a), 2155.01

Showing prior disclosure of subject matter by

INVENLOT....c.veivieieciieiecieei, 717.01(b), 2155.02
Showing disclosure was subject matter obtained
from inventor................... 717.01(b)(2), 2155.03
When available......................... 717.01, 2155.06
When not required............ccoecvveveeeiiiiinnennn. 717.01
When unavailable..................... 717.01, 2155.06
Who may file.........cooernennn 717.01(c), 2155.05
Determining whether application is subject to first
inventor to file provisions

Applications filed before March 16, 2013...............
2159.01
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First inventor to file provisions of the Leahy Smith America Invents A... — Foreign executed oath

Sec. No.

Applications filed on or after March 16, 2013.........
2159.02

Applications subject to both pre-AIA 35 U.S.C.
102(g) and AIA 35 U.S.C. 102 and 103.... 2159.03

Sec. No.

Certified copy to avoid reference... 213, 2136.05(a),
2152.06

Certified copy not filed...........ccccceernneen. 214.03(VI)
Cross-noting on file wrapper/history 202
Date entitled t0.......ccoccvriiieieiie e 213
Design patents.........ccccceeeeeeeneeen. 1504.02, 1504.10
Determination of priority..........ccccceeevvvee.. 213, 216
DISCIOSUIE......cuvieiiieiie it 216

Duty of disclosure of information cited..... 2001.06(a)

English language translation for benefit of date..........
213, 213.06, 216, 2136.05(a), 2152.06

Ex parte reexamination to perfect priority.... 2258.02

Filed more than a year before U.S. application... 213,
214.03

Transition application............c..cccceeviieene 2159.04
Effective filing date of claimed invention...... 2152.01
Improper naming of inventors.............ccecuveenee. 2157
Joint research agreements.........c.ccceevveeernennn 2156
Prior art

Under AIA 35 U.S.C. 102(a)(2)............ 2152.02 to

2152.04

Under AIA 35 U.S.C. 102(a)(2)......c.veenee. 2154 to

2154.01(c)

Under AIA 35 U.S.C. 102(d)........cenn.... 2154.01(b)

Under AIA 35 U.S.C. 103......cccveiiiieenireene 2158

Prior art exceptions under AIA 35 U.S.C. 102..... 717
to 717.02(d), 2153, 2154.02 to 2154.02(c), 2156
Commonly owned or under obligation of
assignment......... 717to 717.02(d), 2154.02(c)
Grace period inventor or inventor-originated
disclosure..... 717 to 717.01(f), 2151, 2153.01,
2153.01(a), _2153.02, 2154.02to _2154.02(b)

Joint Research Agreements................cc....... 2156
OVEIVIEW.. ..ot 2151
First Office action form........ccooovviiiiiviiiieeieeeeeees 707

First action on the merits (FAOM) (See also: _Letter

Examiner’s)

Five year pendency............ccccceeeennnne 707.02, 708.01
Flowchart for
Claim interpretation for a term that does not invoke 35
U.S.C. 112(F)eeeeeiieeiieee e 2111.01

Effective date under pre-AlA 35 U.S.C. 102(e)...........
2136

Examination of computer-related inventions..... 2106

Reexamination provisions, ex parte ................ 2201
Reexamination provisions, inter partes ...... 2601.01
Reformed PCT System........cocccvievieiiiiiiieeennns 1842
Supplemental examination................ccccveeeeens 2801
Transitional after-final procedures (37 CFR
1.129(8)) . vveenveennreenieenree e 706.07(g)

Treatment of applications having conflicting claims.....
804

FIOW Sheet.......oooviiiiiiieii e 608.02
FOIA (See also: _Freedom of Information Act (FOIA))
Font, type....coovveeeeieee e 608.01, 1504.01(a)

Foreclosure (See also: Assignment: Security interests)
Foreign application (See also: International application)

As prior art.......... 2120, 2127, 2139.01, 2152.01
Certificate of correction to perfect priority..... 216.01
1402 1481 1481.03
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Filing in foreign country.........c.cccoveiinieccineenn. 140
FIrSt e 213.03
Great Britain.......ccccceeeeeeeeeeiiiecccciins 213.03, 216
Identification.........ccccceeiiiciiiee e 214.04

Incorporation by reference in U.S. application..... 217
Inter partes reexamination to perfect priority.... 2658
License to file.......oooviiiiiiii

Listed on oath/declaration
No claim for priority.........ccccoeiiieeeeiiiiieeeee

No reference made in declaration.................. 214.03
Notice to Office after nonpublication request..... 1124
Noting earliest date in file history/wrapper.......... 202
Ordering COPIES.......ccovvviriieeeiiiee e 901.05(c)
Overcoming reference which is................ 216, 715
Prior art cited in related...............cccvvveees 2001.06(a)
10 1Y/ ORI 213
Papers not filed..........ccccceeeiiieiiciiiee s 214.03

Petition for unintentionally delayed claim for priority....

214.02, 215.02, 1002.02(b), 1402, 1417,
1481.03 2258.02 2658
Priority document in parent application........ 214.03
215
Reissue application claiming foreign priority..... 1402,
1410, 1417 1444
RIbboNed..........cooviiiiiie e 608.01
Same INVENTION..........ccviiieee e 213
SAL it 602
Statutory bar........cccoociiiiie 2135, 2135.01
Time limits to submission.................... 213.06, 214
Certificate of correction.........cccccoceeeiineenn. 216.01
ReissUe.......occveiiieiiiiiieeeee 214, 215, 216.01
Translation required.... 213, 213.04, 213.06, 214,
215.03 216, 217
Foreign countries recognized for priority.......... 213.01
Foreign executed oath............ccceeveeiiiiiieeennns 602.04
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Claim allowable except for
Review of action involVing...........ccccceevviieee e,

Right of benefit to prior domestic application..... 210
211, 1402, 1405, 1410, 1481.03

Index-37

Sec. No. Sec. No.
Foreign filing, Proving priority................ 213.02, 214, Right of priority to prior foreign application........ 210,
2136.05(a). 2152.06 213to 217, 1402, 1410, 1417, 1481.03
Foreign filing date Specification format...........ccocoveeeeeeevereeennn. 608.01
ENntitled 10......coiiieieiieeeee e 216 When taken up..... 707.07(a), 707.07(e), 707.07().
On file wrapper/NisStory.........cccocveeriieiiieeeniieens 202 714.02
Foreign filing license 115, 140 Former employee restrictions............cccceevveeennee. 1702
FOr PCT .t 115, 1832 Form letters and forms
Foreign language Abandonment..........cccovvieriiie e 711.04(c)
Application..........ccccceevieeniinenne 608.01, 609.04(a) Action Closing Prosecution PTOL-2065..... 2671.02
Oath or declaration............ccccoeeeeeveveeeennnn. 602.06 2696
Foreign patent Advisory ACtion..........cccvevvvernenns 706.07(f), 714.13
Art COlleCHioN.......cocviiiiiiiiec 901.07 Advisory ~ Action — Ex-parte  Reexamination
Citation.......coooveereiiiereceeee 707.05(e). 901.05(a) SZTGOGLC-)4367 """"" 2250, 55(733 2266.01, 2262'2092é
Citation dates and information.................. 901.05(a) - - —
901.05(b) 1851 AllOWaDIITY....oovveieiiiieeee e 1302.03
Classification...........cccovvvriiciiieiicnnnns 903, 903.03 Amendment received after allowance....... 608.02(z).
CouNtry COUES. ... .uuiiieeiiiiiiiee e 1851 714.16(d). . -[14.16(e)
Amendment after Board decision, refused entry........
Database SearCh...........ccccccvvvvvvviiiieeeeeeeeeeeeeinns 2135 1214.07
Docgment Citation, in PCT.......ocooiiiininiiinnnn 1851 Amendment not fully responsive.................... 714.03
Dupll(?ates ...................................................... 903.03 Amendment UNSIGNE. .........ooooooooooooooo. 714.01(a)
Effective date................. 901.05(b) Certification of Micro Entity Status (Gross Income
Family of (INPADOC) 901.06(a) Basis) PTO/SB/L5A w.....ovvvereeinreiinneenns 509.04(a)
In prior art statement......................... £09. 609.01 Certification of Micro Entity Status (Institution of Higher
Individual country OVErview.............ccocceveuenns 901.05 Education Basis) ........cc.cceeeeiiiiiniiiiiiie, 509.04(b)
JOUMAIS.....ccoviiiiiiiieiii e 901.06(a) Certificate of Correction form PTO/SB/44 or PTO
LaW OVEIVIEW......cveeviereereerreere et eaee v 901.05 1050 1480, 1485
LIDIarY. ..o 901.06(a) Certificate under 37 CFR 3.73(b) PTO/SB/96..... 324
Listing at allowance. ............ccoovveeveveeeererenn.. 1302.12 Certificate under 37 CFR 3.73(b) PTO/AIA/96.... 325
OPPOSItIONS. ... 901.05 Change of Correspondence Address, Application
Ordering COPIES......ccvveviiiieeeiiie e 901.05(c) PTO/SBI12Z...cooiviivisiinisninins 403, 2542
Print of, where obtained.............c....c..co....... 901.05(c) Change of Correspondence Address, Patent
PTO/SB/123.....oeeiieiieeeeeeeee e 403, 2542
Reference........ 901.05, 2120, 2139.01, 2152.01
TraNSTEr...coiiiiiii e Cover sheet, assignment document.............. 202.07
Translation of Covgr sheet, provisional application
Unlicensed, same applicant................... 140 (011 1=Y ST 201.04, 601
Foreign priority (See also: Foreign application) .... 210 Reproduced..........ccovveeeiiiiiiiiee e 201.04
to 217 Credit Card Payment Form PTO-2038
Design patent applications............... 213, 1504.02 Cited.......... 509, 1302.04. 1306. 2510. 2522
1504.10 . ReproduCed.......cceeiiiiiiiiiiie e 509
U.S. effective filing date or effectively filed date 130, 1304.01
computed.... 213.01, 2136.03, 2139.01, 2152.01, DD FOrM 44L.....ccocviciiiiieceeeeeeee e 120
2154.01(a). 2154.01(b) DM/L..coiiiinnes 2905.01, 2909, 2909.03, 2910,
Formal matter 2920.05(d), 2920.05(f)
Allowance and issue... 1302.01, 1302.02, 1302.04 Death of Attorney, Application ready for allowance.....
Amendment of application in issue................ 714.16 406

Declaration for Plant Patent Application PTO/AIA/09..
1604

Declaration for Reissue Application by the Assignee
PTO/AIA/QB. ......oveeeeeiiiieiee e 1414.01
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Sec. No.

Declaration for Reissue Application by the Assignee

Sec. No.

Inter PartesReexamination Communication (Without

SSP) PTOL-2072....c.tiiiiiiieeiiieeieeniee e 2696
Inter PartesReexamination Notification Re Appeal
PTOL-2067.....cccceiveivieniienieens 2662, 2674, 2696

Inter PartesReexamination Transmittal PTOL-2070....
2646, 2647, 2647.02, 2670, 2677, 2696

Interview Request, Applicant Initiated PTOL-413A.....

PTO/SBI52.....c.oiiiiieiieeiieeee e 1414.02
Declaration for Reissue Application by the Inventor
PTO/AIAJOS.......oiiiiieeie e 1414.01
Declaration for Reissue Application by the Inventor
PTO/AIA/SL.......vevieeieieee e 1414.02
Declaration for Utility or Design Patent Application
PTO/SB/OL.......ooiiiiiiiiiieceeec e 602.01(b)
Declaration for Utility or Design Patent Application
PTO/SB/O1A. ..o 602.01(b)
EFS-Web.....oooiiiie e, 502.05

Election of species 809.02(a)
Examiner Checklist — Reexamination PTOL-1516......

2287, 2295, 2296, 2687, 2696
Examiner’s action PTOL-326.......ccccceeeeeeevvivvnnnnn. 707
EXamINEr's aNSWEN .........cccvvveeeeeeeieiiiieiiieiinnnnnns 1207

Examiner’s Biweekly Time Worksheet PTO-690E......
2638

Fee Address PTO/SB/47

Indication

Reproduced
Final rejection.........cocveviviiinice e

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29.....
201.06(d)

For Design Applications Only: Receipt For Facsimile

Transmitted CPA PTO/SB/29A.................. 201.06(d)
45-day Letter.....ceviiiiieieeecieeee e 150
General Office Action, Ex Parte Reexamination
PTOL-466........cccvvvieeiiiiiiiee e 2262, 2296
General(Ex-Parte)ReexamCommunicationPTOL-473
(With SSP)...vevevieeeeeee 2250, 2266.03, 2296

Incorrect citation of references, Correction.................

707.05(q)

Information disclosure statement (IDS) PTO/SB/08
Cited................ 608.01, 609, 609.02, 609.03,
609.04(a), 609.05(a). _609.05(b), _609.05(c),
609.06, 609.07, 609.08, 707.05(d), 1302.12,
1406, 1893.03(g), 1901.03, 1901.06, 2001.04,
2003, 2004, 2214, 2246, 2256, 2257,
2258.01, 2287, 2646, 2657, 2687
Reproduced...........ccceeviiiiiiiiiinieee e 609.08

Interference Initial Memorandum..... 2302, 2304.02
2304.04(a)

Interfering  Subject  Matter, Secrecy order
apPliCatioNS..........eeiieiiiiiiie e 2306
International application transmittal (PTO-1382)........
1830
InterPartesReexaminationCommunication(WithSSP)
PTOL-2071....ccciiiiieieeee e 2696

Index-38

713.01, 713.04 713.05
Interview Summary, PTOL-413/413B........... 713.01
713.04, 714.13
Interview Summary PTOL-474, Reexamination.........
2281, 2296

Issue Classification, Designs PTO-328........ 903.07,
907
Issue Classification Form/Sheet/Slip... 903.07, 907,
1302.09, 1302.10, 1302.13, 1611, 2287
DIgESES..eei it 903.07
Issue Fee Transmittal PTOL-85B.... 307, 308, 324,
325, 512, 605.01, 1306.01, _1306.02, 1309,
1481.01

Maintenance Fee Transmittal PTO/SB/45
(01 1Yo 2515, 2595
Reproduced..........coovvveeieiiiiiiieee e 2595

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Cited............. 1121, 1122, 1123, 1124, 1135

Reproduced..........coouvveeieiiiiiiieee e 1135
Notice of Abandonment PTOL-1432............. 711.02
711.04(c)
Notice of Abandonment under 37 CFR 1.53(f) (CPA)
For Design Applications PTO-2019........... 201.06(d)
Notice of Allowability PTOL-37... 601.01(a), 602.03,
608.02(b), 608.02(z), 609.05(b), _707.05(q).
710.02(e), 714.03(a), 714.13, 812.01, 1302.03,
1302.04 1455

Notice of Allowance and Issue Fee Due PTOL-85.....
115, 203.08. 509.03, 605.01, _708.02(a), 1126,
1303, _1303.03, 1304.01, 1305, 1306, 1306.02,

1306.03, . 1308.01, 1308.03, 1309, 1512,
2001.04, 2406, 2411, 2411.03, 2540

Undelivered........ccooveeiiiiiiiee e 1303.02
Notice of allowance, Secrecy order applications
D-10..cciiiiiieiiieeeiee e 130, 1304, 1304.01
Notice of Appeal from the Examiner to the Patent Trial
and Appeal Board PTO/SB/31.........ccccoviunneeen. 1204
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273 2295 2296
Notice of Defective Paper - Inter Partes
Reexamination PTOL-2069............ 2666, _2666.01,

2666.04, _2666.06, _2666.50, _2666.60, 2696
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Form letters and forms — Form letters and forms

Sec. No.

Notice of Failure to Comply with Ex  Partes
Reexamination Request Filing Requirements
PTOL-2077...ccciiiiiieieeiecne e 2218, 2227

Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8,1995 PTO-2011

Reproduced.........cooocueeiieiiiiiiiee e 201.06(d)
Notice of Improper CPA For Design Applications
PTO-2012 Reproduced..........c.ccovcvvvernneenn 201.06(d)
Notice of Improper Request for Continued Examination
(RCE) PTO-2051........ccvueee. 201.06(d). _706.07(h)

Notice of Incomplete Nonprovisional Application........
506, 601.01(d), 601.01(e), 601.01(f). 601.01(q).
2731 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced......... 201.06(d)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469............... 2234, 2250
2250.01, 2256, 2262, 2266, 2273, 2274, 2283,

2285, 2287, 2287.01, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068.............. 2687, 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO-2142......oiieeeeeee et 2531
Notice of Non-Compliant Amendment............... 714,
714.01(e), 714.03
Notice of Non-Compliant Supplemental Examination
REQUEST......euiiiiiiiiiiieeeeee e 2812.01
Notice of Non-Recordation.............cccccccuvvee.. 302.09
Notice of Omitted Itemsina Nonprovisional Application
PTO-16609.......... 201.06(c), 601.01(d), 601.01(q),
2731, 2732
Notice of Overpayment of Patent Maintenance Fee,
PTO-211 i 2550
Notice of Recordation............ccccoeevvvieeeeennnns 302.09

Notice of References Cited PTO-892 608.01
609.02, 609.03, 609.04(a), 609.05(a), 609.05(c),
609.06, 707, _707.05, _707.05(a), _707.05(c),
707.05(d), 707.05(e), 707.05(f), 707.05(q). 2246,

2257 2646 2657 2687
Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143. ... 2530
Notice of Withdrawal from Issue under 37 CFR
1.313(D) e 1308
Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468........ 2273, 2274, 2296

Notice to Comply With Requirements

Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence
Disclosures.......... 2414, 2421.03, 2731, 2732
Notice To File Missing Parts of Application.................
601.01(a), 601.01(c), 602.05(b), 607, 708.02(a),
708.02(b), 710.02(d), 2731, 2732

Index-39

Sec. No.

CPA for Design Applications PTO-2021

Reproduced..........ccccceeeiiiiiiieeniiiieeen 201.06(d)
Notice Requiring Inventor's Oath or Declaration,
PTOL-2306.......ccitierieenirieiiienieenieesieenieens 710.02(e)
Notification of Non-Compliant Brief (use of PTOL-462
discontinued)........cccovrieeiiiiienice e 1205.03
Office Action — Ex Parte Reexamination PTOL-466...
2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064

Cited............... 2647.02, 2660, 2671.01, 2696

Reproduced..........cccuueeeieiiiiiiiiee e 2660
Office Action Summary PTOL-326........... 608.02(h),
717.01(f)

Order Granting/Denying Request for  Ex-parte
Reexamination PTOL-471...........c........ 2247, 2296

Reproduced..........ccocveeiiiiiiiiiieieeeeee 2247.01
Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063

Cited....cooovviiieeeren, 2646, 2647.02

Reproduced..........ccocvveiiiiiiieiieeiieeeee 2647.01
Patent Term Adjustment Statement under 37 CFR
1.704(d) PTO/SB/133......coviiieiiieiieiiienieeeieee 2732

PCT forms (See also: _Patent Cooperation Treaty

(PCT))

Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced................ 1135

Petition  for Revival of an  Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing
PTO/SB/64a

Cited...oove e 711.03(c), 1124, 1135
Reproduced...........cccccoeennene 711.03(c), 1135

For Application international application abandoned
Unintentionally PTO/SB/64/PCT........... 711.03(c)
For Application Abandoned Unintentionally
PTO/SB/BA......cceeeeeieee e 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration
(37 CFR 1.63) PTO/SB/03........cccccvveeireeeiirnenns 1604
Power of Attorney

For applications filed before 09/16/2012
Power of Attorney or Revocation of Power of

Attorney With a New Power of Attorney and
ChangeofCorrespondenceAddressPTO/SB/81

........................................................ 402.05(b)
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80............ 402.07

For  applications filed after  09/16/2012

Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80........ 402.02(a)
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Sec. No.

Transmittal for Power of Attorney to One or More

Registered Practitioners PTO/AIA/82 ..............
402.02(a)
Provisional application for patent Cover sheet
PTO/SBILB.....ccoiiieeiiiie e 201.04
PTO-271
CiIted. it 1309.02
PTO-303...ceiiiiiiieieeieeie et 1453
PTO-328....iiieiieeeeee e 903.07
PTO-690E.........ccooiiiiiiiiiiiieeeeeecee e 903.03, 2638
PTO-850
Cited.. 1002.02(d), 2302, 2304.02, 2304.04(a)
Reproduced..........oocvvvvieeiiiiiiiene e 2302
PTO-892
Cited........ 608.01, 609.02, 609.03, 609.04(a),

609.05(a), 609.05(c), 609.06, 707, _707.05,
707.05(a)., _707.05(c). _707.05(d). _707.05(e),
707.05(f), 707.05(g), 901.06, 1302.04, 1302.12,
1406, 1455, 1901.06, 2246, 2257, 2646,

2657 2687

Reproduced.........c.cccovviieeiiiieiniiece, 707.05(a)
PTO-1050......ccccccriviirieninnns 1480, 1480.01, 1485
PTO-1382.....ccciiiiiieiieiiecriie e 1830, 1832
PTO-1516.....ccccveiiieeiiieeiiieeens 2287, 2295, 2296
PTO-1517....coceiiiiriiiiiiieciis 2287, 2295, 2296
PTO-1595.....cciiiiiiiieeiiee e 302.07
PTO-2011..cciiiiiiiiieeeee e 201.06(d)
PTO-2038

Cited.......coevveenennne 509, 1302.04, 1306, 2510

Reproduced..........cccveieiiiiiiiiiiieee e 509
PTO-2051.....cciiiiiiiiiiieiit e 706.07(h)
PTO-2142......coiiiiiieieeee e 2531
PTO-2143.... e 2530
PTO-2293... .ottt 2296
PTO-2302.....cccciiiiiiiieeiie e 2818.01
PTO-2311.......... 2250.03, 2266.02, 2272, 2273,
2295 2296
PTO-2320.....cccciiiiiiieeiiiciee e 2905.01
PTO/SB/08

Cited.......cooeenee. 608.01, 609, 609.02, 609.03,

609.04(a). _609.05(a). _609.05(b). _609.05(c).
609.06, 609.07, 609.08, 704.14(c), 707.05(d),
1302.12, 1406, 1901.03, _1901.06, 2214,
2246, 2256, 2257, 2258.01, 2287, 2646,

2657, 2687

Reproduced..........coccvvvvieiiiiiiiee e 609.08
PTOL-37

Cited.......ccoeenneee. 203.08, 601.01(a)., 608.02(b),

608.02(z). _609.05(b). _707.05(g).. _710.02(e).

Index-40

Sec. No.

714.03(a), 714.13, 812.01, 1302.03, 1302.04,

1302.12 1302.14, 1455

Reproduced..........cocveiiieiiiiiieniiic e 1302.03
PTOL-85

Cited..... 203.08, 1303, 1306, 1306.02, 1308,

1308.03

Reproduced..........cccuvvevieiiiiiiiiee e 1303
PTOL-85B

Cited....... 307, 308, 324, 325, 509.03, 512,

605.01, 1303, 1306, 1306.01, 1306.02, 1309,
1481.01

Reproduced.........ccovevieeeiiiiienicc e 1303
PTOL-85C Reproduced............ccceevveeernineennnnnn. 1303
PTOL-90.......cccoc.... 608.02, 608.02(b), _609.04(b).

706.07(h), 707, 714.16, 1207.05, 1208, 1209,
1210

PTO-271....ccccccvvvivrnnns 714, 714.16(d), 714.16(e)
PTOL-303................. 706.07(f), 711.03(c), 714.13
PTOL-306......cccccutiieeeeeciieeee et 1481.02
PTOL-324.....cuttiiieieieiieeeeeeeeeeeee e 714
PTOL-326

Cited.... 214.03, 215, 608.02(h), 706.07, 707,

710.02(b), 714.03(a), 812.01

Reproduced..........cccvveeeiiiiiiiie i 707
PTOL-404.......ccc e 1485
PTOL-413A......ccoiiieeeeeeceeee e 713.01, 713.04
PTOL-413B........cccvvvvvnnene 713.01, 713.04, 714.13
PTOL-461......coiiiiiiieieeietee e 1215.04
PTOL-462 (discontinued)...........cccceeeeveeeennn. 1205.03
PTOL-462R (discontinued)..........cccceeevvvveeeennne 2274
PTOL-465........ccccveeeee. 2246, 2262, 2264, 2296
PTOL-466........covveeeeeiiieee e 2262, 2296
PTOL-467.......... 2250, 2265, 2266.01, 2266.02,
2266.03 2272, 2296
PTOL-467A......cccveeen. 2266.02, 2266.03, 2296
PTOL-468........ccoovvveeeeiiirieeeennn, 2273, 2274, 2296

PTOL-469.... 2234, 2250, 2250.01, 2256, 2262,
2273, 2274, 2283, 2285, 2287, 2288, 2296

PTOL-471D.....cocoviiiiiiiiiiieeiecc 2247.01, 2296
PTOL-471G...cccoiiiiieiiiiiiees 2247.01, 2296
PTOL-473....ccccoiiiiiin, 2250, 2266.03, 2296
PTOL-474.....coiiiiiiiiiiieee 2281, 2296
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273, 2295, 2296
PTOL-476.......ccccvvvvennne 2287, 2296, 2687, 2696
PTOL-1432.......cccovviiiiiiiiien, 711.02, 711.04(c)
PTOL-1516....... 2287, 2296, 2687, 2695, 2696
PTOL-1517....... 2287, 2295, 2296, 2687, 2696
PTOL-2057.....ccciciiiiiiiiiiiiie e 2227
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Sec. No.

PTOL-2063

Cited.....cooovviiieiieen 2646, 2647.01, 2647.02

Reproduced...........ccceviieiiiiiiiiiiie e 2647.01
PTOL-2064

Cited............... 2647.02, 2660, 2671.01, 2696

Reproduced..........occvvviieeiiiiiiiiie e 2660
PTOL-2065........ccocveiieeniiiieeneeeee 2671.02, 2696
PTOL-2066.........ccceeeieeririaiienneene 2673.02, 2696
PTOL-2067.....cccenvieiiiiaieerinens 2662, 2674, 2696
PTOL-2068........ccoovieiiiiieeniieeieenee e 2687, 2696
PTOL-2069

Cited......... 2666, 2666.01, 2666.04, 2666.06,

2666.50 2666.60 2696

Reproduced...........cocveiiiieeniiiiiiiie e 2666.50
PTOL 2070.. 2647, 2647.02, 2664, 2670, 2677,
2686.01 2696
PTOL-2071...cccciiiiiiiiieenie e 2666.06, 2696
PTOL-2072....ccciiiiieiieiree et 2696
PTOL-2073....cciiiiieeiee e 2674, 2696
PTOL-2077...ciiiieeiiieeiee e 2227
PTOL-2079....ccciiiiieieeee et 2227
PTOL-2079....ccitiiiiieieeeee e 2249
PTOL-2306.......ccciiiiieeriieiieeniie e 710.02(e)
PTOL-2311, reproduced............ccocuvvereeernnnns 2266.02
PTO/AIA/O1 through PTO/AIA/11
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13 Reproduced.........cccvveieeeeiiiiiieee e 2906
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ANLICIPAtION. .....ooiiiiiie e 1504.02
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Hours of operation...........ccccceeiiiiiiiiee e 510
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Hyperlinks in specification............. 608.01, 608.01(p)

|
Icon, computer generated..............ccceeeen.. 1504.01(a)
Identification of papers.........cccceveeveeennnnn. 502, 503
Identification of priority application................... 214.04
Identity of inventors under 35 U.S.C. 119.............. 216
Idiomatic English..........ccccoviieiiiiiiiiiee, 608.01(q)
lllustration (See also: Drawings)
Image File Wrapper (IFW)

ArtifaCt. . 608.02

Paper scanning.........ccccceeeviiiiveieee e 508

Power to inspect not accepted 104

Public aCCeSS........ccvvvveeieieeeeieeie 103, 1730
Image File Wrapper (IFW) forms

Issue Classification Form/Sheet/Slip, reproduced......

1302.09

Cited.......coceennee 903.07, 906, 1302.10, 1302.13
Implied election.......... 818.02, 818.02(a), 818.02(c)
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Pro Se applicant)
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Index of claims............ccooeeeennn. 707.07(i), 719.04
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Index to the U.S. Patent Classification......... 902.01(a)
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Incomplete protest.........ccceeeeiiiiiiinieniiiieeen, 1901.03

Incomplete requests for ex parte reexamination...........
2227
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Time for completing.......... 710.02(c), 711, 714.03
Incorporation by reference.. 103, 201.06(c), 211.02,
211.02(a), 217, 601, 608.01(p), _2163.07,
2163.07(b) 2173.05(s)

Foreign priority application.. 213.02, 217, 2163.07
In an Examiner's Answer during inter partes

reexamination............ccccccciiiiviiininieee e 2677
Public access to incorporated application.......... 103
Incorrect citation of reference........ 707.05(g), _710.06
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Breadth compared...........ccooeeeeiiiiiiienenniinne 2173.04
Chemical Formula...........cccccvvvveveevenenenn... 2173.05(t)

Comparing 35 U.S.C. 112(a) or pre-AIA35U.S.C. 112,
first paragraph with 35 U.S.C. 112(b) or pre-AlA 35

Industrial Security Manual (ISM)...........ccccceeeuneee. 120
Inequitable conduct (See also: _Duty of disclosure,
Violation of) .....cccceeveeeviiiiicceee, 2001.06(c), 2010
Best MOde........ccoeviiiiiiiiie e 2165
Claims invalidated...........c.cccvieiiiiiiiine e, 2016
Finding affects all claims...........ccccccooviiiieeenns 2016
Protest................ 1901, 1901.02, 1901.06, 2013
Reexamination...........ccoocceiieiiiiiiee e 2014
REISSUE.....uviiiiiiiiiieieee e, 1448, 2012
Informal application..............ccccceeeeeninns 506, 702.01
Primary examiner’s attention required.............. 1004

Search.......ccoociiiici 702.01, 704.01

Informal drawing (no longer applies).. 507, 608.02(b
608.02(i)

Informality, Action calling attention to.......... 707.07(a),
707.07(j). 710.02(b) 714.14

Information Center (See also: _Scientific and Technical
Information Center (STIC))

Information Disclosure Statements (See also: Prior art)
........... 201.06(d), 609, 1406, 1410, 1418, 1455

Electronic Processing Of.......cccccocieieeiininnn. 609.08
Relationship to requirement for information................

704.14(d)

Information material to patentability ) (See also: _Duty

U.S.C. 112, second paragraph.............. 2174, 2185
Design applications.... 1503.01, 1503.02, 1504.04
Exemplary claim language...........c.ccco..... 2173.05(d)
International application................... 1845.01, 1874
MUIEIPHCILY.....eeeeeeeieieeee e 2173.05(n)
Must be considered............ccceviiiirinieininennn 2143.03
Nonelected Claims.........coccveeviiieiniieeiiee e 821
Numerical ranges 2173.05(c)
Practice compact prosecution...................... 2173.06
ProliX.....ceoieeeiiiie e 2173.05(m)
Reference to limitations in another claim.. 2173.05(f)
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Foreign application............cccccoecvveeeeeinns 2001.06(a)
Litigation.......coovveeeeeiiiiee e 2001.06(c)
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2001.04
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Inoperativeness 2164.07, 2164.08(b)
AFfIdAVIL....ceeecee e 716.07
INPADOC.......coovieiinriene 901, 901.06(a), 901.07
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Inquiries regarding patent search, examination, or
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Inspection
AMENAMENL.....coiiiiiiiiiieec e 714.05
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Application Assistance Unit..............ccoceverernnnen. 103
Approval of POWET........cccevviiiiiiiieeiiee e 104
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Authorization..............cceeeeeeeiieeeeniiennn, 402, 409.03(i)
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Control of, By aSSIigNee.........ccccvveriiviiirieeiiieens

International application
Patent file.. ...,
Petition.......coo e
Record ro0m.........coocviiiiiiiiiiieiee e

Insufficient reply..... 710.02(c), 711.02(a), 711.03(a),
714.03 2266.01, 2666.30, 2671

Int Cl (International Patent Classification)............. 906
Intellectual property compared............ccccveveeeenns 1512

Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)... 2120.01

2136 2146
Intent tO ClaiMm........cccvviiiiiiiiieiieeeeee e, 706
INterferencCe.......ccveveeeiiee e 2300
Abandonment, suppression or concealment, notice....
2138 2138.03
Access to fileS.......cocuvveeennns 104, 2306, 2307.02
ACHION after......cooovviiiiiee e 2308
Action after ex-parte reexamination................. 2284
Action after inter partes reexamination....... 2686.02
Action suggesting claims...........cccccveveeeiinns 2304.04
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2308.03
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Between application and patent................... 2301.03
Between applications............cccceveveeeenieeennne 2301.03
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Claim of foreign priority..........ccceeevvvernnnen. 2304.01(c)
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Claims corresponding to count support in
SPECIfICAtION.......eveiiiieiiieeee e 2163.03
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2686.02
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Counts, formulation of............ 2301.01, 2304.02(b)
Dates, difference in effective filing.................... 2303
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Declaration...........ueeeeeiiiiiiieeeeiiieee e 2301
DefinitionNS.......ccocviiiiieeeiee e 2301.02
Determining priority................ 2138.01, 2304.02(c)
Diligence, reasonable................. 2138.01, 2138.06
Disclaimer, statutory............. 710.02(d), 2304.04(c)
Disposal credit...........ccoocvieiieiiiiiiiie e 1705
Election of invention not affected....................... 819

Entry of amendment filed in connection with motion...
2308.02

Estoppel.......ccovveveeeiiinnn.. 715, 2138.01, 2308.03
Evidence.........ocoeeveiiiiiieneeenn. 2138.04to 2138.06
Examination, Completion of............. 2303, 2303.02
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Final disposal of claims.............cccceeennnine 2308.01
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Identification of patent, corresponding claims Board action iN..........ccoceeueeereerirrinrieneene. 2307.05
prese_nted ................................................ 2304.02(a SUSPENSION INerrevvooeeeee e 2307.03
Inequitable condU(.:t.......................j """""""""" 2010 Translation of.........ccccceveiiiiniicnecnnn, 2304.01(c)
Inter partes questions not to be discussed g)ég?gi Reply to suggestion for claims.................. 710.02(c),
............................. ...........................................7. 2304.04(b)
lznéggeregggfragg%i gz’(ec)lahszté&.éi(%sﬁ Requirements for interference..............c......... 2302
520803 —al =0k o REqUIAING & CaIM.......rrooeeeeeeeerreeerre 2304.04(b)
Interference-in fact, NO........ccccooci e 2308.03(b) Requiring a priority SNOWINg..............ooceeeveeeeeee 2305
Interfering Subject Matter..............ccccccoveee. 2301.03 Revocation of power of attorney.................... -402.08
JUdiCial FOVIEW......rscoreoee e 1216, 1216.01 SCAMCA v 1302.08, .2304.01(a)
Jurisdiction over interference................ 2307, 2308 Second Interferencg, n.o """""""""""""" -2308.03(c)
Limited applicability..........oooooeoeeererererrrre 2301.04 Secrecy order application...................... 130, 2306
Losing party, may obtain copy of opponents Sortlr_1g clglms .......................................... 2304.01(d)
APPIICALION. ... 2308.03(a) Special dispatch.............cooiiiiiiinne. 708.01, 2301
Losing party, treatment of........................ 2308.03(a) Statutory basis.......cccoceveerieieniinenn. 708.01, 2301.01
LOSE COUNES...coivvieiieiiie et 715 Suggestion of interference, general................. 2304
Motions By eXaminer.........cccoocueeeieeeiiiiieeee e, 2304.04
DECISION. ....oovevevecveerseees s 2308.02 BY PALENIee........ovviiviiis -2304.03
S 2 2686.02 Suggestion of claims........... 2304.02to _2304.04(b)
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Order to ShOW CAUSE.......c.eevvviiiieiieniiieiieeiees 2305 Suspension of ex parte prosecution.... 709, 709.01
Patent in different Technology Center...... 2304.01(b) Suspension of related applications.............. 2307.03
Patent term adjustment.................. 2303. 2303.01 Terminated open to publiC...........ccoceeviiieiiiieeene 103
2304.01(d) TeStMONY.....eiiiiiiieiieee e 715.07(b)
Patentee suggestion.........ccccceveereevenirenennn. 2304.03 Transfer of application................c..ccc..... 2304.01(b
Petition refusal to initiate...............c........ 1002.02(c) Winning party.......ccccoeeeeeeeeeneennens 710.02(b), 2308
Power of attorney filed...........cccoceevveiieeninnns 402.08 Written Description, Adequate................ 2304.02(d
Preparation of papers by examiner................... 2302 Interference practice specialist(s)........... 2301, 2302
Priority time charts...........cccccvviiiieiiecnenn, 2138.01 2304, 2304.04(a). 2304.04(b). 2307.04, 2308.03
Provoking Interlibrary 1oans...........ccocveiviieiiiec s 901.06(a
I ex parte reexamination................cce....... 2284 Interlineation in specification before execution.. 608.01
In inter partes reexamination.................. 2686.02 Intermediate-final product.......... 806.04(b). _806.05(j)
Reduction to practice.................. 2138.01, 2138.05 International application (See also: _Foreign application)
Reexamination Patent Cooperation Treaty (PCT))
Ex parte, copending with interference......... 2284 ADSTFACE. ...t 1826
Inter partes, copending with interference.... 2686 ACCESS....coi i 101, 110
2686.02 AGENT....oiiiiiiie 1807, 1864.04
References pertinent to motions, made of record....... Amendment before the designated office...................
1302.12 1893.01(a)(2). 1893.01(a)(3)
Referring an Interference to the Board, Preliminaries Amendment of claims before International Bureau.....
B0ttt 2304.01 1853
Reissue application.................... 1449.02, 2303.02 Amino acid sequence............ 1823.02, 2412.03(b).
Reissue application copending with interference on 2412.'05 d 2422 2422.03(a,
original Patent............cccoevevveeveeerereeerenaes 1449.01 APPNICANT. ... 1806, 1810
Related involved files 2304.01(b) Assignment dOCUMENt...........coouiieeiiiniiiiieeene 301
ACCESS 10....voorveereeeieesseeesessesssennnns 2307.02 AUOMMEY ... 1807
Attorney file reference number.............ccc........ 1821
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Early national stage entry under 35 U.S.C. 371(f)......
1893.01, 1893.01(a)(2), 1893.03(b)
EFS-Web filing ... 502.05
Elements. ... 1812
Errors, rectification of..........cccceevviiiiiiiiiiiiiinnn. 1836
Fees...cooiiiiiieeiee 1827, 1893.01(c), 1896
Filing date........coooiiiiiiiiieee e /1810
Foreign filing license............ 1805, 1828.01, 1832
Formal requirements...........cccccoevvveeeeeeicineneeenn, /1810

Forms (See also: _Patent Cooperation Treaty (PCT):

Forms)

HOME COPY...ooeiiiriiieeiireeeee e 1801, 1879.04
International preliminary examination

International search...........ccccccooiiiiiiiine.
International searching authority... 1840 to _1840.06
INVENLOT.....cveereerericieniae 1806, 1821, 1893.01(e)
Kinds of protection 1821, 1828.02
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Representation..............cceeviiiieiinniiiienee s 402.09
Request
Search copy........ 1801, 1827.01, 1840, 1840.01
Search fe€......cocvviieiiiii 1827
Search report.......ccccceeveceeeeeeieiieeenn. 707.05, 1844
SEecCrecy Order......cccvvvveviveeennnennn 115, 120, 1832
Signature of applicant............cccceevieeniee e 1820
Term, Adjustment of...... 2730, 2731, 2732, 2734
Time limits.......... 1836, 1842, 1843.05, 1879.01
THIE e 1821
Translation for U.S. national stage........... 1893.01(d)
Transmittal fee..........cuvvveeeiiiiiiiiiiiieee e, 1827
Transmittal letter..........cccoovviiiiiiiiicicece 1830
Unity of invention.... 823, 1850, 1875, 1893.03(d)
Withdrawal...........ocooovviiiiiiiiiiiieeieeeeeeiens 1859, 1880

International classification.............ccccoevvviiecnnens 906
International design application.... 201.01, 211.01(d),
1501, 2900
ACCESS...covuiiiiiiieeeeie e 102, 103
Claiming Priority... 213.07, 2901, 2909, 2909.01,
2909.03 2920.05(d), 2920.05(e)
Contents Of......oooiiiiiiiii e 2909
(@001 1Y/ 65 (o] U 2914
COrrections Of.........cevcveeiiiiiienici e 2930
Correspondence address............... 2909.01, 2912,
2920.03 2920.06
D 1Y {11 (o] o N 2902
EFS-Web.............. 2905.01, 2909.02, 2909.02(a)
Examination..... 2901, 2906, 2909, 2910, 2920,
2920.05 2920.06 2950
Fee Calculator........cccoeeeiiiiiiiiiiiiiiiieeeeeeeeeeeeeas 2910
FEES...oiiiii 2910
Filing date.............. 601.01(a), 2906, 2907, 2908
Grant of protection.................... 2901, 2940, 2950

Information disclosure statement.. 609.04, 2909.03,

2920.05(a), 2920.05(f)
Juristic Entity....... 714.01(c), 2920.01, 2920.05(a)

Naming of inventors... 604, 2909, 2920, 2920.01,

2920.04(c), 2920.05(b)
Non Publication of...........cccccoveiiiiiinieee, 901.03
Processing Of........cccuueevieiiiiiiiiii e 2920
PUbliCatioN. ... 2901
Representation...........ccceeeeeiiiveeeeesvciieeee e 2911

Reproductions (drawings).... 2901, 2909, 2909.01,

Mail service........... 1834, 1834.02
Member StatesS.......cccvvvieeeiiiee e 1817
Microorganism deposit..........cccceeeviiieenennne 1823.01
National stage...........ccccevevveerineeinnnen. 1893 to 1896

Submission via EFS-Web...........c.cccceeneee. 502.05
Numbering of sheets...........cccooieiiiiniiee 1812
Oath....oee e 1893.01(e)
Parent to national application........ 211.01(c), 1895
Power of attorney.........cceeeeeiiiiiiieiiiiiiiiieeees 1807
Prior art effect............. 2127, 2136.03, 2154.01(a)
Priority....ccccooevevieeee e, 210to 217, 1828

Restoration of............cccoooe s 1828.01
Priority document...........ccccceeiiiiiieeenens 215, 1828
Publication...........cccceeiiiiiiiiie e 1857
Record copy............. 1801, 1827.01, 1828, 1832
Rectification of obvious errors...........c.cccccuveeee.. 1836
Refund of fees..... 1827.01, 1850, 1852, 1875.02
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Time lIMitS.......oovvviiiiieeieeeeeeeeee, 2914
Where to file

Who may file 2904
International patent classification........... 719.05, 906
International Patent Legal Administration.... 102, 103,
110, 602.01(c)(3) 1730
International searching authority......................... 1840
International Trade COMMISSION.........cccvvviereennne. 724
International-type search..................c....... 707, 1852
INtEINET.. ..o 502.03, 1730

AArESS. ... 1730

Database collections............cccocveeiiiiiiieneeniinne 1730

Electronic mail....... 502.03, 713, 713.01, 713.04

KidS Pages.......ccocueeeiiiiiiiieeiiie s 1730

“PatentIn” computer software (See also: _Sequence

TUIES) vt 1730, 2430

Payment of maintenance fees by......... 1730, 2510

2522

Publication of Board Decisions.................... 1213.03

Publication of the Official Gazette ................... 1703

Searching......ccococeviiee i 904.02(c)

Usage PoliCY......c..ccocevveveerrennenne. 502.03, 904.02(c)

World Intellectual Property Office (WIPO).... , 1801
1851

Inter partes qUESLIONS........c.ccovveeeriiiee e 713.06
INter partes reViEW..........c.eeeeeevcvveeeeeiiiiieeee e 901.04
Interpretation of law, NeW...........ccccoeviiieeeennnee 1207.02
Intervening rights

In reexamination

EX PArte ..o 2293
INter partes ......oooovviviniiiiees 2693

In reinstated patents...........ccocceeeeeviiieeee e, 2591

IN TEISSUE.....uiiiiiiiiiiiee e 1460
Intervention by assignee.................... 106, 324, 325
INEEIVIEWS....eoiiie et 713

Advance indication of issues to be discussed............

713.01

Allowed application............cccccveene

Appointment in advance

Attorney not of record......

Authority to coONdUCT...........cccovveriiieirieee e,

Before filing.....ccoveeeiiiiiiee e

Before filing amendment under 37 CFR 1.312...........

713.10

Before first action........ 706.07(b), 713.01, 713.02

DemOonStration..........ccevvveeiniee e 713.08

During working days only...........ccccceeeevnunneeen. 713.01

Electronic mail....... 502.03, 713, 713.01, 713.04
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Finally rejected application.......... 706.07(f), 713.09
How conducted...........ccceeeviiieeiiiiiiiiecciiieee 713.01
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Interview summary form................... 713.04, 2281
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Made of record.........cccoeervvrceennnnn. 713.01, 713.04
Merged reissue/ inter partes reexamination. 2686.03
MO L. ... 713.08
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Patentability report cases.........ccoccvveeeeerinnnen. 713.01
Prior to first Office action............ 706.07(b), 713.02
Prohibited...........ccocvviiiiennnns 713.05
Protestor participation 1901.07
Question of patent validity...........c....ccccveveeennnns 1701
Record of substance required........ 713.01, 713.04
Reexamination
EX PArte .ovveeeeiiiiiiieiieeeees 2281
Inter partes .... 2666.30, 2685, 2686.03, 2687
Refused............ 713.01, 713.02, 713.05, 713.10
Requested in continuing application.......... 706.07(b)
Requested in Office action..........cccceeeeevivieneennn. 707
SouNnding OUL.........ueeeiieiiiiiiee e 713.03
Special Situations...........ccoevevveiniieniiee s 713.05
Substance made of record............. 713.04, 714.13
Supplemental examination, prohibited in.......... 2814
Telephone..... 101, 408, 713.01, 713.05, 812.01
Time allowed..........oooevciiniiiiccee 713.01
Video conference............. 713.01, 713.04, 713.05
Video ShOwWiNg......cccoovvviiiiiiiiiciiec e 713.01
Where held.........cccoooiiiiiiicee 713.01
Invention (See also: Patent) Rejection)
Brief summary.........ccoocoeeiiieeinieeneee 608.01(d)
Detailed description 608.01(q)
Made in this country..........ccccceeeiiiieniennnns 2138.02
Mode of operation............ccceeevveinieeennnnn. 608.01(h)
Inventive entity, Different.... 2109, 2136.01, 2136.04,
2146.02 to 2146.03(a). 2152.07, 2154.01(d)
Inventive entity, Same(overlapping subject matter).......
804, 804.03 822
Inventor (See also: Applicant) _Pro se applicant) ........
602.01
Common, at least one..... 211.01, 2109, 2136.01,
2139.03, 2146.03(a), _2154.01(b), 2154.01(d)
Continuing application.............ccceeeeeinnneen. 201.06(c)



INDEX

Inventor — Joint inventor

Sec. No.

Correction (See also: _Correction of inventorship)

Deceased......... 409, 409.01(a), 409.01(b). 1806
Execution of oath/declaration by legal
representative.........ccocvveevieieniiee e 602.08(b)
Government property rights statement........... 151

Duty of disclosure by.................. 2001.01, 2002.01

Foreign priority............ 210, 213to 217, 2152.01

Full first or middle name required............. 602.01(b)

602.08(b)

HEIIS oo 409.01(a), _409.01(b)

Improper naming.........cccccveene 2109, 2137, 2157

Initials as a given name...........ccoccceeevveene 602.08(b)

INSANE......ooiiiiiee e 409.01(b)

International application............cccccveeviiiiieeeennns 1806

Legally incapacitated............ccccooeveeeviieennne 409.01(b)

Micro entity Status.........cceeeeeeiiiiierieeiiiieeeene 509.04

Name change........ccccccoouee. 602.01(c), 602.08b(b)
Correction......... 201.05, 602.01(c), _602.08b(b)
Order....coeeeeeeeeeeeene 602.01(c), _602.08b(b)
Petition.......ccovveeiiiieiiee e 602.01(c)(3)

Typographical, translation error... 602, 602.01(c)
602.08(b)

None available................. 409, 409.02, 409.03(b),
602.08(b)

Proof............... 409.03(a), 409.03(b), 409.03(d)

Proof of irreparable damage................. 409.03(q)

Proof of proprietary interest..... 409.03(f), 409.05
order of.....cccevevveveiiieieenns 602.01(c), 602.08b(b)
Pro se .coocoevveieeeeieennn, 401, 707.07(j). 713.01
Refuses to sign.......... 402.03, 409.03, _409.03(d),
602.08(b)

Execution of oath..... 602.01(c), 602.08(b), 604
Representative of...........ccccceeeiiiiiieic e, 400
Requirements. ........coouveeeeeiniiieeeeenis 2109, 2157
Residence........cccccvvviiieiie e 602.08(b)
Rule 1.53(D)..uvveeeiiiiiieeeeeiiieee e 201.06(c)
RuUle 1.53(d)..cccveeeiiieeeiiieeeee e 201.06(d)
Self-prosecuted case 707.07(j), 713.01
Small entity Status..........cccceveeeiiiiiieeee e, 509.02
Unavailable........ 409, 409.02, 409.03, 602.08(b)

At least one joint inventor available....... 409.03(a)

Last known address 409.03(e)

Proof.......ooi 409.03(d)

Proof of irreparable damage................. 409.03(q)

Proof of proprietary interest..... 409.03(f), 409.05

Inventor’s certificate
Priority benefit........cccocvvviii 213.05
Rejection based on.........c.ccocciieiiiiiiiiiee s 2135

Inventors Assistance Center..........ccceeeeeviivieeennn. 1730
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IPS (Interference Practice Specialist).................. 2302
Irreparable damage, Proof of....................... 409.03(g)
Issue (See also: Allowance and issue)
Issue batch number (no longer used)............. 1303.01
Issue Classification Form/Sheet/Slip (See also: _Form
letters and forms) ....... 903.07, 906, 907, 1302.09,
1302.10 1302.13
ISSUE E...ciiieieei e 1306
After payment........cocevvvveiiiee e 1306.03
Credit card payment........ccooceeevieeeiiieeenieee e 1306
Deposit account..........cccooecveeeeeeeeniiieenn. 1303, 1306
Failure to pay.....ccccccevvvveeeeeiiinnnn. 711.03(c), 1306
Late payment.........cccoeeeveeeeenniiieeee e 711.03(c)
Petition to accept late fee...........ccceeeeee. 711.03(c)
Reissue application............ccccveeeeviiiieree e, 1415
Who may file......oooveiiiii e, 1306

Israel Patent Office (ILPO)..... 1840, 1840.05, 1860,
1865

Issue of patent........cccceeviiiiiiee e 1309
Deferred.......cccovviiiinieniecce e 1306.01
Request for simultaneous issuance............. 1306.02

Issue of patent to applicant...........ccccvveriieeiiieenns 308

Issue of patent to non-applicant assignee

Item of information in supplemental examination..........
2809

Jacket (See also: File  wrapper/history)

Japan Patent Office (JPO)..... 1840, 1840.06, 1860,
1865

Japanese year SyStem..........cccccvvvrvrieeeeeeennn. 901.05(a)
JEPSON ClaiM...ceiiiiiiiiiiie e 2129

Joinder, Improper 805
Joinder, generic or linking claim allowable.... 821.04(a)

Joinder, product claim allowable.................. 821.04(b)
Joinder of INVeNtors..........ccocevceeiiiiieeneeene. 409.03(j)
Joint application, definition.............ccccccoeevinnee. 201.02
Joint application, original oath........... 602.01, 602.09
Joint inventor
Oath. .o 602.01, 602.09
Power of attorney to.............. 402, 402.01, 402.02
Refuses to sign application............ 409.02, 409.03

409.03(a)
Rights of nonsigning...........ccccoeeiieeeeiinnne. 409.03(i)
Rev. 07.2022, February 2023
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Joint inventors — Living matter

Sec. No.

Joint inventors............. 201.02, 602.09, 609, 2109,
2109.01

Change in order of names..............cceeeeee. 602.01(c)

COITECHION. ...eeee e 602.01(c)

Provisional application............cccccovveieniinenns 602.09
JOINt OWNETS.....cooiiieeiieee e 301, 301.01
Joint research agreement..... 302, 302.07, 2141.01,
2146 2156

Common ownership....... 2136.01, 2136.02, 2137,
2146 to 2146.03(a), 2151, 2152.07, 2154.02(c),
2156 2158 2158.01

Double patenting rejection based on excepted subject
matter or disqualified prior art............. 804, 804.02
804.03, 2146.03, 2154.02(c), 2158
Invoking prior art exception under 35 U.S.C.
102(b)(2)(C)...... 717.02to 717.02(d), 2154.02(c),
2156

Prior art disqualification under pre-AlIA 35 U.S.C.
103(c)..... 2136.01, 2141.01, 2146 to 2146.03(a)
Requirements to establish..... 717.02(a), 717.02(b),
2141.01, 2146, 2146.02, 2156
Statutory basis under pre-AlA 35 U.S.C. 103(c).........
2120

JoiNt VENTUIE.....vvvvvveeeeeieeeeeeeeee, 717.02(a), 2146.02
Judicial NOLICE......covuiiiriiie i 2144.03
Judicial review
Ex parte reexamination proceedings............... 1216
Patent applications.............ccoccvvveeeeiiiiieneee s 1216

Standards of review by the Federal Circuit... 1216.01
Jurisdiction

Allowed application..............c.ccevveeeen. 714.16, 1305
Appealed application..............ccccceeueeee. 1203, 1210
Application before court..........cccccoeveiiiieiieniins 1216
Interference........ccccveveiiieeeiiie e, 2307.02, 2308
K
Kind Codes........cooeeeeiiiiiiieiccieeeeeee 901.04(a)
Kinds of patent documents..........cccccveeeiiiiieneennn. 1851
Korean Intellectual Property Office (KIPO)......... 1840,
1840.02 1860 1865
Rev. 07.2022, February 2023
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Sec. No.

Lack of unity of invention..... 823, 1844.01, 1845.01,
1850

Lack of utility........cccovervrennene 608.01(p), 2104, 2107
Language, Offensive........................ 608, 1504.01(e)
Language of papers........cccooveerveeeeiieeesiineennee 608.01
Large Tables.........cocoveeevercveennne, 608.05, 608.05(b)
Late payment of issue fee.........ccocoeereeniins 711.03(c)
Law, new interpretation of...........ccccccvvveeiiiiiennnn. 1207
Laws, Patent (See also: Statutes)
Legal representative refuses to sign............ 409.03(c)

Letter (See also: Action) Form letters and forms) Letter,

Examiner’s)

Abandoned after allowance...............cccceu.. 711.05
Congressional iNQUIry........ccccoeeeivveeeeeninnns 203.08(a)
Drawing transfer.........ccccovveviiiiinienennnen. 608.02(i)
Official INQUIrY......ccovevviiienieeee e 203.08(a)
SEALUS. ..ttt 203.08
Letter, Examiner's (See also: __Examiner's Letter)
Letters, receipt and handling..........cccoccveeivieeenneen. 500
Letters of administration.............ccccccceevnneee. 409.01(b)
Letters testamentary.........ccccccoovecneereeininnen. 409.01(b)

Library, Scientific (See also: _Scientific and Technical

Information Center (STIC))
Library ServiCes.......ccccoooieieeiiniiieee e 901.06(a)
License agreements under patent..............cc.oco..... 301

Recording Of.........ccoovieeiiiiiiiee e 310, 313
License rights clause...........ccccooiiiiiiiiiniiiiieee e 310
License to file foreign application................ 115, 140
License to file international application...... 140, 1832
LICENSEE, ACCESS......evuieeeeiieeeeiee e 106.01
Licensing and Review.... 115, 120, 140, 150, 502,
502.01 709, 710, 2104.01

Linking claim........ 806.04, 806.05(c), 809, 809.03,
821.04(a)

Transitional application..............ccccoevvineeee. 803.03(a)
List of countries giving right of priority.............. 213.01
List Of deCISIONS.........cccoviiiiiiiicriec e Al
List of prior art in reexamination.............. 2257, 2657
Literature citation in specification................. 608.01(p)

Litigation information, Duty to disclose....... 2001.06(c)
Litigation not stayed in reissue...... 1442.02, 1442.04

Litigation, reexamination copending
EX PArte oot 2286
Inter partes ............ 2640, 2681, 2686, 2686.04

Litigation related reissue.. 1404, 1442.01to 1442.05

Litigation, stays............. 1442.03, 1442.05, 2686.04

Living matter (See also: Biotechnology) ............ 2105



INDEX

Local representative of attorneys — Maintenance fees

Sec. No.

Local representative of attorneys..........ccccceeevuneen. 408
Locarno international classification designation..... 907

M

Machine, process or product..... 806.05(e), 806.05(f),
806.05(g)

Machine Translation...............cc........ 901.05(d), 2120
Mail (See also: Mail Stop)
AdAreSS. ... 501
Depositing correspondence...........cccvveeeeeenvnenn.. 502
Distribution...........ooevvvuieeeeiiieeeeeee e, 501, 508
EXPresS....cvcvveeveeereeeeereaneenne 502, 513, 711.03(c)
Identification.............ooovvvvviiieiiiiieeeeeeii, 502, 503
Receipt and handling.........c.cccccovvieeiiieninienennne 500
Undelivered..........cccoeiiiiieenennnnns 707.13, 1303.02
AT o I oo Lo [ TSR OPSRR 502
Mail date as filing date.........ccccovvveiniiiniieeinieee 513
Mall SOP...ceieiiiiiiiee e 501
Mail Stop 8 (Solicitor) 1216.01
Malil StOP 10....ceiiiieiiiiieiiiee e 1232
Mail Stop 16 (Refunds)..........ccoeeeeeiiiieenennn. 509.03
Mail Stop AF....coviiiiieeee e 714.13
Mail Stop Assignment Recordation..... 501, 302.08
Mail Stop CONVersioN...........ccueeeeeeenuenennn. 601.01(c)
Mail Stop EBC.......ccvvvveeiiiiiieee e 403
Mail Stop Ex Parte Reexam...... 501, 2222, 2224,
2226 2231 2246 2806
Mail Stop Expedited Design..........cccccceenneee 1504.30

Mail Stop Express Abandonment.. 1002.02(r), 1125
Mail Stop Hatch-Waxman PTE..... 501, _1002.02(b),

2753 2754
Mail Stop Inter partes Reexam... 501, 2622, 2624
Mail Stop Issue Fee............... 502, 1306, 1306.02
Mail Stop LER.......ooeviiiiiiiiiie e 120
Mail Stop Maintenance Fee 501, 2510
Mail StOp MPEP........cciiiiiiiieee e
Mail Stop OED........ccccovveeeeiiiieree e, 402, 407
Mail Stop Patent EXt.........coccoeeiiiiiiiiineeniiie. 2720
Mail Stop Patent and Trademark Copy Fulfillment
Branch........cccccenine 501, 2232, 2632, 2803.02

Mail Stop PCT..... 501, 1808, 1821, 1864, 1865

Mail Stop Petition...... 1002.02(b), 1308, 1901.03,
2580 2590

Mail Stop PGPUB........cceveiiiieiieeee e 1126

Sec. No.

Mail Stop Post Issue..... 2222, 2501, 2622, 2805

Mail Stop REISSUE.........ueevieiiiiiiiiee e 1410
Mail Stop Sequence (Box SEQUENCE).......... 2429,
2433
Mail Stop supplemental examination............... 2806,
2812.03
Mailing action...........coueeveeiiiiiiiee e 707.12
In ex parte reexamination..............ccceeeeernnnnen. 2264
In inter parte reexamination..............ccceeveeennee 2664
Mailing, Certificate of (See also: _Certificate of mailing
or transmission (37 CFR 1.8))
Maintenance Fee Branch............ 2501, 2515, 2520,
2540
Contact information............ccccevveeniiiieninnnens 1730

Maintenance fees (See also: Fee) Refunds) .... 1730,
2500

Attorney or agent
Handling of requests to withdraw................. 2560
Revocation of power of attorney....... 2501, 2560

Change of correspondence address..... 2501, 2542

Credit card used for payment of............ 2510, 2522
Due dates for payment...........occccoeeeriiiiineeeenns 2506
Duplicate Payment.........c.ccocccvvveeeiiiiienee e, 2532
Facsimile submission...........cccccocvvennee. 2515
Fee address 2542
Fee amounts 2520
FOIMS. ..o 2595
Information available from Maintenance Fee Branch...
2501, 2570
Information required with payment....... 2515, 2530
Insufficient 2531
Internet submission 2522
Intervening rights in reinstated patents............. 2591
LAt e 2531
Mailing address for maintenance fee documents.......
501 2501 2510
Mailing address for payments..... 501, 2501, 2510
Maintenance Fee Branch......... 2501, 2515, 2520,
2540

Method of payment...........occcvieeeiiiiiieneiiniieen. 2522
Micro entity status requirement 2550
Notices — Expiration, Receipt, Reminder.......... 2575
Obligation to pay while reissue is pending... 1415.01
2504 25086, 2515
OVErPaYyMENt.....ccociiiiiiiee e 2550
Patents subject to payment of.............cccceeeeens 2504
Payment informalities...........ccoccoveiiiiieens 2530
Petition to accept......... 2515, 2530, 2531, 2550,
2590
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Maintenance fees — Munitions Lists of the International Traffic Arms Regulation (ITAR)

Sec. No.

Reexamination............ccccceeeeeeeiieiiieeiiicceeee e 2506

Refusal to accept and record payments, Review of.....
2580

Reinstatement, delayed payment..................... 2590
Reissue patents....... 1415.01, 1443, 2504, 2506

Saturday, Sunday or Federal holiday, due on... 2504
2506

Sec. No.

Application filing limit............ccccoccviennis 509.04(a)
Continued obligation to determine micro entity

qualification.........ccueeieeiiiiiie e 509.04(d)
Correcting errors in micro entity status....... 509.04(f)

Gross income basis..........ccccvevveeeinineennnen. 509.04(a)
Institution of higher education basis.......... 509.04(b)
.................................................................. 509.04(c)

Previously filed patent application exclusion...............
509.04(a)

Small entity status requirements...................... 2550
Special ACCEPLaNCE.........ccccvvevvieeiiiieeniiee e 2530
Status reqUESES........uvveeeeeeeeieieieeeeeeeeeenn, 1730, 2570
Mandatory Classification............... 903.07, 905.03(a)
Manual, authority Of..........cccooiiiiiie e
Manual of Classification for USPC................ . 902.01
Manuscript decCiSioN...........occveiiieeeiiieennieeee 707.06
Margin, application papers.........cccccovvveeinneenn. 608.01
Mark of applicant...........ccooooiiiiiiiiiees 602.08(b)
Marking, SECUItY.........uvvieiiiiiiie e 121
Markush claim................. 803.02, 2117, 2173.05(h)
Antedating reference for.........ccccocceieininnen. 715.03

Supporting disclosure................. 2163.05, 2164.03
Material mistake by Office in published PG-Pub.. 1130
Materiality of information regarding patentability (See

also: Duty of disclosure)
Mathematical algorithms.................... 2014, 2106.04
2106.04(a)(2) 2106.05(f) 2181

Matter not in original disclosure...................

Broadest reasonable interpretation

Equivalent compared to Doctrine of Equivalents........
2186

ODVIOUSNESS. ...t 2183
Prima facie case of equivalence.......... 2183, 2184
Related issues under 35 U.S.C. 112(a) and (b) or
pre-AlA 35 U.S.C. 112, first or second paragraphs.....
2181 2185
Scope of the identification of prior art............... 2182
Single means claim........... 2164.08(a), _2173.05(q),
2181
Means plus function limitations..... 2106.03, 2111.01,
2114 2181 to 2186 2187
Memorandum, citation...........ccceeeeeivvieiiiivieeeennn. 707.06
Merger of ex parte reexamination and reissue.... 2285
Merger of inter partes reexamination and reissue........
2686.03
Merger of supplemental examination.................. 2821
Method of making and apparatus or product.................
806.05(e), 806.05(f)
Metric (S.1.) system usage.......c..ccoevvereeeernnnnnn. 608.01
Micro entity status
Rev. 07.2022, February 2023

Notification of loss of entittement to micro entity

STALTUS .t 509.04(e)
....................................................................... 509.04
............................................... 509.04(a). 509.04(b)

Microorganisms  (See  also: Biotechnology)

Microorganisms, deposit of............. 1823.01, 2402 to

2411.05

Microorganisms, patentability of............. 2014, 2105

2106.03 2164.01(b), 2164.06(a)

Militarily Critical Technology List (MCTL)............... 120

Military officer notary..........cccocoveeviviiinieeeninnnnnn 602.04

MiINOK, INVENEO......uveeeiieieieieeieeee e 409

Misjoinder, Effect on patent...........c.ccocoeeeeininnn. 805

Misjoinder of inventors..... 602.01(c), 1402, 1412.04

Mistake (See also: _Correction of patent) _Errors)

Mistake by Office in Pre-Grant Publication.......... 1130

Mode, Best (See also: Best Mode)

Mode of operation...........ccccoevvvieeeeeiiineneeenn. 608.01(h)

MOt 608.03

Model, retUrN......cceeeeeeeeiiiieieee e, 608.03(a)

Model at INtervieW..........ccceeiiiiiiiiicnicceeniene 713.08

Motions in interferences (See also: _ Interference:

Motions)

Multiple dependent claims
Fee calculation............cccoeeeereerennnnn. 607, 608.01(n)
Handling........ccoooiiiiiieieeee e 608.01(n)
Restriction practice...........coccvevvveeenineennne 608.01(n)

Multiple papers on same issue in protest.... 1901.07(a)

Multiplicity of claims............c........ 707.07(g). _714.16,

2173.05(h), 2173.05(n)

Multiplicity of species.................... 806.01, 808.01(a)

Munitions Lists of the International Traffic Arms

Regulation (ITAR).........ceeeiiiiiiiee e 120

N



INDEX

NAFTA — Nonprofit organizations

Sec. No.
NAFTA . . 715.07(c)
Name (See also: Applicant) Inventor)
Change........ccoevveeveiecreenneane. 602.01(c), _602.08(b)
Correction.......cc.ceeeviveeenns 602.01(c), 602.08(b)
(0170 =) S 602.01(c), 602.08(b)
Petition........c..coeeeveieennnns 605.04(c), 602.01(c)(3)

Translation, typographical error... 602.01(c), 602
602.08(b)
Change, file sent to Office of Patent Application

Sec. No.

New matter.........cccceeeeeeveeeeeeeeennnn, 608.04(a), 2163.06
Amendment of disclosure................. 608.04, 1481,
2163.03 2163.04 2163.07
Claim.....cccccoovvvneneenn. 608.04, 608.04(a), 2163.03
Appealable..........cccccoiiiii 608.04(c)
Claim terminology 608.01(0)

Continued prosecution application (CPA)... 201.06(d)
Continuing application.. 201.07, 1481.03, 2163.03

Processing (OPAP))......ccccccveeveeveieeeerenn 602.08(b)
Full first or middle required........................ 602.08(b)
OFder..cvieiiiiiiesie e 602.08(b), 602.01(c)
Signature (See also: Signature)
Uniformity with signature................ccccc...... 602.08(b)
Names used in trade..........cccceeeviieenineennne. 608.01(v)
National Aeronautics and Space Administration
(NASA)...cooiiie e 115, 150, 151
National application...........ccccoiieiiiiiiieeiiieeeen 201
National security, application affecting........ 115, 120,
121, 130 140
National stage application (35 U.S.C. 371)...... 201.01
1893 to 1896
Compared with national application.................. 1896
Continuation or continuation-in-part................ 1895
1895.01 1896
Drawings......cvveeeeiiiiieieeeeeiiiiee e e esiieeee e 1893.03(f)
Filing date..........oooeiiiii 1893.03(b)
Information disclosure statement.................. 609.03
1893.03(q)
Order of examination......................... 708, 1893.03
Petitions related to..........ccccooecviiieeiiiinnee. 1002.02(p)
PrIOMItY . .ceeeeeee e 1893.03(c)
Unity of invention............cccoeevveeieeiiinenn. 1893.03(d)
Naturally occurring article.............. 2104, 2106.04(b)
Negative limitation...........cccceeeviieiiinennnnen. 2173.05(i)
Negotiation authority............ccccvveeeeiiiiiieee e 713.05
New application (definition)............ccccccueeeeennne 203.01

Assignment to examiner for examination.. 909.01(b)
909.02(b)

Assignment to examiner in TC for examination..........

909.01 909.02
Examiner review for completeness..................... 702
Transfer......ccoeevveverceieeeieenn, 909.01(d). 909.02(d)
New examiner, action by...........cccccoecvvveeeiinnnen, 707.01
New ground of rejection by the Patent Trial and Appeal
Board........cccooiiiiiene 706.07(h), 1214.01
In inter partes reexamination............... 2681, 2682

New ground of rejection in inter partes reexamination..
2671.01

New ground of rejection on appeal................. 1207.03

Index-63

Design application..................... 1503.01, 1503.02,
1504.01(a), 1504.04
DISCIOSUre...c.ccoiiiiiieeeeiiieee e 608.04, 2163.06
Divisional application...........cc.cccceviveeinniennnne. 201.06
Drawing........ccoeveeeeeeereereereerenn,s 608.04, 608.04(a)
Inherent characteristics........ 608.04(a), 2163.07(a)
Objection.......cccccevveveviieieenn, 608.04(a), 2163.07
Petitionable..........cc.ccooervrrnene. 608.04(c), 2163.06
Preliminary amendment......... 608.04(b), 714.01(e)
PriOMitY...ocovieeeieeee e 2163.03, 2163.05

Reexamination, inter partes ...... 2671.01, 2671.02
Reissue application.. 1402, 1411.02, 1453, 1457

Rejection..........ccc...... 608.04, 608.04(a), 2163.06
Specification, petitionable..............c.cccc... 608.04(c)
Substitute specification...............c.ccoccueeeee. 608.01(q)
Trademark definition...........ccccovcvveviineenne 608.01(v)
When entered..........cccocovevvieneennnnn. 714.19, 714.20

NIRC (See also: _Notice of Intent to Issue Ex Parte
Reexamination Certificate (NIRC) PTOL-469) Notice of
Intent to Issue Inter Partes Reexamination Certificate
(NIRC) PTOL-2068)
Nonanalogous art...... 904.01(c), 1302.14, 2131.05,
2141.01(a)

Design applications.................... 1504.02, 1504.03
Nonelected invention
Claims to
Added......ccooriiiiii 821.03
Canceled.........cooceeeiiiiiienienins 821.01, 821.02
Eligible for rejoinder.........ccccovveiiiiiiiiieecnne, 821
Withdrawn..........cccceniiiiieeninnne. 821.01, 821.02
Nonelected species
Claims to
Canceled..........ccooeviiiniiineennnn. 821.01, 821.02
Eligible for rejoinder.........c.ccocoviiiiiiiiineennnns 821
Withdrawn.........ccoceeviiiiieneene. 821.01, 821.02
Non-English oath or declaration....................... 602.06
Nonnaturally occurring manufacture or composition of
MALET....eiiiiieieee e 2105
Nonpatent literature...........cccooveeeriveenieee e 901.06
Nonprofit organization, claiming status as........ 509.03
Nonprofit organizations............ccccoecvveeeeeniineeen. 509.02
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Nonprovisional application — Oath, International application

Sec. No.

Nonprovisional application (See also: Application) ......

506, 601
Nonpublication request, Application.................... 1122
Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

Cited.....oovviieeeeeiiie, 1121, 1122, 1123, 1124

Reproduced...........ccceeiiiiieiiieeiiee e 1135
Nonreceipt of Office letter...........cccccoevineee. 711.03(c)
Nonsigning inventor’s rights...........cccccooveene 409.03(i)
Nonstatutory subject matter............ 2104 to 2107.01
Not fully responsive amendment..... 714.02, 2266.01,
2666.30 2671
Notary jurisdiCtion..........cccocveeiiiiinice e 602
Notary jurisdiction, military officer.............cccccoueee. 602
Notary jurisdiction, venue agreement 602
NOtary Seal.......ccceeeviiiiiiiee e 602
Notation on file wrapper/history

Foreign application..........ccccooooeieiiiiiiieen e, 202

Parent application.............cccceeuvneee. 202, 211, 202
Notice, CItatioN..........coovviiiiiiiiee e, 707.06
Notice of allowability.................... 717.01(f) . 1302.03

Notice of allowance (See also: _Allowance and issue)
Form letters and forms: Notice of Allowance and Issue

Fee DUE PTOL-85) ....ccoeeurieeeeeeinireeeeeeeitree e 1303
Assigned application............ccccceeeeviinnnennn. 307, 308
Deceased iNVENLOr.......cccceeeviiveevviiiieeieeeeeees 1303.03

Reissue application. 1441.01, 1444, 1456, 1457,

1481.01 1481.03
Secrecy order application...............c......... 2115, 130
Undelivered...........oooviiiiiiiiee e 1303.02
Notice of appeal.........cccccveeiiiiiiiieiiiee e, 1204
EX parte reexamination............ccccceeeevevvereeeens 2273
Inter partes reexamination....... 2662, 2667, 2674
Notice of cross appeal............ 2662, 2674, 2674.01
Notice of Ex Parte Reexamination Certificate Issuance
in the Official Gazette .........cccccovveveviieeiiiien, 2291
Notice of Ex Parte Request for Reexamination in the
Official Gazette .......cceeeeeeiiiiiiiiie e 2229

Notice of foreign filing after nonpublication request.......
1124

Notice of informal patent application form..... 707.07(a)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.. 2234, 2250, 2250.01,
2256, 2262, 2266, 2273, 2274, 2283, 2285,

2287, 2287.01, 2288, 2289, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068........... 2656, 2660.02

2666, 2666.10, 2666.20, 2671, 2671.01, 2673.01,

2673.02, 2674, 2675, 2682, _2686.01, 2687,
2687.01, 2694, 2696
Rev. 07.2022, February 2023

Index-64

Sec. No.

Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette ............. 2688, 2691
Notice of New or Revised Pre-Grant Publication.. 1127
Notice of Non-Compliant amendment.................. 714,
714.01(e), 714.03
Notice of Pre-Grant Publication........................... 1127

Notice of references cited form (PTO-892)...... 609.02,
609.03, 609.04(a), 609.05(a), 609.05(c), 609.06,

707.05, 707.05(a) to 707.05(q). 2687
Notices (See also: Publication) ................... ~, 707.06

Notices, maintenance fees..............c.......
Nuclear material application

Nucleotide sequences (See also: _ Biotechnology)
Sequence rules) ..... 803.04, 1823.02, 1848, 1850,

1877, 2400
Publication on web for PG-Pubs...........c........... 1121
Restriction practice.......... 803.04, 1850, 2412.07,
2434

Nullification of double patenting rejection......... 804.01

Number, Application...........cccoceevriieeinieenne 503, 506

Number, Drawing reference character......... 608.01(q)

Number, Serial........ccooooveiiiiiiieieieeeeees 503, 506

Numbering paragraphs of letter.................... 707.07(K)

o]
Oath (See also: Declaration)

Antedating reference (See also: _Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection(37 CFR 1.131))
NON-ENglish.......ccooiiiiii e 602.06
Original (See also: Oath, Original, Rule 1.63) ..........
602.01(a), 602.01(b), 602.01(c)
Plant application (Rule 1.162).............cccceeeen.. 1604
Reissue (Rule 1.175)........c........ 1410.01, 1412.04,
1412.05, 1414to 1414.03, 1444, 1451, 1455

Supplemental............ 1412.03, 1414, 1414.02,

1414.03 1444
SUDSHItULE. ...ceeiiiiiiie e 602.02
Supplemental.........ccocoviiiieeeiiieens 601.05(b), 603
Supplemental and allowance......................... 603.01
Traversing rejection (Rule 1.132)...........ccccveeeeen. 716

Oath, Antedating reference (See also: Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection (37 CFR 1.131)) ..coovvvrvieicieieieee, 715
Oath, International application................... 1893.01(e)



INDEX

Oath, Original, Rule 1.63 — Office action in inter partes reexamination

Sec. No.
Oath, Original, Rule 1.63......... 602.01(a), 602.01(b),
602.01(c)
AdMINISLENING. ... 602
Amendment.........ccooiiiiiien i 602.01(c)
Attorney administers.........cccvveeevirivieeeesiiiieneeens 602
Consular certificate 602.04
Continuing application................ 602.01(c), 602.05
Copies, filing Of......cccoviiiiiiiiii e 602
Date of eXeCULION.......cccovvivierierrieiiceec e 602.05
Declaration in lieu of, Rule 1.68........... 602, 602.01
Defective........... 602, 602.01(b), 602.02, 602.03
Delayed filing.......c.ccovviiiiiieiiiieeece e 506
Divisional application............. 602.05(a), _602.05(b)
Executed before alteration of specification..... 602.02
EXECULION.....coiiiiiiiiiii et 602
FacSimMile......oooiee e 602
Foreign eXecution...........cccceevveeeiiieeinieeenne 602.04
Foreign-filed applications listed.......... 214, 214.03
602.01(b)
Invalid, By attorney in case
Jurisdiction of notary...........ccccecveennee.
New required.........cccceevveeerveeennnen.
Notary................ 602, 602.03, 602.04, 602.08(b)
Notary certificate.........cccccovvevevinrennnn.
Notary jurisdiction.............ccccvveeeeiiiiier e, 602
Refers to preliminary amendment............. 602.01(c)
Y=Y | N 602
Seal, Foreign application.............cccccovuveeeennns 602.04
Seal, Not required..........cccueeieeiiiiiiiiiieeeeee 602
Signed before alteration of specification.... 602.08(b)
SUDSHULE. ..o 602.02, 604
VEBNUE. ...ttt 602
Oath, Supplemental, Rule 1.67............c.cccvvveeenne 603
After allowance............ccocoveneeniniens 603.01, 714.16
Change of inventorship................... 602, 602.01(c)
Oaths, Conflicting..........cccccoeevenee 201.03, 602.01(c)
Object of invention..........cccccoevieeeeeiiciieneee, 608.01(d)
Objection contrasted with rejection................... 706.01
Objection, Dependent claims....................... 608.01(n)
Objection to formal matters, When made..... 707.07(a)
707.07(j). 710.02(b), 714.14
Obvious error, correction.................... 1302.04, 1305
Obviously informal application.............c..ceee.... 702.01
Obviousness................. 2120, 2141to 2146, 2158
Age of reference.........cccooviiiiiiiiin 2145
Analogous prior art..... 1504.03, 2141.01(a). 2145
Chemical compounds.. 2144, 2144.02to 2144.04,
2144.08 2144.09
Design applications..........c.occueeeeeiiiiiienennnne 1504.03
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Sec. No.
Examplary rationales and examples................. 2143
Form paragraphs used for rejection.. 2148, 2158.01
Number of references...........cccccvveeveeeeeeeeninnnn, 2145
Ordinary skill, level of..........cccc.c...... 2141, 2141.03
Parameter.........ccoooiiii i 2144.05
Prima facie case... 2142 to 2143.03, 2144, 2158
Predictability.........ccoooeiiieeniicieeen, 2143.02
Rebuttal against..........cccccoviiiiiiiiiiiee 2145
Process claims, nonobvious product........... 2116.01
Provisional rejection................... 2136.01, 2146.03,
2146.03(a), 2148, 2152.07, 2154.01(d), 2158.01
........................................................ 2144.05
2144 to 2144.09
Adjustable, making...........ccccevvveeriiiennnnn 2144.04
Aesthetic design changes............ccc........ 2144.04
Automating manual activity...................... 2144.04
Duplication of parts.......ccc.ccceeviuneene .. 2144.04
Elimination of element or step 2144.04
Equivalence, art-recognized.................... 2144.06
GEeNUS-SPECIES......everiiiieriiieiiiiee e 2144.08
Integral, making..........cccceveiiiiieiiniiieeen. 2144.04
Omission of element or step..........c......... 2144.04
Portable, making.........ccccvveeeeiiiiiiineeeninns 2144.04
Proportion changes..........cccccceeviiieeeeenn. 2144.04
Purifying old product............ccccceevviiennne 2144.04
RANGES. .. vt 2144.05
Rearrangement of parts..........cccccceeeenne 2144.04
Reversal of parts.........ccccvvvveiiieieniinenns 2144.04
Separable, making...........cccoeeeeeiiiinenenn. 2144.04
Sequence, change in 2144.04
Shape changes........cccoccviiiiiiiiiincns 2144.04
Size changes.......cccoccveevvciiieee e 2144.04
SPECIES-0ENUS.......eeiiiieee et 2144.08
Rebuttal arguments by applicant..... 2144.05, 2145
Reliance on scientific theory............cccceec..... 2144.02
Teaching away in prior art................ 2141.02, 2145
Offenlegungsshriften..........cccccviiniiiciinenn. 901.05(b)
Offensive language 608, _1504.01(e)
Redacted in Pre-Grant Publication................... 1132
Offensive subject matter............cccceeevveeene 1504.01(e)
Offer to sell.............. 2120.02, 2133.03(b), 2139.02,
2152.02(d)
Offer to surrender original patent (not required)... 1416
Office action (See also: Action)
Office action in ex parte reexamination... 2260, 2262
Office action in inter partes reexamination........ 2660,
2671
Not closing prosecution............ccccvveeeeeninene 2671.01
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Office action in inter partes reexamination — Omnibus claim

Sec. No.

Reopening prosecution after ACP.... 2673, 2673.01

Reopening prosecution after Examiner's Answer.......
2679

Reopening prosecution after RAN........ 2676, 2677
Office date stamp...... 505, 506, 710.01(a), 714.18

Office hOUIS.......uuiiiiiiiiiiiiee e, 510
Office of Data Management......... 104, 502, 502.01,
603.01, 608.01(m), 608.02(z), 711.01, 714.16,

714.16(d), 724.05, 903.07, 1120, 1121, 1122,
1125, 1126, 1302.05, 1302.12, 1303.01, 1308,
1309, 1309.02, 1611, 2229, 2283, 2287, 2295,

2686.01 2687
Hand-delivery of papers t0........ccccvevverieeenninenn, 502
Petitions decided...........cccceeeeiiiiiiiiiiinnns 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01
1125 1126 1730

Telephone nUMbEr........ccccooveeiiieenieee, 1730

Office of Electronic Information Products........ ., 1730

Office of Enrollment and Discipline............. 401, 402,

402.01, 407, 410, 502, 510, 601.03, 602,

714.01(a), 1002.02(k)(1), 1002.02(m)
Mailing address.........ccccceeeeeviivieee e 501

Office of General Law..............cccccuvvnnne 1002.02(k)(2)

Office of Governmental Affairs..................... 203.08(a)

Office of Patent Application Processing (See also:

Incoming-Mail Section) ................ 201.03, 201.06(c),

201.06(d), 202, 203.08, 402, 402.01, 409.03,
501, 502, 503, 506, 601, 601.01(d), 601.01(f),
601.01(q). 602.01, 602.01(c). 602.01(c)(1).
602.01(c)(3), 602.03, 602.05(b). 602.08(b), 608.01,
608.01(b), 608.01(f), 608.01(n), 608.02, 608.02(a),
608.02(b), 608.05, 609.07, 714.16(d), 903.08(a).
1306, 1410, 1410.02, 1414, 1414.02, 1451, 1457,

2501, 2542
Application Assistance Unit.................... 102, 1730
Contact information........ccceeeeeeeiiiiieiiiiiiieeeeeeees 1730
Petitions handled..............ccccceeeiiiiiinnen. 1002.02(q)

Office of Patent Classification....... 903, 903.05, 906

Office of Patent Legal Administration (OPLA) (See also:
Central Reexamination Unit (CRU)) ..... 103, 506.02,
1002.02(b), 1415.01, 1449.01, 1457, 2227, 2236,
2239, 2284, 2285, 2287, 2642, 2667, 2668,

2686.01 to 2687
Office of Patent Quality Assurance................ 1302.04
1308.03
Office of Petitions. 106, 201.03, 201.06(c), 211.04,
410, 502, 601.01(d), 601.01(q), 601.02,
602.01(c)(3), 609.04(b), 1002.02(b), 1308
Location and phone number..............ccceevvveenee 1730
Office of Policy and External Affairs................. 213.01
Office of Solicitor........ 311, 1002.02(k)(3), 1216.01,

1216.02, 1701.01, 1720, 1721, 2207, 2240, 2681
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Sec. No.

Mailing address...........ccceviiiieiiiniiiiee e 501
Office of the Commissioner for Patents.............. 1721,
1901.03 1902.01
Duty of disclosure t0...........cccvvvveeeeiiiiieneennn. 2001.03

Office of the Deputy Commissioner for Patent
Examination Policy... 410, 502.03, 714.19, 714.25,

1721 2677
Petitions and requests decided by........... 1002.02(b)
Official aCtioN........cccviiviiiiiie e 707

Official Correspondence (OC)...... 707.05(a), 719.05,
1879
Official Gazette(O.G.)..... , 403, 409.03, 409.03(h),
1703

Claim published.........ccccccceiviiiiiiiiiiice, 1302.09
Reissue application..........ccccoveeveiiieeeiiineenne 1455
From ex parte reexamination certificate...... 2287
From inter partes reexamination certificate.. 2691

Copies and Subscriptions..........cccccecveviieeiiineen. 1703

Defensive publications............cccccceeeviineeee. 711.06(a)

Designating classification................ccccuee... 1302.09

Drawing figure.......ccccocevveeeeeiiiiieee e 1302.09

COGIP.. . 1703

Issuing as U.S. patent..........cccceevvveeniieennnnenn. 901.05

Notice of ex parte reexamination certificate.... 2288,
2291

Notice of inter partes reexamination certificate.........

2688, 2691
Notice of Certificate of Correction......... 1480, 1485
NOTICES .vveieeiieeiiiee et 1703
Notices of maintenance fees due......... 2501, 2575
Notice of ex parte reexamination request........ 2229
ONINE..ciiiiiiii e 1703
Patents .......ooovvviiiiie 1703
Published electronically...........cccccceiviiiiiiennnis 1703
Publishing disclaimers............ccoccveeiiiiiineeeiinns 1490
Reissue application filing notice.......... 1430, 1441,
1441.01, 1443, 1452, 1457, 1470, 1703
Statutory Invention Registration (SIR).............. 1111
Trademarks ......cococeeviiiniiie e 1703
Official INQUIFIES......ccovvieieiiiiiieeeeee e 203.08(a)
Official NOtICE. ... uuvvrrereieieeeiiiiieeeeeeeeeee e, 2144.03

OIPE (See also: _Office of Initial Patent Examination
(Office_of Patent  Application  Processing))

“Old art” use in deciding request for reexamination.......

2242 2642
Old combination............cccccevvvvirvrieiereeeeeeen. 2173.05())
Omission in reply, inadvertent...... 710.02(c), 714.03,
804, 2266.01, 2666.30
Omnibus claim.........ccccoeveeeiieenn. 2173.05(r), 2175




INDEX

On-line search — Ownership and assignment

Sec. No.

On-line search (See also: Electronic databases) .........

901.06(a), 902.03(e), 2135
On sale (See also: Public Use) .... 2120.02, 2133.03,
2133.03(b), .2139.02, 2152.02(c), 2152.02(d)
Affidavit or declaration..............ccccvvveeiniennnns 715.10
Anticipation rejection.......... 2133.03(b), 2152.02(d)
210 )= SRR 2133.03(b)
Commercial activities............. 2133.03, 2133.03(c),
2133.03(e), 2133.03(e)(1), 2152.02(d)
Completion of the invention.... 2133.03, 2133.03(b),
2133.03(c), 2133.03(e)(1), 2133.03(e)(3)
Admission of completion by 37 CFR 1.131
affidavit. ... 2133.03(c)
Definition of.........cccccoeiinene 2133.03(b), 2152.02(d)
Conditional sale...........cccoccvvevviieennnnn. 2133.03(b)
Nonprofit sale.........occceevciiiiieeiiieeee 2133.03(b)
Sale of rightsS.......ccocoiviiiiiee 2133.03(b)
Single sale.......ccooceeiviiien 2133.03(b)
Delivery of offered goods...........cccccueenee 2133.03(b)
Device embodying process..........ccccoeeuueeennn. 2111.02
Evidence of (prior art publications).......... 2133.03(b)

Experimental use (See also: Experimental use) .......
2133.03, 2133.03(e) to 2133.03(e)(7). 2152.02(d)

Sec. No.
Oral hearing in reexamination
EX PArte ..o 2276
Inter partes ................. 2662, 2675, 2677, 2680
Open to PUBbIC......cvveeviiiiiiee e 2680
Oral hearing on appeal.........cccccoovveveniieeniieeee 1209
Order, citation Of..........coivviiiiiiiiiiieeeeeee e 707.06
Order granting ex parte reexamination............... 2246
Order granting inter partes reexamination......... 2646
2660
Returned as undelivered.............ccccoociieennnins 2654
Order of examination............c...cccuvve... 708 to _708.03
Patentability report.........c.ccocevivieeiniinennns 705.01(b)
Order for compliance...........cccoceeeeieiiiieeneeninne 1210.01
Ordering
Abandoned file.............cc.c...... 711.04(b), 901.01(a)
Foreign patent.........ccccooeceieeeiiniiieee e 901.05(c)
Patented file............ccovvveeennns 711.04(b), 901.01(a)
Publication...........cccoeveieiiieeeniee e 901.06(b)
Reexamination, decision
Ex parte .....ccoceevvveeeennenn. 2246, 2247, 2247.01
INtEr PArtES ...oeeviiiiiiiee e 2646
Orders (See also: Publication) .................... ., 707.06
Ordinary and customary meaning of claim term. 2106,
2111 2111.01 2173.01
Evidence Of........ccooiiviiiie e, 2111.01

Original application (See also: Nonprovisional
application)

Original disclosure, inherent characteristics..................

Goods “on hand”........ccccoeocieeiiiiiiieeeen. 2133.03(b)
“In this couNtry”.......cccooviveeiniieeee e, 2133.03(d)
INVENLION. ..o 2133.03(c)
Intent to sell................... 2133.03(b), 2133.03(e)(2)
Offer for sale.......ccoccveeeiiiiieees 2133.03(b)
Policy considerations.............c.ccooevuveeeeeiinns 2133.03
“Ready for patenting”..........ccccoceeeeriinnnnn. 2133.03(c)
Reduction to practice......... 2133.03(c), 2133.03(e)
Sale by inventor or associate.................. 2133.03(b)
Sale by third party........cccccoviiiienieniiinnn. 2133.03(b)
Testing by third party...........cc........ 2133.03(e)(5).
2133.03(e)(7)
Sale of a process.......ccocceeeevvvveeeeeeiiinenen. 2133.03(c)
Sale of “rights”......cccooiiiiieiee 2133.03(b)
SECIECY...eeiveierirereereesieniereeniens 2133.03, 2133.03(b)
Supervision and control over invention.......................
2133.03(e)(5) 2133.03(e)(7)

Test for determining if impermissible sale occurred.....

2133.03(b)

One Patent Service Gateway (OPSG)............. 711.01
711.03(c)

Operating hours (See also: _Hours of operation)
OpPErative.........cccvveveereeieeieennns 2164.07, 2164.08(b)
Operative example..........cccoveeeiiieeniieeenne 608.01(p)
Operative, ShOWING.........ccccoeveeeiiivinnennn. 608.03, 716

Opposition to issue of patent (See also: _Protest)

Index-67

608.04(a), 716.02(f)
Ornamentality lacking in design applications.................
1504.01(c)

Outstanding requirements.............cccceeeeeeees 707.07(e)
Overcoming a reference, Right of priority............. 216,
2136.05(a), 2152.06
Overlapping applications

Same applicant. 709.01, 715.01(a), 804, 804.02,
822

Same assignee............... 709.01, 715.01(b), 822,
2136.01, 2146to 2146.03(a), 2148, 2152.06,
2154.01(d), 2154.02(c), 2158, 2158.01

Subject to joint research agreement.... 804, 804.02

804.03, 2136.01, 2137, 2141.01, 2146.01to
2146.03(a), 2151, 2152.07, 2154.02(c), 2156,
2158, 2158.01
Overlapping Claims..........occoveeeiiiieieee e 804.02
Oversight of inter partes reexamination.............. 2689
Owner’s representative..........ccuveeeeeeccvveieeeeeciveeeenn. 400
Ownership and assignment............... 300, 717.02(a),
2146.02 2146.03 2154.02(c)
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Ownership at time invention made — Patent

Sec. No. Sec. No.
Ownership at time invention made... 717.02(a), 2146, 1836 (PresSent) Series.........coovevrereeresennn. 901.04
2146.02 AL SEHES . oooeroeeeeeeeeeeeeeeeoeeeeeee e 901.04
Owner.ship of applications filed subsequent to recording Allowance and iSSUE.........ccceevveeneeiiiiesienieenes 1300
Of @SSIGNMENT.......oeiiiiiiiiiee e 306 Application publication.................... 1120t0 1135
Arrangement in Examiner’s Search Files....... 901.07
ASSIGNMENT.....eiiiiie e 301
Citation handling..........ccccccevieiiniinenne 1920, 2206
Citation of prior art in..........ccccceceeeeens 1920, 2202
Claim copied (See also: Claim _presented
p corresponding to claim of patent)
Classification change..........c.ccooceveviieeiiienens 903.05
g’;‘gg """" 120220‘9‘104’ 22%3;38 112212’9&128’ 12763302‘ Classification indices........cccce..... 902.03, 902.03(a)
Customer number practice.........ccccevveereennenne. 403 Class!f!cat!on Home Page on the Internet.. 902.03(a)
PALM.............. 101, 102, 711.04(b). 1704, 1705, gcclgs_gg':%a:t'on Home Page on the USPTO Intranet.....
1845.02, 1893, 1893.03(a), 1893.03(b). 1895.01, ) .
2632. 2635. 2647.02. 2648, 2660. 2664. 2670. Copy in ex parte reexamination request.......... 2219
2687 2689 Double column format............c......... 2214, 2219
Application 10CatON. ...........coveeeeeeeeeereeen. 2635 Copy Orders.........ccviiiniiiniiiis 1730
Application records and reports........................ 1704 Correction of... 1400
ApPliCation StAtUS.........ccvevvereeeeeereeeeeeeeeeeeeenes 102 DefiNition.......cccovviiiieiiiiec e ., 2135.01
Examiner Docket, Time, and Activity Reports... 1704 DESION. ettt 1500
1705 DeSIgN SErES....cciiiiiiiiie et 901.04
“Flag” in reissue application.............cccccocvvennee. 1456 Design VS ULlity.....coeevivveiiieeeiiec e, 1502.01
Panel Review in ex parte Reexamination.......... 2236 Effective date......... 715, 715.01, 2120.01, 2126,
2246, 2247, 2262, 2271, 2271.01, 2275, 2281, 2133.01, 2136.03, 2139.02, 2152.02(a), 2152.05,
2287 2289 2154.01(b)
Paper, easily erasable 608.01, 714.07 Extension (See also: Term, Patent)
Paper number...........cccceviiiiniienineen, 714.18, 714.21 File reconstruction...........cccevvveeeiiineeiniee e 508.04
Paper size (See also: A4 size  paper) FIlES. o 901.01(a)
Application Papers........occceeeeeeiriieeeee e 608.01 Foreign (See also: Foreign patent)
Drawings......uceveeeiiiieiiee e e eeieee e 608.02 ISSUE. .. et 1300
Photographs.........ccocovieiiiiiiii e 608.02 Issue Notification form............ccccoevvvineeeninns 1306.03
Substitute drawings.........ccocceeeeeeeriiiieneenn. 608.02(h) Interference.........ccccoveiieeeeniinenn. 2304 to 2304.05
Papers (See also: Return  of  Papers) INVENOrShip....c.vvveeeeeiiiieee e 2109, 2157
DEPOSItING.....ccvviieeeeiiiiiie e 502 JUNSAICHON. ...eeeiieiciiiiee e 1305
Distribution......... Law, opinions Not given..........ccoccuveeeeeenivnenn. 713.02
File wrapper Laws (See also: Statutes)
Identification LICENSING...evviiieiiieiee e 301
Receipt and handling...........cccceeiiiiiiiieeeie, 500 Litigation relating to reissue..............cccueeee... 1442.04
Received after patenting or abandonment..... 508.02 Ordering electronic copy of sequence listing..............
SIgNAUre reqUIred.........ccvveeeeeeeeeeeeeeeeeeeeeeeeeee 402 2419.02 2419.03 2435
Submitted in reissue litigation.......................... 1404 Ordering soft COPY.......coovviiiiiiiiii,
Parent application data, Cross-noting.......... 202, 211 Owner, appeal by............c.........
Parent application review........ 707.05, 719.05, 904, Owner, service of citation on
2001.06(b) Owner’s address in reexamination........ 2222, 2622
Paris Convention (See also: Treaties) ............. 213.01 OWNEISNIP...c ot 301
Article 4 Cited.... 213.01, 213.03, 213.06, 215.03 Plant Series........ccovvvvvriiiiiiiec e 901.04, 1600
Partial signatory authority...........ccccveveeiiiiieneenn. _1005 Post-issuance information updating.................. 2501
Patent Prior art citation in...........ccocceeeiiiiiiieneenne 2003.01
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Patent — Patent Cooperation Treaty (PCT)

Sec. No.
Printing Priority.........ccoevviiiieeeiiiiee e 1309
Publication of application................... 1120to 1135
Reconstruction of file.........cccccviiiiiicininnn. 508.04
Reference (See also: Reference)
REISSUE SEreS.....ccuveieeeeeiiiee e 901.04
Reissued, effect Of.........coooiviiiiiiiiieiieeeeee, 1460
Right to exclude others......... 509.02, 1111, 1601,
2162 2173.02

Rules (See also: _Rules, Patent (Code of Federal

Regulations))

SIMUltaNeoUS ISSUE.........covcveeeiiiieriieenieennn 1306.02
Statutory subject matter................ 2104 to 2107.03
Surrender of original in reissue (not required)... 1416
Statutes (See also: Statutes)
System, Constitutional basis for............ccccvieeiiieenns
Term adjustment..........ccccceeevviieneenn. 2710to 2736
Terms (See also: Term, Patent)
TraNSTer ... 903.05
Transfer of rights in............... ... 509.02
Type, Design vs utility 1502.01
Utility series......cccceeevvcviereeeieinne, 1502.01
Utility VS deSign.....ccceeiiiieeiieiiiiiiiee e 1502.01
X SIS ceiie ittt ettt 901.04

Patent and Trademark Assignment System..... 302.09
302.10

Patent and Trademark Copy Fulfillment Branch.... 103,
104, 301, 501, 502.01, 711.04, 1730, 2209,

2232 2435 2803.02
Patent and Trademark Office (PTO or USPTO)
AdAreSS.....cooveeieeeeeeeeee e, 501, 502
BUSINESS NOUIS.......oeeeiiiiiiiiiiee e 510
Employees, property interest in patent............... 309
Employees, unavailable to sign oath or declaration as
INVENTOTS. ...eiiiiiiee et 409
Matters decided by various officials.................. _1000
PUblications........ccooviiiiiie e

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office.....
401

Development and Use of U.S. Patent Classification
SYSEMS..ccoiiiiiieii e 903.02

Official Gazette of the United States Patent and
Trademark Office (See also: _Official Gazette (O.G.

)
Receipt and handling of mail............ccccccceennee. 500

Telephone numbers
Web site.....cocccvieeieiiiiene
Patent Appeal Center

Patent Assistance Center (See also:
Assistance

Inventors
Center)

Index-69

Sec. No.

Patent attorney or agent (See also: _Attorney or agent)
Patent classification in USPC (See also: _Classification)

Prior Art) oo 900
Classes..... 707.05(e), 902.01, 902.02, 903.02(b)
Cross references.........ccccoeuvveee.. 903.07, 903.07(a)
DIgESES. ceieieiiee ittt 903.07
ISSUE SHIP.eeiieiiiiiiiae e 903.07
Manual of Classification for USPC............. . 902.01
Post classifier (See also: Post _classifier)
ShoEeS.....ceeeeiiciiiiieees 901.05(c), 901.07, 905.04
Statutory authority.......ccccoveveeiiiiiiiieceiiieee 903.01
Subclasses.................. 707.05(e), 902.01, 902.02

Patent Center.. 102, 103, 203.08, 707, 707.05(a),
707.08

Patent Cooperation Treaty (PCT) (See also:

International application) Treaties) .............. 1800, T
Administrative INStructions..........cccvvevevvveeeeeeeenennn. Al
AGENL. i 1807

Amendment before the designated office...................

1893.01(a)(2), 1893.01(a)(3)

Amendment of claims before the International

BUIGAU........eiiiiiiiiiiic 1853
Applicant..........ccoiiiiiii 1806, 1821
Applicant for United States Receiving Office.... 1805,
1810 1820
Basic flow timeline...........cccocveviiiiiiiiiicne 1842
Classification of subject matter........ 1844.01, 1879
Common representative...........ccccveeveeeiiiveneenn. 1807
COoNCEPLS, MAJOT........evvereeeieiiieeeeeeecireee e 1801
CoUNtry COUES......uuuiiiieieiiiiee et 1851
DefiNItioNS......covvvviceeee e 1802

Design patents.........ccccveveeeeinnnen.
Designated office........ccccoeviieeiiiiiiinnnnen.
Designation of states

Filing date requirements.................... 502.05, 1810
Foreign patent citation codes.............cccceeeennns 1851
Forms
IB/307. it 1893.03(e)
IB/308.....coiiiiiieniieniieeiee e 1893.01(a)(1)

PCT/DO/EO/903...... 1893.01(a)(3), _1893.03(a).
1893.03(b), _1893.03(e), _1893.03(g). 1895.01

PCT/DO/EO/905.................. 905, 1893.01(a)(1).
1893.01(d), 1893.01(e), 1893.03(b)
PCT/ISA/203.......coooiiiiieeiece 1843.04
PCT/ISAI206.........ccoeiiiiiiiiiiieiii e 1850
PCT/ISA/210............. 1843.04, 1844, 1844.01,
1845.01 1845.02 1893.03(e)
PCT/ISAI2LT .....c.ovviiiiic, 1836, 1844.01
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12 bis Reproduced..........cccccvveeiiciiiieeeeiiiiieennnn 1819
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38 Reproduced.........cccvveeeeiiiiiiieee e 1844.01
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2273 to 2279, 2282, 2284, 2285, 2286, 2286.01, Panel review in inter partes reexamination..... 2671.03
2287, 2301 Patentability statement...............c...cccccvuene... 1302.14

Appeal from............ooiin, 1216to 1216.02 Patentable novelty, pointed out....................... 714.04
In ex parte reexamination.....................c...... 2279 Patentable subject matter............ 2104 to 2106.07(c)
In inter partes reexamination........... 2682, 2683 Abstract idea............... 2106.04(a) to  2106.04(a)(1)

Constitution and duties................ccoceninn. 1202 Clarifying the record..........occcoovvveevvrennnn. 2106.07

Decision COMPULETr PrOGIAMS........vvveererererereseereeeeneneas 2106
Dissemination of............cccocoovniniiinnn, 1720 Disclosed but not claimed............c..cc.cccoeeveruaene. 706
Generally.........coiiiiiii, 1213 ENGIDIlity........o.evveeeeeceeeeeens 2106 to 2106.07(c)
Publication of.............cccccocoeiin 1213.03, 2681 SEEP Luvveeceeeeieeeeeeeeees et eneen 2106.03
Treatment Of.........coooii 721 LSy 3 2106.04

Duty of disclosure to................... 2001.03, 2001.04 Evaluating applicant's response............. 2106.07(b)

HEANMNG....c.viiviiieceeeie e 1209 2106.07(c)

Interference Field of USE.....cccovviiiiiiiiieec e, 2106.05(h)
Declaration Of........cccovevveeiiiiieiniiie e 2301 Formulating a rejection........... 2106.07, 2106.07(a)
Return of Jurisdiction to Examiner............... 2308 Improvements to functioning of a computer................

Jurisdiction......... 706.01, 706.07(c), 1210, 2301, 2106.05(a)

2308 Insignificant extra-solution activity........... 2106.05(q)

May require appellant to address matter.......... 1212 Law Of NatUre.......coooveiiiieeiiee e 2106

New ground of rejection by.............ccccceeeene 1214.01 Living subject matter.............cccoeeeeenes 1601, 2105
In inter partes reexamination........... 2681, 2682 Markedly different analysis...................... 2106.04(c)

Non-final decision in inter partes reexamination........ Mathematical algorithms...........cccccevveeiiiinnnns 2106

2681 Mere iNStrUCtONS. .........vveeeeeeeeerseeeen. 2106.05(f)

Petitions........cccoeieiiiieee. 1002.02(g). _1002.02(j) Other meaningful limitations.................... 2106.05(e)

Rehearing by.......... 1002.02(f), 1214.01, 1214.03 Particular machine............cccco.ccevuevenen., 2106.05(a)
Inter partes reexamination............... 2682, 2683 Particular transformation...................... 2106.05(c)

Service Branch...........coeeviviiiiiiiiiie e 104 PLANTS oo 1601, 2105

Statement of allowability by......................... 1213.01 Requirements of 35 U.S.C. 101..........cccoeun..... 2014

Patentability (See also: _Reasons for Allowance) Significantly MOre...........coooeveeeeeeeeeeeeenn. 2106.05
REJECLION) ..eovviiiieiiieic e 2100 Streamline analysis................ 2106.06 t0  2106.06(h)
Patentability report...........cccooiiieeieiiiiie e 705 Well-understood, routine, conventional...... 2106.05(d)

APPEAL...cooiii s 105.01(a) Patented file........ccoueeiiiii 901.01(a)

COUNL.iiiciee e 705.01(c) Patented file, OFAerNg...........oovvvvererrevee. 711.04(b)

Date Status...........occcveeveiiiiiiiiie e 705.01(c) “Patentin” computer program (See also: _Sequence

Dispute between examiners..................... 705.01(a) FULES) oo, 1730, 2430

Final action..........cccceeviieiiiie e, 705.01(a) Patents of addition, foreign..............c..c......... 901.05(b)

IMPFOPET....ocvi _705.01(e) Payment Of fEES.........ccoveveveveeeeeeeeeeeeeeee e, 509

INItIALE. ..o 705.01 Payor number (See also: Customer _numbers)

INEEIVIEWS.....oevvevecveee e 705.01(f), 713.01 PCT (See also: _Patent Cooperation Treaty (PCT))

Limitation as to USE..........cccvevrveeernerenene. 705.01(e) Pending application as prior art (See also: _Application

Practice used only in extraordinary situations..... 705 publication) ............ 901.03, 2120.01, 2132, 2133,

PUMPOSE. ...t 705.01(e) 2136.01,  2146.03(a).  2152.02,  2154.01(d)

Recording 705.01(c) Pending application preserved in confidence........ 101

Restriction, Effect on........cccccoviiiviiiiiiieceen 807 Pending applications as references (See also:

SEATCN.....ovoereeeseeeese 705.01(a). 705.01(b) ~Application Publication) ..... 901.03, 2120.01. 2132,

Sequence of examination...............cceeuvenns 705.01(b) 3121015}136’ 2136.01.  2146.03(a), .2152.02.

Submitted {0 TC DIrector................. £05.01. 1003 Period for reply......cccoeviiiiieeeiiee e 710

';’Basrfgff;of jurisdiction of application on appeal......... After Board decision...........cccccevveriiviennennne. 1214.01
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1002.02(k)(1)
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Holiday, Saturday, or Sunday expiration of time..........
505, 513, 710.05, 710.01(a)
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2266.01 2666.30
Less than six months................ 710.02, 710.02(b),
710.02(c) 710.02(d), 710.02(e)
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Petition.......eeiee e _1002
Pilot programs, some............ccceevveeeeeinnnne 710.02(b)
Property rights under AEC and NASA Acts........ 150
Remailing........cococveiiieeeiiiiciieec 707.13, 710.06
ReStarting.......cccoovvivveiie i 710.06
Saturday, Expiration of time............ 505, 710.01(a)
710.05
Secrecy order application............ccccooveeeriieeennee. 130
Shortened, Extension............ 710.02(d), 710.02(e)
Shortened statutory period........ 710.02, 710.02(b),
710.02(e)
Shortened statutory period, Distinguished from time
Mt 710.02(d)
Shortened statutory period, When used..... 710.02(b)
Statutory period..........ceeeeiiiiiiieiiiiieeee e 710.01
How computed..........cccoveevieiiieeenineenn 710.01(a)
Suggesting claims..........c.cccoevviieeeeiiiinenn. 710.02(c)
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710.05
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2808
Permanent inK..........ccccovcveeniiieninenn, 608.01, 714.07
Perpetual motion.............. 608.03, 707.07(g), 2014,
2107.01
Persons who may cite prior art relating to an issued
PALENL......euiiiiiiiiieie ettt 2203
Pertinent prior art..........cccceveveeviee e 904.02
Petition
Abandonment holding............... 711.02, 711.03(c),

711.03(d), 1002.02(b), _1002.02(p), _1002.02(r)
Abandonment holding, examiner’s statement.............

711.03(d)

Abandonment holding for failure to provide timely

notice of foreign filing........ccccoooeiviiiii e 1124
Accept color drawings or photographs.............. 507,
1002.02(d), 1503.02
Accepting late issue fee..........ccccevviiinnenn. 711.03(c)
Accept omitted pages........ccccceeeeviineneenn. 1002.02(p)
Access to application................... 103, _1002.02(b),
1002.02(p)

Access to interference agreement............ 1002.02(f)
Access to interference application............ 1002.02(f)
Add inventor in provisional application..... 1002.02(q)
Admit model.......ccccooviiiiiie 1002.02(c)
Attorney withdrawal........... 1002.02(b), 1002.02(p).
1002.02(q)

Biotechnology processes under pre-AlA 35 U.S.C.
L03(D) e 2147
Board decision in inter partes reexamination... 2681
Board involved................... 1002.02(f), _1002.02(q).
1002.02(j)

Certificate of Correction...... 1002.02(d), 1002.02(1)

Change in inventorship...... 1002.02(d), 1002.02(1),
1002.02(p), 1002.02(q), 1004, 1481.02

Change inventor's name........ 602.01(c), 602.08(b)
Change in order of inventors names......... 602.01(c)

Color drawings or photographs..... 507, 1002.02(d),
1503.02

Common ownership situation.. 2146.02, 2146.03(a)
Concurrent ex parte and inter partes prosecution.....

1002.02(g)
Consideration of submission after NIRC in inter partes
reexamination...........ccoeeeciveeeeeiiciieeee e 2687.01

Converting a 111(a) application to a 371 application...

1002.02(p)
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Entry of amendment after RAN in inter partes

1002.02(p) reexamination...................... 2672, 2673.02, 2675
Converting a nonprovisional to provisional................. Entry of late paper for revival of ex parte
1002.02(b). _1002.02(c), _1002.02(p). _1002.02(q) reexamination..........c.cceveeeeeueenene. 1002.02(b), 2268
Correct filing date............ 506.02, 513, 601.01(b), Entry of late papers for revival of inter partes
1002.02(b) reexamination proceeding........... 1002.02(b), 2668
Correction of inventorship......... 201.03, _1002.02(1), Expedited examination of design applications.... 501,
1002.02(p)., 1002.02(g), 1004, 1402, 1410.01, 1002.02(c)(3)

1412.04 1412.05 1481.02 Express abandonment after payment of issue fee......

In ex parte reexamination....................... 2250.02 1002.02(b)

In inter partes reexamination...... 2658, 2666.03
Counter terrorism inventions..... 708.02, 1002.02(s)
Decided by

Assigned Staff in the Office of Petitions, Office of
Patent Legal Administration and MPEP.................

1002.02(b)
Central Reexamination Unit............ 1002.02(c)(4)

Certificates of Correction Branch......... 1002.02(1)
Deputy Comissioner who oversees Office of

PetitioNS.......eveiiiie e 1002.02(b)
Deputy Director of the USPTO............ 1002.02(0)
Director ~ of International Patent  Legal
AdMINIStration...........coceevcvverieeeiinenns 1002.02(p)

Director of Office of Data Management..................

1002.02(r)

Director of Office of Patent Application

Express abandonment to avoid pre-grant publication..

502 1125 1135
Facsimile submission.............cccccceeeiiiinnns 502.01

Expunge papers from file... _1002.02(b), _1002.02(c),

1002.02(c)(4)

Expunge information................ 724.05, 1002.02(c),
1002.02(j)

Extension of time... 710.02(e), 714.17, 1002.02(q)

Application before Office of Patent Legal
AdMINIStration..........ccccoeeveirieee s 1002.02(b)

Application before Office of Petition..... 1002.02(b)
Filing date..... 506.02, 513, 601.01(b), 601.01(d),

Processing........ccooceeeeiiiivenieeiiiieeeen 1002.02(g)
General Counsel.........ccocceeeeeennnns 1002.02(k)(1)
General Law........cccceeveeiiciiiieeenes 1002.02(k)(2)
Office of Enrollment and Discipline..... 1002.02(m)
Patent Trial and Appeal Board............ 1002.02(f)
1002.02(g) 1002.02(j)
SOlCIOr ... 1002.02(k)(3)
Supervisory Patent Examiners............ 1002.02(d)
Technology Center Directors.............. 1002.02(c)
1002.02(c)(1) 1002.02(s)
Defer issuance....................... 1002.02(b), _1306.01
Delay, Late filing.......ccccovvviieeeiiiiiiiee e 1002
Delegation of Director’s authority................ 1001.01
1002.02
Denial......cccuiiiiiieii e 1002.02
Denial of request for reexamination......... 1002.02(c)
Ex parte ............ 2240, 2246, 2247, 2247.01,
2248 2255 2265
INter partes ........ccovevveeiiiciieeeenens 2647, 2648
Director's dutieS...........ooovvvvvvviieeieeeeeeeeeeeinien, ~, 1002
DiSMISSEd......eeiiiiiiiiiiie e 1002.02
Dismissed without prejudice.............c.......... 1002.02
Divisional reiSSUe..........cceveviiveeiiieeennn. 1002.02(b)
Entry of amendment.............cccccceeiiinnen. 1002.02(d)
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INSPECHION. ... 103
Interference........ccccoveeiieee e 1002.02(g)
Interview in  merged reissue/ inter partes
rEEeXamination..........coocveeeiiuieeeniee e 2686.03
Late domestic benefit claim........ 1002.02(b), 1402,
1481.03
Late foreign priority claim........... 1002.02(b), 1402,
1417 1481.03

Maintenance fees, accept and record..... 1002.02(b),
2580

Maintenance fees, delayed payment/reinstatement.....

711.03(c). 1002.02(b), 2515, 2531, 2590
Make special (See also: _Special application) ............
708.02 1002.02(s), 1504.30
Matter subject t0...........ccccveeeeeinnns . 706.01, 1002
Merge reexaminations................. 1002.02(b), 2283
Merge reissue and ex parte reexamination...............
1002.02(b), 2285
Merge reissue and inter partes reexamination..........
1002.02(b), 2667, 2686.03
Modification of secrecy order............occcveeeeennnne 120
New matter...........c.cceveeenenne. 608.04(c), 1002.02(c)
Nonsigning inventor................... 409.03, _409.03(d),
1002.02(b), 1002.02(p)
Objection by examiner...........cccccoecuveeeen. 1002.02(c)



INDEX

Petition — Piecemeal prosecution

Sec. No.

Patent term extension..... 1002.02(b), 2720, 2751

to 2754
Period for filing..........cooeiiiiii e 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination...........ccccceeeeevvveeeeessinnnnnn 2672

Premature final rejection...... 706.07(c), _1002.02(c)

Sec. No.

Suspension of second or subsequent inter partes

reexamination requestS..........cceeeeeeriiieeeeenninns 2640
Time for filing.......cceeeeiii e 1002
Trademark related..........ccocceevvieeeiiiiennen. 1002.02(i)
Transfer from another application.............. 608.02(i),

608.02(t)

Preliminary amendment as part of original

Unintentional delay, withdraw abandonment..............
711.03(c), 1002.02(b), 1002.02(c)(3), 1306

diSCIOSUIE......ccvvicveeiiciieiecece e 608.04(b)
Procedure.........cocooviiiiniiee e 1002.01
Public use proceedings...........ccceevvveeriieeinieeennne 720
Reconsideration of denied petition (ex parte
reexamination)........ccccoeccveeeeeeeiiiiieneennns 2248, 2268
Rescission of secrecy order......... 120, 1002.02(c)(1)
Refused assignment...........ccccevvveeevneeennns 313, 317
Refusal to enter amendment................... 1002.02(c)

Refusal to issue Certificate of Correction...................

1002.02(c)

Registration to practice...........c.ccoeeuveennee 1002.02(m)
Reinstate rejection after Board decision... 1002.02(c)
Reinstatement...........ocooveviveiiieeeniiieens 1002.02(m)
Relating to PCT international application and/or
national stage application..............c......... 1002.02(p)
Relating to reexamination or reissue...... 1002.02(b)
1002.02(c) 1002.02(c)(4)

Reopen prosecution after Board decision..................

1002.02(c)

Reopen prosecution after Board decision in inter

partes reexamination............cccceeeevvvveeeeeesennnnnn. 2682
Requirement for information.................... 1002.02(c)
Resetting period for reply..... 1002.02(c), _1002.02(t)
Restriction requirement holding.................... 821.01
1002.02(c)

Retroactive foreign filing license..............c.......... 140
Return model.........ccovcviiiiieiiieeeee 1002.02(c)
Revival.........ccccoou.. 711.03(c), 1002.02(b), 1124
Revive PCT application..............ccccueeeennn. 1002.02(p)
Rule 1.48 (inventorship)..........coceevcveeiineennne. 201.03
SEeCrecy Order.......ccovveeeeeiviiiereee e 1002.02(c)(1)
Sequence rules........cccceeviiiiiiee e, 1002.02(c)
Special status.......... 708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings...... 2283
2284 2285, 2286, 2286.01
Stay inter partes reexamination proceedings.. 2667
2686.02 2686.03
Sufficiency of an affidavit......................... 1002.02(c)
Supervisory authority of Director of the USPTO.........
1002.02(b), -1002.02(c)
Suspend action — public safety or defense.................
1002.02(c)(1)

Suspend rules........cooovveveiciiiee e 1002.02(b)

Index-75

Failure to provide timely notice of foreign filing.......
1124
Unintentionally delayed claim for benefit of a U.S.
application............ 201.06(c), 211.04, 1002.02(b),
1417 1481.03, 2258.02, 2658

Unintentionally delayed claim for foreign priority........

214.02, 216, 1002.02(b), 1402, 1481.03,
2258.02 2658
Vacate order granting request for ex parte
reexXamination..........c.vveeeeiiiiereeesiieee e 2246

Vacate an order granting inter partes reexamination..
2646

Waive rules...........ooovevvvvceeeeieeeeeeeeenn, 1002.02(b)

Waive time provisions in ex parte reexamination.......
2265

Waive time provisions in inter partes reexamination...

2648 2668 2672
Withdrawal from issue, after issue fee paid....... 502,
1002.02(b), 1308
Withdrawal from issue, issue fee not paid..................
1002.02(c), 1308
Withdrawal of a terminal disclaimer.................. 1490
Withdrawal of abandonment.................... 1002.02(b)
Withdrawal of attorney 1002.02(s)

In interference........ccocceeeeiiiieeeceeccie. 1002.02(i)

Withhold from issue, before issue fee paid.................

1002.02(b), 1002.02(c)

Petition for Express Abandonment to Avoid Publication

Under 37 CFR 1.138(a) PTO/SB/24A
CIted..iii i 1125
Reproduced..........ccueeeiiiiiiiiiiieeieece e 1135

Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign

or International Filing PTO/SB/64a
CIted...viiiieci e 1124
Reproduced..........ccueveieiiiiiiiieeieec e 1135
Petitionable matter............cccceveeiiiiiiiecc e, 706.01
PG-Pub (See also: _Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter
Safety review by FDA.................. 2107.01, 2107.03
U .o 2107.01
Photograph as drawing.......... 507, 608.02, 1503.02
Piecemeal prosecution............ccccovveeeiiieennns 707.07(g)
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Plant Breeder’s Rights — Power to inspect, suspended attorney

Sec. No.

Plant Breeder’'s Rights..........ccccoeciiiieeiiiiiiiiee s 1613

Plant Convention, UPOV..........c.ccovviiiviiiineeeennnn.

Plant patent...........oocciiiiiiiiieee e
Action.................
Advertising
AffidaVit... ...
Agricultural Research Service (ARS).... 1608, 1609
AlIOWANCE....ccoiiiieieie et 1611
Application publication...................... 1120to 1135
Asexual reproduction..............ccceevveeenne 1601, 1605
Bacteria
Claim......cccooeuveeen.
Classification in USPC............ccocviveeeeiiiinnnn. 903.04
Color drawing........ccceevvvveeenveeeniiee e 1603, 1606
Color identified.........cccoeiiiiiiieieee e 1605
Declaration.......ccceeeeieiiiiiiiiiieee e, 1604
DefiNitioNS......vveeiiiieeiiiie e 1601
Department of Agriculture.................... 1608, 1609
DEPOSIt ..ttt 1605
Duplicate papers.........cccecueeenee 1603, 1605, 1609
Elements of application............cccccceiiiiieenenne 1603
EXamination.......ccceevieeiiiiiiiiiiee e 1608
Examiner's amendment 1610

Executive Order...........ouvveeeeeeeeeiieeeiieeeeeeeeees

Plant varieties excluded................cceovvvvvvvvvnnnnnn. 1601
Priority Claim........cccovevieiiiiii e, 1613
Publication of application................... 1120to 1135
Report of Agricultural Research Service......... 1608,
1609
Rules applicable..........cccccceiiiiiiiiiieeees 1602
SIGNALUIE....eeiiiiiiiiei e 1603
Specification..........ceveeviiiiiie i 1605, 1610
SPECIMENS....viiieeiiiiiiee ettt
Statutory basis........ccccovviiiiiiiiiiie
TOIM i
TUDEIS. ..o
UPQV COoNVENLION.......iiieiiieeeiiiiee e 1612
Plant patent Series........ccccevvveeriieeiiieeenee e 901.04
P.O. Box (See also: Mail stop)
Post classifier......ccoooeeveeiiiiiieeeiiieeeeeev, 903.10, 906
Post employment agreement of former Office
EMPIOYEE. ..ot 1702

Index-76

Sec. No.
Post Grant Review Certificate............cccccuveennee. 901.04
Post Office, Depositing papers iN..........ccccceeevunee. 502

Post Office address (See also: _Correspondence) Malil

Stop)

APPlICANT......eieiie 409.03(e)
AUOMNEY ..t 601.02
Postal Service interruptions and emergencies...... 511
Postcard, self-addressed..... 203.08, 503, 601.01(d),
601.01(f), 608.01, 1204, 1901, 1901.05
Power Of attorney..........ccccvvviieieeiiniiiieee e 402
Acting in a representative capacity..... 402.04, 405,
713.05
Application in interference............cccccocvvennee. 402.08
Application oath or declaration includes........ 601.02
Application filed before 09/16/2012........... 402.02(b)
Application filed after 09/16/2012.............. 402.02(a)
AsSignee appoints.........cccevieeeiriieeniieee e 402.07
ASSIgNEE reVOKES. .....ceeeeeeee e 402.07
Associate attorney.........coccvevvveeeriiieennnneennnn 402.02
Attorney not of record............ 402, 405, 714.01(c)
Change in plurality of applications or patents..... 402
(0001 191V/=T 0] (o] ST 403
Customer Number...........cceeeeeiiieeeiiiienn, 402, 1807
Death of applicant........................ 409 to  409.01(b)
Death of principal attorney...........cccccocvveviveennnne. 406
Exception as to registration............ 402.01, 402.09

General, for international application.. 402.09, 1807
General requirement 402.02(b)
INeffective.......coovviiiiii

Joint applicant...........cceeeeeiiiiiieee e
Limited recognition...........ccccoveviiiiininceinnenn.
Naming representative............cccceveeeeeiiveeeeeesinnns
Notice of revocation............cccceeeveiveeeeesiiinnnn.
Post Office address.........ccoevveveiiieeeniieenne.
Provisional application..............cccoovvevieiiiiiinnenn. 103
Registered practitioner.............. 402
Reexamination, inter partes 2613, 2622
Revocation........ 402.05, 402.07, 402.08, 402.10
After Allowance...........cccoceeeeeviunnenn. 2501, 2560
Secrecy order applications.........c.cccoccvvveeerennneen. 120
Signature requirement...........cccceeeeviiieneeeeenns 402.03
Unregistered attorney or agent............ 402, 402.01
Withdrawal of attorney or agent........ 402.06, 1808,
2560
Withdrawn in patent...........ccccoeevveneenne 2223, 2560
Power to inspect........... 103, 104, 324, 325, 402,
713.05
Power to inspect, approval............ccccveirieeeniieenns 104
Power to inspect, suspended attorney................... 105



INDEX

Practitioner — Prior art

Sec. No.

Practitioner (See also: Attorney or agent)

Practitioner's names on patents...........ccccceeveuene 1309
Pre-Grant Publication (PG-Pub)........... 1135
Amendments prior to publication 1121
Appendices not published...........c.ccccooveiiinenn. 1121
Application in a foreign language................... 608.01
Assignee information published........................ 1121
Certification as to intent to file counterpart
APPICALIONS. ...eoiiiiee et 1122
Claim sets, Multiple..........cccooeeeiiiiiiiieeeee. 1121
Computer Programs...........eeeeeveireeeeesrninneeeenans 1121
CONENL.....coiiiiiieie e 1120, 1121

Conversion to provisional to avoid publication............

601.01(c)

Complete application required.............ccccceeenn. 1120
Copies of published application files................. 1128
Correction of errors in the PG-Pub................... 1130
Correspondence address..........cccveeeeevcivveneenn. 1121

Correspondence regarding published application......
1134

Disparaging remarks not published.................. 1120
Drawings........ccoeeeveveeniieenineenne 507, 1120, 1121
Early publication............ccccccovviiieiee e 1129
Express abandonment to avoid publication....... 502,
1125 1135
Facsimile submission..........ccccccevieveinineen. 502.01
Fee, publication............ 1126, 1133, 1303, 1306,
1306.03
FOrMS. .

Sec. No.

Rescission of nonpublication request.... 1123, 1124

Residence changed..........cccccccoiiiiiieniineen. 719.02
Sequences published on Internet..................... 1121
Status information of published application...... 1128
Substitute specification required....................... 1120
Tables, large........c.ccoeevivveveennnns 608.05, 608.05(b)
Third party iNQUIMES........coovcieiiieeeiieeeeceee 1134
Voluntary publication.............ccoooiiiiiiiiins 1133
When published.............ccooiviiiiiiiiiiiieen 1120
Which applications 1120
Preamble, design application..............c.......... 1503.01
Preamble, effect of.......cccooeeiiiiiiiiiiiiiiiieeieeeees 2111.02
Preamble, Jepson claim........c.cccococeeviieiiiiennnen. 2129
Predicted tests in specification..................... 608.01(p)
Preliminary amendment 714.01(e)
Entry denied........ccocoeviiiiiiieiiee e, 714.01(e)
Excess claims.................. 506, 714.01(e), 714.10
New matter..........ccoccvevreennnns 608.04(b), 714.01(e)
Non-compliant amendment, treatment of........... 714

Preliminary handling of public use or on sale.. 2133.03
to 2133.03(e)(7). 2152.02(c), 2152.02(d)

Premature final rejection............ccccccevevinrne 706.07(c)

Premature response in inter partes reexamination.......
2667

Presentation patents...........ccccceveeiriiieeee i 1730

Primary examiner...... 705.01(a), 706.04, 706.07(c),
706.07(d), 707.01, 707.09, 710.02(b), 710.02(e),
711.03(a), 713.01, 713.02, 713.10, 714.16,
714.16(d), 714.19, 715.08, 716, 717, 2236, 2248,
2265, 2271, 2271.01, 2636, 2648, 2660, 2671.01

Inappropriate nonpublication request
Material mistake by the Office............c..ccoune. 1130
Nonpublication request
Notice of foreign filing..........ccccceeeviiiiieeniinnen. 1124
Notice of Publication............cccccoeviiiiieinninnennne 1127
Notice of New or Revised Publication
Offensive language not published.....................

Public access to published application... 103, 1128
1132

Publication date, projected................... 1120, 1122
Publication fee..........ccccceeeernnne 1126, 1133, 1303
RCEs not published............cccoeveeiiiiiiieeeee, 1120
Redacted publication............ccocoieieiiiiiiienenns 1132
Refund of publication fee............ccccocvveninrennnn 1126
Replacement drawings prior to publication........ 507,
1120 1121
Republication...........ccociiiiiiiieeee e 1130

Request for early publication..............c....ccuee...
Request for nonpublication.............ccccceeeevvnnee..
Request for redacted publication

to 2671.03
Actions requiring personal attention......... 705.01(a),

707.01, 707.09, 713.04, 714.16(d), 1004
Name on file wrapper..........ccoccoveeeiiiinnnennn. 1302.13
Print of drawing (See also: Drawings) ............. 608.02
AdAItIoNAl......ccoviviiiiii 608.02
AREratioN.......coovviiieeieieee e 608.02(w)
COlOred. ...t 608.02
Examiner’s notation on..........c.cccocvevverineennne. 608.02
Kept in Technology Center...........ccccceeeeneeee 608.02(c)
Marked-up.......... 608.02(b), 608.02(p), 608.02(t),
608.02(v)
Marking......ccceeeeiviiiiiee e 608.02
Returned drawing 608.02(y)
Printed matter.................... 2103, 2111.05, 2112.01
Printer waiting..........ccccccouue 708.01, 1305, 1309.02
Printing practitioners names on patents.............. 1309
Printing Priofity.........ooovvveirieeeiiieeeiee e 1309
Prior art (See also: _Reference) .......cccccceevvvveneenn. 900
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Prior art — Priority Mail Express procedure in inter partes reexaminat...

Sec. No.
AdmISSIONS aS.......cccoeviiiiiiieeiiieeen. 2120.02, 2129
ANAlOJOUS......vvecveereeiie e, 2141.01(a), 2143
Disqualification under pre-AlA 35 U.S.C. 103(c).........
2136.01, 2141.01, 2146, _2146.01, _2146.02,
2146.03 2146.03(a)
Duty of disclosure of..........cccccceviieeiiinennne 2001.04

Effects of international application publication.. 1857
1895.01

Equivalents.........ccceeeviieniieeinneene 2144.06, 2183
Electronic Information Disclosure Statement.. 609.07

Filed on Saturday Sunday or a Federal holiday..........

609.04(b)
Foreign application as................. 2135.01, 2152.02

Information reasonably necessary for finding.............
704.11

International application publication............. 2136 to

2136.05, 2136.05(a), 2139.02, 2152.05,
2154.01(a) 2154.01(b)
Kind COdES.......covvviiiiiieieeiiiiiee e 901.04(a)
Level of ordinary skKill............ccccoeveeeiiiinnnenn. 2141.03
Patents as.... 2120.01, 2126, 2132, 2133, 2136,
2141, 2152, 2154, 2158
Publications under 35 U.S.C. 122(b)........... 1895.01
2136, 2136.03, 2152.02(b), 2154.01
Scope and content of.................. 2126.02, 2141.01

Means limitations...........cccceeeeiiiiiieec e 2182
Search (See also: _Search) ........ccccceeevviiiienenne 900
Statutory Invention Registrations as... 901.02, 2136
Suitability Of.......oooiiii 2144.07
Third party submissions..................... 609, 1134.01

Used in deciding request for reexamination..... 2242,
2642

Well-known in the art............cccccooviiieeens 2144.03
Prior art copies in reexamination
EX PArte ...ccoooviiiiiiiiiirrrr e 2218
Prior art filed by protestor.............. 1901.02, 1901.03
Prior art on drawing...........ccccceeeeeee 608.02(q), 2125
Prior art and Section 301 submissions (37 CFR 1.501)
EX Parte ..o 2202
CONLENL....uiiiiiiiiiieieee s 2205
Copies of prior art..........ccoecevvveeeieiiiieeee e 2205
English translations.............ccccooiiiiiniinnn. 2205
Explanation of pertinence.............cccccocvvenne. 2205

Filing and handling
Sample letter.......cooiiiiiiieee e

Service on patent OWNEer.........cccevvvveereeeennns 2208
Time for filing........cocovvvieiiii s 2204
Inter partes ..... 2602, 2646, 2654, 2656, 2657
After the order to reexamine............. 2602, 2667

Index-78

Sec. No.

After a Notice of Intent to Issue Inter Partes

reexamination Certificate issues ... 2687.01
Before the first Office action......................... 2625
Before the order to reexamine.......... 2602, 2654

By another requestor............ccceee..... 2602, 2656

By the patent owner............cccceeenee. 2602, 2656
With the Request.........cccccevvieeiiiienee e, 2656
With third party’s comments........ 2666.05, 2667
Prior art statement...........cccccceeeenes 609, 1893.03(q)
Provisional application..........c.cccceevvveinieennnnennn 609

Reissue application...... 1406, 1410, 1418, 1455
Prior art, statement applying (reexamination)..... 2217
Prior art used in determining reexamination request

EX PAre oo

Inter partes
Prior examiner’s action.......

Prioritized examination
in new application (Track 1)..........ccccceevvene 708.02(b)
iN RCE (PE-RCE)......cccccoiiiniiiiiciieenies 708.02(b)

Priority
Claiming in ex parte reexamination............ 2258.02
Claiming in inter partes reexamination............ 2658
Claiming in reissue application............ 1402, 1405,
1410 1417
Entitlement to.........ccceeeeeiiiiiiiee e, 216

Foreign application (See also: _Foreign application)
..................................................... 210, 213to 217

Corrected by Certificate of Correction......... 1481,
1481.03

Design applications................ 1504.02, 1504.10
EX parte reexamination.......................... 2258.02
Incorporation by reference.......... 217, 608.01(p)
Inter partes reexamination.............cccceecveene 2658

Proper identification..............cccoeeeeeiiinne.. 214.04
Formal requirements.................... 213to 216
Incorporation by reference to earlier application.........

201.06(c), 217, 608.01(p)
International application.............. 1828, 1893.03(c)
Corrected by Certificate of Correction.......... 1481
Inventor’s certificate..........cccccvveeiiiiieieeeiiinnen, 213.05
Patent printing.......c.cccoccveeeeeiiiiien e 1302.09
Time ChartS. ... 2138.01
Time for filing........coocovveviiieniiiee 211.03, 214.01
Priority document (See also: _Foreign application)
Priority Express Mail deposit..........cccccoeivvieeeennnns 513
Priority Mail Express procedure in ex parte
reeXamination............ceeeeiiiiieree e e e e 2224
Priority Mail Express procedure in inter partes
reexamination............. 2624, 2665, 2666, 2666.05




INDEX

Priority Mail Express service — Provisional application

Sec. No.

Priority Mail Express service....... 502, 506.02, 511,
513, 711.03(c), 1216.01, 2510

Priority practice (See also: _ Foreign application)

Private use (See also: _Public use) .......... 2133.03(a),
2152.02(c)
Proceedings, Termination of..............cccce.o.. 711.02(c)
Process of making and product made........... 806.05(f)
Processing fee......c.ccoceeveveereennnne. 601.01, 601.01(c)
Processing of reexamination in Technology Center
EX PAIte ...eeeeiieeiiieee e 2233
Product and process of using.. 806.05(h), 2173.05(p)
Product by process.........ccccccvunenn. 2113, 2173.05(p)
Product of human ingenuity..........ccccccceeviieennnenn. 2105

Product of nature.... 2104, 2105, 2106, 2106.04(b),
2106.04(c)

Programs, Computer (See also: _Computer programs

or software)
Prolix claim..........ooeeeeiiiniiiiriiieieeeeeeeee e 2173.05(m)
Proof, burden of......... 2112, 2112.01, 2113, 2131,

2141, 2142, 2150, 2163.04, 2164.04, 2182, 2183,
2184

Proof of authority of administrator or executor...............

409.01(b)

Proof of foreign filing...........cccooceiiiiiiniecie, 214.04
Proof of irreparable damage.............ccccec.... 409.03(g)
Proof of ownership, reissue application.......... 1410.02
Proof of unavailability or refusal to sign........ 409.03(d)
Proper multiple dependent claim.................. 608.01(n)
Property rights statement...........c.ccccoovveinieeennnen. 150
CoNtents Of....ccoviiieiiie e 151
Property rights under AEC and NASA Acts.......... 115,
150, 151
Prophetic examples in the specification...... 608.01(p)
2004 2164.02
Proprietary interest, Proof of.......... 409.03(f), 409.05
Proprietary materials (See also: _ Protective order
material) Trade secret material)
Pro se applicant (See also: _Applicant) _Inventor)
Appeal brief.........cccoovii e, 1205
Certificate of mailing..........ccccooviiieiiiinie 512
Change of address.........ccccooveeiniiiinieeeniniennn 601.03
Death........cccoveiiiiiiiiii 409.01(b)
Duty of disclosure..........ccccooiuiiiiiiiniiiieneennn. 2002.01
Examination of application......................... 707.07(j)
Examiner's action..........ccccevviiiiieniniiienie s 707
INEEIVIEW. ..ot 713.01

Legal representation...........ccceevvveeeiineesnneeenne.
Telephone restriction practice
Prosecution

Index-79

Sec. No.

Closed, application allowable except for formal

matters........cceveene.. 707.07(j)), _710.02(b), 714.14
Closed, secrecy order Cases........cccceeveuvveeeeenannns 130
Prosecution after appeal..........cccoceviveeiiieenns 1207.04
Piecemeal.........cccocoeviiiiiiiie e 707.07(g)
Reopening after allowance...............c.......... 1308.01
Reopening after Board decision.................. 1214.07
Prosecution laches...........cccooiiiiiciicniciee 2190
Prosecution of Secrecy Order application............. 130

Prosecution reopened after court decision..... 1216.01
Protective order material (See also: _Trade secret

Material) .....ocovovvereerrienieneee e 724 to 724.06
SUbMISSION.....ciiiiie e 724.02
ProteSt ... e 1900
Access by protestor.................... 1901.05, 1901.07
Acknowledgment of protest..............cccceeee.. 1901.05
Certificate of service.........coccvvciiiniiieinnenn, 1901.03
Comments of applicant..........c.ccccoovveeennnennn 1901.06
Complete.. ... 1901.03
Copies of documents..........c.ccoeevvvveeeiinnnenn. 1901.03

Express consent of applicant required. 1134, 1901,
1901.04 1901.06

Filed in reissue where patent is in interference..........

1449 1901.06
Handling......cocoovvevieeeeee e 1901.06
Improper protest..........ccccecvvvvvinnnnnns 1134, 1901.03
Information which can be relied on.............. 1901.02
Involving fraud, lack of good faith or candor, or violation
of duty of disclosure........ 1901.02, 1901.06, 2013
Multiple papers on same issue................ 1901.07(a)
Reissue application. 1404, 1430, 1441, 1441.01,
1449, 1457 1901.04
Reissue litigation..............ccc...... 1901.03, 1901.04
Requirement for information....................... 1901.06
Review of adverse decision.............ccccceevuvneeen. 1906
Service on patentee or applicant................. 1901.03
TC Director’s attention required........................ 1003
Timeliness of protest..........ccccccveeiiiiieeneenne 1901.04
Trade secret information 724, 1901.02
Treatment Of........coooevviiiiiie e, 1901.06
Unauthorized participation by patent owner..... 1907
Under Rule 1.291......c.cooiiiiiieiiieiee e 1901
Who can file......cccovieiniiiii 1901.01
Protestor participation............c.occeeveeeiniineenen. 1901.07
Provisional application.............cccceevveinieecinnen. 201.04
Abandonment.......... 201.04, 211.01(a), 711.03(c)
ACCESS. .o 103, 104
ASSIGNMENt Of ..o 302.03
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Provisional application — Publication

Sec. No.

Assignment of application claiming benefits of...........

306.01
Benefit of......ccocovvieiiiieiiien 201.04, 211.01(a)
Error in, as reissue grounds............cccceeeeenns 1402
Completeness........ccccvevveeeenieeennne 506, 601.01(b)
Conversion to.........ccceeeeeveeneenne. 201.04, 601.01(c)
Correction of inventorship..........cccccceeveeennne 201.03
Cover sheet for.......cccovviiiiiicieecee 201.04
Data, on file wrapper/history of.......... 202, 1302.09
Data, in specification Of..........c.cccoecvvvieenins 1302.04
Drawing......ccccveveeveevvesreenresneennes 601.01(b), 608.02
Effective filing date... 601.01(b), 2139.01, 2152.01
EFS-Web filing of........cooviiiiii, 502.05

English language translation for benefit of date..........
211.01

Filing receipt.. ... 503
Guidelines for drafting.........ccccooeecviiiei i 601
Information disclosure statement........................ 609
Joint inventors in.................. ... 602.01
Last day of pendency 201.04
Micro entity status.........cccceeeeiiiiiere e 509.04
Ordering of abandoned.................ccccceeee.. 901.01(a)

Request to convert to nonprovisional..... 1002.02(b)
1002.02(q)

ReVIVAL.......cccoiiiiiiiiii 711.03(c)
Small entity Status..........coccveeeieiiiiiiieeeeeee, 509.03
Specification.........cccoiveiiiiiici 601.01
PTO employee restrictions, assignment................ 309
Public access to ex parte reexamination file....... 2232

Public access to inter partes reexamination file.. 2632
Public domain (See also: _Public use) _On sale)

Disclaimer) ........ccc....... 2121.03, 2124.01, 2133.03,
2133.03(a) 2145
Dedication to public..........cccccoviiiiiiinnnis 715, 1490
Public inspection, Application file.............. 103, 1128
Ex parte reexamination.......................... 103, 2232
Inter partes reexamination......... 103, 2609, 2632
Redacted application publication............ 103, 1132
REISSUE......vveeiiiiieiiiee e 103, 1430, 1470
Public inspection of assignments......... 301.01, 1730
Public Law (See also: Statutes)
Public policy......c.cccoevveveeiinins 2104, 2141.01, 2162
Public Records Division.......... 103, 104, 301, 501,

502.01, 711.04, 1128, 1730, 2209, 2232, 2435,
2803.02

Public right to inspect files..............cccenee.
In ex parte reexamination
In inter partes reexamination..... 103, 2609, 2632
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Sec. No.

Public sale (See also: On sale) Public use) .. 2133.03

to. 2133.03(e)(7), 2152.02(d)
Public search facility (See also: _Patent search facility)
Public searchers..........ccccceiiiiiiiie e 101
Public use (See also: On sale) .... 2120.02, 2133.03,
2133.03(a), 2139.02 2152.02(d)
Affidavit or declaration..............cccceevvveneennnen. 715.10
Anticipation............c..ccec..... 2133.03(a), _2152.02(c)
Commercial exploitation. 2133.03(e)(1), 2152.02(c)
Commercial use................. 2133.03(a), 2152.02(c)
Completion of the invention.... 2133.03, 2133.03(c),
2133.03(e)(1). 2133.03(e)(3)
Definition of...........ccccvveee.e. 2133.03(a), 2152.02(c)

Evidence.... 2120.02, 2132, 2133.03, 2133.03(a)
Experimental use (See also: Experimental use) .......

2133.03 2133.03(e)
In this country............. 2132, 2133.03(d), 2139.02
Intent to experiment... 2133.03(e)(2), 2133.03(e)(3)
INVENTION. ...oeiiiiiiie e 2133.03(c)
Policy considerations..........c..cccccvvveeesinnneen. 2133.03
Public knowledge or on display............... 2133.03(a)
SECIECY ...ttt 2133.03(a)
SINGlE USE......oeiiiiieiiee e 2133.03(a)
Control over invention.............c.cee..... 2133.03(a).
2133.03(e)(5), 2133.03(e)(7)
Testing by third party.. 2133.03(e)(5). 2133.03(e)(7)
Use with expectation of privacy............... 2133.03(a)
Use by inventor or associates................. 2133.03(a)
Use by independent third parties............ 2133.03(a)
Public use proceedings.........cccevvireriiiiinieeenineenn 720

Publication, Defensive....... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration..... 1111

Publication date..........cevvveveeiiieiiiiiin, 2120.01

Publication fee................ 1126, 1133, 1303, 1306,

1306.03

Publication of abstracts................. 711.06, 711.06(a)

Publication
Board decisions............ccccvveeeieiiciiieree e, 1213.03
(041119 To 707.05(e), 901.06, 2120.01
Date Of...coooiiiiiicc e 2120.01
NOLICES...uvveeeeeeeeeeeeeeeee e ~, 707.06, 1703
Official Gazette(O.G.)....ccuvveeeiiiiiiieee e 1703
(] 0 1] £ _, 707.06, 1703

Own, as reference... 715.01(c), 2132.01, 2139.02,
2152.02(f), 2152.05, 2153.01(a), 2154.02

Pre-Grant (See also: Pre-Grant Publication (PG-Pub))
Prior art effect of international.... 2120.01, 2136.03,

2154.01(a)
Rules changes........cccccccevviiiiiiee i 1703
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Publication — Reclassification

Sec. No.
Under 35 U.S.C. 122(b) as references............. 2136
2136.03 2154.01
VOIUNEAIY...cooiiiiiee e 1133

Publishing Division (See also: _ Office of Patent

Publications  (Office of Data Management))
Pulling abandonments............ccoccceevveeennnen. 711.04(a)
Q
Quality Assurance............. 1302.04, 1308.03, 1720

In reexamination..........c..coevvvvvvvvvnnnnnnnn. 2289, 2689
Quality Assurance Specialist (QAS).............. 1412.01

1415.01, 1442.02, 1442.03, 1443, 1448, 1449,
1449.01, 1451, 1455, 1456, 1490, 2212.01, 2233,
2270, 2281, 2285, 2286, 2287, 2289, 2294,
2295, 2636, 2664, 2670, 2671, 2671.02, 2676,
2677, 2686.03, 2687, 2687.01, 2689

Quality control program.........ccccoeecveeeeerennnenn. 1308.03

Quayle practice........cccovvervurrennnnn. 710.02(b), 714.14
ACtioN reCcording.......ccceevivveeeriieeniie e 1705
After final rejection...........cccooieiiiiniiienn. 706.07(f)
Allowance action......... 707.05(a), 714.14, 714.15
Claims later added............ccccoevveiiiiieeeniieenns 714.20
Copies of references.........ccceveeiiiienn.n. 707.05(a)
Design application...........cccceevvveeninieniieeenneeenn 1504
Examiner's amendment used instead of.... 608.01(b)
Formal matters corrected............ 706.07(f), 812.01
Information disclosure statement.................. 609.01
609.04(b)
Primary examiner signature required............... _1005
Reexamination, ex parte ........... 2250.01, 2266.01
REISSUE.....ciiiiiiiieeeee e, 1444
Shortened statutory period....... 710.02(b), 2250.01

Query Printer RUSh.........cccoiiiiiiiiieeeeee 1306.03

R

Ranges
Anticipation of........ccccoeeiiieii e, 2131.03
ObVviouSNesS Of.......cooiiiiiiiiiiiiicee e, 2144.05

Ratification of papers filed

Index-81

Sec. No.

Death of attorney.........ccccoveueieeiiiiiiiieeee e, 406
Death of inventor.................... 409.01(a). 409.01(b)
Signature improper or lacking................... 714.01(a)
Real party in interest...........cccceevveene 1205, 1207.02
In ex parte reexamination..............cccceeeereunneen. 2202
In inter partes reexamination.............cccccueeennee 2677
Read-only optical disc submissions................. 608.05

708.02(a), 714.13, 2413.03, 2414.02, 2414.03,
2421.01, 2422.03, 2422.03(a), 2422.04, 2422.06,

2424, 2425 2426
Amendments to................ 608.05, 2414.03, 2426
Computer programs....... 608.05, 608.05(a), 2425
ReqUIrEMENTS......ccoiiiiiriie e 608.05

Sequence Listings... 2422.03, 2424.01, 215.02(b),
708.02(a)
Tables..... 608.05, 608.05(b), 708.02(a), 2424.01

Reasons for allowance............cccoccveiriieeininenn. 1302.14
Amendments after final rejection................... 714.13
Appeal reCord........cooovvvevieiiiiiiiie e 1213
Applicant’s comments oN..........cccoeveeeeinnennn 1302.14
Claim NarroWiNg.......ccceeeeeeereeeiiieeee e 1302.14
Comments on, ex parte reexamination............ 2287
Comments on, inter partes reexamination... 2687.01
Estoppel effect.......ccoeviiiiiie 1302.14
Failure of applicant to comment on.............. 1302.14
Patent Cooperation Treaty application......... 1845.01

Presumption of acquiescence by applicant.. 1302.14
Reexamination

EX Parte ...cccccveeeeeeeiiiieeceiiiies 2262, 2287
INter partes ... 2687
Rebuttal brief in inter partes reexamination appeal......
2678, 2679
Refused entry........ccccoevivieei i 2679
Recapture
Claimed subject matter............... 1412.02, 2146.01
Matter in reiSSUE........cocvveviieeeiiiee e

Of patent
Disclaimed by filing a disclaimer 1490
Waived when SIR published.............c........... 1111

Receipt of mail and papers.........ccocoeeeeeiiiiiiieneennn.
Depositing correspondence..........ccccceveveeeeenineen.
Entry of amendments
Filing receipt........ccccoovvneen.
Office date Stamp.......ccccoveviieeiiiieeiie e
Period for reply......cccccceeeeviiieieeiiiiiiiee e
Receiving Office PCT procedure............cccccceeneiee 1801

International Bureau............coccvveeeeiiiivieneeninnne 1805
Reciprocal security agreements...........ccccoeeeevnnen.. 120
Reclassification
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Reclassification — Reexamination, Ex parte

Sec. No.
Patents. ... 905.01(a)(3)
Reconsideration in ex parte reexamination........ 2269
Reconsideration of abandonment.. 711.03, 711.03(c)
Based on insufficient reply.........cccccceeeee. 711.03(a)
Based on failure to reply within period...... 711.03(b)
Record of interview.............ccceevvveenne 713.01, 713.04
Record system for reexamination
EX PArte ..o 2235
INter PArteS ....covvvveieiiie e 2635
Recording assignment
Recording change of business name.................... 314
Recording government interests............. 302, 302.07
Recording of joint research agreement... 302, 302.07
Recording license agreement................. 302.07, 313
Recording of other documents................. 313to 317
Recording security iNterest...........cocccvevvveeenverennne 313
Redacted publication of an application.. 502.05, 1132
Reduction to practice.................. 715.07, 2133.03(c),
2133.03(e)(3), 2138.01, 2138.05, 2163
Reexamination, EX parte .........ccccoeeeveerieeennnenns 2200
Access to file........... 103, 724.04(c), 2209, 2232
Action following Board decision........................ 2278
Address of patent Owner..........ccccceeeeeiiveieeeeens 2222
AdMISSIONS.......oeiiiiiiiiiee e 2217, 2258
Affidavits........... 2205, 2216, 2217, 2258, 2265
After final practiCe.........cccccoevviieeieeiiiiieee e, 2272
Amendment..........c......... 714, 2234, 2250, 2295
ADSIIACE.......covieicee e 2287
After final rejection..........cccccceoeviiieeeeeiiinenn. 2272
Examiner’s.........c.......... 2287
Filed with request 2221
IMPIOPEL ...ttt 2250
In a merged reissue/ ex parte reexamination.........
2285
Prior reexamination certificate issued......... 2250,
2295
Provisions of Rule 1.312 do not apply.......... 2287
Reissue patent issued............cccceevviviieeennns 2250
ANcillary iSSUES.......cccevvveeeiiiiieeiee e, 2217, 2258
APPEAL.....ceiiiii e 2273
Appeal brief........cc 2274
Appeals to courts................. 1216, 1216.01, 2279
Application data sheet......... 2214, 2258.02, 2266
Application file location............cccoeiieiienninnen. 2235
ASSIGNMENT. ..ot 301
To an examiner.........
Attorney or agent..............

Name on certificate
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Sec. No.
Basic characteristiCS..........ccuvveeiiiiieieeeiiiieenn. 2209
Certificate Of.......cccceeevviiiiieeieeee 2288, 2294
Reissue patent as..........ccccceeeevvnnnee. 2290, 2294
Certificate attached to patent copy................... 2292
Certificate distribution............ccccccviiiiiiiiennnns 2292
Certificate format............coovvvveviiiieeiieeeeeeeeeeeie, 2290
Certificate of mailing or transmission................ 2224
Certificate of prior reexamination in later request.......
2214, 2219
Certificate of SErviCe.......ccooveevviieiiiiiiiiiieeenen. 2220
Certified COPY....uveiieeeeriiieeiie e 2232
Citation of prior art................ 2202
After first office action 2271
Claim for Official Gazette ........cccccocveervveeennnen. 2287
Claim, multiple dependent, preparation for
PUBIISNING. ... 2287
Claim nUMDbBEriNG.......ccoociiiiieiiiiiiee e 2250
Claims considered.........cccccceevnieeinineen. 2243, 2258
Claims invalid/unenforceable................c.......... 2286
Claims presented for interference..... 2284, 2304.02
Clerical handling.........cccccoeeiviiiiieee e 2270
Collateral eStoppel.......ccueveeeeiiiiiiiiieeiiiiiieaeees 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation”..........ccceeeeeeiiiiiiiiieiiiinn, 2287
CONCIUSION....cciiiiiiiii e 2287
Concurrent proceedings.................... 2282 to 2286
Conduct of proceedings.........ccccevevviereeeiinnnnnn. 2254
Consideration of responses..... 2252, 2253, 2271,
2272
Consolidated proceedings........cccccoecvveeeeennunnen. 2283
Constructive notice to patent owner................. 2230
Content of requUest........ccceeeeiiiiiieree e, 2214
Copending proceedings..................... 2283 to 2286
Copy of patent in request.........ccccoeeevieveeeiinnenn. 2219
Double column format...................... 2219
Copying of file........ccccevuneeee. 2232
Correction of inventorship 2258
Correction of request.........ccccoccvvevieeiiiiiieee e, 2231
COrreSPONUENCE....ccceiiitieiee et e e e e 2224
Criteria for deciding request..............ccceevcvvrenne 2242
Decision of Patent Trial and Appeal Board....... 2277
DeciSion ON reqUEST.........cooiuvieeeeeiiiieeee e 2240
Decision ordering reexamination...................... 2246
Decision ProCesSiNg........ccocvvveeeeeiiiiviereeeseiinnnns 2245
Defective SUDMISSION.........cevveveeiiiiiiiieenns 2266.02
Denied.......cocvvevevieeeiiee e 2240, 2247, 2247.01
Dependent claim treatment......................... 2260.01
Director’s initiative.............coccveeeeeinineen. 2212, 2239



INDEX

Reexamination, Ex parte — Reexamination, Ex parte

Sec. No.

Domestic benefit..........ccccoeiiiiiiniie

Double correspondence

Double patenting...........ccccvveenee

Drawing COrrection..........cccoovveeeviieeeeneneennne

Duty of candor and good faith.......... 2001.04, 2280

Duty of disclosure.......... 2001.04, 2003.01, 2014,

2280

Electronic COpY......ccccevveeeeriiieeiiiieeenen. 2209, 2232

Entry of amendments..............cccccooe. 2234, 2270

Entry of court decisions in patent file................ 2207

EXaminer........ccccevvviiienieninns 2236, 2248, 2255
Deposition.........ccoeeiiiiiiieieeeee e

Examiner's amendment
2287

EXaminer's @answer..........cccoevvveneennieneenneeninns 2275
Expiration of patent...............ccccceeeeriiie
Explanation of prior art..........cccceeevveeenineennn.
Extension of time..........ccccceveiiniiiiinicecie

After final rejection...............

For filing appeal brief
Failure to timely reply to Office action............... 2266
Fees............. 2215, 2233, 2250.03, 2283, 2285
Final action...........cccceeeen. 706.07(a), 2265, 2271
FIOWChart........ccoooiiiiiie e 2201
Following supplemental examination............... 2201,
2818.01
Foreign Priority......cccocveeeiiiiniiee e 2258.02
FOIMS...oiiiiiiiii e 2296
Granted........cccvevveeeeiieeeee e 2246, 2247.01
Grounds of rejection..........occcveeeeeiiiiiiriee e, 2217
Identity of requester...........ccocovvieeiiiiiiieee e, 2212
Inappropriate Papers.......cccoeeceeeeeeeeiiiiieneeeeens 2267

Return of papers 2267
Incomplete request........... 2227
Informal submission 2266.02

Initial ProcesSiNg.........cocvveiiiieeiiiieiiee e 2226

Inquiries from persons other than the Patent Owner...
2212.01

Sec. No.

Multiple dependent claim handling, preparation for
PUBIISNING....eeiiiiiii e 2287

New matter..........ccoveeeeeeineees 2250, 2258, 2270

NIRC (See also: _Form letters and forms: Notice of
Intent to Issue Ex Parte Reexamination Certificate

Interference copending.........ccccovcvieeeeiiniiiineeen. 2284
Intervening rightS.........ccocvvivveiiieceniiec e 2293
INEEIVIEWS M.t 2281
INTrOdUCTION.....eeiiiiicc e 2201
Listing of prior @rt..........occeeeviireinnieinieeenieee 2257
Litigation copending........ccccceevvvveeeeesiiiieneeeeiins 2286
Litigation review..........coccveeeeeeiniiieeeeenn. 2240, 2287
Mailing of Office actions............ccccevvveerinveennne 2264

Merger.. 2236, 2237, 2241, 2250, 2283, 2285,
2686.01

Merger with reissue proceedings..... 1449.01, 2285

Index-83

(NIRC) PTOL-469)
Notification of Concurrent Proceedings........... 2282
2286.01
Of a reexamination...........ccoccceeeeiiiiiineee e, 2295
Office action 2260, 2262
Official Gazette
Notice of certificate.........cccceeviiiieiieiiiieene. 2291
Notice of request.........ccccovviiieeeeiiiiiinee s 2229
“Old art” (i.e., previously considered/cited)...... 2242,
2258.01
Oral hearing.......ccueeeeeiiiiiee e 2276
Orders for copies of
Ordered after supplemental examination......... 2201,
2265, 2268, 2280, 2290, 2291, 2818.01, 2823
Patent copy in request.........cccceeeiiiieeeeeeiiieenn. 2219
Double column format...................... 2214, 2219
Patent owner’s address..........ccccevviveeniieeeiinnennn 2222
Patent owner’'s statement..........ccccceeeeeeieiinnnnn. 2249
Patent owner’s statement of interview.............. 2281
Patentability review conference........... 2236, 2246,
2247, 2262, 2271, 2271.01, 2287
Petition..... 1002.02(b), 1002.02(c), 1002.02(c)(4),
1002.02(f
Correct inventorship........cccccoveeeiiieens 2250.02
Denial of request......... 1002.02(c), 2248, 2265
For entry of late papers (revival of terminated
o] golol=T=To ol - ORI 2268
Merge proceedings........cccccveeeerueneen. 2283, 2285
Reconsideration of refusal to revive............. 2268
Stay proceedings pending interference........ 2284
Stay proceedings pending reissue............... 2285
Unintentional delay............ccccovvveeeiiiiiiieeecens 2268
Vacate order granting request 2246
Waive time provisions...........ccccveeeeeicvveneennn. 2265
Power of attorney, withdrawal........................... 2223
Preprocessing staff................... 2239
Printing of certificate 2288
Prior art copies.................. 2218
Prior art considered............ccccooiieeenn. 2256
Prior art previously cited/considered............... 2242,
2258.01
Prior art, statement applying..........c.cccoecvveveenn. 2217
Proceedings. ......coocvveiieiiiiiiiie e 2209
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Reexamination, Ex parte — Reexamination, Inter partes

Sec. No.

Processing in Central Reexamination Unit and
Technology Center.........occoeeeeeiiiiieeeen. 2233, 2245

Clerical handling

Project code......

Public access 103, 2232
Quality Assurance Specialist (QAS)........... 2212.01
2233, 2270, 2281, 2285, 2286, 2287, 2289,
2294 2295
Quality FeVIEW.....ccuvveieee e 2289
Real party in interest.........ccccovceeevieeinieeerneeenn 2202

Reasons for patentability and/or confirmation.. 2262
2287

Sec. No.
............................................................... 2258
2244, 2258.01
Second or subsequent request............. 2240, 2283
Prior art considered.............ccccceueee. 2240, 2242
Service by patent owner on requestor of patent owner
StateMeNt. ... 2249
Service of papers............... 2220, 2266, 2266.02,
2266.03
Special status for action............cccceeveveeeriireennn 2261
Statement applying prior art..............ccocceeeeenns 2217
Statement by OWner.........occcceviveeiiicieen 2249
Statement of Reasons for Patentability and/or
Confirmation.........cccceeeeeneeniienieeeen 2262, 2287
Statutory basis.........cceeiiiiiii 2201
SEAY e 2283, 2284, 2285, 2286
Submission defective or informal................. 2266.02
After final.......ooo 2272
Submission not fully responsive.................. 2266.01
After final.......ocooviiiii 2272
Substantial new question of patentability......... 2201,

2214, 2216, 2240, 2242, 2244, 2246, 2247,
2258, 2816, 2816.01, 2816.02, 2816.03, 2818,

2818.01, 2818.02
Using “old art”........cccocovveevveeennne. 2242, 2258.01
“Sufficient cause” for extension of time............. 2265
SUSPENSION. ....uiiiieiiiiiiee e 2283, 2285
Terminated........ccceeeeeeeiiiiiiieee e 2294
Terminated fileS.......cccovveviiiiiiniee e, 2294
TicKIer reportS.......occuveeeeeeiiiee e 2235
Time for request decision............ccccceeeveiveeeennn. 2241
Time for requesting.......cccccoevvveeeeeevciieeee e, 2211
Time for response to actions 2263
TiMe reporting........cccvvveeeeiiiieeee e e 2238
Title repPOrt......cccovcvieieeicieiee e, 2287
TraNSTEr ... 2237
Translation required.................. 2205, 2214, 2218
Untimely filed paper prior to order.................... 2225
Untimely filed papers......ccccocveeiiiiiiiiiiieennnee, 2267
untimely replies........ccccoevviiiiieiiniieee e, 2252
Use of transmittal form (PTOL-465)..... 2246, 2247,
2262 2264
Vacated....... 2210, 2215, 2242, 2246, 2250.02,
2286 2294
Vacated, claims invalid/unenforceable... 2210, 2286
Who may file request for..........ccccevviviieeeeiiiins 2212
Withdrawal of attorney during............ 402.06, 2223
Withdrawal of power of attorney............c.......... 2223
Reexamination, Inter partes (See also: Reexamination
EX PAME ) covoiiiiiieiee e 2600

Reconsideration of Office action....................... 2269
ReCOord SYSteM.......ccccviiiieieiiiee e 2235
Refund if request denied......... 2215, 2247, 2248,
2294
Reissue copending.........cccccceveuvneen. 1449.01, 2285
Rejections........ 2242, 2258, 2259, 2260, 2262,
2271
Using “old art”........ccccoeeieeeeeiniieneeeee 2258.01
RemMiNders...........vveeeeiiiiieceee e 2287
Reply by third party requester.............. 2251, 2253
Period for reply cannot be extended............. 2265
REPOIS....iiiiiiiiiiiiiie s 2235
Representative of requester..............cccccvveeeen. 2213
REQUEST.....euiiiiiiiiiieeeieeee e 2210
After reissue patentissues... 2240, 2242, 2243,
2258 2285
After first reexamination certificate issues..... 2294
CONLENL....eiiiiieieeeeeeeee e 2214
Correction processing.......cccceeevvcevvereeesenenenn. 2231
DECISION.....ccviiiieiiieeeiiee e 2240, 2247.01
DeCiSioNn Criteria.........ooovveeeeeiiiieiee e 2242
Denied......cccccvveviiee e 2247, 2247.01
After reissue patent issues..................... 2240
During interference...........ccoccooeeiiiiinenenns 2284
Facsimile submission not permitted......... 502.01
2224
Filing Of .evveeeeeie e 2210
Filing address.........occveeeiiiiiiiiiieeiieieee e 2224
Granted................
Guidelines
“Old art” (previously considered art) involved.........
2242 2258.01
Streamlined...........oooovieeiiiiiiiie e 2214
Response to Office action...........cccceeeeevivvnnennn. 2266
Restriction iMmproper..........ccooccveeeeeiniiiieneennnins 2258
REVIEW. ..coiiiiiiiiii e 2289
Sample letter requesting reexamination........... 2214
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Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.

Access by public...... 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP).... 2660, 2666.05

Sec. No.
Certificate of prior reexamination in later request.......
2214 2219

Clerical handling.........cccccoeeiiiiiiiie e
Collateral estoppel
Comments on Statement of Reasons for Patentability
and/or Confirmation...........cccoceverviiieennennne. 2687.01
Comments by third party (See also: _Reexamination
Inter partes: Response by third party)

2666.10, 2667, 2660, 2666.05, _2671.03,
2673.02 2682
CONLENL...uiiiiiiiiiiieieieeee e 2671.02
Premature..........ccoooviiiiiiiiiin 2672
RESPONSE 10.....ccciiiiiiiieeeeee e 2672
Affidavits........ccccevveeennne 2658, 2666, 2675, 2677
Amendment by patent owner
After a new ground of rejection is issued by the
BOArd.....coooiiiiiiiie e 2682
After Action Closing Prosecution (ACP)...... 2671
2672 2673
After expiration of the patent................... 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC)........... 2687.01
After Right of Appeal Notice (RAN)............. 2673
2673.02 2675
ClaimS.....oveiiiiiiec e 2666.01
Defective 2666.50, 2666.60, 2667
Dependent claim..........cccooeveviiieninnennnn 2660.03
Drawings.......veeeeeieiieieeeeeeiiieee e esiviee e 2666.02
ENry. e 2670
In a merged reexamination proceedings..... 2670
2686.01 2686.03
Of a reissued patent.........ccccceeevvivveeeeennns 2686.03
Tl e 2660.02
To provoke an interference...................... 2686.02
UNSIgNed........oeeeeiiiiiiee e 2666.50
Appeal (i.e., Appellant) Brief.........ccccceieeniins 2675
Defective......uviiviiiiiiieeiiiieieeeee 2675, 2675.02
Appeal Conference........cccccccoeecvvveeeenns 2676, 2677
Appeal to the Patent Trial and Appeal Board..... 2674
to 2680
Flowchart........ccoooiiiiie e, 2601.01
Appeal to the Court of Appeals for the Federal
CIrCUIL....veeiii e 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available.............ccccocoiiinniinnnn. 2683
Appellant defined..........ccccoooiiiiie, 2674
Assignment to examiner........... 2636, 2648, 2655
Certificate of inter partes reexamination......... 2688
2690 2694
Distribution..........cccoooiiiei e 2692
FOrmat........ccooovviiiiiiiii 2690
Reissue patent as...........ccceeeeerninee. 2688, 2694

Certificate of service 2666.06

Certificate of mailing or transmission.... 2624, 2665
2666 2666.05
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Concurrent proceedings...........oceeevivveerineeennne 2686
Consolidated proceedings..........cccccevvvenee 2686.05
Constructive notice Of........ccccoocviiiiiiieens 2654
Copending proceedings...........ccceevnveeeneeeennnen. 2686
Copying of the file by the public.............c.......... 2632
Correction of inventorship................ 2658, 2666.03
COrreSPONAENCE. .....cciivrriieeeeeiiiieeeeeerivaeee e e 2624
Court of Appeals for the Federal Circuit.......... 2682,
2683
Court ordered.........coeeeeiiiiiiiieeeee e 2686.04
Cross appeal to the Patent Trial and Appeal Board.....
2674
Cross appeal to the Federal Circuit.................. 2683
Decision by the Patent Trial and Appeal Board...........
2681, 2682
Decision on the request for inter partes
reeXamination............oeeeviiieiereeesiieee e 2640
After Court decision..........ccocvveerieeeineennn 2686.04
CONLENL......ouiiiiiiiiiiieie et 2646
Criteria for deciding........ccccevvvvieieeeiiiiieee. 2642
Denial...... 2640, 2647, 2647.01, 2648, 2694
GrANT....coe e 2640
“Old art” (previously considered art) used..... 2642
Processing.........cccccveeeen. 2647, 2647.01, 2648
Prior art available.............cccccccooiiininnn. 2644
Reissue about to issue 2686.03
Dependent claim treatment......................... 2660.03

Determining if a reexamination was filed for a patent..
2632.01

Domestic benefit........cccoeeeeiiiiiiiiiiiiiieieeeeee 2658
DrawingS.....uveieeeiiiieiee e ceiieee e 2666.02
Duty of disclosure...........ccccceeevnnnen. 2003.01, 2684
Electronic Copy......ccccvveeeniiicniiieiiiennn 2609, 2632
Enlarging claim scope prohibited..... 2658, 2666.01
Estoppel, Collateral............ccccoeiieiiiiiiiiiienenns 2659
Examination scope......... 2658, 2671.01, 2671.02
Examiner consultation

After response by parties..........cccoceeeeeninnen. 2671

Before appeal........ccccooveveviiiiniiiieceee 2676

In merged reexamination proceedings..... 2686.01
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Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.

Regarding multiple reexamination requests...........
2686.01

Review of Rebuttal Briefs............ccccvvvvennne 2679
Examiner’s Amendment
Canceling rejected claims................ 2671, 2687
Correcting formal matters............ 2687, 2687.01
In merged reissue/reexamination............ 2686.03
Not permitted if approval required........... 2687.01
To the Title.................. 2660.02, 2686.03, 2687
EXaminer's ANSWET.........cccovvviveeneeniiieneeeineenens 2677
Expedited Right of Appeal Notice..... 2671, 2673.02
Extensions of time........cccoevvveiiiiiiiiiiiiiiiieeeeeees 2665
After Action Closing Prosecution.................. 2672
To amend the claims after a Board decision
containing a new ground of rejection............ 2682
To appeal to the Court of Appeals for the Federal
O3] o | P PPP PSR 2682

To complete a reply held non-responsive...............
2660.30

To petition denial of the Request...... 2648, 2665
Facsimile transmission, correspondence by..... 2624

FEES. .ottt 2634
For a copy of the file on CD..........ccccoeeueeeeen. 2632
Refund.....ccooeeeiiiiiiiiiiiiee e, 2647, 2648

Final Board decision..............c.cccccuvvee... 2681, 2682

Flowcharts........ccccociiiiiiiiiiiiiieieceeeeeeeeeee, 2601.01

Foreign Priority.......coccvveveeeiiieeiie e 2658

Forms listed.........ccooeveeeiiiiiiiie e 2696

Fraud........ccccoooi e 2684

Improper CoOMmMENtS.........ccoevveiviiiiiiiiiiiiiiiiee 2667

Inappropriate PapPers.......cccccvevuvveeeeeeiiiiereee s 2667

Incorporation by reference in Examiner’'s Answer.......
2677

Interference copending.................... 2686, 2686.02
Intervening rights........ccccooeveiieiiiiiieee e, 2693

Interviews in a merged reexamination/reissue...........
2686.03

Interviews not permitted...... 2666.30, 2685, 2687

Litigation concurrent................ 2640, 2681, 2686,
2686.04

Litigation search..........ccccceoviiieeiiiniiieneene 2686.04
Litigation stayed..........cccccvverieeeiiiieiniieene 2686.04

Merger of multiple requests for reexamination............
2686.01
Merger of reissue and inter partes reexamination.....
2686.03

Multiple requests for reexamination filed......... 2640
2686 2686.01 2695
New grounds for rejection...............cccveveenn. 2671.01

Sec. No.
By the Board of Appeals................... 2681, 2682
New matter............oeeeeiivinininnnns 2671.01, 2671.02

NIRC (See also: _Form letters and forms: Notice of
Intent to Issue Inter Partes Reexamination Certificate

(NIRC) PTOL 2068)
Non-final Board decision.............cccccceeeeeieiinn. 2681
Non-responsive reply by patent owner/third party......
2666.30 2666.50
Notice of appeal................... 2662, 2674, 2674.01
Premature..........ccceeeeeieeeeeieeeeciee e 2667
Notice of cross appeal......... 2662, 2674, 2674.01
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette .......... 2688, 2691
Office action..........ccccccvviviviiinieieeee e, 2660, 2671
Not closing prosecution............cccccecuvvee.. 2671.01
Reopening prosecution after ACP............... 2673,
2673.01

Reopening prosecution after Examiner’s Answer....
2679

Reopening prosecution after RAN..... 2676, 2677
Oral hearing.................. 2662, 2675, 2677, 2680
Open to PUBIIC......coveiiiiiiieeee e 2680

Order granting inter partes reexamination...... 2646,
2660

Returned as undelivered...............cccceveeeinns 2654
OVEISIGNL....coiiiiiieiee e 2689
Panel ReVIEW.........ccccccvvviviiiriiieeereeeeeeeeee e, 2671.03
Petition...... 1002.02(b), _1002.02(c)(4), _1002.02(f)

Board decCiSioN............evveeeeeeiiiiiiieieeeeeeeeieee, 2681

Consideration of submissions after NIRC..............
2687.01

Correct inventorship.................... 2658, 2666.03
Denial of request for inter partes reexamination....
1002.02(c), 2647 2648
Entry of late papers for revival of reexamination
o] goTod=T=To 1o o TSR 2668

Enter an amendment after RAN.. 2672, 2673.02
2675

For an interview in a merged
reexamination/reiSSue............occvveeeeernnne 2686.03
Merge inter partes reexamination and reissue......
1002.02(b), 2667 2686.03
Premature Action Closing Prosecution......... 2672

Reopen prosecution after Board decision..... 2682
Suspend second or subsequent requests..... 2640
Stay reexamination..... 2667, 2686.02, 2686.03
Unintentional delay........cccccocviieiiiiiiiinnnnns 2668

Vacate order granting inter partes reexamination..
2646

Waive time provisions........... 2648, 2668, 2672
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Reexamination, Inter partes — Reexamination, Inter partes

Sec. No.
Premature response/comments........... 2625, 2667
Prior art citation........... 2602, 2646, 2654, 2656,
2657
After the order to reexamine............. 2602, 2667
After a Notice of Intent to Issue Inter Partes
Reexamination Certificate issues............ 2687.01
Before the first Office action......................... 2625
Before the order to reexamine.......... 2602, 2654
By another requestor...........cccceevveeeniiieeenee. 2656
By the patent owner..........o.ccceeeeiiiiiiieeenns 2656
StOrage area.........ooeevevviiiiiiiiiiiiiiiieneeeeeeeee s 2667
With the ReqUEST........ccoooviviiieiiieeice e 2656
With third party’s comments........ 2666.05, 2667
Priority Mail Express procedure........... 2624, 2665,
2666 2666.05
ProCesSiNg......ccouviieeiiiieiiie e 2670
After a decision by the Board...................... 2682
Amendment..................... 2666.01, 2670, 2687
CleriCal....uviiiiiierice 2670
EXaminer's ANSWET..........coocuueeeeeiiiieeneanaenes 2677

Inappropriate papers 2667
Merger of multiple reexamination requests............
2686.01
Merger of reissue and inter partes reexamination..
2686.03

Terminated inter partes reexamination........ 2694
Proof of service (See also: _Reexamination, Inter
partes: Service of papers)
Public access........occveeveeiiineen. 103, 2609, 2632
Publication.......coeeeeieiiiiiiieceee e 2687
Publication of Board decision............c.cccceeneeee. 2681
RAN (See also: Reexamination, Inter partes: Right of
Appeal Notice (RAN))
Real party in interest identification................... 2677
Reasons for Patentability and/or Confirmation.. 2687
Rebuttal Brief.........ccoeeeiiiiiiiee, 2678, 2679

Refused entry........ccccveveeiiiiiinie e 2679
RECOMS....cciiiiieiiiii e 2635
Reissue copending............. 1449.01, 2643, 2686,
2686.03
Reissue previously issued................... 2640, 2686
Remand by the Board of Appeals......... 2681, 2682
Reopening prosecution after an Action Closing
Prosecution (ACP)........cccocveeeininnnn. 2673, 2673.01
Reopening prosecution after a Board decision.. 2682
Representative of requestor...............ccccveeenn. 2613
Request for extension of time..............ccccceeee 2665
Request for reconsideration by patent owner.... 2666
Request  for inter partes reexamination
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Sec. No.
Claims considered...........ccccceeeiiiiieeeeninnnen. 2643
(D1 g 110 R 2640, 2647
Facsimile transmission not permitted....... 502.01
2624
Filed after reissue issued...........ccccccveveeennns 2658
Filed while interference pending.............. 2686.02
Filing address........ccccovveeeeiiieeiiiie e 2624
Granted.......ocooiiueieiee e 2640
Second or subsequent filed......... 2640, 2686.01
Request for Rehearing by the Board..... 2682, 2683
Res judicata ........cccvveeeeeiiiiieeieeie, 2259, 2659
Respondent Brief........c.ccccooveiiiiiiiiicce, 2675.01
Defective........ocvvereviiieniiiine 2675.01, 2675.02
Respondent defined...........ccccceiiiiiiiciinne, 2674
Response by patent owner...........ccoccceevivvennee. 2666
After Action Closing Prosecution...... 2671, 2672
Defective..........cceeueene. 2666.30, 2666.40, 2667
Improper CoOmMments...........coovvvveicivviveninnnnnns 2667
Late (See also: Reexamination, Inter partes: Time
periods for response) ...........c.cc...... 2667, 2668
NO proof of Service.......ccccovvieeiieiiiiieieeees 2667

No response filed...... 2666.10, 2671, 2671.01,
2671.02

Not fully responsive..................... 2666.30, 2671
Person not of record..........ccccceeveeiinnnen. 2666.50
Premature.......ccoooeeeviieiiiiiiieeiieeee, 2625, 2667
To Notice of Defective Paper... 2666.40, 2666.60
To Office action...........cccceeeeeenunne 2666, 2666.30
L0 To 21 (o] oo TSRS 2667
unsigned.........ccccoovvieeie e, 2666.50, 2667
Response by third party
After Action Closing Prosecution...... 2671, 2672
After patent owner corrects defect........... 2666.40
Comments regarding response by patent owner.....
2666.05 2666.20, 2666.30
Defective.........vvveeeeiieiiiieiiinn, 2666.50, 2667
Improper comments........ 2666.05, 2667, 2671
Late (See also: Reexamination, Inter partes: Time
periods for response) .........ccccceveenn. 2667, 2668
NoO proof of Service........ccoceviveeiiiieiniieene 2667
No response filed...........ccccceene 2666.20, 2671
Other than third party requester................... 2667
Period for response................ 2666.05, 2666.20
Person not of record.........c.cccccoevieeeiinenn. 2666.50
Premature comments..........cccccoee..... 2625, 2667
Premature appeal.........cccoceviieeiiiieiniieenne 2667
Prior art submission with............. 2666.05, 2667
TOO ONQG. et 2667
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Reexamination, Inter partes — Reference

Sec. No.

unsigned........cccoeeieeeieniiiieneeene 2666.50, 2667
REVIEW....vviiiiieeeeeeeeeee e 2689
Right of Appeal Notice (RAN)..... 2666.05, 2666.10,
2667 2671 to 2674 2677

CONLENL....eiiiieeieeeeee e 2673.02
SCANNING....eiiieiiiiiiee e e e e e 2632
Scope of examination..... 2658, 2671.01, 2671.02
Service oOf Papers......ccccviieieeiiiiiiee e 2666.06

Certificate Of.....cccoeevvviiieeee e, 2666.06

Proof of service.......... 2666.06, 2666.50, 2667

To patent OWner...........cccvvvvvveenes 2654, 2666.05

To third party requestor.... 2654, 2666, 2666.05
Special Status.........ooevvieiriieiieeee e 2661
Stayed pending litigation outcome............... 2686.04
Stayed pending reissue outcome................ 2686.03
Submissions prior to the first Office action....... 2625
Substantial new question of patentability......... 2640
2642 to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time.............. 2665
Suspension of requests for inter partes
reexamination...........ccccovveeeeeennnnn 2640, 2686.01
Terminated..........ooeieiiiieie e 2694
Third party requestor (See also: Reexamination, Inter
partes: Response by third party)

Time periods after appeal for filing:

Amendment after Board decision containing a new
ground for rejection............cccocceeeiiiieneeninne 2682

Notice of Appeal in the Federal Circuit

Notice of Cross Appeal in the Federal Circuit.........
2683

Request for Rehearing...........ccccooveivieeeeannns 2682
Time  periods during appeal for filing:
Appeal (i.e., Appellant) Brief.............cccuvee.. 2675

Corrected/Supplemental Appellant Brief..... 2675
2675.02

Corrected/Supplemental Respondent Brief............

2675.01 2675.02
Corrected/Supplemental Rebuttal Brief........ 2679
Notice of Appeal.........cccccoeiiiiiiiiiiiiiiieee s 2674
Notice of Cross Appeal................ 2674, 2674.01
Rebuttal Brief..........ccocevviiiiiiiiceec, 2678
Request for Oral Hearing........cccccoecvveeeeennnes 2680
Respondent Brief.........ccccoocveiiieiiiiieens 2675.01
Time periods for response..........ccccvvveveeeiinvnenn.. 2662
After Action Closing Prosecution.................. 2672

After defective submission..... 2666.30, 2666.50,
2666.60

After Office action................. 2662, 2665, 2667
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Sec. No.

To make claims the same in each concurrent

reexamination...........cccoeeccvveeeeeeeinnenn. ... 2686.01
Time reporting by Office personnel.................. 2638
For a Panel Review.........ccccccoovceveiiinnene 2671.03
Tl e 2660.02
Unpublished legal opinions...........cccccoceeeiineene 2677
Reference (See also: Prior art)
A.l. Series patent.........occeeeeiiiiiiiiee e 901.04
A.P.C. publication...........ccccovvveiniireiniiienns 901.06(c)
Abandoned application 901.02, 2127, 2134
Abbreviatures. .........cceeeeeiiiiiiieee e 901.06(d)
ADSHACES......eeieeiesee e 901.06(d), 2120
AdAItional.........ooovieiiiie 707.05(d)
AdMISSIONS. ....eeiiiieiiiiiiee e 2129
Analogous art.......... 904.01(c), 2141.01(a), 2143,
2143.01 2145

Antedating (See also: _Affidavit of prior invention to
overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CER 1.131))
Applications, domestic and foreign................... 2127
Applying reference under AIA 35 U.S.C. 102(a) and
(D)t e 2152

Applying reference under pre-AlA 35 U.S.C. 102(e)....
2136

Arrangement in Examiner’s Search files........ 901.07
As evidence of inherency..........ccocevcvvennne. 2131.01
As evidence in multiple reference, pre-AlA 35 U.S.C.
102 reJeCHION....ceieeiiiiiiee e 2131.01
Assigned application as..........cccceeeeieeeeeninns 804.03
Availability.........ooveeiiiiiiee e 2128

Between applicant’s priority date and U.S. filing date..
216, 2121.01, 2132.01, 2133.02(a), _2136.05,
2152.06

Citation... 707.05to _707.05(g). 901.04, 901.05(a)

After allowance...........c.cccuuvene 1302.12, 1308.01
After appeal........... 1207.02, 1207.03, 1207.04
By applicant...... 707.05(b), 707.05(c), 1302.12
[OF0] ¢ ¢=To1 110 ] o TP 707.05(q)
Period for reply......cccccoeevieeeeiiiiieneenn, 710.06
Claims foreign date...........ccccceeiiiiiieieeniinenn. 715.01
Combination of references............. 707.07(f), 2142
Copending...... 709.01, 2136.01, 2138, 2139.03,
2146.03(a), 2148, 2152.07, 2154.01(d)
COPIES. .eeeiiee ittt 707.05(a)
Cross, how Cited............oovvveeeiiieeieiiieiiinn, 707.05(e)
Cross reference addition..............ccccveveeeenneen. 905.02
Date, determination of.......... 2124, 2126, 2128to
2128.02 2152 2154.01(b)
Date, exception to the rule..........c.ccocovveeeennns 2124
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Reference — Reference to related application for disclosure

Sec. No.
Defensive publications.............ccccceeeeininee. 901.06(d)
Design application 707.05(a)
Disclosure, broad...............couvvviiieiiiieeiieeiiinnn, 2123
Disqualification under pre-AlA 35 U.S.C. 103(c).........
2146.01 to 2146.03(a)
Drawings as prior art..........cccceeeeeeieeeeeeeeneenennn 2125
Effects of international application publication... 1857
Effective date

Patent....... 707.05(e), 715, 2120.01, 2139.01,
2139.02, 2152, 2152.01, 2152.05, 2154.01(b)

Publication.......... 715.01(c), 2120.01, 2128.02,

2139.02 2152, 2152.05
Electronic publications.......... 707.05(e), 904.02(c),
2128
Enabled disclosure.........cccccoovviiiieiininencnne 2131.01
Enabling, plant genetics...........ccccoveveeiinennn. 2121.03
Enabling, compounds and compositions..... 2121.02
Enabling, apparatus and articles................. 2121.04
Equivalents.........cccvevieeiiiieec e 904.01(b)

Every element rule for anticipation....... 2131, 2150
Evidencing the meaning of a term used in the primary
FEfEreNCe....oooviiiee e 2131.01
Foreign patent.... 707.05(e), 901.05(a), 901.05(b),
2120

Forfeited application............cc.ccovvuvieeeeeiiinnenn. 901.02
From derivation...............c.oo oo 1302.12
From interference........cccovvevevevveieiiiieeeninnnnn, 1302.12
Incorrect citation........ 707.05(g), 710.06, 1302.12
Inoperability.........cccooeoieiieiiiiiee 716, 716.07
Internal documents, confidential.................. 2128.01

Intervening.. 216, 2132.01, 2133.02(a), 2136.05,

Sec. No.

2133.03(c), 2136.01, 2136.05, _2136.05(a).
2138.01, 2141.01, 2145, 2146.03(a), 2148,

2152.01 2158
Under Rule 1.131(C)...ceeevvreeiiiieeiiiee e 718
Under Rule 1.132.........cccccue..e. 716, 2106.05(a),

2106.07(b), 2107, 2107.02, 2128, 2132.01,
2136.01, 2136.05, 2136.05(a). _2136.05(b),
2137, 2139.03, 2141, 2145, 2146.03(a), 2148,
2152.07, 2154.01(d), 2155.01, 2158.01,
2164.05, 2164.06(c), 2172, 2173.05(b), 2184

Overcoming under 35 U.S.C. 119.........ccccceeenee 216
Paper, orally presented.......... 2128.01, 2152.02(e)
Patent.........coeveeiiiiie e 901.04, 2126
Patent, date available............cccccoevivverrnnnnnn. 2126.01
Patent, Foreign (See also: Foreign patent)
Patent, official number lacking....................... 901.04

Patent claiming same invention..... 715.05, 2301.03
Pending application (See also: Application) .. 901.03

Publication of applicant’s invention........... 715.01(a),
715.01(c), 2132.01, 2133.01, 2153, 2154.02

Publication, date available
Publication, printed..........ccccccoviiirieeiiiiiieee s
Publications... 707.05(e), 901.06, 2120, 2131.01,

2132.01 2133.01 2152.02(b)
Published abstracts of application............ 711.06(a),
2120, 2131.01 2133.01
Rejection over broad disclosure instead of preferred
embodimeNntS........cceeeviiiiiiiieeee e 2123
Replacement of missing..........cccccvveveeeiiinnn.. 901.09
Same assignee........ 709.01, 715.01(b), 2136.01,

2141.01, 2146to 2146.03(a). 2148, 2152.06,
2154.01(d), 2154.02(c), 2158, 2158.01

2152.06
Joint patent to applicant and another....... 715.01(a)

715.01(c)
Listing at allowance...............c......... 1302.12, 1455

Lost counts in interference........ccccccceeeeeennn. 2138.01

Multiple reference rejections under 35 USC 102........
2131.01

Selection of pertinent............ccocvveiiieeininnes 904.02
Statutory bar... 2133.02, 2139.02, 2152, 2152.05
Statutory Section to USE..........occcveeeeeriivneen. 2139.02

Supply procedure..... 707.05(a), 707.05(g), 710.06

Swearing back (See also: _Affidavit of prior invention
to overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CFR 1.131)) ...eeennee. 715, 2132.01, 2133.02,

2141.01, 2146.03(a)

THhESIS...cciiee e, 2128.01, 2152.02(e)

L1 2122

“Well known in the art,” supported by........... 2144.03
Reference characters..........ccoccceeeiiiiiinnnnn. 608.01(q)
Reference to foreign application............. 202, 901.03
Reference to prior patent.......... 608.01(p), 608.01(r),
901.03

Reference to related application (See also:
Cross-noting)

Newly discovered after allowance................ 1308.01
Nonanalogous art (See also: _Reference: Analogous
art) v, 2131.05, 2141.01(a), 2143, 2143.01
None cited by examiner.............. 707.05, 707.05(a)
OPErability......cceveiiieeeiiiee e 2121
Ordering official Cross............cccccvvveeeviivnnenn. 903.06
Overcome
Under Rule 1.130..... 717.01to 717.01(f), 2155
o 2155.06
Under Rule 1.131 (See also: _Affidavit, swearing
back of reference (37 CFR 1.131)) ............... 715,

1302.14, 2120, 2132.01, 2133.02(a),

Index-89

Reference to related application for disclosure..............

608.01
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Refile application — Reissue application

Sec. No. Sec. No.
Refile application (See also: _Application) _Substitute Cannot be used to remove terminal disclaimer..........
application) 1490
Refunds (See also: _Fee) Deposit account) ........ 502, Certificate of correction....... 1400.01, 1402, 1410,
502.05, 503, 506, 506.02, 509, 509.01, 509.03, 1411.01, 1412.04, 1443, 1451, 1453
509.03(b), 607.02 Claim
gggigg”k?' INVENtion OF SPEGIES..........wrw.. -803.03(a). Broadening........................ 1412.02, 1412.03
c n. led claim 506 Dependent............ccceeee... 1402, 1412.03, 1455
Cirrcee eon(;;czaddre """""""" T e s 1411, 1453
sp SS.cieenee , .05, , .
506. 506.02. 511. 512. 513. 2540, 2542 Numberlng ............................ 1451, 1453, 1455
Filing f€€..oovvvvvovoo.. 201.04. 503. 506. 601.01(a) Oa.th re.quwen?e_nt ......................................... 1414
International applications...... 1002.02(p), 1827.01, P””te‘?' n Offlc'al Galze.tte """""""""""""" 1455
1850 1864 Same invention as original patent........... 1412.01
International search fee......... 707. 1827.01. 1852 TOO NAITOW...... i, 1402
ISSUE f8€......rvvoroeeverreeirreniens 1308.01, 1308.03 Collateral estoppel..... 2012.01, 2138.01, 2138.02
Maintenance fee.......... 2504, 2520. 2540. 2550, Consent by assignee........... 1410.02, 1443, 1451
2580 2590 CONLENL......uuiiiiiiiiiiieieeeee e 1410
Oral hearing........ccccevviiiie e 1209 Continuation............. 1410.02, 1414, 1451, 1460
Publication fee..........cccoeeeveiiiieeee e 1126 Copending application reference.......... 1402, 1405
Reexamination Copending ex parte reexamination proceedings.......
EX PAe ..oooeeeeeeeereeean. 2215, 2247, 2248 1449.01 2285
INter partes ........ccoceeveeneeiieeeneeenne. 2647, 2648 Copending inter partes reexamination proceedings...
Refund Section, Office of Finance... 509.03, 607.02 1449‘01. ) -2686.03
PEHHON TE€. . rrvveveeereeresrrreeeeeee 506.02, 711.03(c) COIECt INAUSGUACIES....vosvvrvvssvvss v -1402
Small entity fee.......cccovvveveriennn 509.03(b), 2550 (fﬂjg;t decision involving original patent...... 1&1422'0011
Regi ion, Attorney or agent.................. 402, 1702 ]
R:g:jlz:gzz, T;Lc;}r:;;;or Zi?:;r (TO) facilitie(s) 520 Court ordered.........coeveeeiiiiiiiiieeiiee e 1442.05
R 9 lati ' i gy. """ 7510 CroSS NOLING...c.veoverrieiiiieie e 1451, 1455
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Nonelected invention.................. 803.02, 821.04(a)
Nucleotide sequences...... 803.04, 2412.07, 2434
Patentability over prior art................... 809, 809.03
Patentability report, effect.........cccccevieeviinnnnnn. 807
Process and product or apparatus........... 806.05(e),
806.05(9)
Product and process of using.................... 806.05(h)

Product, process of making and using....... 806.05(i)
Reasons for holding of independence or

AIStINCINESS. ...eeieeiiiiiee e 808.01
Reissue application...........ccccocevvveeenns 1450, 1451
Rejection of nonelected claims......... 821to 821.03
Rejoinder............ 806.05(c), _806.05(f), _806.05(h),

806.05(i), 809, 812.01, 821, 821.01, 821.02,
821.04, 821.04(a). 821.04(b), 1302.04(h)

Related inventions.. 802.01, 803, 806, 806.04(b),
806.05 808.02, 809.03
Rejoinder of, generic or linking claim allowable......
821.04(a)
Rejoinder of, product claim allowable.... 821.04(b)

Requirement..........cccccveeviiiinnennn. 812, 8l14to 817
Additional.........cocoeeiiiiii e 811.02
After election...........occueveeiiiiiieee e 818

With traverse........ccccceveee e 821.01

Without traverse.........ccccccevveeeinieeennnen. 821.02
By group where examinable........................... 812
Clear and detailed record 814
ComPpIetenESS.......uvvveeiiiiiieee e 815
Concluding paragraph...........ccccceeiiiiiiennennns 817
Consult other group..........ccceeevveeene 812.01, 815
FINal...cooieiii 810
First action..........coooiiiiiiiiiiiiee e 811
Patentability..........ccooiveiiiiiiecee e 810
Reasons for insisting upon.............. 808, 808.02
Rejection on double patenting following..... 804.01
Repeated after withdrawal......................... 811.03
RePIY t0...ccvveieiee e, 818 to 818.02(d)
Review by examiner with at least partial signatory
AULNONILY..cooeiii e 803.01
Submission to TC director.............cceevueee. 804.04
Second requirement.........cccoccvveeeeeiiinenn. 811.02
SEQUENCES......uuieiriiiriiirieeeieeeeeeeeae 803.04, 2434
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Single claim.......cccoiii 803
Single embodiment............cccceeviieeiiiieenne 806.03
Species may be independent or related
INVENTIONS. ... 806.04(b)
Species of unclaimed genus................. 808.01(a)
Subcombination, Combination............. 806.05(a)
806.05(c)
When made........c.coooveeriinicnennn, 811, 811.02
Withdrawal. ... 819
Subcombinations usable together............ 806.05(d)
806.05(j)
Telephone.......ccooviiiei e 812.01
Transitional application...............occoceeeriinnnn. 803.03
Traverse of requirement....................... 818, 821.01
Restrictions on employees of Office.......... 309, 1702
Restrictions on former employees of Office......... 1702
Restoration of Priority..........ccccoceveviiieniinennene 213.03
Restoration of right to priority claim benefit of provisional
APPICALION....coiiiiieiiieecc e 211.01(a)
Retroactive foreign filing license.............cccccceeeene 140
Return of Papers
Discourteous matter... 714.19, 714.25, 1002.02(b)
Entered in the file..........cccocceern 214.03, 719.01
Return of drawing........cccccoeeeviiieinieeenneennn 608.02(y)
Return of filing fee.........ccovvveeiiiiiiiee e, 607.02
Return of patent...........ccccceeviiiiiiii e 1416

Return of post card (sometimes postcard or

post-card)........ccceeeeiiiiiiiieniis 503, 1901.05
Returned Office action.........c.ccoeceeeviieenincennne. 707.13
Review at allowance...........cccccvvveveeeerereneneeennn. 1302.01
Review for national security...........ccccceveeeiiinenennn. 115
Review for Government property rights................. 115
Revised statutes (See also: Statutes)

Revival of abandoned application.. 711.03, 711.03(c),

1002.02(b) 1002.02(f)
Revocation of agent under PCT...........cccccveeeenns 1808
Revocation of power of attorney........ 402.05, 402.07
After AlOWANCE.........uvveeeiieiiiiiiiiieeee e, 2501
Rewritten specification............c.cccoecvveeeenins 608.01(q)
Right of Appeal Notice (RAN)....... 2666.05, 2666.10,
2667 2671 to 2674 2677
CONEENL...eiiiiiiiiieieeeeee e 2673.02
Right of domestic benefit.................... 210to 211.05
Right of priority (See also: _ Foreign application)
Foreign application...................... 210, 213to 217
Form paragraphs.........cccovveeeiiiiiiiiene e 213
Formal requirements...........cccooeueieeeeiniiieene e 214
Overcoming a reference.. 213, 213.04, 215, 216,
2132.01, 2133.02(a), 2136.05, 2152.06
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Papers required..........cccveeeeiiiiiiiiee e
Time for filing papers
Right to exclude others.. 509.02, 1111, 1601, 2162
Rights, Transfer of patent or application........... 509.02
RNA (See also: Biotechnology) Nucleotide sequences)
Roster of attorneys or agents............... 601.03, 1730

Rospatent (Federal Service for Intellectual Property
(Russian Federation)... 1840, 1840.04, 1860, 1865

Rules, Patent (Code of Federal Regulations)........ L. R
10 CFR 810 Cited.......eveiereeeiiiieiiece e 140
21 CFR 60.10 Cited.......cccerveeriicrrieiiec e 2756
21 CFR 60.3(b) Cited
21 CFR Ch.1 Cited......ccccvvvvviveenen.

21 CFR 312.80-312.88 Cited...........ccceeruenne 2107.03
37 CFR:
1.1 Reproduced........cccocvvvvveeiiiiiiieie e 501
1.2 Reproduced................. ... 113.04, 2002.02
1.3 Reproduced.........cccuveeeeeniiiiiiieeeiiee 714.25
1.4 Reproduced............... 501, 502.02, 502.04,
509.03 2002.02
1.5 Reproduced.........ccceevieeeiiiieeiniiee e 502
1.6 Reproduced........... 502, 502.01, 505, 513
1.7 Reproduced.........cccoevvveeniiiieniieeeiieenn 710.05
1.8 Reproduced..........cccovvvveeiiiiiiieee e 512
1.9 (pre-AlA) Reproduced............... 201, 201.04
1.9 Reproduced... 201.01, 201.04, 1893, 2920
1.10 Reproduced.........cccceveeeiivvineeennnns 511, 513
1.11 Reproduced............... 103, 1430, 1879.04
1.12 ReproducCed.........c.cocuveeriivrennieeenneennn 301.01
1.14 (pre-AlA) Reproduced...........ccccvveveeennnns 104
1.14 Reproduced.... 101, 102, 103, 104, 110,
150, 1128, 1879.04

1.20 Reproduced
1.22 Reproduced
1.23 Reproduced
1.25 Reproduced
1.26 Reproduced
1.27 Reproduced
1.28 Reproduced...........ccveeviiviernieeenneeenn 509.03

1.29 Reproduced.............. 509.04(a), 509.04(b),
509.04(d), 509.04(e) 509.04(f)
1.31 Reproduced..........cceeeeeeriuiiieeeniniieeeeenne 401
1.32 Reproduced..........ccccevvveennee 402, 402.02(a)
1.32 (pre-AlA) Reproduced................... 402.02(b)

1.33 (pre-AlA) Reproduced.... 403.01(b), 601.03,

714.01(a)
1.33 Reproduced.... 403.01, 601.03, 714.01(a),

2222, 2622
1.34 Reproduced..........cccceeeeeviiiereeeniinenn. 402.03
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1.36 (pre-AlA) Reproduced................... 402.05(b)
1.36 Reproduced................... 402.05(a), 402.06
1.41 Reproduced...............c... 605.02, 2920.01
1.42 (pre-AlA) Reproduced................... 409.01(b)
1.42 Reproduced..........cceeviveeinnnnennnn 409.01(a)
1.43 (pre-AlA) Reproduced................... 409.01(b)
1.43 Reproduced..........ccceeeeeiiiiieneannnnns 409.01(a)
1.45 Reproduced..........ccveevivieniiieinineenne 409.02
1.46 Reproduced...........ccceeevureennen. 308, 409.05
1.47 (pre-AlA) Reproduced............ccuueeee... 409.03
1.48 Reproduced............coeevivieniiieinnieenns 201.03
1.51 Reproduced..........occeeeeiieeeniiiieinieee e, 601
1.52 Reproduced............ 608.01, 608.05, 2250

1.53 (pre-AlA) Reproduced.... 201.04, 201.06(d),
601.01

1.53 pre-PLT (AlA) Reproduce.................. 601.01
1.53 Reproduced................... 201.04, 201.06(c),
201.06(d), 506, 601.01, 601.01(c), _2415.02
1.54 Reproduced..........ceeveeiiiiiinieeiiiiiieee s 503
1.55 Reproduced............. 213, 213.04, 213.05,
215.02 2920.05(d)
1.56 Reproduced....... 2001, 2001.01, 2001.04,
2001.05 2002
1.57 Reproduced............ccuveeen... 217, 608.01(p)
1.58 Reproduced................... 608.01, 608.05(b)
1.59 Reproduced..........cccceeeeeiiiiierienininen. 724.06
1.63 (pre-AlA) Reproduced................... 201.06(c)
1.63 Reproduced............... 201.06(c), 602.01(a)
1.64 Reproduced..........cccceeeuveerennn. 409.05, 604
1.66 Reproduced..........cccceeevveereennne 602, 602.04
1.67 Reproduced.........ccceeeeeiiiieeeee i, 603
1.69 Reproduced...........ccceevueneenn. 602.06, 2004
1.71 Reproduced.................. 608.01, 608.01(w),
717.02(b), 2146.02
1.72 Reproduced............cccuvvee... 606, 608.01(b)
1.73 Reproduced..........cccceeeeviiiieiennnnnns 608.01(d)
1.74 Reproduced...........ccceevivveernnirennnnn. 608.01(f)
1.75 Reproduced............... 608.01(i), 608.01(n),
2173.05(n)

1.76 Reproduced............... 601.05(a). _601.05(b)
1.77 Reproduced................... 608.01(a), _608.05
1.78 Reproduced............... 1481.03, 2920.05(e)
1.78 in effect on November 29, 2000,
Reproduced.........coouveeiiiiiiiiiiiieeeiieeee 804.03
1.81 (pre-PLT) Reproduced...............c.o.... 608.02
1.81 Reproduced.........cccccveeeeviiviereee i, 608.02
1.83 Reproduced...........ccceeeeviiiieieennnnns 608.02(d)
1.84 Reproduced.............. 608.01(f). 608.01(w),
608.02 1606
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1.85 Reproduced............... 608.02(b), 608.02(p)
1.91 Reproduced.........cccocvveeviiveinniieenneenns 608.03
1.93 Reproduced..........cccceeeevriiieiieinninenn. 608.03
1.94 Reproduced.........cccceeeeiiiieireeninns 608.03(a)
1.95 Reproduced..........c.cccvevnieeenninanns 608.03(a)
1.96 Reproduced............ccceevnueerenineane 608.05(a)
1.97 Reproduced..........cueeeeeiiiiiiienaeaniieeeenne 609
1.98 Reproduced..........cccuvvveeiiiiiienee i 609
1.102 Reproduced... 708.01, 708.02, 708.02(b)
1.103 Reproduced...........ccceeeeiuiieeieenniieeeann. 709

1.104 Reproduced.. 706, 707, 707.05, 707.07,
717.02(b), 1302.14, 1852, 2146.02

1.105 Reproduced..........ccceeeviiveeinieeenneenn. 704.10
1.111 Reproduced.. 201.04, 714.02, 714.03(a),
2266, 2666
1.112 Reproduced.........ccccveeeeiiiiieneeeiiieneeennn 706
1.113 Reproduced..........cceeevviveennieeenneennn 706.07
1.114 Reproduced..........cccceviuveeeeenanns 706.07(h)
1.115 Reproduced.........ccveviuveeennerenns 714.01(e)
1.116 Reproduced...........ccceevviveeinieeennnennn 714.12
1.121 Reproduced...... 608.02(p), 608.04, 714,
1453, 2234, 2250, 2666.01
1.125 Reproduced..........coveviuveeenneeenns 608.01(q)
1.126 Reproduced..........c.cccovvvvveeeeennne. 608.01())
1.129 Reproduced................. 706.07(g). _803.03
1.130 Reproduced.......... 717.01, 804.03, 2155
1.131 Reproduced..........cccceevvvvereeennnns 715, 718
1.132 Reproduced...........cccoeeeiuiieeaeeniiieeeenne 716
1.133 Reproduced..............c.c...... 713.01, 713.04
1.135 Reproduced....... 710.01, 711, 711.03(c),
714.03

1.136 Reproduced................. 710.02, 710.02(e)
1.137 Reproduced........ 711.03(c), 1124, 2268,
2668

1.138 Reproduced............... 711, 711.01, 1125
1.141 Reproduced..........c..ccouueeee. 802, _806.05(i)
1.142 Reproduced.........cccceeeeiiuiiieeeeeiiieneennn 802
1.143 Reproduced..........ccccceevvvrereeeninnenn.. 818.01
1.144 Reproduced........ccccoovvvieeeeriinnnnn. 818.01(c)
1.145 Reproduced...........cceevvivveiinieennnennn 821.03
1.146 Reproduced...........cccceevvvvereeeiiinenn.. 806.04
1.151 Reproduced..........ccceeeviuiieieeeiniiieeeenns 1501
1.152 Reproduced...........ccceevvvveeninrennne. 1503.02
1.153 Reproduced.........ccccceeeviiiviereeeninnns 1503.01
1.154 Reproduced...........cccoeeeiiuiiereannnnne 1503.01
1.155 Reproduced...........ccceeevvveeninrennnne. 1504.30
1.161 Reproduced.........ccccceevvuvrereeeiiiiiineennn 1602
1.162 (pre-AlA) Reproduced.............cccc..... 1604
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1.162 Reproduced.........ccccceveuvveernnn. 1604, 1605
1.163 Reproduced...........coovcuvvernnennn 1603, 1605
1.164 Reproduced..........ccccovvviieeeeiiiinieeeannne 1605
1.165 Reproduced.........ccccoeviuiiereeeiiiiieneene 1606
1.166 Reproduced.........cccceevvvvieeeeeiiiiinneenne 1607
1.167 Reproduced.........cccoeevveeeiiieeeiieeenen. 1609
1.171 Reproduced.........cccceeriuuiieeeeiiiiiieaeenne 1410
1.172 Reproduced..........ccceevvvieenieeennnen. 1410.01
1.172 (pre-AlA) Reproduced................... 1410.01
1.173 Reproduced..... 1410, 1411, 1413, 1453
1.175 Reproduced.................. 1410.01, 1414.01
1.175 (pre-AlA) Reproduced................... 1414.02
1.176 Reproduced........... 1440, 1450, 2686.03
1.177 ReproducCed.........ccceevvviieeeeeiiiiieneeanne 1451
1.178 Reproduced........... 1416, 1418, 1442.04
1.181 Reproduced..................... 711.03(c), 1002
1.182 ReproducCed.........ccceeeeiiviieeeeeiiiiieneenns 1002
1.183 Reproduced.........ccoeeevieieiiieeniiieeeee. 1002
1.197 Reproduced..........ccccoevivvereeennnnnnn. 1214.06
1.198 Reproduced..........coceevvviernieeennnen. 1214.07
1.211 Reproduced.........ccceevvveennnennn 1120, 1126
1.213 Reproduced................ 1122, 1123, 1124
1.215 (pre-AlA) Reproduced.............cccc...... 1121
1.215 Reproduced.........ccceeevvviieeeeeiiiiieeeees 1121
1.217 Reproduced.........cccceeviuiieeieiiiiiieaeene 1132
1.219 ReproducCed.........ccceeeviviieeeeeiiiiieneenne 1129
1.221 Reproduced..........c.cceeeuvvenennnn. 1130, 1133
1.248 Reproduced.........cccceeeiuiieeeeeiiiiieaeenne 1901
1.251 Reproduced..........coeevvivienineeinienens 508.04
1.290 Reproduced..........cccceevevvereeeeennnnn. 1134.01
1.291 Reproduced..........ccceeeiuiieeeeeiiiiieneene 1901
1.297 (pre-AlA) Reproduced............cccconee.. 1111
1.301 Reproduced.........ccceeevvvrieeeeeiiiiieeeee, 1216
1.302 Reproduced.............ccuuuee. 1216.01, 2683
1.303 Reproduced.........cccceeeiiviveeeeeiiiiieneenne 1216
1.304 Reproduced..........c.cceeeuvvenennn. 1216, 2683
1.311 Reproduced...........cceovvuiieeeeniiiiieaeene 1303
1.312 Reproduced..........cveevivieiiieeinninenns 714.16
1.313 Reproduced.........ccceeevvviieeeeeiiiieeeees 1308
1.314 Reproduced..........cccceevuviereeeininnnn. 1306.01
1.321 Reproduced.........ccovevvvveeiiiieniieeeee. 1490
1.321 (pre-AlA) Reproduced...............ccc..e. 1490
1.322 Reproduced..........cccooviuiieeeeiiiiiieeeene 1480
1.323 Reproduced..........coveevvveeiiieeniiieeee. 1481
1.324 Reproduced..........cccceevevvereeeeennnnnn. 1481.02
1.324 (pre-AlA) Reproduced................... 1481.02
1.335 Reproduced..........ccceeevreeeiiiniiiiieeennenn 311
1.362 Reproduced.........ccceevvviieeeeeiiiiienees 2504
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1.363 Reproduced...........cccoeviuvieieeeiiiiieeennn. 2540
1.366 Reproduced..........cccceevvvviiieeeiicinineennn 2515
1.377 Reproduced...........cccevvuvieieeiiniiiieeennn 2580
1.378 Reproduced...........ccceevviiieieeeiiiiiieeennn. 2590
1.413 ReproducCed.........cccveevviiiiiieeeiiiiineennn 1840
1.414 Reproduced..........cccveevveeernnnnnnn 1893.01(a)
1.416 Reproduced...........ccceeviuvieieeeiiiiiineannn. 1862
1.422 ReproducCed.........ccccveevvvviiieeeiiiiineennn 1806
1.431 Reproduced..........coceeerieeeiiineniiee e 1810
1.432 Reproduced..........cccceeviuiieiieiiiiiieeennnn 1821
1.434 Reproduced.........cccceeevvcuvieieeeiiiinineeennn 1821
1.435 Reproduced..........ccceeevieeeiiieeeniiee e 1823
1.436 Reproduced...........cccoeviuiieiieeiiiiiieeennn. 1824
1.437 Reproduced..........cccceevvvvierieeiiciiineennn 1825
1.438 Reproduced..........ccceevvveeiiiieenniiieee 1826
1.446 Reproduced...........cccoeeeviuiiereannnnne 1827.01
1.451 Reproduced...........cceevvvieinineennnenn. 213.06
1.455 Reproduced............. 402.09, 1807, 1808
1.475 Reproduced..........ccccoeviiiieiieeiiiiieeenn. 1850
1.477 Reproduced.........ccccceevvcvvreieeeiicinineennn 1850
1.480 Reproduced..........ccceevvveeiiiieenniiienne 1864
1.481 Reproduced..........ccceeviiiiereeeiiiiineannn. 1867
1.484 Reproduced.........cccceeevviiiiereeeiiiiiineeennn 1878
1.485 Reproduced.................. 1864.01, 1878.02
1.488 Reproduced..........cccceeviuvieiieiiiiiineennnn 1875
1.489 Reproduced...........ccceevvvieeninrennnnn. 1875.02
1.491 Reproduced.........cccceeeeiviiiereeeinnnns 1893.01
1.495 Reproduced...........ccveeeeennee 1893.01(a)(1)
1.496 Reproduced...........ccceeevvveeninrennnnn. 1893.03
1.497 Reproduced.........cccceeeeviuvvnnennn. 1893.01(e)
1.499 Reproduced..........ccceeviiuieenennn. 1893.03(d)
1.501 Reproduced.........cccceeevviiieieeeiiciiieeennnn 2202
1.502 Reproduced.........cccceeeevuiiereeeiiiiinneennnn 2202
1.510 Reproduced.... 2210, 2212, 2213, 2214,
2215, 2227 2266.03
1.515 Reproduced...........cccceevvrennnn. 2240, 2248
1.520 Reproduced..........cccceevvuiieieeeiiiiiineennn. 2239
1.525 Reproduced...........cccoeviuiieieeinniiineennn 2246
1.530 Reproduced............... 2234, 2249, 2250,
2250.01, 2250.02, 2666.01, 2666.02
1.535 Reproduced..........ccceeeevivieieeeiiciineeenn. 2251
1.540 Reproduced..........ccceevruiieieeiiniiiieeennn 2252
1.550 Reproduced............... 2254, 2265, 2266,
2266.03
1.552 Reproduced.........cccceeevvivieieeeiiciiineennn 2258
1.555 Reproduced...........cccoeviuiieiieiiniinineenn. 2280
1.560 Reproduced...........cccovvveiiiieeniniennne 2281
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1.565 Reproduced.... 2282, 2283, 2284, 2285,
2286

1.570 Reproduced.........cccceeevviieeeeeiiiiieneeenne 2288
1.601 Reproduced.......... 2803, 2803.01, 2808,
2812.02

1.605 Reproduced.........ccccoeeiuiieeeeiiiiiieneenne 2809
1.610 Reproduced.......... 2810, 2811, 2811.01,
2811.02 2812.01, 2812.02
1.615 Reproduced.........cceeevveeeiiieeeiieeeneen. 2807
1.620 Reproduced.......... 2813, 2813.01, 2814,
2815, 2816, 2816.03, 2819, 2820
1.625 Reproduced................ 2258, 2817, 2818
1.701 Reproduced.........cceeevvvieiiieenniiie e 2720
1.702 Reproduced..........ccceeeiuiieeeeeiiiiieneenne 2730
1.703 Reproduced.........c.ccevvvvvernnenn 2730, 2731
1.704 Reproduced.........ccccevvvveennnnnn 2730, 2732
1.705 Reproduced..... 2730, 2733, 2734, 2736
1.710 Reproduced.........ccceeevivviieeeeeiiiiieneeenns 2751
1.720 Reproduced.........ccceeevveieiiieenniieenne. 2751
1.730 Reproduced..........ccceeeiuiieeeeiiiiiieneee 2752
1.740 Reproduced.........c.ccevvuvvernnen. 2753, 2754
1.741 Reproduced.........ccceeevivieiiieenniiieeen. 2754
1.750 Reproduced.........cccceeeiuieeeieiiiiiieneee 2755
1.760 Reproduced..........ccceevvvvernieeernnnn. 2755.01
1.765 Reproduced.............cccevveeenn. 2762, 2763
1.770 Reproduced.........cccceeviuiieeeeiiiiiieneee 2764
1.780 Reproduced.........cccceevviviiereeeiiiiieneene 2759
1.785 Reproduced.........cccccovvvvieeeeeiiiiieeee, 2761
1.790 Reproduced...........cccoevivvereeeinnnnnn. 2755.02
1.791 Reproduced..........coeevvviernieeernnnn. 2755.02
1.801 Reproduced.........ccceeevvviieeeeiiiiiieneee, 2402
1.802 Reproduced..........cceeeiuuieeeeeeiiiiieaeenne 2404
1.803 Reproduced.........cccceevivviveeeeeiiiiieneenne 2405
1.804 Reproduced.........ccceeevvviieeeeeiiiiieeees 2406
1.805 Reproduced..........cccooviviieeeeiiiiiieeeenne 2407
1.806 Reproduced.........cccceeeiviieeeeeiiiiieneenne 2408
1.807 Reproduced.........cccccovvvvieeeeeiiiieeeeeen, 2409
1.808 Reproduced..........ccoovviviieeeeniiiiieneannne 2410
1.809 Reproduced.........ccceeviiviieeeeeiiiiieneenne 2411
1.821 Reproduced.........ccceeevvviieeeeeiiiiieeeees 2422
1.822 Reproduced..........ccceoviuiieeeeniiiiieaeenne 2423
1.823 Reproduced..........coeevvveeiiiieniiieeen. 2424
1.824 Reproduced.........ccceeevvviieeeeeiiiiieeeeens 2425
1.825 Reproduced..........cccoviiuiieeeeiiiiiieeeene 2426
1.831 Reproduced............ 2412.02, 2412.02(a),
2412.03, 2412.03(a), 2412.03(b). 2412.03(c),
2412.03(d) 2412.03(e), 2412.04
1.832 Reproduced........ 2412.05(a), 2412.05(b),
2412.05(d) 2412.05(e)
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1.833 Reproduced........ 2413.01(a), 2413.01(b).
2413.01(c), 2413.01(d), 2413.01(e), 2413.01(f).
2413.01(q), 2413.01(h)
1.834 Reproduced.. 2413.02, 2413.03, 2413.04

1.835 Reproduced................. 2413.04, 2414.01,
2414.02, 2414.03, 2414.04, 2414.05, 2414.06
1.839 Reproduced...........cccoeviiiieiieaiiiiieeenn. 2412
1.902 Reproduced................ 2202, 2602, 2625
1.903 Reproduced..........cccceevrieeenienennnne. 2666.06
1.906 Reproduced...........cccoevvuvierieaiiiiianeannn. 2658
1.907 Reproduced...........ccceeueee. 2612, 2686.04
1.915 Reproduced...........ccceennee. 2613, 2666.06
1.923 (In effect for a request filed prior to September
16, 2011)Reproduced..........cccceviireereeninnnnnnn. 2640
1.923 Reproduced.........cccceevvviriieeeiiciiineennn 2640
1.925 Reproduced.........cccceeevieeeiiieeniinienne 2640
1.927 (pre-AlA) Reproduced............ 2640, 2648
1.927 Reproduced..........c.cevcvveennnen. 2640, 2648
1.931 (In effect for a request filed prior to September
16,2011) Reproduced..........ccevcvveerueeeininennnns 2646
1.931 Reproduced..........ccceeviuiieieeeiiiiieeennn. 2646
1.933 Reproduced.........cccceevvviveieeeiiiiiiieennn 2684
1.935 Reproduced.........cccceeeeviiiereeeiiiiieeennn, 2660
1.937 Reproduced....................... 2654, 2686.03
1.939 Reproduced..........ccccevvvvennnnen. 2625, 2667
1.941 Reproduced.................. 2666.01, 2666.02
1.945 Reproduced...........cccoeiviieiieiiiiiieeenn. 2666
1.947 Reproduced...........coceevvvveeninrennnn. 2666.05
1.948 Reproduced.........ccccceeeevviiiereenninnns 2666.05
1.949 Reproduced.................. 2671.01, 2671.02
1.951 Reproduced.........cccceeeviuiiereeeiiciiieeennnn 2672
1.953 Reproduced.........cccceeeviiiviereeennnnns 2673.02
1.955 Reproduced...........ccceeviiiieieeiiniiiieeann. 2685
1.956 Reproduced..........cccceeviiiieieeeiiiiiineennnn 2665
1.957 Reproduced.. 2666.10, 2666.20, 2666.30
1.959 Reproduced..........cccceevriiieieeiiiiiiiieannn 2674
1.981 Reproduced.........cccceeevviiieieeeiiciiiieennnn 2682
1.985 Reproduced..........ccceeeviiieieeeiiiiineeennn. 2686
1.987 Reproduced............ccceeeviuiiereannnnne 2686.04
1.989 Reproduced.........cccceeeeiiiiiereannnnns 2686.01
1.991 Reproduced.........ccccceeeeviivierieennnnns 2686.03
1.993 Reproduced...........ccceeeeviiiiereennnnne 2686.02
1.995 Reproduced..........cccceeeeiiiiiereennnnns 2686.03
1.997 Reproduced....................... 2686.03, 2688
1.1061 Reproduced.........ccccoovuvveieeriniinineannn 1501
1.1002 Reproduced.........ccceeevveeenvneennnne. 2905.01
1.1011 Reproduced.........cccceeevvvriereennnnnns 2905.01
1.1012 Reproduced..........cccceeviureereennnnne 2905.01
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Rules, Patent (Code of Federal Regulations) — Rules, Patent (Code of Federal Regulations)

Sec. No.
1.1021 Reproduced................. 2909, 2920.04(c)
1.1022 Reproduced..........cceevvvernveeernneen. 2909.01
1.1023 Reproduced.........cccovvvvieeeeriiinieeeennne 2908
1.1025 Reproduced...........cecuveeeeennee 2920.04(a)
1.1026 Reproduced........... 2909.02, 2920.04(b)
1.1031 Reproduced...........ccccevevnnen. 2910, 2950
1.1041 Reproduced.........ccccoviuiieeeeeiiiiieaeenne 2911
1.1042 Reproduced........cccceevvvvveeeeeiiiiieneenns 2912
1.1045 Reproduced.........cceevvveeiieeennnenn. 2905.01
1.1051 Reproduced........ccccovvuiieeeeeiiiiieaeene 2913
1.1052 Reproduced........ccccoevvvveeeeeiiiiieneennne 2914
1.1062 Reproduced.........ccceevvveeereeeennnenn. 2920.05
1.1063 Reproduced........... 2920.05, 2920.05(a)
1.1064 Reproduced............cccveverunrne 2920.05(b)
1.1065 Reproduced..........ccovveeeiieeennineennnenn. 2930
1.1066 Reproduced.........c..ccoccvvvveeennnnnnn. 2920.03
1.1067 Reproduced....... 2920.04(a), _2920.04(c)
1.1068 Reproduced..........ccovveeervieennineennnnnn. 2940
1.1071 Reproduced.........cccoeiuiieeeeeiiiiieaeenne 2950
2.190 Reproduced.........ccccvvveeeiiiiiereesiiiiinenn, 501
3.1 Reproduced..........cceeeviiieiiiieiiee e 301
3.11 Reproduced........ccccuvveeeeiiiiiiiieee e, 302
3.21 Reproduced........cccccovveeiiiricniiieenineenn 302.03
3.24 Reproduced........c.ccovcuvveveeeiiciiieeeeeens 302.01
3.26 Reproduced...........ccceeveeiiiiiiiieeeninee. 302.02
3.27 Reproduced.........cccoovvveiiiiiiiiieeneen 302.08
3.28 Reproduced........c.ccovuvveveeeiiiiiiieeeeens 302.07
3.31 Reproduced...........ccccceeennee 302.07, 302.10
3.34 Reproduced.........ccccovvveiiniciiiieeinenn 323.01
3.41 Reproduced........c.ceovuvverieeiiiiiieeeeens 302.06
3.51 Reproduced..........ccceeveeiiiiieiieeinineee. 317.01
3.54 Reproduced.........ccccovveeiiviiiiiieenenn 317.03
3.56 Reproduced...........ccocuvveveeeiiciiiieeeeens 317.03
3.58 Reproduced.........occuveeeiiiiiiiiiiien e, 302
3.61 Reproduced.........ccccovvveriviiiiieeeneen, 302.04
3.71 (pre-AlA) Reproduced............. 324, 402.07
3.71 Reproduced.........cocuvveeeeiiiiiiiie e, 325
3.73 (pre-AlA) Reproduced...........ccocvveveeenes 324
3.73 Reproduced..........cccoevuvvieeeeeiiiiiiee e 325
3.81 Reproduced........coocuvveeeiiiiiiiiieee i, 307
5.1 Reproduced.........ccocoeviiveiiiieeniiee e 120
5.2 Reproduced........c.cooovvvveeeiiiiiiiee e, 120
5.3 Reproduced........ccccuvveeeeiiiiennanne 120, 2306
5.4 Reproduced.........ccocveviiveiiiieeiiiee e 120
5.5 Reproduced........c.coevvvieeeiiiiiiiee e, 120
5.11 Reproduced........ccocuvveeieiiiiiiiieee e, 140
5.12 Reproduced..........cccovvveiiieeeiiiie e 140
5.13 Reproduced.........ccccuvvvveeeiiiiiiieec e, 140

Index-100

Sec. No.
5.14 Reproduced..........ccocvveieeeiiiiiieeee e 140
5.15 ReproducCed...........cocvvvveeeeiiiiieeee e 140
5.18 ReproducCed..........ccocvveeeeeinniiieeee e 140
5.19 Reproduced.......c..cocvveieeeiniiiieeee e 140
5.20 Reproduced...........cccvveveeeeiiiiiieee e 140
5.25 Reproduced..........ccoeovveiiiiieiiiieeeiie e 140
11.9 Reproduced............cceeenneee 402.01, 402.09
11.10 Reproduced...........c..ccouneee. 402.01, 1702
11.18 Reproduced........... 402.03, 410, 509.03,
2203
11.116 Reproduced.........ccccevvuviereeeniinnnnn. 402.06
41.2 Reproduced..........ccoeeevivieinieeeninnennn 2301.02
41.6 Reproduced..........ccceeeviviennienennnennn 1213.03
41.11 ReproducCed.........coecuveeeeeeiiiieaeannn. 2307.01
41.31 ReproducCed........c.ccevvvvieeeeiiiiiineee s 1204
41.33 Reproduced.........cccoovuveeeniiieniiieiinennn 1206
41.37 Reproduced........ccovuvieeieeiiiieieeeees 1205
41.39 Reproduced............cocveeerinneenns 1207, 2275
41.41 Reproduced........ccccevvuveeeniiieniiieiinennn 1208
41.43 Reproduced...........cccuueeen.. 1207.05, 1208
41.50 Reproduced.........cccoevvuvvernieeennnenn. 1207.05
41.52 Reproduced.........cceevivieinieeennnennn 1214.03
41.54 ReproducCed........coovuvveeeieniiiieneeeees 1214
41.61 Reproduced.............ceen... 2674, 2674.01
41.66 Reproduced........... 2675, 2675.01, 2678
41.67 Reproduced...........cccuueeen.. 2675, 2675.02
41.68 Reproduced.................. 2675.01, 2675.02
41.69 Reproduced..........ccoeeuvvveeeeiiiiienee e 2677
41.71 ReproducCed........ccccoiuvveeeeeniiiiieeeeees 2678
41.73 ReproducCed........c.ceovuvvieeeeniiiiiieee s 2680
41.77 ReproducCed..........ccovvuvvveeeeiiiiieree e 2681
41.79 Reproduced........coovuvieeeieniiiiiieeeee 2682
41.8 Reproduced........ 1449.02, 2284, 2686.02
41.81 ReproducCed..........ccoevuvvieeeeiiiiiienee e 2682
41.100 Reproduced...........coueeveeiiiirennennn. 2301.02
41.102 Reproduced......... 2284, 2303, 2686.02
41.103 Reproduced......... 2284, 2307, 2686.02
41.109 Reproduced...........couveveeiiiiieenennn. 2307.02
41.127 Reproduced..........ocouvvveeeeiiiiiiiieeeees 2308
41.200 Reproduced...........ccoveveeeiiineneennn. 2301.02
41.201 Reproduced........... 2301.02, 2304.02(d)
41.202 Reproduced............... 1449.02, 2304.02,
2304.02(a), 2304.02(b), 2304.02(c), 2304.02(d),
2304.03 2305
41.203 Reproduced..........cccveveeeiiiveneenn. 2301.03
41.206 Reproduced...........cceeeeeiniiieenannn. 2304.05
42.2 Reproduced...........coeeviviennieeeninnennn 2310.02
42.3 Reproduced........ccceevvuriiieeeiiiiieiee e 2313



INDEX

Rules, Patent (Code of Federal Regulations) — “Secrecy Order” application

Sec. No.
90.1 Reproduced..........ccuveeeeiiiiiiieee e 2683
102.4 Reproduced..........ccceeevveeeniineeniieeeiienn 103
S
Sale, On (See also: On sale
Sample letter on submission of prior art in patent.........
2205
SANCHONS....eiiiiiieiie e 410
Saturday, effect on time for reply........... 502, 502.01

502.05, 505, 506.02, 510, 513, 710.05, 2504,
2506

Scientific and Technical Information Center (STIC).......

901.06(a)
Biotechnology sequence listings..... 2421.03, 2429
Foreign patents........... 901.05, 901.05(c), 903.03,
901.07 2135
HOUIS. ..o 1730
Litigation search...... 2240, 2287, 2640, 2686.04
Literature collection.................... 719.05, 901.06(a)
Location and telephone number....................... 1730
Translation assistance............ 901.05(d), 901.06(a)

Scientific principle not patentable.. 2106.04, 2107.02,
2164.07

Scope of claims.......... 904.01(a), 2163.05, 2164.08
Design application..... 1503.01, 1504.04, 1504.05,
1504.06

Scope of Class......coovvvievieiiiiiiie e, 903.02(b)
Scope of reexamination
EX Parte ..o 2258
INtEr PAMES .ovvvveieeiieiiieeeee e 2658
Screening new application for security review...... 115,

2104.01

After reversal by Patent Trial and Appeal Board ........
1214.04

Aids in Scientific and Technical Information Center
(STIC) et 901.06(a)
Analogous art areas...........cccuee..... 904.01(c), 2141
Claim analysis 904.01

COMPULET ... 719.05
Databases (See also: Electronic _databases)

Index-101

Sec. No.

707.05(e). 904.02(c)

FEE, PCT ittt 1827
Field of...oooveiiiiiieeee, 904.02, 904.02(a)
Not to be given for patented inventions........ 1701
File wrapper notation...............cccceeen. 719.05, 904
Incomprehensible disclosure......................... 702.01
In Technology Center, by member of public.... 713.02
Informal application......................... 702.01, 704.01
INPADOLC.......coiiiiiiieeiee e 901.06(a)
INterference........ccccovevviieee i 2304.01(a)
INtEINEt.....eecvieiecieeciecee e 707.05(e). 904.02(c)
Notes in classification definitions.............. 902.02(a),
905.01(a)(2)
Notes in file wrapper.................. 705.01(a), 719.05,
903.07(a)

Online database (See also: Electronic databases) ....

901.06(a), 902.03(e)
OUIINING. .o 904.02(a)
Patentability report................. 705.01(a), 705.01(b)
Prior eXaminer's...........cccccvvvivevinineeeeeeeeeeeeenn 704.01
Procedure 704.01, 904
References in classification definition.... 905.01(a)(1)
Related applications..........cccoccvierieniiiiieneenn. 904.04
Requirements for information..... 704.11, 704.11(a),
2005
Restriction requirement............c.cccoecvvveeeenns 808.02
SCOPE...eueieieiieieite e 2103, 2141
Selecting pertinent references..............c....... 904.03
THH et 306
Unduly extensive and burdensome............... 806.01
808.01(a), 818.02(b)
Search notes form (PE2E-OC). 704.14(b), 705.01(a),
719.05 904
Search facility hours............ccocoeieeiinnen. 510, 1730
Search tools, automated...............ccoeeeveevnnnnns 902.03(e)
Searched box entries.........cccccvvviiieeieiiciieneen. 719.05
Secrecy, in general..........ccoocvveveeiiiiiiiee e 101
Secrecy of international applications..................... 120
“Secrecy Order” application
After declassification.............
AlIOWANCE.......ccc o
Commodity Control LiSt.........ccccevveeeiiiieeinineenne 120
CorrespoONdenCe........ccuvvieeeeiiiiiiiee e e e 120

Facsimile transmission of correspondence not
PEIMIttEd. ... ceeii i

Final rejection

INtEIfEreNCEe...uvviieieiiiieeeeee e,
Petition for rescission or modification................. 120
ProSECULION.......ccoiiiieeieee e 130
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“Secrecy Order” application — Series codes

Sec. No.

REVIEW....ovviiiiiieiieieeeccee e, 115, 140

Security, Application affecting........ 120, 121, 130
140

Secret sale (See also: On sale)

Security interest in patent, recording (See also:

ASSIGNMENT) ... 313
Security markings.................... 121, 130, 140, 724
Security screening of new applications....... 115, 140
Security, Licensing and Review, applications

submitted....... 121, 130, 709, 710, 1002.02(c)(1)

Self-addressed postcard (See also: Postcard
self-addressed) ......c.cooviiiiiieeiiiiiee e 503
Sequence listing (See also: _Sequence rules) ..... 601,
608.05, 608.05(c), 708.02(a), 714, 1823.02, 2412

to 2416, 2418to 2419.03, 2422to 2422.04,
2422.06, 2422.07, 2422.08, 2423 to 2431, 2433,
2434 2435
WIPO Standard ST.25................. 2422 to  2422.04,
2422.06, 2422.07, 2422.08, 2423 to 2431, 2433,
2434 2435
WIPO Standard ST.26 (See also: _Sequence Listing
XML) oveiieeien 2412 t0 2416, 2418to 2419.03
EFS-Web submission..........cccccoeviiveeeniinnnnn. 502.05
Hand delivery............. 2413.03, 2422.03(a), 2433
Pre-Grant Publications (PG-Pub)..................... 1121
Publication..... 2419, 2419.01, 2419.02, 2419.03
Statements................ 2414.02, 2414.03, 2422.06
With Interim Copy of Foreign Application... 215.02(b)
Sequence rules (See also: Biotechnology) ........ 2400
Amendments to sequence listing and computer
readable form
Initial Add.......ceveiiieeeee e 2412.02
Previously existing....... 714, 2414.03, 2422.07,
2426
Amino acid definition......... 2412.03(b), 2412.03(c),
2422.01
AULNOTIN. . 2430
Coding regions, depiction of.................. 2413.01(e)
2413.01(q), 2422, 2423, 2423.02
Compliance requirement................ 2413.05, 2414
2414.01 2422.07 2429
Computer readable format requirement........ 502.05

2412.02, 2416, 2421.01, 2422.03, 2422.03(a),
2422.04, 2422.06, 2425, 2426, 2433
Definitions for nucleotides/amino acids...... 2412.03
2412.03(a), 2412.03(b), 2412.03(c), 2412.03(d),
2412.03(e) 2422.01
Definition of sequence listing and CRF...... 2412.02
2421.01

Exclusive conformance requirement........... 2412.06
2422.02
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Index-102

Sec. No.
Extensions of time...........ccccoccvveenee. 2414, 2421.03
Format and symbols.... 2412.05(d), 2423, 2423.01
Form paragraphs.........c.ccccevvveeinineennn 2416, 2427
Hand-delivery of sequence listings and computer
readable forms........... 2413.03, 2422.03(a), 2433
Helpful hints for compliance...............ccccccceee. 2429
Incorporation by reference..... 601, 2412, 2413.04,
2415.03 2422.03
Informational requirements for sequence listings.......
2424, 242401 2424.02
Mandatory information items....... 2412, 2413.01(f),
2424 2424.02
Miscellaneous requirements, information..... 2424.03
Notice to comply........ccceevvvvernnee. 2414.01, 2421.03
Nucleotide definition.............. 2412.03, 2412.05(b),
2422.01

Numbering of sequences....... 2412.05(a), 2423.02
Numeric identifiers..... 2412.05(a), 2424, 2424.02

Oversized Submission Fee........... 608.05, 2422.03
Patentln information.................. 1730, 2429, 2430
Patent Cooperation Treaty (PCT)................ 1823.02
1844.01, 1848, 1893.01(d), 2422, 2414.05,
2422.03(a), 2430
Presumptions regarding compliance.......... 2413.05
2422.08

Replacement of sequence listing and computer
readable form..........cccvvvvvviiiieennnnns 2414.03, 2426
Sample sequence listing........c.cccoecvvveeeeeiiinennn. 2431
Sanctions for failure to comply..... 2414.05, 2422.07
Sequence identifier requirement.............. 2412.04 to
2413.01(q), 2422.01
Sequence presentation.......... 2412.05(e), 2423.03
Sequences in drawings.............. 2412.04, 2412.06,
2422.02

Statement regarding content of paper and computer
readable copies.............. 502.05, 608.05, 2422 to
2422.04 2422.06 2426
Statement samples under WIPO ST.25............ 2428
Summary of requirements............... 2412, 2421.02
Variants of a presented sequence.......... 2413.01(q).
2422.01

WIPO Standard ST. 25................. 2422 to  2422.04,

2422.07, 2422.08, 2423to 2431, 2433, 2434,
2435

WIPO Standard ST. 26 (See also: _Sequence Listing

XML) oo, 2412 to 2416, 2418to 2419.03
Sequences, restriction......... 803.04, 2412.07, 2434

Sequence Listing XML (See also: _Sequence Listing)
WIPO Standard ST.26) ...... 601, 608.05, 608.05(c),
706.02(a), 2412to 2416, 2418to 2419.03

SEriES COUBS.....uvviiiiiiee et 503




INDEX

Series of dependent claims — Special application

Sec. No.
Series of dependent claims............cccceeeenes 608.01(n)
Series, Patent (See also: Patent)
Service, proof of, in a petition for access............... 103
Service of applicant in a protest......... 1901, 1901.03
Service of citation in patent..........ccccccceevveeenneen. 2208
Service of court papers on Director..................... 1216
Service of patent owner statement on requestor in ex
parte reexamination.............cccceeeveeenne 2249, 2266.03

Service of papers in inter partes reexamination...........

Sec. No.
Express abandonment................cc....... 711, 711.01
Facsimile........... 502.01, 502.02, 505, 511, 512
Full, first or middle name...........ccccceeeenn.... 602.08(b)
Required on every paper..................... 402, 402.03
Title With.......ooooii e, 602.08(b)
Uniformity with name...........ccccovveeiinenne 602.08(b)

Signing, continued prosecution application... 201.06(d)
Signing examiner’s letter..... 706.07, 707.08, 707.09

2666.06 Signing file Wrapper........ccccoooeeeviiiniiee e 1302.13
- Simulated tests in the specification.............. 608.01(p)
Certificate Of.......cccuveeeiiiii 2666.06 . .
Proof of servi 2666.06. 2666.50. 2667 Simultaneous issue of patents.............c..c...... 1306.02
OOT OT SEIVICE.orrsrrrrs — = Single means claim.... 2164.08(a), 2173.05(g), 2181
To patent OWNer.........ccveeeeeiiiiveeeennn. 2654, 2666.05 . . .
To third part ‘ 2654, 2666. 2666.05 Size of paper (See also: _A4 size paper) Paper size)
.0 " par. Y reqUestor........ ' ' . Sketch of subject matter of claims............... 904.01(a)
Shift of election..........ccccceeiiiiiiie 819 )
. ) Small Business Act........ccccceeenee

Shortened statutory period (See also: Period for reply) . - .

Statutory period 710.02. 710.02(b) Small Business Administration
APPEAL.eeeeoeeeeeeee 1205, 1214.06, 121504  omall entity  status  (See  also: Fee
Date of abandonment.............ccccceeeeinnneen. 711.04(a) Change of Status...............ouuwwwee 509.03. 509.03(b)
DFAWINGS..vvvvveeeveeeeeeeeeses 608.02(p). 608.02(x) Clalmlng SEALUS. .o 509.03
Extension of ime................. 710.02(e). 1002.02(c) COrrecting Status. ...................... 509.03. 509.03(h)
Final rejection......... 706.07. 706.07(b). 706.07(f). Deflnlt.lon ..... s s 509.02
706.07(q) 714.13 Established in parent application............... 201.06(c)
|nf0rma| app“cation ________________________________________ 702.01 Fees....cooovvviiinnnnnnn ..... s 509.02
Information disclosure statement.............. 609.04(b) Government organizations................cceevennee. 509.02
QUAYIE ... 714.14 IMProper PayMent...........cocvieiiiininieinns 509.03
Reexamination, ex parte .... 2250.01, 2263, 2265, Independent inventor..............ccccocveveeieenn. 509.02
2272 2273 2285, 2286 Maintenance fees...... 509.03, 2515, 2531, 2550
Time limits compared...........ccccccvevivverinens 710.02(d) Nonprofit organization.................... 509.02, 509.03

Signatory Authority, FUll.........c.coooeiiiiniiiiee 1004 Refund.......ccooeviiiiiiiiciiceee 509.03(b). _607.02

Signatory Authority, Partial.............ccccccceveeeiieens 1005 Small business concern..........ccccceeveeeeniieenne 509.02

Signature Statement verified..........ccccooiiiiiniiici, 509.03
Alteration in specification signed................... 608.01 Transfer of invention rights........ 509.02, 509.04(a).
AmendmEeNnt........c.cooviiiiiiiieene e 714.01 509.04(b

Signature improper........... 714.01(a). 714.01(c). Solicitor's Office (See also: _ Office of Solicitor)
714.01(d) Sources of information to disclose.................. 2001.06
Signature missing........cccccveeeviiviieeennns 714.01(a) Special application...........cccccoevvvieeeen. 708 to _708.03
Signed by applicant, not by attorney of record....... Accelerated examination...........c.ccoeeveeenneeens 708.02
714.01(d Allowable application, except for form....... 707.07()).
Signed by attorney not of record........... 403.01(b) 710.02(b), 714.14 1301
APPlICANT......eiiiiecie e 602.08(b) Appealed application...............oceeviiiiiiiiininnne 1204
Applicant changes name 201.03, 605.01 Applicant’s age, health............. 708.02, 1002.02(b)
Applicant, international application................... 1820 Counter terrorism inventions..... 708.02, 1002.02(s)
Applicant unable to write.............ccocvvenee 602.08(b) ENErgy....oooimiie
Application papers........ccocoeveeeveseceennnn. 602.08(b) Environmental Quality Program
Attorney or agent not of record...................... 402.03 Five year pendency...........
Certification, effect of................. 401, 402.03, 410 LIST. e
Continued prosecution application 201.06(d) Patent printing priority

Correction of name........cccccceeeeeeeeeeieeevinnnne. 602.08(b)

Index-103

Petition to make........cccccceeee.....
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Special application — Statement applying the prior art in an ex parte reexaminat...

Sec. No.

Reexamination

Ex parte ..........

Inter partes 2661
Reissue application..........ccccceeviieiiieneniieenne 1442
Remanded by Board...........c.occvevereiniiiieneenn. 708.01
Revived applications...........cccccocvveercieennnne. 711.03(c)

Special examining procedure............ccccceeenee. 708.02
Special Program Examiner (SPRE)..... 103, 1415.01
1825 1845.01 1851
Petitions decided..........cccoevevviriinienniieenns 1002.02(s)
Species...... 806.01, 806.04, 806.04(b), 806.04(d),
806.04(e), 806.04(f), 806.04(h), 806.04(i),
808.01(a), 809.02(a)
Anticipation by a generic chemical formula.. 2131.02
Anticipation of a genus by the species........ 2131.02
Cancellation of species claims....... 821.01, 821.02
Claims restricted t0.........cccoeeeeeiiiiiiieneenne 806.04(e)
Election of (See also: Election of species)
HOW recognized.........cccovveeevieieniieeeniieee 806.04(f)
Independent inventions.............. 802.01, 808.01(a)
Mutually exclusive characteristics.............. 806.04(f)
ObVIouSNESS Of.....cccviiiiiiiieiiccc 2144.08
Patentably distinct...........ccccoooeiiiniiieen. 806.04(h)
Patentability over genus............cccceevveenee. 806.04(h)
Plural.......ccccooinnins 608.01(m), 806.04, 808.01(a)
REISSUE....cii it 1450
Rejection.......ccccceveeeieiieieennne. 806.04(h), 2131.02
Related.........ccovviiiiniiiicce e 806.04(b)
Withdrawal of species claim........... 821.01, 821.02
Specification (See also: Disclosure) .... 608.01, 2161
Amendment, manner of making............ccccc.coouu. 714
Arrangement........ceeveeeeeeeieeeeeeeee e 608.01(a)
Background of the invention...................... 608.01(c)
Best mode (See also: Best mode) .................. 2165
Brief description of drawings..............c....... 608.01(f)
Brief summary of invention........................ 608.01(d)
British English spellings in.............ccooeveeeinis 608.01
British provisional and complete.................... 214.03
Changes prior to filing........ccccccveee. 601.01, 608.01
Completeness..... 608.01(p), 2161, 2163to 2165
Computer liStS........ueeeieiiiiiieeeeee e 608.05
Confused by amendments....... 608.01(qg). _1302.02
Content Of......cccevvieiiiiic e 608.01(a)
Continued prosecution application............ 201.06(d)
COopYHGNES IN..eeiiiiiec e 1512
Correction by examiner's amendment..... 1302.04 to
1302.04(q)
Correction by initialing.............ccccceviiiieeeennn. 1302.04

Rev. 07.2022, February 2023 Index-104

Sec. No.
Cross-noting of related applications............ 1302.04
Defines claim term.........ccccoovieeeeniiiienenn. 2111.01
Derogatory remarks prohibited.................. 608.01(r)
Description................... 608.01(g), 2163, 2163.02
Design application..........cccccoveieieeeiiiiinneenn. 1503.01
Detailed description of invention............... 608.01(q)
Enablement (See also: Enablement) .............. 2164
English l[anguage..........coccoeeeiiiiiiiieiiene, 608.01
Facsimile transmission...........cccceevvveenineennne. 608.01
FONT..oiii e 608.01
FOrmat.......oveeeieieiiiiiee e 608.01(a)
HIUSErationS iN.....cveeeieiiiiee e 608.01
Incorporation by reference................ 601, 2163.07
2163.07(b), 2412, 2413.04, 2415.03, 2422.03
Interlineation prior to filing..........cccccceevineeee. 608.01
Language faulty 608.01, 608.01(q)
MISSING PAGES....evverrieeiiiieenieee e eniiee e 601.01(d)
New matter................ 608.04, 608.04(a), 2163.06
Omitted Pages......cocveeevveeenveeenneen. 217, 601.01(d)
Paragraph numbering....... 608.01, 608.01(g). 714
PartS.....eueiiiiiieieieiee e 608.01(a)
Provisional application.............ccocceeevineennne 601.01(b)
Reference characters corrected.................. 1302.04
Reissue application............ccccceeveeiiiiiereee e, 1411
Requirements for.........cccoveeiiiiine e 2161
RETUML..coiiii 608.01
Rewritten...........cccoveeiiiieneenn. 1302.02
SIGNALUIE. ... 602.08(b)
Substitute, amendment including..... 714.19, 714.20
Substitute specification............. 608.01(qg). _714.19,
714.20
Pre-Grant Publication 502.05, 1120
Summary of invention..............ccocceeveeeeens 608.01(d)
Table submission on compact disc or via EFS-Web
as ASCII text file.................. 608.05(b), 2422.03(a)
Terminology basis for claims..... 608.01(0), 2163.07
Title of INVENLION........cocoiiiiir 606
Title of invention changed...............ccccceeeines 606.01
Trademarks iMoo 1512
Transfer to another application................... 608.01(t)

Written description (See also: Written description) ....
2163

Specimen, Composition of matter.................... 608.03
Specimen, Handling...........cccccoeoviiivieneenins 608.03(a)
Specimen, Plant application............c.ccccooecveeeenn. 1607
Stamp

Office date..... 502, 505, 506, 710.01(a), 714.18

Statement applying the prior art in an ex parte
reexXamination............oocvveiiieeisnie e 2217
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Statement, Examiner’s

Sec. No.

Statement, Examiner's (See also: Action)

Statement by inventors when changing inventorship.....
201.03

— Statutes

Sec. No.
Public Law 108-453 Cited............ 804.03, 2136.01,
2146, 2146.01 2146.03

Public Law 112-29 Cited...... 210, 509.02, 509.04,
607, 1401, 1440, 1481.02, 1490, 2105,

Statement by owner in ex parte reexamination... 2249
Statement of allowability by Board.................. 1213.01
Statement of invention, coextensive with claims............

608.01(d)

Statement of invention, reviewed on allowance.............
1302.01

Statement, Prior art (See also: Prior art) .... 201.06(d),

609

Status INQUIMIES........eveiivieeeiie e
Congressional
Maintenance feeS..........coovvvvvvviieiieeeeeeeeeeenin 2570
White HOUSE........cooviiiiieeiiiiiieee e 203.08(a)

Status letter.. ... 203.08

Status letter database............cocccvevveiiiiiiiieeenns 203.08

Status of application...........ccccceeeviieeiniennns 102, 203
Abandoned.........ccccceeeeiiiis 203.05
Allowed Or iN ISSUE..........cceeviviiiiiiiiiiirirreans 203.04
Amended.........cooveeiiiii e 203.03
Incomplete. ... 203.06
NEW...eeeeeiiie ettt ete e e 203.01
Parent patent application................. 2102, 211.01(b)

Priority Claims..........coooiiiiiii e

Published application
Referred to in foreign patent.............ccccceeeeeenene. 102
Rejected. ... 203.02
Statute of limitations
Citation of prior art..........cccceeeeeviiiiieneenn, ... 2204
Term of biological material deposit................... 2408
Time for requesting ex parte reexamination..... 2211
Statutes
Atomic Energy Act Cited..... 120, 140, 150, 2104,
2104.01
Freedom of Information Act................. 1002.02(k)(2)
Public Law 96-517................. 509.02, 2201, 2209
Public Law 97-247...... 509.02, 509.03, 711.03(c),
2265 2268
Public Law 98-622.........cccceeeviiiiieeeninene 804, 2109
Public Law 103-182............... 715, 2132, 2138.02
Public Law 103-465......... 706.07(g), 707.05, 715,
715.07(c), 803.03, 804.02, 2132, 2138.02
Public Law 106-113............ 2146, 2146.01, 2201,
2273 2279 2601
Public Law 107-273 Cited............ 706.07(a), 2136,
2136.01, 2146, 2201, 2242, 2258.01, 2273,
2279 2601 2642, 2683
Public Law 108-199 Cited..........cccceeviiiieieeenns 2105
Index-105

2106.03, 2124.01, 2150, 2151, 2165, 2201,

2279 2601 2602 2801
Public Law 112-211............. 702, 711.03(c), 1402

Revised Statute of.........ccccceeeiiiiiieeieiiiiieee,

5 U.S.C. 552(Q).eeeeeeeeeeeeeeeeeeeeeeeeeeeeseseeees 2412
5 U.S.C. 6103(a) Cited
T US.C.2320 i 1612

10 U.S.C. 140(c) Cited 120
15 U.S.C. 15(b) Cited......cvvveiiiierieieiiiee e 101
15 U.S.C. 1127 Cited......coooveririreenernnnee, 608.01(v)
17 U.S.C. 401 Cited......oeevueeririeiieniieieesie e 1512
17 U.S.C. 909 Cited..........ccuve.. 608.01, 608.01(w)
18 u.s.C. 1001
Cited.... 402.03, 410, 602.01, 602.01(a), 604,
715.04 716
Reproduced..........cccvvveeiiiiiiiee e 602
18 U.S.C. 1905 Cited......cccceverierierrieiiiireeneenn 101
18 U.S.C. 2071 Reproduced
18 U.S.C.
20 U.Ss.C.
26 U.S.C.
28 U.S.C.
28
(011 (=T o FE PRSP

35 U.S.C. 2 Reproduced
35 U.S.C. 3 Reproduced
35 U.S.C. 4 Reproduced

35 U.S.C. 6 Reproduced..........cccuvveveeeniirennnnnn. 1202
35 U.S.C. 7 Reproduced............cccveveeennns 901.06(a)
35 U.S.C. 8 Reproduced..........ccccuveereeenuennnn. 903.01
35 U.S.C. 21 Reproduced.......... 511, 513, 710.05
35 U.S.C. 22 Reproduced..........cccceeeeevnnnen.. 608.01
35 U.S.C. 25 Reproduced 602
35 U.S.C. 26 Reproduced 602

35 U.S.C. 27 Reproduced... 711.03(c), 2268, 2668

35 U.S.C. 41 Reproduced......... 2268, 2501, 2668
35 U.S.C. 42 Reproduced..........cccooveeennerennns 607.02
35 U.S.C. 100 Reproduced...........cccccevvuvvereeennnne 701
35 U.S.C. 101 Reproduced............ 201, 701, 804,
2104, 2107.01
35 U.S.C. 102 (pre-AlA) Reproduced......... 1504.02

2120, 2132, 2133, 2133.03(c), 2134, 2135,
2136, 2137, 2138, 2217, 2258, 2301.01

35 U.S.C. 102 Reproduced................... 2152, 2156
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Statutes — Statutes

Sec. No.

35 U.S.C. 102(e), former (pre-AlA) Reproduced.........
2136.03

35 U.S.C. 102(g) (pre-AlA) Reproduced...... 2301.01
35 U.S.C. 103 (pre-AlA) Reproduced.... 2141, 2146

35 U.S.C. 103 Reproduced.... 804.03, 2120, 2141,
2146 2146.01 2147

35 U.S.C. 104 (pre-AlA) Reproduced....... 715.07(c)
2301.01

35 U.S.C. 111 (pre-AlA) Reproduced............ 201.04
35 U.S.C. 111 pre-PLT (AlA) Reproduced.......... 601
35 U.S.C. 111 Reproduced........ 201, 201.04, 601
35 U.S.C. 112 (pre-AlA) Reproduced.... 2161, 2171
35 U.S.C. 112 Reproduced... 1504.04, 2161, 2171

35 U.S.C. 113 Reproduced..........ccccceecuueeeennn. 608.02
35 U.S.C. 114 Reproduced...........ccceeevvreennne 608.03
35 U.S.C. 115 (pre-AlA) Reproduced........ 602.01(b)
35 U.S.C. 115 Reproduced............c..cu...... 602.01(a)
35 U.S.C. 116 (pre-AlA) Reproduced........... 409.03
602.09

35 U.S.C. 116 Reproduced............ccveernverns 602.09
35 U.S.C. 117 Reproduced..... 409.01(a), 409.01(b)
35 U.S.C. 118 (pre-AlA) Reproduced............ 409.03
35 U.S.C. 118 Reproduced..........ccccceeevevvveeeenne 308
35 U.S.C. 119 Reproduced....................... 211, 213
35 U.S.C. 120 Reproduced..........cccceeevivriereannnne 211
35 U.S.C. 121 Reproduced............cc..ccnne. 802, 804
35 U.S.C. 122 Reproduced........ 101, 1120, 1122,
1123 1124 1132, 1134
35 U.S.C. 131 Reproduced.........ccccceeeviiviereennnne 701
35 U.S.C. 132 Reproduced........ 608.04, 706.07(h),
2304.04(b)

35 U.S.C. 133 Reproduced......... 710, 2268, 2668
35 U.S.C. 134 Reproduced.........ccccceeeruvrvenennnne 1204

35 U.S.C. 135 (pre-AlA) Reproduced......... 2301.01

2304.02(c) 2310.01
35 U.S.C. 141 Reproduced................... 1216, 2683
35 U.S.C. 142 Reproduced............ccceevverene 1216.01
35 U.S.C. 143 Reproduced..............c.ccueeee. 1216.01
35 U.S.C. 144 Reproduced.............coeuvueenen. 1216.01
35 U.S.C. 145 Reproduced...........ccceeruvverninennn. 1216
35 U.S.C. 146 Reproduced..........cccccveeeeevnnnnn... 1216
35 U.S.C. 152 Reproduced..........cccceeviirieeeannnne 307
35 U.S.C. 153 Reproduced...........ccceeruveerninennne 1309
35 U.S.C. 154 Reproduced................... 2701, 2730
35 U.S.C. 154, former, Reproduced.................. 2720
35 U.S.C. 156 Reproduced.. 2751, 2752, 2755.01,
2755.02, 2758, 2759, 2761
35 U.S.C. 161 Reproduced..................... 201, 1601
35 U.S.C. 162 Reproduced..................... 804, 1605
Rev. 07.2022, February 2023

Index-106

Sec. No.
35 U.S.C. 163 Reproduced...........cccceeevuvreneennn. 1601
35 U.S.C. 164 Reproduced...........cccceeevivrennnnn. 1609
35 U.S.C. 171 Reproduced..... 201, 1501, 1504.01
35 U.S.C. 172 Reproduced......... 1504.02, 1504.10
35 U.S.C. 173 Reproduced................... 1505, 2950
35 U.S.C. 181 Reproduced...........cccceevvvrereeennnne 115
35 U.S.C. 182 Reproduced...........ccceerveeeiiineenns 140
35 U.S.C. 184 Reproduced...........cccceeruveeeeannnne 140
35 U.S.C. 185 Reproduced...........cccceevvvvereeennne 140
35 U.S.C. 186 Reproduced...........cccceevveeerineennns 140
35 U.S.C. 187 Reproduced...........cccceeruvueeeennnne 140
35 U.S.C. 188 Reproduced...........cccccovvvvereennnne 140
35 U.S.C. 251 Reproduced.. 1401, 1403, 1410.01,
1412.03 1451 2766
35 U.S.C. 251 (pre-AlA) Reproduced.............. 1401,
1410.01 2766
35 U.S.C. 252 Reproduced................... 1460, 2766
35 U.S.C. 253 Reproduced............ccceevveeennnnnn 1490
35 U.S.C. 254 Reproduced...........cccceeevuvvennannn. 1480
35 U.S.C. 255 Reproduced..........ccccceeevrvrennnnn. 1481
35 U.S.C. 256 Reproduced............ccccevunen. 1481.02
35 U.S.C. 256 (pre-AlA) Reproduced.......... 1481.02
35 U.S.C. 257 Reproduced.............. 2802, 2816.03
35 U.S.C. 261 Reproduced...........c.ccccecuvvereeennnne 301
35 U.S.C. 262 Reproduced...........cccceevuveeeeannnne 301
35 U.S.C. 267 Reproduced...........cccceovvvvereennnne 710
35 U.S.C. 293 Reproduced............ccccevnnneen.. 302.04
35 U.S.C. 294 Reproduced...........cccceviuveeeeannnne 311
35 U.S.C. 301 Reproduced.........cccccceevviuvvennnnn. 2202
35 U.S.C. 302 Reproduced...........ccccccevvuvvnnennnn. 2210
35 U.S.C. 303 Reproduced............ccceeevuvveeennn. 2240
35 U.S.C. 304 Reproduced.........cccccceeevrvrennnnn. 2246
35 U.S.C. 305 Reproduced................... 2254, 2261
35 U.S.C. 306 Reproduced................... 1216, 2273
35 U.S.C. 307 Reproduced................... 2288, 2293
35 U.S.C. 312 (In effect for requests filed prior to
September 16, 2011) Reproduced................... 2640
35 U.S.C. 312 Reproduced...........ccceeeevuvvenennn. 2640
35 U.S.C. 313 Reproduced..........ccccceeevuvrennnnn. 2646
35 U.S.C. 314 Reproduced... 2654, 2661, 2686.04
35 U.S.C. 315 Reproduced...........cccceeevuvrennnnn. 2674
35 U.S.C. 316 Reproduced................... 2688, 2693
35 U.S.C. 317 Reproduced................ccuunuee.. 2686.04
35 U.S.C. 318 Reproduced............c...couuuee. 2686.04
35 U.S.C. 361 Reproduced............ccceeruveernnnnn. 1805
35 U.S.C. 362 Reproduced..........cccccccevvuvvvnnnnn. 1840
35 U.S.C. 363 Reproduced................ 201.01, 1810
35 U.S.C. 365 Reproduced.............ccceevverenne 213.06
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Statutes — Sufficiency of disclosure affidavit

Sec. No.

35 U.S.C. 371 Reproduced
35 U.S.C. 373 Reproduced
35 U.S.C. 374 Reproduced
35 U.S.C. 381 reproduced.........cccceevveeenineennne
35 U.S.C. 382, reproduced
35 U.S.C 383 Reproduced...........cccceveeeinvrnnnnn.

35 U.S.C. 384, reproduced................... 2908, 2914
35 U.S.C. 386 Reproduced..................... 2920.05(d)
2920.05(e)
35 U.S.C. 387 Reproduced..........ccccceevvvvenneenns 2913
35 U.S.C. 389 Reproduced... 2920, 2920.05, 2950
42 U.S.C. 141 Cited......covereriiienireeiee e 120
42 U.S.C. 181 Cited......coverrerriienireeiiesireeniee e 120
42 U.S.C. 2182 Reproduced..........cccevvveeernenanns 150
51 U.S.C. 20135 Reproduced........c..cccocuveeeeeennnee 150
Statutory authority of Director.............ccccveveeeiinns 1001
Statutory bar......... 2120.01, 2133to _2133.03(e)(7).
2139.02 2152, 2152.05
Foreign application..........c.ccocciienniiiinnnenn. 1504.02
OVErcoOMINg.....ccvcvvverivereerineenns 2133.02(a), 2152.06
Rule 1.131 not available........................... 715, 718

Statutory classes of invention, utility... 2104, 2106.03
2107

Statutory disclaimer (See also: _Disclaimer) _Terminal

disclaimer)

Sec. No.
Two periods for reply set............ 710.04, 710.04(a)
Stay of reexamination
Ex parte ..... 2283, 2284, 2285, 2286, 2286.01
Inter partes ........ccoceeeiviiiiiiinne 2686.03, 2686.04
Stay of reiSSue.......coovcveeiieiiiiieeeee 1442.02, 2285
Stockholm Revision, Paris Convention (See also:
TreatieS) ..oooccvvevreeeeniieeeiieeee 213, 213.01, 213.05
Strasbourg Agreement (See also: Treaties) ......... 906
STIC (See also: _Scientific and Technical Information
Center (STIC)) wuvvreeeiiiieee e 1730
Subcombination
Aggregation and..........cccooeeeeriieeniieeneinennn 806.05(a)
Combination and..........cccccoveeveiiniieeneee 802.01
SPECIES. ettt 806.04(b)
Subgeneric Markush claims........ 803.02, 2173.05(h)
Subject matter, design patent............. 1502, 1504.01
Subject matter, nonstatutory.......... 2104, 2106.07(c)
Subject matter combinations..............c......... 903.02(b)
Submission of amendment or showing of facts after
Board deciSion..........cocveevieeinnee e 1214.01

Submission of patents or publications, third party.........
1134.01

Statutory Invention Registration (SIR).......... 409.03(j)
1100
Defensive publication compared.................... 711.06
Effect Of..cooveeeeeeeeeeee e 1111
Publication Of..........ccoooiiiiiii e, 1111

Rejections using 901.02, 2136
Statutory period (See also: Period for reply: Shortened

Submission to classification unit
Classification of application..... 909.01(d). 909.02(d)
Patentability report.........cccccocvveriveeiniieenns 705.01(a)

Submission of prior art by applicant............. 707.05(b)

Submission of information by applicant....... 704.12(b),

704.14(b), 707.05(b)

Subpoena by court, Application file 1216.02

Subpoena of examiner.............cccceveveeeiiinnen.. 1701.01

Substantial new guestion of patentability

In ex parte reexamination....... 2201, 2214, 2216,
2240, 2242, 2244, 2246, 2247, 2258, 2258.01,

statutory period) .........ccoeeeviveennnen. 710.01, 710.01(a)
Abandonment for failure to reply................... 711.02
711.02(a)

APPEAL ... 1205
Broadening claims in a reissue application... 1412.03
Computed.......ccoveeeieeiiee e 710.01(a)
Date from which period runs.............cccuueeeen. 710.06
Date of abandonment............c.ccocoeeiiienns 711.04(a)
Full statutory period...........cccoovvvveeeeiiiiieree e, 130
Not extendible............ccccoviiniie 710.02(e)
Postal service emergency.......ccccovvveerieeennieennnns 511
Property rights statement............cccccceeeeiiivinennn. 150
Reexamination, ex parte ...............o..... 2265, 2272
Reexamination, inter partes ................ 2662, 2665
Secrecy order application...........cccccoeevvieeeeninne 130
Shortened statutory period (See also: _Shortened
statutory period)

Index-107

2802, _2809.01, 2811.02, 2816, _2816.01,
2816.02, 2816.03, 2817, 2818, 2818.01,
2818.02, 2821
In inter partes reexamination............... 2640, 2642
Substitute application (See also: Application)
ASSIGNMENT.....eiiiiiie e 306
Does not carry ownership from parent............... 306
File wrapper/history notation...............ccccceeeenns 202
Substitute attorney or agent..........coccveevvveeiiineenns 406
Substitute oath.......... 602.02
Substitute page 714.20

Substitute specification.. 608.01, 608.01(q), 714.19,
714.20

Amendment incorporating..... 714, 714.19, 714.20

New matter.....cccooeveeveeiiieeiccci e 608.01(q)
Sufficiency of disclosure affidavit............ 716, 716.09
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‘Sufficient cause’ for extension of time in ex parte reexa... — Symbols, Drawing

Sec. No.

‘Sufficient cause’ for extension of time in ex parte

rEEXaMINALION..........cevviiiiiieee e 2265
‘Sufficient cause’ for extension of time in inter partes
reexXamination..........ccocvveveeriienee e 2665
Suggested claims, Failure to make............ 2304.04(c)

Suggestion of allowable claims by examiner.................

707.07()), 713.01
Suggestion of claims for interference......... 2304.03 to

2304.04(b)

Suggestion of claims for interference, time limit............

710.02(c)

Summary of action PTOL-326..........cccccceeevivvennnnn. 707
Summary of interview.............ccccue.. 713.01, 713.04
Summary of invention.............cccccceeiiiineen. 608.01(d)
Sunday or holiday, effect on time for reply............ 502,
502.01, 502.05, 505, 506.02, 510, 513, 710.05
Sunday or holiday, effect on reference........... 2133.01
2135.01 2139.02
Supervisory applications examiner................... 714.13

Supervisory patent examiner... 705.01, 707, 707.02,
708.03, 713.08, 714.05, 714.13, 714.16, 714.16(d),

714.16(e), 812.01, 1207, _1207.01, _1207.02,
1207.03 1211.01 1214.07
Petitions decided by.............ccoeeciiieeiin, 1002.02(d)

Supervisory patent reexamination specialist.. 2212.01
2227, 2233, 2236, 2237, 2240, 2246, 2248,
2265, 2267, 2270, 2274, 2281, 2283, 2285,
2286, 2286.01, 2287, 2289, 2294, 2295, 2636,
2640, 2646, 2648, 2664, 2665, 2667, 2670,
2671, 2671.02, 2673.02, 2676, 2677, 2682,

2686.01, 2686.03, 2686.04, 2686.05, 2687,
2687.01 2689
Supervisory review, Rule 1 181.................... 711.03(d)
Supplemental action.................c.c....... 710.06, 714.05
Supplemental Amendment...............cccceeenee 714.03(a)
Supplemental Application Data Sheet (ADS).... 601.05
Supplemental Examination.............ccccceeeeeviivneenn.. 2800
AsSIgNMENt Of ..o 2822
Consideration of request............. 2816.01, 2816.02
Contents of determination.............c.c.ccceeue.. 2816.03
Contents of request...........cccee... 2811 to 2811.02
Correspondence address........ 502, 502.05, 2805
Ex parte reexamination ordered................ 2816.04
2818.01
Duty of Disclosure
Fees...oooois
Filing date
Format of papers 2807
Handling of papers other than a request.......... 2813
HOW 1O file. ..o 2806
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Sec. No.

Inquiries from persons other than patent owner.........
2803.01 2813

Item of information relied upon in the request... 2809
Merger...
MURIPIE....eeiiiie e

Procedures after conclusion...........
2818.02

Public 8CCESS t0....cccvviiriiiiiiiiieiiee e
Representative of patent owner
Time for filing.......ccevveiii
Who may file.......cooeiiiie e,

Supplemental Examination Certificate.... 2802, 2806,
2809.01, 2810, 2813, 2815, 2816, 2816.02,
2816.03, 2816.04, 2817, 2817.01, 2818, 2818.01,
2818.02

Substitute examiner’s answer............ 1207.05, 1211,
1211.01
Supplemental oath or declaration.................cc....... 603
After allowance..........cccocceeevciveennnne. 603.01, 714.16
REISSUE....ccvviiiieeeieeeee e, 1414.03, 1451
Surface ornamentation..... 1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03
Surrender of patent (not required)....................... 1416
Suspension
Applicant’s request for.........ccovereieiiiecinieee 709
Decided by............. 709, 1002.02(c), 1003, 1004
Deferral of examination....................cooeeeeccnnnnns 709
Ex parte prosecution during interference..... 2307.03
Not permitted if outstanding Office action........... 709
Of action, because of litigation................c........ 1213
Of action, by Office.......ccceviiiiiiiiie e 709
Overlapping application...........c.ccccoceveveeiinns 709.01
Reexamination
EX parte .....ccoceevevveeeiineennen. 2283, 2284, 2285
Inter partes .........oooeeeeecvninininnnns 2640, 2686.01
Request for, in CPA ... 709
Request for, iN RCE............cccoieiiiiiiiieee e 709
RUIES ..ot 1002
Secrecy order application............ccccooviiieeennns 2306
Supplemental Reply.........coceviiiiiiiiiiieecieees 709

Swearing back of reference (See also: Affidavit or prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103
rejection(37 CFR 1.131))

Symbols, Drawing...........ccceeeriiieeeeiniiieeeeeeins 608.02




INDEX

Tables submitted on read-only optical disc or via EFS-Web as ASCII tex... — Time for filing petitions
Sec. No. Sec. No.
T .

Withdrawal...........ccccovieveninnennne 2761, 2764

Tables submitted on read-only optical disc or via Foreign 901.05
EFS-Web as ASCII text file.......... 608.05, 608.05(hb). R e .
2492 03 2422.03(a) Trzflr-1$|t|0nal practice.........coevuvrnns 706.07(g). _803.03
Technical docUMeNtS. ..o 901.06(a) UEITIEY e 2710

Terminal disclaimer (See also: Disclaimer) ........ 1490

Technical rejections...........ccceevveierieeeiiiee e 2120 Avoidina/obviating double patenting issues. . 804.02
Egmg:ggz Center Director (See also: 7D're£;°r:te%f B0.04(). 1490, 214603, 214503 2158
Telephone call, multiplicity rejection........... 2173.05(n) Certificate of Corre.ctlon.a.nd """"""""" 2701, 2720
Telephone numbers..........cccccceiiiiiiiiciee e, 1730 i:rg(])mon ownership or joint research agreement......
Attorn_ey ................................ 408, 713.01, 714.01 Continued Prosecution Application (CPA)....... 1490
EXaMINer.......ooiiiiiiiiii 707.08 - S
. . Continuing applications..........ccccccoevevieveeeieennee. 1490
General information...........ccccoovvevieniicnienieee 1730 . L
. ) Copending applications procedure................... 1490
Telephoning of attorney to examiner...... 408, 713.01
Term, Patent.........cooeeererncneeneseneennen. 707.05, 2701 Forms and form Paragraphs"."'"i """"""""""" 1490
Adjustment of.... 2701, 2710, 2730, 2731, E Reguest for Continued Examination (RCE)...... 1490
2733 2734 2736 Relss.ue ........ 11_102, 1410.02, 1411, 1451, 1490

Determination of.......... .. 2733 R.eqwred ff)r FeVIVAl.......ooviiieiieiieieee e 711.03(c)

Due care ShOWiNg.........ccooveernieeiiieeenieeene 2734 Signature in................... 402.03. 403.01(a). 1490

Grounds for.......cocoeveiiieeeniii e 2730 Situations where not applicable.................... -504.03

Period Of.....coooeiii 2731 _I_Withdrlawal_Of """ |60801()608 ﬁ

) erminology in application....... .01(q), .01(0),
Reductions to.................... ............. s 2732 1302.01 9y PP 2175
zngg‘eSt for reczo7n;2|c‘ierat|on orz;eglg:statementé%é.‘i Termination of proceedings...... 211.01(a), 211.01(b),

; 711.02(c)

Th_lrd party pape_rs """"" Jmmmmmmmm 2136 Ex parte reexamination...... 2265, 2266.01, 2268,
Continued prosecution application........ 2730, 2732 2271, 2281, 2285, 2286.01. 2294
Deposit of biological material..............cccveeeen. 2408 Inter partes reexamination.....................o...... 2694
Design....ccooiiiiii e 1502.01, 1505 TESS (Trademark Electronic Search System)..... 1703
DIVISIONAL ... 201.06 TeSt COMMENTS.....ccviiiiiiiiiee e 707.07(1)
Extension under 35 us.C. 156 Testamentary, Letters (See also: _Administrator or

FDA regulatory review and............ 2750t0 2766 EXECULOT) v 409.01(b)

Deadline.........c.ccoeevnnee 2754.01, 2754.02 Testimony, EXamMiNer........ccoovveveeerererereeees 1701.01
Duty of disclosure and........... 2762, 2762.01 Tests, comparative (See also: _Affidavits, traversing
Petition for stay in processing................. 2765 rejections (37 CER 1.132))
Interim extension.............. 2755.01, 2755.02 Third action Cases.......ccccevvviieeeeeiiiiie e 707.02
REISSUE......cciiiiiiiie e 2766 Third party reply in inter partes reexamination (See also:
Specific Products Reexamination, Inter partes: Response by third party)

Animal drugs.......... 2750, 2751, 2753, Third party requestor (See also: _Reexamination, Inter

2757 2758 partes: Response by third party)

Antibiotic drugs................... 2751, 2758 Third party submissions/inquiries/correspondence in

Color additives ................. 2750, 2751 published applications....... 1134, 1134.01

2754.01 2758 Time and Activity Report.........ccccceeevunen. 1704, 1705

Food additives........ 2750, 2751, 2753, Time for claiming benefit of earlier application.. 211.03
2754.01 2758 Time for deciding Director initiated reexamination.........
Medical devices...... 2750, 2751, 2753, 2211, 2239

2758 Time for deciding reexamination request............. 2241

Veterinary Biological Products........ 2750 Time for filing papers, right of priority.............. 214.01

2751 2756 2758 215.02, 215.03

Third party papers.......c.ccccveveernceeirnnenn 2763 Time for filing Petitions..........ccoovvviiiii i 1002
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Time for requesting reexamination — Traverse, answer all matters

Sec. No.

Time for requesting reexamination

EX Parte ....cccccovvriiiiiiiiiiiieeeeen 2210, 2211
Time for reply (See also: Period for reply) ..... 702.01,
710
Time for reply to action in reexamination

Ex parte ...........

Inter partes
Time limit.....coooeeiiie s

For making suggested claims.................... 710.02(c)

International preliminary examination report (IPER)...
1879.01

Sec. No.
Reissue under 37 CFR 1.11(b)................. 724.04(b)
TYPES Of e

Trade secret submission label

Trademark and trade name.....

2175 il
Design patent, relationship t0...........ccccceeeeneee. 1512
Misuse in patent specification................... 608.01(v)

Trademark Manual of Examining Procedure.................

Trademarks, Partial list Of.........ccoooveviiiiiiiiiiiiiieeeeee, 1

Transfer of application
After amendment............cccceeeiiiiiieenenn, 909.01(c)
Allowable application............ccccceeiiiiiiieeenenne. 1305
Divisible inventions.............cccceeeeeeiiiieiiiie, 812
INterferenCe........occveveviiienecn e, 2304.01(b)
NEW. ..coveieiieeeiiee e eee e 909.01(a). 909.02(a)
Primary examiner’s authority.............cc.cccee.. 909.02
Procedure........... 909.01(d), 909.02(a), 909.02(d)
Secrecy order application...........ccccceeeviciieeeennns 130

Transfer of class or subclass of design patents.............

903.05

Transfer of drawing.........ccccceveeiiiiiienee e, 608.02(i)

Transfer of reexamination
EX PArte oot 2237

Transfer of rights to patent or application........ 509.02

509.04(a), 509.04(b)

Transfer of specification prohibited................ 608.01(t)

Transfer of U.S. design patent............cccccvvennee. 903.05

Transitional application (See also: Application)
After final practice.........ccccoviieeeiiiiiiieeen. 706.07(q)
Generic claim allowable...............c.cccc.... 803.03(b)
Linking claim allowable...............c..cccuvnee... 803.03(a)
Patent term.........cccouiiiiii e 2701
Restriction practiCe...........cccevvcvviiiieeinniienne 803.03

Transitional phrases..........cccccccvviiiieeeeiiiiinennn. 2111.03
“Characterized by”........cccconiiiiiininee 2111.03
“Composed Of"......ccvveiiiie e 2111.03
“COMPriSING”....covreveeerrieeieeannn 2111.03, 2173.05(h)
“Consisting essentially of”...........cccocceeeenne 2111.03
“Consisting of"......cccoevverinnn. 2111.03, 2173.05(h)
“CoNtaining”.....ccvvvvee e 2111.03

Translation, foreign application or foreign priority

doCUMENL......cvviiiiieieeiee e, 214, 215, 216

Translations index in STIC..........cccccceeeennnen. 901.06(a)

Translators in the U.S. Patent and Trademark Office.....

901.05(d), 901.06(a)

International search report (ISR)................. 1843.05
Period for reply......c.oovviiiie e 710
Permanent inK COPY......cccouvuerereiiiiiieeeeenins 714.07
Prior art filing........ccoooeeeeiiiii e 2204
Reply to final rejection............ccccceeeviirennee. 706.07(f)
Restriction requirement............cccooevvieeeeeiiinneen. 811
Rewrite claims following Board decision...... 1214.06
Shortened statutory period compared to...... 710.02
710.02(b). 710.02(d)
Statutory period..........ccceeveeveennens 710.01, 710.01(a)
Transfer of application............ 909.01(d), 909.02(d)
Two periods running.......c.ccceevvveveeeiiiiiveeeeeennns
Time period for owner’s statement
Time reporting.......ccoeevecveeeeeeeeiieee e 2238, 2638
Time to pay maintenance fees...........c.cccocvvereennn. 2506
Timely submission of protest.............ccccccee.. 1901.04
Title conveyed by assignment 300
Title documents, handling............ccccccooecvvvieeeeinnnen. 317
Title of invention.............ccccocuu..... 606, 1893.03(e)(1)
Change by examiner................... 2660.02, 2686.03
Design application.................. 1503.01, 1504.01(a)
Amendment Of........cccceeeiiii 1503.01
Use of Trademarks in........ccoceeeeeeieiiiieivvnnnnnnn. 1512
International application............cccccoeeiviviieeeenns 1821
Plant patent application
Reviewed at iSSU€...........ccceevverene
Title report......cccovveee e
Titles of USPTO Officials........ccoovviiiiiiiiiiiiiieiiieeen
Title with signature...........ccccoeeviiiiinieeennen. 602.08(b)
Trade secret material............cccoceeeveene 724 to 724.05
Completeness of file wrapper.............cccce..... 724.01
Materials submitted covered by 35 U.S.C. 122...........
724.04(a)
Method of submitting...........ccccovvviiiieeiinnnn. 724.02
Office treatment and handling........ 724.04, 724.06
After publication............cccceevieeriieennne. 724.04(a)
Petition to expunge materials...............ccuee..... 724.05
Reexamination under 37 CFR 1.11(d)....... 724.04(c)
Rev. 07.2022, February 2023
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Transmission, certificate of (See also: _Certificate of
mailing or ___transmission (37 CFR 1.8))

Transmittal Fee, PCT.......ccvveeeeiiiieeieeieiiee e 1827
Traverse, answer all matters...........cccoeeeeeennn. 707.07(f)



INDEX

Traverse, division or species requirement — Utility required

Sec. No.

United States Code (See also: Statutes)

Unity of invention................ 803, 823, 1850, 1875,
1893.03(d)

Sec. No.

Traverse, division or species requirement............ 818,
821.01 821.02
Traverse, rejection of linking claim............... 818.01(d)
Treaties

Benelux Designs Convention (See also: _Design

application) ........ccccvveieiniieeninnennn 213.01, 1504.10

Budapest Treaty (See also: Biotechnology)

Microorganisms) ......... 901.05(b), 2402, 2404.01,

2405, 2407.05, 2408, 2409, 2410.01, 2410.02,
2411.01

European Community Design..............cc...... 1504.10
European Patent Convention.............ccceee... 901.05
GATT ottt 2138.02

Hague Agreement (See also: Design application) .....

213.01 1504.10 Chapter 2900
Hague Convention................. 409.01(b), _602.04(a)
NAFTA.. 201.04, 715, 715.07(c), 2132, 2138.02
Paris Convention.............ccoeeeevevvneeeeee. 213, 1502.01
Patent Cooperation Treaty (PCT)..... 1502.01, 1800
Al, T
Patent Law.........ccooiviiiieiiiiiiiiiiee e 702
Strasbourg Agreement.........c.ccooeceeeeeeieiiieeeeene 906

UPQV Convention (See also: Plant patent) .... 1612,
1613

Uruguay Round Agreements Act (URAA)..... 201.04
715, 715.07(c), 804, 2701, 2720, 2730, 2132

University or other institution of higher learning............

509.02 509.04(b)
Unlocatable Patent or Application Files............ 508.04
Unscheduled closing.........cccccceevieieiiieeiniieennne 213.03
Unsigned amendment 711, 714.01(a)

Untimely filed (premature) paper prior to order for ex

parte reexamination...........c.ccceevvveeeniieenieee e 2225
Untimely filed (premature) paper prior to order for inter
partes reexamination...........cccoccveerveeenieeesnieeenns 2625

Untimely response to ex parte reexamination..... 2267
Untimely response to inter partes reexamination.........
2667

UPOV Convention (See also: _Plant patent) _Treaties)
................................................................. 1612, 1613
Uruguay Round Agreements Act (See also: _Treaties)
....... 201.04, 715, 715.07(c), 2701, 2720, 2730,

USE ClaiMmS....cveveiiiiiiieieeeee s 2173.05(q)
Use, Public (See also: Public use)
USEI PASS...eieeiiiiiiiiiiiieiee e 510
USPTO Contact Center......cccoeeevvvvieeeeiviiieeeininens 1730

USPTO Patent Electronic Filing System..... 708.02(a),
708.02(h), 713.01

Trial Proceedings, Duty to disclose..................... 2001 Utility, disclosure in drug cases..... 2107.03, 2164.06,
2001.06(c) 2164.06(a), 2164.07
TRIPS Agreement (Trade-Related Aspects of Intellectual Utility requirement guidelines..............ccccoecvvrenee. 2107
PrOPerty).....cccooiiiiieiii e 1801 Legal precedent for.............co........ 2107 to 2107.03
TUDEIS. .o 1601 Relationship of enablement to..................... 2164.07
Twenty year term (See also: _ Term. Patent) Utility lacking, rejection..............cccoeuevne... 2104, 2107
Two month delay period in reissues................... 2441 Uity MOGE.roeeverreeeeeeeeeees e 901.05(b)
Two periods for reply running............ccceevveeennee 710.04 Utility patent (See also: _Design application) _Patent)
TYPE foNt..ccceeiiecece e 608.01, 1504.01(a) Plant patent) ........cccceevveiiieeneennnns 901.04, 1502.01
Application publication 1120to 1135

COpPIES Of i 707.05(a)

Copyrighted material in..............ccccceeeennee 608.01(w)

Design patent compared t0..........cccceeeernene 1502.01

Double patenting...........ccoeveeeiiiiiiiee e 804

Drawings / Photographs.............. 608.01(f), 608.02

U Elements Of.......ccoveiiiii e _600

Unavailable inventor................ 409, 409.02, 409.03 Expiration date or term............. 1730, 2211, 2250
Undelivered mail..............cccceeviieens 707.13, 1303.02 Maintenance fees.........occovveriiieriee e 2506
Undue breadth rejection.... 2164.08, 2166, 2173.04, Period of enforceability................c.c.... 2204, 2211
2173.05(h) Specification.........ccocveeeeiiiiiee e, 608.01

Unexpected results (See also: _Affidavits, traversing

rejections (37 CFR 1.132)) ......cccee.... 716.02to 716
Unintentional abandonment (See also: _Abandonment)
United Kingdom priority document......... 213.03, 216

Index-111

Utility required..... 608.01(p), 2104, 2107, 2164.07
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Vague and indefinite rejection — Written description

Sec. No.

\%

Vague and indefinite rejection (See also: _Indefinite
claim

Validity of patent, examiner comments................ 1701
VENUE.....uuvviiiiieieieieieee it ee e e e eeaaaaaes 602.01
Video conference center...........ccccccvveeeeeeeeeeennn. 713.01

Violation of duty of disclosure (See also: _Duty of
disclosure)

Sec. No.

Withdrawal from issue.............cccocuee. 1303.01, 1308
Amendment crossing allowance.................... 714.15
Director’s approval.........cccccceeivciieneenn. 1003, 1308
Petition for.............. 1002.02(b), _1002.02(c), 1308
Quality REVIEW.......ccoviiieiiiiieiiiee e 1308.03
Refund of fee.......ccoovvviiii 1308.01
REJECHON.....eeiiiiieiiiiceee 706.04, 1308.01

Withdrawal of abandonment (See also: _Abandonment)
Petition)

AECT. .. 2016
Argued in protest.........cccceeeennnne. 1901.02, 1901.06
REISSUEB.....iiiiiiieeeeee e, 2012
Visitors to OffiCe......covviiiiieiiiiice e 510
Voluntary publication..............cccccceeene 502.05, 1133
w
Waiver
Of confidentiality..... 103, 201.06(d), 1002.02(k)(1)
Of patent owner's statement................. 2246, 2249

Of deficiencies in oath or declaration.... 602.01(c)(3)
602.03
Of patent rights..........ccceevvevniieennennnn 711.06, 1111
Of rules..... 201.03, 402.10, 602.01(c), 711.03(c),
724.06, 803.04, 1002, 1002.02(b), 2248, 2265,
2288

Walk-up customer window......... 501, 502, 2413.03,
2433
Washington D.C. representatives of attorneys....... 408
WebEX (See also: Interviews) ..........cccceeeeueeeee. 502.03
When disclosure is made..........ccccceviveeenineennen. 2003
White House inquiry.......cccccceeeeviveeee e, 203.08(a)
Who has duty to disclose.........cccccoeiieeiennnins 2001.01
WIPO......ccooveiiieens 213.01, 214.04, 901.04, 1801
WIPO Sequence TOOL..........cccvvieeeeeiiiieeee e 2418
WIPO Standards
ST, S 901.05(b), 1851
ST L0t 901.05(b)
ST. 14 707.05(e). 901.05(b)
ST. 16.cceeecieeceeeeinn, 901.05(b), 1851, 2424.03
ST. 25......... 2422 to 2422.04, 2422.06, 2422.07,
2422.08, 2423to 2431, 2433, 2434, 2435
ST.26..ccccuveeen. 2412 to 2416, 2418to 2419.03
ST. B4t 901.05(b)

Withdrawal from appeal after remand by Board............

1002.02(d)

Rev. 07.2022, February 2023
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Withdrawal of appeal.........ccoocoiiiiiiiieeens 1215.01

Withdrawal of appeal by cancelling a claim.... 1214.05
1215.03

Withdrawal of attorney (See also: _Attorney or agent)

Power of attorney) ......... 402.06, 1002.02(s), 1808,
2223, 2560
Withdrawal of claims
To nonelected invention.... 821.01, 821.02, 821.03
To nonelected species...........c.c...... 821.01, 821.02
Withdrawal of final rejection......................... 706.07(e)
Premature final..........ccccooviiiiiiiiiiieee e 706.07(d)
Primary decides.........ccccceevviiveeee e 1004
Withdrawal of holding of abandonment (See also:
Abandonment) Petition) ........... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223,
2623
Withdrawal of terminal disclaimer........................ 1490
Withhold from issue petition....................... 1002.02(c)
Witness, EXaminer aS.......cccceeeveeeevievevvvennnnnnnn. 1701.01
World Trade Organization member countries.... 213.01
World Wide Web address...........ccccooeeeieiiiiiinnnns 1730
Writing, Disclosures must be in...................... 2002.02

Written description (See also: _Specification) ..... 2163,
2166

Amendments supported by original description..........
2163.07

Inherent function, theory or advantage...................
2163.07(a)
Incorporation by reference......... 217, 608.01(p).
2163.07(b)

Burden on the examiner............cccccceeeennne 2163.04
Changes to scope of claims..........ccccccveene 2163.05
Circumstances when issues arise............... 2163.03
Design application..................... 1503.01, 1503.02,
1504.01(a), 1504.04
Form paragraphs used to reject...........cccceennee 2166
Guidelines for compliance.............ccccvveeennnee. 2163
NEW MAtter.......coovvviiiiiiiiiiiiiiiiiieeees 2163.06
Requirements for compliance..................... 2163.02
Support for claimed subject matter............... 211.05,
2163.01
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Written description — (No Entry)

Sec. No. Sec. No.
Corresponding to count in interference........ 2163.03 Y
(No Entry)
X
X series of patents (See also: Patent) ............ 901.04 z
(No Entry)
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