
Revised Requirements far Requesting Participation in the 
Patent Prosecution Highway Pilot Program in fbe USPTO 

(Between the USPTO and the EPO) 

On September 29,2008, the United States Patent and Trademark Office (USPTO) 
commenced a Patent Prosecution Highway pilot program @pH) with the European Patent 
Office (EPO), which was scheduled to last for a period of one year ending on September 
29,2009, but extendible for an additional year. A notice entitled "Patent Prosecution 
Highway Pilot Program between the United States Patent and Trademark Office and 
European Patent Office" was published on October 21,2008 at 1335 Gaz. Pat. OfJice 
196 providing the details of the PPH pilot program. 

In view of suggestions recently received from our users, the USPTO has decided to 
modiQ the requirements for requesting participation in the PPR pilot program in the 
USPTO to permit certain applications based on PCT filings to qualify for participation in 
the PPH pilot program. 

Effective December 22,2008, the following U.S. applications may be eligible to 
participate in the pilot program: 

The U.S. application is 

(a) a Paris Convention application which either 
(i) validly claims priority under 35 U.S.C. 1 19(a) and 37 CFR 1.55 to one or more 
applications filed in the EPO, or 
(ii) validly claims priority under 3 5 5. S .C. 1 l9(a)/3 65 (a) to a PCT application 
that contains no priority claims, 

(b) a national stage application under the PCT (an application which entered the 
national stage in .the U.S. fiom a PCT international application after compliance with 
35 U.S.C. 37 l), which PCT application 

(i) validly claims priority under 35 U.S.C. 365(b) to an application filed in the 
EPO, or 
(ii) validly claims priority under 35 U.S.C. 365(b) to a PCT application that 
contains no priority claims, or 
(iii) contains no priority claim, 

(c) a so-called bypass application filed under 35 U.S.C. 1 1 l(a) which validly claims 
benefit under 35 U.S.C. 120 to a PCT application, which PCT application 

(i) validly claims priority under 35 U.S.C. 365(b) to an application filed in the 
EPO or 



(ii) validly claims priority under 3 5 U. S .C. 365 (b) to a PCT application that 
contains no priority claims or 
(iii) contains no priority claim. 

Examples of U. S . applications that fall under this requirement are: 

(axil : 

- US application with single Paris Convention priority claim to an EP application 

"Extended European S each Report 

- US application with multiple Paris Convention priority claims to EP applications 
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- Paris route and domestic priority 

- Paris route and divisional application 
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(a)(ii): 

- US application claims Paris Convention priority to a PCT application 
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- US application is a national stage of a PCT application which claims Paris Convention 
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- PCT Route 

- US application is a national stage of a PCT application which claims Paris Convention 
to another PCT application 

1 
I 
I 
I Priority 
I claim 

Indication of 
allowable 

EP DO 
appt ication - 

I clairn(s) (in an 

EP2 DO Office action 

9 

- 

Request 
for PPH 

1 Priority 
Claim 

PCT 
appt ication 

Indication of 
allowable claim@) 
(in an Office 

PCT 
application 

w 

US DO 
application 

L 

- or a positive 
agpl ication EESR) or 

Grant 

application 

action or a 
positive EESR) or 

PCT 
I Grant application 

t 
I 

I 
I 



- Direct PCT and PCT Route 

(b)(iii) : 

- US application is a national stage of a PCT application without priority claim 

Without priority claim 
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