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Rationale A

Combining Prior Art Elements According To Known Methods to Yield
Predictable Results

To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Office personnel must then articulate the following:

(1) a finding that the prior art included each element claimed, although not

necessarily in a single prior art reference, with the only difference between the claimed
invention and the prior art being the lack of actual combination of the elements in a single
prior art reference;

(2) a finding that one of ordinary skill in the art could have combined the elements as
claimed by known methods and that in combination, each element merely would have
performed the same function as it did separately;

(3) a finding that one of ordinary skill in the art would have recognized that the results of
the combination were predictable; and

(4) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a conclusion of
obviousness.

The rationale to support a conclusion that the claim would have been obvious is that all
the claimed elements were known in the prior art and one skilled in the art could have
combined the elements as claimed by known methods with no change in their respective
functions, and the combination would have yielded nothing more than predictable results
to one of ordinary skill in the art at the time of the invention. **[I]t can be important to
identify a reason that would have prompted a person of ordinary skill in the relevant field
to combine the elements in the way the claimed new invention does.”” If any of these
findings cannot be made, then this rationale cannot be used to support a conclusion that
the claim would have been obvious to one of ordinary skill in the art.

a. The Invention

The disclosed invention is an online remote banking system which allows bank customers
to make use of the Internet to perform various banking functions. Among the banking
functions that can be performed are the transfer of funds from one account to accessing
customer account information, and the purchase of various investment vehicles, such as
mutual funds and securities, offered by the bank.

















































































