From: Stanton, Brian (NIH/OD) [E] [mailto:stantonb@od.nih.gov]

Sent: Wednesday, May 03, 2006 4:28 PM

To: AB93Comments

Subject: FW: NIH's Comments to Proposed USPTO Rule Changes to Continuation Practice
Importance: High

May 3, 2006
Attn: Robert W. Bahr

On behalf of Mark L. Rohrbaugh, Director, Office of Technology Transfer, National Institutes of
Health (NIH), attached please find NIH's comments (in PDF format) to the USPTO’s Proposed
Rule Changes to Continuation Practice, published at 71 Fed. Reg. 48 (January 3, 2006).

Should you have any difficult viewing the attached document, please do not hesitate to contact
me at stantonb@mail.nih.gov and/or 301-435-4074. Thank you for the opportunity to submit
comments.

Sincerely,
Brian Stanton

Brian R. Stanton, Ph.D.

Director, Division of Policy

Office of Technology Transfer
National Institutes of Health, HHS
Ph: (301) 435-4074
stantonb@mail.nih.gov
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NIH proposes that the USPTO prior to implementation of the proposed regulations
publish more specific guidance, with the opportunity for comment, related to the types of
showings sufficient to permit the filing of a second or subsequent continuation
application. Such guidance should include a non-exclusive set of examples of the types
of information required to meet the requirements under § 1.78(d)(1)(iv) for different
technology art groups. The NIH acknowledges that the USPTO cannot provide examples
for each and every technology group and that the examples provided should not be used
by applicants as justification for permitting each and every request for a second or
subsequent continuation application. Rather, NIH proposes the publication of the
additional guidance to provide further clarification to applicants how to proceed under the
proposed regulations.

In conclusion, NIH thanks the USPTO for the opportunity to present our views. Please
feel free to contact us, if we can be of further assistance.

Sincerely,

Tensi2)

Mark L. Rohrbaugh, Ph.D., J.D.
Director, Office of Technology Transfer



