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Enclosed for submission are the Business Software Alliance's comments on the
Proposed Rules "Changes to Practice for Continuing Applications . . ."

Please do not hesitate to contact me if you have any questions or if you require
this document in another format. Thank you.

~hope all is well
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innovation, research and development investment, and business
certainty. It is hoped that the USPTO will not make a practice of
granting further continuations solely on the basis of an applicant’s
request to broaden an application, and potentially resulting in the
abuses previously described.

As frequently noted by legal scholars, there is no other mechanism in the
U.S. legal system that provides “endless bites at the apple.” The terrible
truth is that the current system provides no finality to the review
process, encourages unlimited chains of applications, and
anticompetitive marketplace abuses.

Previous governmental reports and former USPTO officials considered
proposing legislation to Congress that would eliminate continuations
entirely. BSA would encourage a vigorous public debate on that
suggestion and its potential merits in solving the worsening conditions
of the U.S. patent system. The consequences of a patent system with a
million-plus application backlog and 8 year average pendency in art
areas relating to the technologies being developed by our members is
very troubling and particularly burdensome to the highly innovative
technology companies in the software and hardware sectors.

BSA supports the proposed rule making to enact the following modest
reforms to continuation practice. In our view, these modest reforms
strike the proper balance between the needs of applicants who desire
reasonable flexibility in the process against the aforementioned
potential abuses and USPTO workload concerns: Continuing
Applications, requiring that the second or subsequent continuation or
continuation-in-part application include a petition and a fee with a
showing to the satisfaction of the Director as to why the amendment,
argument, or evidence could not have been submitted prior to the close
of prosecution; Requests for Continued Examination (“RCE”), requiring
that any second or subsequent RCE include a petition and a fee with a
showing to the satisfaction of the Director as to why the amendment,
argument, or evidence could not have been submitted prior to the close
of prosecution; and, finally, Patentably Indistinct Claims, requiring that
applicants in some cases must either include an explanation of how the
claims are patentably distinct, or a terminal disclaimer and explanation
of why there are patentably indistinct claims in multiple applications.

These narrowly-tailored proposed changes will advance the needs of our
patent system, including improving the USPTO’s productivity, enhancing
patent quality, eliminating growing abuses in the patent prosecution
process, and accelerating innovation by U.S. software and hardware
companies. While critics may argue that this is not a perfect solution,
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the silence regarding alternative solutions has been deafening for forty
years.

BSA and its members appreciate the opportunity to submit our
comments on the proposed rules and your ongoing efforts to ensure
that the U.S. patent system remains the envy of the world.

Sincerely,

1CobeN™

Robert W. Holleymdry II.
President and CEO

*The Business Software Alliance (www.bsa.org) is the foremost organization dedicated to
promoting a safe and legal digital world. BSA is the voice of the world's commercial software
industry and its hardware partners before governments and in the international marketplace.
Its members represent one of the fastest growing industries in the world. BSA programs foster
technology innovation through education and policy initiatives that promote copyright
protection, cyber security, trade and e-commerce. BSA members include Adobe, Apple,
Autodesk, Avid, Bentley Systems, Borland, Cadence Design Systems, Cisco Systems, CNC
Software/Mastercam, Dell, Entrust, HP, IBM, Intel, Internet Security Systems, McAfee, Microsoft,
PTC, RSA Security, SAP, SolidWorks, Sybase, Symantec, Synopsys, The MathWorks, and UGS.




