From: BILL LYDDANE [mailto:BLYDDANE@gbpatent.com]
Sent: Wednesday, May 03, 2006 6:37 PM

To: AB94Comments

Cc: BILL LYDDANE

Subject: Comments on Proposed Rule Changes

Greetings:
Attached are our comments on the proposed rule changes set forth in 71 Fed. Reg 61.

Sincerely,
William E. Lyddane
Greenblum & Bernstein, P.L.C.






independent claims or the total number of designated claims is greater than 10.
Paragraph (iii) states that an Applicant must:

Submit a suggested requirement for restriction accompanied by an election
without traverse of an invention to which there are drawn no more than
ten independent claims as well as no more than ten total independent
claims and dependent claims designated for initial examination
[emphasis added].
However, the PTO’s comments on this proposed amendment to the rules at 71 Fed.
Reg. 64 states that an Applicant must:

Submit a suggested requirement for restriction accompanied by an election
without traverse of an invention to which there are drawn fewer than ten
independent claims and fewer than the residual number of designated
claims [emphasis added].

Thus, there are inconsistencies between the rule, which permits an election of an
invention drawn to at least ten independent or total claims designated, and the
comments, which indicate that the election must be to an invention drawn to fewer
than ten independent or total claims. Should the proposed rules go into effect, the
PTO should correct this inconsistency.

Furthermore, it is not clear why paragraph (iii) of 37 C.F.R. § 1.75(b)(3}
permits submission of a suggested requirement for restriction, accompanied by an
election without traverse, of an invention to which there are drawn fewer than ten
independent claims and fewer than the residual number of designated claims when
an examination support document is inadvertently omitted. How would an
examination support document be inadvertently omitted, and how could the PTO
tell when an omission of an examination support document is inadvertent or when
it is a purposeful omission? Moreover, it seems incongruous to permit such a
voluntary election only in the case of an inadvertent failure to file an examination
support document, and not permit such a voluntary election under other

circumstances.



The undersigned appreciates the opportunity to submit the above comments,
and would be pleased to work with officials at the U. S. Patent and Trademark
Office to help achieve the goals of reducing the backlog and reducing pendency of

applications undergoing the examination process.

Sincerely,
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William E. Lyddane, for
the law firm of Greenblum & Bernstein, P.L.C.



