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a narrow disclosure to support only those claims. Thus, the new rules will serve to defeat
one of the major benefits to the public of the patent system, namely the early disclosure
of information. Under the current system, applicants can file an application covering the
full scope of the invention. Upon publication, the application gives notice to the public
of the full extent of the invention and the information provided can be used by the public
to spur further improvements or new, competing products by way of design arounds.
With the narrow disclosure that the proposed rules will encourage, uncertainty will be
created about the full scope of the invention and the knowledge flow to the public will be
diminished. Much of the difficulty associated with the examination of applications in the
business methods and software arts can be attributed to the lack of public disclosure in
these areas. This lack of disclosure can, in turn, be attributed to the past unavailability of
patent protection in these areas which discouraged the disclosure of new innovations.
The proposed rules will simply serve to spread the problems associated with non-
disclosure in the business methods area across the patent system.

The proposed examination support document will provide fertile ground for future
litigation. The requirement that the applicant opine as to the patentablilty of the claims
over the prior art will provide an entirely new basis for attacking patents, thus increasing
the already high cost of litigation. Many of the problems associated with this proposal
were pointed out in the public comments regarding the Patent Office’s previous proposal
to privatize searching. Apparently not having learned from its previous mistake, the
Patent Office is now proposing a system guaranteed to impose even a greater litigation
cost on the economy.

6. The Proposed Rules Will Not Substantially Improve Patent Quality.

Many of the problems associated with patent quality can be associated with the
lack of experience and training of many examiners. This, in turn, can be attributed to the
high attrition rate among examiners, especially in the pharmaceutical and biotechnology
arts. The proposed rules do nothing to address these problems. Moreover, nowhere has
the Patent Office shown any relationship between the number of claims and patent
quality or lack thereof. The Patent Office and the nation as a whole would be better
served by the Patent Office devoting more resources to the training and compensation of
patent examiners, and by doing away with the current point system that mandates
resolution of examination during an arbitrary time period regardless of the complexity of
the invention.

At least for the reasons stated above, Amylin Pharmaceuticals, Inc. opposes the
proposed Changes to Practice for the Examination of Claims in Patent Applications and
urges the Patent and Trademark Office not to adopt them.
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