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Requiring applicants to characterize all references if the number of submitted references
exceeds twenty penalizes applicants who conduct a thorough search of the prior art or
who are more familiar with a technology area. Such applicants are likely to be aware of
significantly more relevant art than applicants who file without performing searches or
who are new to a technology area. In addition, in extreme cases, the proposed rules may
actually encourage some applicants to limit the searching done prior to filing. This “head
in the sand” approach would limit the number of references to which the applicant is
exposed, thereby allowing one to avoid characterization of the art. However, as a result,
examiners may not be presented with the most relevant references.

Finally, two independent people looking at the same reference may characterize it in two
completely different ways. For example, a person’s background, experience and
knowledge of the relevant art will affect that person’s judgment regarding the relevant
portions of a reference. Thus, even if an applicant acts reasonably in characterizing a
reference, if the examiner relies on this characterization, he or she may miss portions of
the reference that are relevant to the examiner in ways unappreciated by an applicant.

The PTO appears to recognize this situation by the use of the terms “reasonable inquiry”
and “reasonable steps” in the proposed safe harbor of section 1.56(f)."* 3M IPC
appreciates the PTO’s efforts to address this problem, and supports the inclusion of a safe
harbor provision regardless of the final form of the rules. However, as acknowledged by
the PTO, a court is not bound by a duty of disclosure standard established by the PTO,"*
although 3M shares the PTO’s hope that a court would take the safe harbor provision into
account. In addition, the safe harbor provision will not protect applicants from
unfounded charges of inequitable conduct and the expenses associated with defending
against them. Rather, at best the inquiry will simply shift to the issue of whether the
applicant’s actions were within the safe harbor.

An alternate proposal

Applicants would be entitled to a review of twenty references with the basic filing fee,
but would be required to pay a surcharge commensurate with the added burden on the
PTO for examination of additional references. Alternatively, if the PTO implements the
characterization requirement, applicants would have the option to pay the surcharge
rather than characterize the references.

" Congress has recognized the importance of safe harbor provision in patent law, see, e.g., the safe harbor
provided drug companies in 35 USC § 271(e)(1). Other administrative agencies have also implemented
safe harbor provisions, such as ERISA ( see, e.g., 29 CFR §2520.104b-1), and the IRS (see e.g., 26 CFR
§1.121-3)

71 Fed. Reg. 131 at p. 38811-38812 (July 10, 2006).



Specific comments and questions

1.

3M IPC is opposed to any retroactive effect of the proposed IDS rule changes. As
detailed above, there are significant risks associated with identifying truly
cumulative references and complying with the additional disclosure requirements.
3M IPC believes that each applicant should be entitled to tailor his/her application
in view of all the risks associated with the subsequent prosecution of the
application and potential enforcement of any resulting patent rights.

2. No procedure has been clearly established for challenging the PTO’s decision that

an information disclosure statement is noncompliant under § 1.97(i)(1) or the
PTO’s exercise of discretion in denying an applicant additional time to comply
under § 1.97(i)(2). In addition, no procedure has been clearly established for
responding to or appealing an examiner’s rejection of an applicant’s explanations
as pro forma under section 1.98(3)(vii)(A). A clear statement of these procedures
is requested.

If a bona fide attempt to comply with § 1.98 is made but a portion of the
information is inadvertently omitted, § 1.97(i)(2) permits applicants to obtain
additional time to comply when. Clarification of what constitutes a bona fide
attempt by applicant is requested.

Section 1.98(a)(3)(i)(B) requires additional disclosure for references exceeding 25
pages, " including drawing sheets.'® Generally, figures are described in the text
of the specification; thus, although the combination of a figure and its description
is expected to be clearer than either one alone, the information contained in each
is largely duplicative. Therefore, under the proposed rules, certain portions of the
specification will be double-counted, i.e., both the descriptions of the figures and
the figures themselves will be counted against the page limit. In view of the
duplicative nature of the information they provide, 3M IPC suggests that figures
be excluded from the 25 page limit.

Summary

3M IPC is committed to continuing to work with the PTO to address common concerns
regarding the quality, efficiency and speed of the patent prosecution process. 3M IPC
also has a goal of optimizing the intellectual property rights of its clients and believes that
significant advances in quality, efficiency and speed can be achieved without
significantly impacting 3M IPC's ability to achieve that goal. This belief is reflected in
the comments presented above.

3M IPC appreciates the PTO's ongoing efforts to improve the patent prosecution process,
including the efforts expended in preparing the current proposed rule changes. However,
as discussed above, 3M IPC believes further refinements arc necessary to achieve the

571 Fed. Reg. 131 at p. 38821 (July 10, 2006).
' Id. at p. 38813.



results desired by the PTO without unnecessarily burdening applicants and inventors. 3M
IPC thanks the PTO for considering its views, and would welcome additional
opportunities to address the issues impacted by the proposed rule changes.
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