
Michael O’Connell 
San Francisco, CA 
 
Nov. 12, 2003 
 
Mail Stop Comments -- Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA  22313-1450 
 
Dear Commissioner for Patents: 

 
This letter responds to proposed changes to 37 CFR Parts 1 and 5 identified in Fed.Reg. 
68(177), Sep. 12, 2003.  For the most part, the proposed changes appear to be 
appropriate.   Sections that needed comments are identified below along with the 
comments to them.   
 
General comment:  The process employed by the PTO to amend rules and propose new 
rules does not distinguish between minor procedural changes and changes which could 
substantially impact Examination or practice before the PTO.  The proposed changes of 
Fed.Reg. 68(177) amount to amending sixty rules and adding two new rules.  Many of 
the proposed changes will have little impact on Examination or practice before the PTO.  
It makes sense to propose these changes in one massive set of proposed rule changes.  
Others, such as the proposed changes to 37 CFR 1.105, have a high likelihood of 
significant impact upon both Examination and practice before the PTO.  These latter 
changes should be separately proposed and given more consideration than the former so 
that the patenting process is not negatively impacted by not fully considering major 
changes before they are implemented.   
 
Section 1.52(b)(2)(ii), first comment:  There is much confusion between correlating font 
size in points to size of capital letters in inches.  When a font is referred to in points, the 
points measure the height from the top of the ascenders to the bottom of the descenders.  
Often this can be measured by printing “fg” and measuring the height in inches from the 
top of the “f” to the bottom of the “g.”  Typically, capital letters have a height which is 
three fourths of the font’s point height.  Thus, a capital A in Times New Roman in 12 
point font has a height of about 0.125 in. not 0.166 in.   

 
Section 1.57(c), first comment:  By eliminating the ability to incorporate commonly 
owned unpublished applications by reference, the usefulness of incorporation by 
reference practice will be severely curtailed.  Incorporation by reference allows an 
applicant to incorporate information found in closely related applications without unduly 
increasing the length of the application.  Often, this is useful for avoiding a later claim of 
inadequate written description, lack of enablement, or not fulfilling the best mode 
requirement.  An application having such material is likely to be filed concurrently or 
closely in time to the application incorporating it by reference.  Since publication takes 
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place 18 months after filing and issue takes longer, there will be few opportunities to 
shorten application length by incorporation by reference practice.   

 
Section 1.57(c), second comment:  Current patent office rules provide public access to 
unpublished patent applications incorporated by reference, 37 CFR 1.14.  While this is 
not Internet access, it is not a significant burden since numerous commercial enterprises 
are available for obtaining copies of documents from the PTO.  From a legal stand point, 
an interested party’s expense in obtaining a copy of the unpublished patent application is 
minor in comparison to the cost of the legal analysis of the published application (or of 
the issued patent) that incorporates the unpublished application by reference.   
 
Section 1.57(c), third comment:  By law, an applicant is allowed to redact a patent 
application publication to that which is being published elsewhere in the world, 35 USC 
122(b)(2)(B)(v).  Patent laws vary throughout the world.  Sometimes this results in a 
foreign inventor needing to add material that is essential only under U.S. law.  This 
produces an anomalous result:  A foreign inventor that adds such material to their U.S. 
application is not required to publish it in the U.S.; but a U.S. inventor incorporating by 
reference material that is only essential under U.S. law is required to do so by way of a 
published application or an issued patent.   

 
Section 1.57(c), fourth comment:  While there is a possibility that a file containing an 
unpublished patent application will not be available at the patent office (e.g., the patent is 
about to be issued and the file is at the printer), there is both a near term and a long term 
solution.  The near term solution is to provide the inventor’s or assignee’s contact 
information upon determination that a file is unavailable so that an interested party can 
request a copy of the unpublished application.  The long term solution will happen as a 
matter of course as the PTO transitions to electronic files since the electronic files will 
never be unavailable.   

 
Section 1.57(c), fifth comment:  Subparagraph (2) references 35 USC 112, ¶ 2, which is 
confusing because the referenced paragraph of the law presents the requirements for the 
claims.  Subparagraph (2) seems to say that claims can be incorporated by reference.   

 
Section 1.57(c), sixth comment:  Subparagraph (3) references 35 USC 112, ¶ 6, which 
opens a multitude of questions.  Means plus function elements of claims present 
numerous problems, not the least of which is that the Fed. Cir. requires a “clear link” 
between the element and language in the specification.  It seems unwise to further 
confuse an already confusing area of the law by making a specific rule allowing language 
supporting a means plus function element to be incorporated by reference.   

 
Section 1.57(c), seventh comment:  Rather than restate the law of 35 USC 112 in 
subparagraphs (1), (2), and (3), the PTO should consider using the existing language in 
MPEP § 608.01(p):  “Essential material is defined as that which is necessary to (1) 
describe the claimed invention, (2) provide an enabling disclosure of the claimed 
invention, or (3) describe the best mode (35 USC 112).”   
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Section 1.58(c), first comment:  See comment relative to Section 1.52(b)(2)(ii) above.   
 
Section 1.105, first comment:  The public comments that were provided relative to 
section 1.105 and published on Sept. 8, 2000, continue to be relevant and pertinent to this 
controversial rule and the newly proposed version.  Fed.Reg. 65(175), 54633-35.  Copy 
attached.   

 
Section 1.105, second comment:  This section has an effective date of three years ago 
and, as such, there has been too little time since its enactment to determine whether the 
additional information identified in proposed section 1.105(a)(1)(viii) and the litigation 
discovery tools identified in proposed section 1.105(a)(3) are needed.   
 
Section 1.105, third comment:  The first example given for justifying the proposed 
changes to section 1.105 is a hypothetical need for the Examiner to query the applicant 
regarding the knowledge of those of ordinary skill in the art.  Requesting a stipulation 
from the applicant regarding the knowledge of those of ordinary skill in the art changes 
an objective standard to a subjective standard.  Currently, Examiners work intimately 
with the prior art relevant to the applications that they examine.  It is the prior art that 
determines the knowledge of one of ordinary skill in the art.  As such, Examiners are in a 
position to initially determine the knowledge of one of ordinary skill in the art.  If 
appropriate, the Applicant may rebut this initial determination.   

 
Section 1.105, fourth comment:  The second example given for the proposed changes to 
section 1.105 is to remove uncontroverted assertions from the record via stipulations.  If 
an Examiner’s assertion is not controverted, the record stands for the Examiner’s 
assertion under the doctrine of file wrapper estoppel.  There is no need for such a 
stipulation.   

 
Section 1.105, fifth comment:  Proposed section 1.105(a)(1)(viii) is not needed because 
the Examiner can make an assertion regarding any of these items and the Applicant must 
respond or let the Examiner’s assertion stand.   

 
Section 1.105, sixth comment:  Proposed section 1.105(a)(3) provides litigation discovery 
tools to the Examiner, namely requests for documents, interrogatories, and stipulations.  
An inappropriately worded request from an Examiner for documents could leave an 
applicant no choice but to send a library of books to the PTO, at great expense to the 
applicant and which will never be looked at by the Examiner.  Interrogatories and 
stipulations are used in litigation to limit issues to be brought before the courts.  They are 
completely inappropriate to an ex parte action where an applicant must either accept an 
Examiner’s final word on a subject or appeal.   

 
It is unfortunate but many patent practitioners are unable to keep up with proposed 
changes to patent laws and rules.  Often, vocal critics of the U.S. patent system are not 
registered practitioners and take anecdotal instances and transform them into crises.  The 



Nov. 12, 2003 
Commissioner for Patents 
Page 4 
 
FTC Chairman’s recent report on the balance between patent law and competition is a 
prime example since it completely fails to mention that patents are an engine of 
competition.  Without the U.S. patent system, there would be few technology driven 
startups.  Without technology driven startups, large technology companies will 
consolidate to the point that there is little competition.  It may seem ironic that as the 
current trend is to assail patent laws another current trend is to strengthen copyright laws.  
The irony disappears when one realizes that weaker patent laws and stronger copyright 
laws both benefit large entities.  Note that the FTC Chairman’s report also includes 
mistakes of law and fact.  Consequently, it has done a great disservice to patent law 
policy by being issued as a final report when it is at best a preliminary draft.   
 
The comments given here are not provided merely to be critical.  But rather are provided 
in an attempt to address rule changes which create problems for the public and the PTO.   

 
Best regards, 
 
/s/ Michael O’Connell 
Michael O’Connell 
Reg. No. 42, 950 
 
Attachment 




