The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of the
Boar d.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ULRI CH BUHLER

Appeal No. 2001- 0600
Application No. 08/584,776

ORDER REMANDI NG TO EXAM NER

On page 3 of the Exam ner's Answer mailed January 21
1998 (Paper No. 16), the exam ner listed the follow ng references

as "(9) Prior Art of Record":

3, 956, 270 Ranbach 5-1976
4,327,999 Kol | er 5-1982
4,329, 144 Eugst er 5-1982
4,460, 375 Sommrer 7-1984

4,536, 569 Hashi not o 8- 1985
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It should be noted that the Optiz et al., Buhler et al. Il and
Veb | or Il references discussed on page 6 of the Answer as

"(11) Grounds of Rejection" are not included as "(9) Prior Art of
Record. "

Section 1208 of the Manual of Patent Exam ni ng Proce-

dure (MPEP) (6th Ed., Rev. 3, July 1997) states:
REQUI REMENTS FOR EXAM NER S ANSVWER. The
exam ner's answer is required to include,

under appropriate headings, in the order
i ndi cated, the follow ng itens:

(9) References of Record. A listing of

the references of record relied on, and in

t he case of nonpatent references, the rele-

vant page or pages.
Clarification is required concerning the pertinence of the
Optiz et al., Buhler et al. Il, and Veb | or Il references. See
MPEP § 1211. |If appropriate, conpliance with MPEP § 1208(A) (9)
is also required.

Accordingly, it is

ORDERED that the application is remanded to the
Exam ner:

1. for clarification under MPEP § 1211 concerning the

pertinence of the Optiz et al., Buhler et al. Il, and Veb | or 1|1
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ref erences di scussed on page 6 of the Exam ner's Answer (Paper
No. 17)

2. for conpliance with MPEP § 1208(a)(9), if
appropriate, by issuing a Supplenental Exam ner's Answer which
includes the Optiz et al., Buhler et al. Il, and Veb I or I
references as "Prior Art of Record"; and

3. for such further action as nay be appropri ate.

It is inportant that the Board of Patent Appeal s and
Interferences be informed pronptly of any action affecting the
status of the appeal (i.e., abandonnent, issue, reopening
prosecution).

BOARD OF PATENT APPEALS
AND | NTERFERENCES

By:
DALE SHAW
Program and Resource Adm ni strator
(703) 308-9797
DS: psb
cc: Connol Iy and Hutz

P. O Box 2207
W m ngton, DE 19899



