The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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ON BRI EF

Bef ore STAAB, MCQUADE, and BAHR, Admi nistrative Patent Judges.

MCQUADE, Adm nistrative Patent Judge.

ON REQUEST FOR REHEARI NG

Pursuant to 37 CFR § 1.197(b), Harry Bussey, Ill et al.
request rehearing (i.e., reconsideration) of our decision on
appeal rendered Septenber 20, 2001 to the extent that we
sustained the examner’'s 35 U . S.C. 8§ 103(a) rejection of

i ndependent clains 1 and 26 as bei ng unpatentable over U.S.
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Patent No. 2,345,072 to Rosenleaf et al. (Rosenleaf) in view

of U S. Patent No. 5,207,138 to Sato et al. (Sato).!?

At issue is whether the conbined teachings of Rosenl eaf
and Sato woul d have suggested a machi ne neeting the
[imtations in clainms 1 and 26 requiring a base roll for
supporting the conveyed web during passage through the
perforating or severing station. |In the decision, we
concl uded that they woul d “because the web passing through
Rosenl eaf’s machine is necessarily supported by the | ower
rotor [base roll] 16 via one of its knives 17-20 during the
perforating or severing operation . . . . In this regard,
the limtations at issue do not require direct contact between
the base roll and the conveyed web” (page 8). Essentially
repeating argunents earlier made in their briefs, the
appel l ants di spute that the web passing though t he Rosenl eaf
machi ne is so supported by rotor 16. According to the

appel | ant s,

'In the decision, we also sustained the exam ner’s 35
U S.C. 8 103(a) rejection of dependent clainms 3, 9 through 11
13, 28 and 31 through 34 as bei ng unpat entabl e over Rosenl eaf
in view of Sato.
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[t] he knives easily slice through [Rosenl eaf’ s]
pl aster board [web] w thout giving any support to
t he pl aster board.

As noted in Appellant’s [sic] Reply Brief at
page 2, if a knife 17-20 on the rotor 16 of
Rosenl eaf cuts or perforates the plaster board, it
cannot be said that the knife al so supports the
pl aster board. The terns “cutting” and
“perforating” each neans that there is a relative
[vertical] novenent between the knife and the
pl aster board. The term “support” nmeans that there
is no relative [vertical] novenent between the knife
and the plaster board.

As soon as a knife 17-20 of Rosenl eaf contacts
the web of plaster board, the cutting edge of the
knife (shown serrated in Fig 1) cuts into the
pl aster board. As such, the knife and particularly
the serrated knife edge cannot support the web
[ request, page 4].

Bef ore addressing the substance of this argunent, we find
it necessary to remark on the foll ow ng passage in the
appel l ants’ request:

[i]t appears that the decision has not agreed
with the Exam ner’s reasons for rejecting clains 1
and 26 as bei ng unpatentabl e over Rosenleaf in view
of Sato. That is to say, the BPAl agrees that it
woul d not have been obvious to one of ordinary skil
inthe art to elimnate the cradle frane 112 of
Rosenl eaf and to provide the Rosenl eaf device with a
base roll noving nmeans for noving the base rol
vertically out of position with the upper perforator
roll during a non-cutting phase in order to insure
that there is no interference between the | ower base
roll and the web. Instead, the decision appears to
hol d that Rosenl eaf al one teaches that the plaster
board is supported by the rotor 16 during a
perforating or cutting operation, i.e. when the

3
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cradle frame 112 is |owered out of the orbit of the

knives 17-20. This was not the issue of the Final

Rej ection [ page 3].

The foregoing takes great |liberties with what we actually
stated. As pointed out on page 6 in the decision, the
appel l ants did not challenge the propriety of the proposed
conbi nati on of Rosenleaf and Sato. Hence, we found it
unnecessary to comment on sanme, and did not in fact do so. As
i ndi cat ed above, the issue on appeal with respect to clains 1
and 26 was, and is, whether the conbi ned teachi ngs of
Rosenl eaf and Sato respond to the base roll web-supporting
[imtations in these clains. G ven Rosenleaf’s status as the
primary reference in the proposed conbinati on and the
character of the unchall enged nodifications
advanced by the exam ner in view of Sato, this question boils
down to whether Rosenleaf’s rotor 16 neets the subject
l[imtations. The examiner’s position that rotor 16 does neet
these limtations appears in both the final rejection and
answer (Paper Nos. 17 and 20).

As for the nerits of the exam ner’s determ nation, we
remain of the view that “the web passing through Rosenleaf’s

machi ne i s necessarily supported by the | ower rotor 16 via one
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of its knives 17-20 during the perforating or severing
operation” (decision, page 8). Even if the appellants’ bald
assertion that Rosenleaf’s knives easily slice through the

pl aster board web is taken at face value, it sinply does not
follow that the knives fail to provide at |east sone support
to the web. The nature of plaster board and the engagenent of
the knives with the bottom thereof provide reasonabl e factual
support for concluding that the knives, and hence the rotor or
roller 16 nounting the knives, support the web however
fleetingly. Contrary to the appellants’ contention, there is
nothing in clainms 1 and 26 or in the ordinary and accustoned
meani ng of the term “support” which excludes the relative
vertical novenment between Rosenleaf’s knives and the web which
adm ttedly occurs during the perforating or severing
operation. Sinply put, this argunent, and the

appel lants’ position as a whole that Rosenleaf’s rotor 16 does
not respond to the web supporting limtations in clains 1 and
26, rest on an inproper attenpt to read limtations fromthe

specification into these clains.
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In sunmary, we have reconsi dered our decision to the

extent indicated above, but decline to make any changes

t herei n.
DENI ED
LAVRENCE J. STAAB )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
)
) APPEALS AND
JOHN P. MCQUADE )
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
)
)
JENNI FER D. BAHR )
Adm ni strative Patent Judge )
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