The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
3, 5to 12, and 14 to 28, all the clains remaining in the
appl i cation.

The invention involved in this case concerns a polishing
sheet havi ng abrasive grains on a support, and in particular,
to the adhesive used to secure a |ayer of abrasive to the

support,
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or used as a binder for the abrasive. Caim23 is
representative of the subject matter in issue, and reads:

23. A polishing sheet conprising a support and an
abrasive layer fornmed thereon directly or with an adhesive
| ayer interposed therebetween, characterized in that

sai d abrasive | ayer conprises abrasive grains and a
bi nder which is a thernosetting or photo-curabl e adhesive
conposition based on at | east one resin selected fromthe
group consi sting of,

(A) an ethyl ene-vinyl acetate copol yner,

(B) a copolyner of ethylene, vinyl acetate, and an
acrylate or nethacryl ate nononer,

(C a copolynmer of ethylene, vinyl acetate, and naleic
acid or mal ei c anhydri de,

(D) a copolynmer of ethylene, an acrylate or nethacrylate
mononer, and maleic acid or mal eic anhydri de, and

(E) an iononer resin in the formof an ethyl ene-
nmet hacrylic acid copol yner whose nol ecul es are bonded by a
metal ion,

t he abrasive grains being bound with a cured product of
sai d adhesi ve conposition, and wherein said thernosetting or
phot o- cur abl e adhesi ve conposition further conprises 0.1 to 10
parts by weight of a photosensitizer added per 100 parts by
wei ght of said resin.

The cl ai ns on appeal are reproduced, with some mnor errors,
in

the revised appendi x filed on Decenber 6, 1999.

The references applied in final rejection are:
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Mur akam et al. (Murakam)
1990

Harmer et al. (Harner)
1994

Hi bbard et al. (Hi bbard)
3, 1995

Engen et al. (Engen)

1997

1994)

4,938, 784
5, 360, 462
5,454, 844
5, 611, 825
(filed Sept.

Jul .

The appeal ed clains stand finally rejected under 35

UusS. C

§ 103(a) on the follow ng grounds:

(1) Adains 18 to 28, unpatentable over

Har mer .

(2) Cdainms 1 to 3, 6 to 12 and 15 to 17,

Engen in view of Harnmer and Murakam .

(3) daimb5 and 14, unpatentable over

Mur akami and Hi bbar d.

Rej ection (1)

Engen in view of

unpat ent abl e over

Engen in view of Harner,

First considering this rejection in relation to claim 23,

Engen di scl oses a polishing sheet conprising a support and an

abrasive | ayer thereon, the grains of the abrasive |ayer being

in a binder formed of a urea-al dehyde resin and the solids
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portion of a latex, which may be a vinyl acetate/ethylene
copolymer (col. 18, lines 37 and 38).! Since ethyl ene-vinyl
acetate (EVA) polymer is a nenber of the Markush group of
resins recited in claim23, Engen neets all the Iimtations of
the claimexcept for the recitation in the final portion that

t he adhesive further conprises a photosensitizer.

As evidence that claim23 would have been obvi ous
notw t hstanding this difference between Engen and the cl ai ned
subject matter, the exam ner cites Harner, stating at pages 2

and 3 of the final rejection:

Harner et al. ‘462 discloses [a] coated abrasive
article. Wth reference to colum 8, |ines 52, Harner
di scloses that it is known to use acryloxy for better
curing. Wth reference to colum 16, |ines 49-65,

phot osensitizer is well-known in the polynerizable
conposition. The amount of photosensitizer is generally
in the range of 0.1 to 10 parts by wei ght per part of
curing system

Thus, it would have been obvious to a person of
ordinary skill in the art at the time the invention was
made to have nodified the abrasive particle [sic: binder
?] of Engen with acryloxy and photosensitizer as taught

1 Al t hough Engen discloses that the latex is a “m nor
portion” of the binder precursor (col. 15, line 16), it also
states that the l[atex nmay be up to 90% of the binder precursor
(col. 18, lines 59 to 61).
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by Harmer to provide better curing and adhesiveness. The

degree of concentration woul d have been [an] obvi ous

matter of design choice.
Since this rejection is applied to clains 18 to 28
collectively, and sone of those clains (i.e., dependent clains
21 and 27) recite an acryl oxy group-containing conpound
specifically, it is not clear fromthe foregoing whether, with
regard to claim?23, it is the examner’s position that, in
view of Harner, (i) it would have been obvious to add a
phot osensitizer to the binder of Engen, or (ii) it would have
been obvious to add an acryl oxy group-containi ng conpound to
t he bi nder of Engen, together with a photosensitizer as a
curing agent for the conpound.

In any event, we do not consider the rejection to be well
taken. Harner discloses an adhesive (nmake coat precursor) for
securing abrasive grains to a support, the precursor
conprising an ethylenically unsaturated nononer, a
cationically polynerizabl e nonomer or a pol yuret hane
precursor, and a curing agent (col. 8, lines 23 to 34). The

acryl oxy group-containi ng conpound noted by the exam ner? is

2 2,2-bis[1-(3-acryl oxy-2-hydroxy)] - propoxyphenyl pr opane.
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sinply listed by Harmer at col. 8, lines 52 and 53, as one of
the ethylenically unsaturated nononmers usable in the make coat
precursor; we do not find any disclosure in Harmer which would
have suggested to one of ordinary skill that “it is known to
use acryloxy for better curing,” as the exam ner states, and
certainly no teaching or suggestion that a urea-al dehyde/ EVA
system as di scl osed by Engen woul d have better curing or be
inproved in any other way if an acryl oxy group-containing
conpound were added thereto.

As for Harmer’s disclosure of a photosensitizer, the
reference states that photosensitizers may be included “in the
pol yneri zabl e conpositions” (col. 16, lines 49 to 51), i.e.,
in the polynerizabl e conpositions disclosed by Harner.

However, since the polynerizabl e conpositions disclosed by
Harnmer are not of the sane type as the urea-al dehyde/ EVA

bi nder precursor conposition disclosed by Engen, we do not
consi der that Harmer woul d have taught one of ordinary skill
to include a photosensitizer in the Engen precursor. In other
wor ds, given the differences between the polynmer systens

disclosed in the two references, there would have been no
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notivation for the skilled worker to have added the
phot osensitizer disclosed for use in the Harner systemto the
system of Engen.

The rejection of claim23 therefore will not be
sustai ned. The rejection of claim18, the other independent
claimincluded in this rejection, will not be sustained for
the sane reasons; likewise, we will not sustain the rejection
of dependent clains 19 to 22 and 24 to 28.

Rej ections (2) and (3)

To nmeet the additional Iimtations recited in the clains
subject to rejections (2) and (3), the exam ner adds Murakam
for rejection (2), and further adds H bbard for rejection (3).
However, since neither of these references overcone the above-
not ed deficiencies of the Engen/Harmer conbination, rejections

(2) and (3) will not be sustained.

The Mori nmura Decl aration

It should be evident fromthe foregoing that we have
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concluded that the exani ner has not established a prim facie

case of obviousness. Accordingly, consideration of the
decl aration (under 37 CFR 1.132) of Yasuhiro Morinura, filed
on March 10, 1998, is unnecessary.
Concl usi on
The exam ner’s decision to reject clains 1 to 3, 5to 12

and 14 to 28 is reversed.

REVERSED

| AN A. CALVERT )

Adm ni strative Patent Judge )
)
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