The opinion in support of the decision being entered today was not witten for
publication and is not precedent of the Board.
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ON BRI EF*

Bef ore STAAB, McQUADE and BAHR, Adm nistrative Patent Judges.
BAHR, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-10, which are all of the clains pending
in this application.

W& reverse.

! The oral hearing schedul ed for January 11, 2001 was wai ved by
appel l ant (Paper No. 22). Accordingly, this appeal is decided on brief.
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BACKGROUND

The appellant's invention relates to a snore prevention
devi ce. An understanding of the invention can be derived from
a reading of exenplary clains 1 and 5, which read as foll ows:

1. A snore prevention device for placenent in the
mout h of a user, the nouth having an exterior
portion termnating in upper and |ower lips, a
posterior portion, and teeth therebetween,
conpri si ng:

an oval plate for receipt in the nouth between
the teeth and the lips, the plate including an
aperture centered therein for accomodating airfl ow
into and out of the nouth; and

arigid tab nenber extending lateral froma
first side of the oval plate, the tab nenber
i mredi ately adj acent the aperture such that when the
oval plate is received in the nouth and the upper
and lower |ips are separated, the tab nenber | ocates
the aperture to allow for the flow of air into and
out of the nouth therethrough.

5. A snore prevention device for placenent in a
human nout h havi ng guns therein and termnating at a
pair of lips, conprising:

a contoured, elliptical plate for receipt in a
nmout h between the guns and the lips, the plate
i ncluding an air passage therethrough; and

means connected to said plate for positioning
the air passage in the nouth and for allow ng the
continuous ingress and egress of air through the air
passage when the |ips are separated.
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Moul t on 746, 869 Dec. 15, 1903
Steil 885, 196 Apr. 21, 1908
Hel ner 3, 768, 465 Cct. 30, 1973

The following rejections are before us for review
(1) dains 1, 2, 4-8 and 10 stand rejected under 35 U. S.C. §
103 as bei ng unpatentable over Steil in view of Moulton.
(2) dains 3 and 9 stand rejected under 35 U.S.C. §8 103 as
bei ng unpatentable over Steil in view of Multon, as applied
above, and further in view of Hel ner.

Reference is made to the brief and reply brief (Paper
Nos. 16 and 18) and the O fice action mailed May 27, 1997 and
answer (Paper Nos. 11 and 17)2 for the respective positions of
t he appellant and the exam ner with regard to the nerits of

t hese rejections.

2 Rather than reiterate the explanations of the rejections, the
exam ner's answer (pages 2 and 3) nekes reference to the final rejection.
However, the final rejection (Paper No. 14), in turn, nerely references Paper
No. 11 for an explanation of the rejections. Such a procedure by the exam ner
is inproper. The Manual of Patent Exam ning Procedure (MPEP) 8§ 1208 (7th ed.,
Jul . 1998) expressly provides that incorporation by reference in an exam ner's
answer nay be made only to a single other action.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms® to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. For the reasons which follow, we cannot sustain the
exam ner's rejections.

| ndependent claim1 requires, inter alia, a plate

i ncluding "an aperture centered therein for accommobdati ng
airflowinto and out of the nmouth.” | ndependent claimb5,

i kewi se, recites a plate including an air passage

t her et hrough and neans for positioning the air passage in the
mouth and for "allowi ng the continuous ingress and egress of
air through the air passage when the |lips are separated.”
Stated differently, each of independent clains 1 and 5
requires a plate including an aperture or air passage therein
which permts air flow therethrough in both directions, into

and out of the nouth.

51Inclaimi1, last paragraph, it appears that "lateral" should be
"laterally." Additionally, "anti-snoring” in line 1 of clains 4 and 10 should
be changed to "snore prevention" for consistency with the ternm nology used in
clainms 1 and 5, respectively. Wile these infornalities do not render the
scope of the clainms indefinite, they are worthy of correction.

4



Appeal No. 1999- 2553
Appl i cation No. 08/802, 222

Steil discloses an anti-snoring shield for preventing
snoring and pronoting the habit of breathing through the
nostrils conprising an oval plate (shield A) and prongs B for
controlling the position of the shield. Steil does not
di scl ose an aperture or air passage in the shield.

Moul t on di scl oses an anti-snoring device which has as one
of its principal objects prevention of the ingress of air
t hrough the nmouth when breathing and regulation of its egress,
so as to cause the air to be admtted to the |ungs and
expelled therefromin the natural manner through nasa
passages (page 1, lines 30-37). To achieve this objective,
Moul t on di scl oses a plate provided with a centrally-di sposed
flap-valve 2 which normally closes an opening 3 fornmed in the
pl ate, the valve being adapted "to prevent the ingress of air
to the lungs through the nouth when inhaling and to permt a
relatively small quantity thereof to be expelled through the
opening 3 in the act of exhaling" (page 1, lines 71-78;
enphasis ours). Multon also discloses that, when the nasal
passages are partly obstructed, rendering it difficult to

admt air through the nose, the plate may be reversed and
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placed in the nmouth with its val ve opening i nwardly, thereby
admtting a sufficient quantity of air to supply the lungs but
in volunme insufficient to cause snoring, the air being

forcibly expelled through the nose at each expiration (page 1

i nes 88-99).

Neither Steil nor Multon teaches or suggests a snoring
prevention device conprising a plate having an aperture or air
passage which permts air flowin both directions, nanely,
both into and out of the nouth, through the aperture or air
passage, as required by independent clains 1 and 5. In this
regard, Moulton expressly teaches an air passage which permts
air flowin only one direction. Wile the flow can be in a
direction either out of or into the nouth, depending on
whet her the plate is disposed in the first orientation or the
reverse orientation as taught by Mouwulton, in either case, the
air passage is capable of permtting flowin only one
direction, not both directions as required by the clains.

Thus, even if the teachings of Steil and Multon were conbi ned

as proposed by the exam ner, the clained invention would not
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be the result. Accordingly, the exam ner's rejection nust

fail.*

As we have determ ned that the applied references are

insufficient to establish a prima facie case of obvi ousness of

the clained subject matter, it is unnecessary for us to
consider the declaration of Dr. Bojar (Paper No. 12) submtted
by appellant to establish the nonobvi ousness of appellant's

i nvention.

For the foregoing reasons, we shall not sustain the
examner's rejection of independent clainms 1 and 5, or of
claims 2, 4-8 and 10 whi ch depend therefrom as being
unpat ent abl e over Steil in view of Moulton.

The deficiency noted above finds no cure in the teachings
of Helmer. Therefore, we also shall not sustain the
examner's rejection of clainms 3 and 9 as bei ng unpatent abl e

over Steil in view of Multon and Hel ner.

41t is elementary that to support an obviousness rejection, all of the
claimlimtations nust be taught or suggested by the prior art applied (see In
re Royka, 490 F.2d 981, 984-85, 180 USPQ 580, 582-83 (CCPA 1974)) and that all
words in a claimnmust be considered in judging the patentability of that claim
against the prior art (ln re Wlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496
(CCPA 1970)).
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 1-10 under 35 U.S.C. 8 103 is reversed.
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REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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PETER C. STOMVA
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