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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1, 2, 4-14, 16-23, 28,
29, 32-37, 39-43, 46 and 51-54, which constitute all the
claims remaining in the application.

The di scl osed invention pertains to a nmethod and

apparatus for communi cati ng nedi cal transactions between a
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plurality of conmputer stations, sonme of which are | ocated at
heal t hcare providers and sone of which are |ocated at payors.
The invention particularly relates to permtting transactions
to take place between conputers using different formats and
communi cati on protocols.

Representative claim1l is reproduced as foll ows:

1. A nmedical transaction systemfor conmunicating
data nessages between a plurality of conputer stations |ocated
at heal thcare providers and payors, conprising:

a communi cation receiver for receiving data nessages
related to patient care activities perfornmed by said
heal t hcare provi ders, said nessages received fromsaid
conputer stations at said healthcare providers in a plurality
of formats and protocols recogni zed by said conmuni cati ons
receiver;

a conpiler for conpiling patient care information from
sai d data nessages received fromsaid conputer stations to
forma plurality of patient care records having a single
common format that is independent of at |east one of said
plurality of formats and protocols recognized by said
conmuni cati on receiver

an extractor for extracting ones of said patient care
records in accordance with a conputer station identification
code;

a formatter for formatting said extracted patient care
records in a format corresponding to said conputer station
identification code; and

a comunications transmtter for transmtting said
formatted patient care records to said conputer station
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identified by said identification code in a format and
prot ocol recognized by said identified conputer station.
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The exam ner relies on the follow ng reference:

Bar ber et al. (Barber) 4,858, 121 Aug. 15, 1989

Clains 1, 2, 4-14, 16-23, 28, 29, 32-37, 39-43, 46 and
51-54 stand rejected under 35 U.S.C. § 103. As evidence of
obvi ousness the exam ner offers Barber taken al one.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon would not have
suggested to one of ordinary skill in the art the obvi ousness
of the invention as set forth in the appeal ed cl ai ns.
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Accordi ngly, we reverse.
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In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. GCr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re
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Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR

8§ 1.192(a)].

Wth respect to each of independent clains 1, 14, 20
and 39, the exam ner finds that Barber teaches the essenti al
aspects of the clained invention. The exam ner finds that any
di fferences between the clained invention and Barber would
have been obvious to the artisan [answer, pages 4-5].

Appel l ants argue that Barber fails to show any
capability for transmtting or receiving information in a
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plurality of formats and protocols as clainmed. Appellants
argue that Barber requires that all incom ng nessages from
heal t hcare providers be in a single standard fornmat.
Appel l ants al so argue that there is no suggestion on this
record that Barber should be nodified to support different
formats and protocols. |In fact, appellants note that the
prior art of record in this case suggests that such
nodi fication of Barber would be difficult or inpossible
[ brief, pages 6-15].

The exam ner responds that although Barber does not
teach that the conputer termnals generate nessages in a
plurality of different formats and protocols, it would have
been obvious to do so in view of the well known nethods of
generating, transferring and receiving data in a plurality of
formats and protocols at the tinme of appellants’ invention.
The exam ner al so responds that a plurality of conputer
stations each having a format would neet the clained plurality
of formats and protocols as clained. The exam ner observes
that his proposed nodification of Barber would inprove the
performance of Barber’s system Finally, the exam ner takes
“official notice” that many systens prior to the clained
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i nvention have been used to facilitate comunications and
conversions between dissimlar networks or protocols and many
systens have been used for converting data fromone format to
anot her format [answer, pages 9-13].

We agree with appellants that the record in this case
does not support the examiner’s rejection. As noted above,
the exam ner has the burden of initially presenting a prim

faci e case of obviousness. The exam ner cannot satisfy this

burden by sinply dism ssing differences between the clai ned
invention and the teachings of the prior art as bei ng obvi ous.
In this case, the exam ner nust either present a cogent

rati onal e why the artisan woul d have been notivated to nodify
the teachings of Barber to arrive at the clainmed invention
which is supported by the record, or the exam ner nust present
us with an evidentiary record which independently supports the
finding of obviousness. The examiner’s only rationale for

nodi fyi ng Barber is that the proposed nodification would
enhance the overall system of Barber {answer, page 11]. The
fact that a clainmed invention enhances a prior art systemis
not evidence that the enhancenent woul d have been obvi ous
within the neaning of 35 U.S.C. 8 103. It does not matter how
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strong the exam ner’s convictions are that the clained
i nventi on woul d have been obvi ous, or whether we m ght have an
intuitive belief that the clained invention would have been
obvious within the neaning of 35 U S.C. 8§ 103. Neither
circunstance is a substitute for evidence lacking in the
record. Whether there is prior art avail able which woul d
render these appeal ed clai ns unpat entabl e we cannot say.
Whet her the exam ner coul d have devel oped a reasonabl e basis
for asserting the obviousness of the clained invention based
on the present record we will not speculate. W can say,
however, that the record presently before us does not support
the rejection as fornulated by the exam ner. Therefore, we do
not sustain the examner’s rejection of independent clains 1,
14, 20 and 39 or of clains which depend therefrom based on
Barber and the rationale provided by the exam ner.

For the reasons discussed above, the decision of the
exam ner rejecting clains 1, 2, 4-14, 16-23, 28, 29, 32-37,
39-43, 46 and 51-54 is reversed.

REVERSED
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