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publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner's final rejection of clainms 7-14 and 16-184,

which are all of the clains pending in this application.

BACKGROUND

! Both the examiner's answer and the final rejection (Paper No. 13,
filed Novernber 6, 1998) include claim15 in the statenment of the rejection.
We note that claim15 has been cancel ed (Paper No. 12, filed August 26, 1998).
Accordingly, only clainms 7-14 and 16-18 renai n before us on appeal
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Appel lant's invention relates to a tine keeper having two

or nore discs that are at least partly visible fromthe front

of the tinmekeeper. Specifically, the discs rotate at the sane
angul ar velocity and direction as each other and at the sane
angul ar velocity and direction as the second hand. An

under standi ng of the invention can be derived froma reading
of exenplary claim7, which is reproduced as foll ows:

7. A tinme keeper such as a clock or watch, said tine
keeper having a front and conpri sing:

a tinme keeper nechani sm

a second hand physically connected to said tine keeper
mechani sm such that said tinme keeper nechani smcan urge said
second hand to rotate, and said second hand having an axis of
rotation;

two or nore discs having respective axes that are
substantially parallel to said axis of rotation of said second
hand, said two or nore discs being positioned apart from each
other so as to be at |east partly visible fromthe front of
said time keeper, and said two or nore discs being |ocated in
a plane selected fromthe group consisting of the sane pl ane
as the front of said tine keeper and a plane that is
substantially parallel to the front of said tinme keeper; and

means for urging said two or nore discs to rotate about
their respective said axes such that said two or nore discs
rotate at the sane angular velocity and direction as each
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other and at the sane angular velocity and direction as said
second hand.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:
Kam yana et al (Kam yama) 5, 339, 293 Aug.
16, 1994

Clains 7-14 and 16-18 stand rejected under 35 U S.C. 8§

103 as bei ng unpat entabl e over Kam yana.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ant regardi ng the above-noted
rej ection,
we nmake reference to the exam ner's answer (Paper No. 17,
mai |l ed June 17, 1999) for the exam ner's conplete reasoning
in support of the rejection, and to appellant's brief (Paper
No. 16, filed May 3, 1999) for appellant's argunents
thereagainst. Only those argunents actually made by appel | ant
have been considered in this decision. Argunents which
appel I ant coul d have nmade but chose not to nake in the brief

have not been considered. See 37 CFR 1.192(a).

CPI NI ON
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In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ecti on advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejection. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, appellant's argunents
set forth in the brief along with the examner's rationale in
support of the rejection and argunents in rebuttal set forth
in the examner's answer. It is our view, after consideration

of the record before us, that the evi dence

relied upon and the level of skill in the particular art would
not have suggested to one of ordinary skill in the art the
invention as set forth in clainms 7-14 and 16-18. Accordingly,
We reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@2d 1596, 1598 (Fed. Cr. 1988). 1In

so doing, the exam ner is expected to nake the factual
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deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. GCr. 1988); Ashland G|, Inc.

v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227

USPQ 657, 664 (Fed. Gir. 1985); ACS Hosp. Sys.. lnc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cr. 1984). These show ngs

by the exam ner are an essential part of conplying with the

burden of presenting a prima facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cir. 1992). |If that burden is net, the burden then shifts to

t he applicant to overconme the prima facie case with argunent
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and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whole. See id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); ILn re

Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,
147 ( CCPA 1976).

The exam ner's position (answer, pages? 3 and 4) is that
Kam yana

teaches all features clainmed except for using a disc
inlieu of hands. The use of disc in lieu of hands

is well known in the art and in fact two subcl asses

are dedicated to these. Thus [i]t woul d have been

obvi ous to adapt KAM YAMA ET AL to include discs in
lieu of hands in order to take advantage of this

technol ogy. Further to add "second disk"” i.e. a

disk with hand painted on it which displays seconds,

to the disks of Kam yama as nodified above woul d be

obvi ous. Thus each second di sk would rotate as cl ai ned.

Appel I ant asserts (brief, page 6) that Kam yama | acks

nore than just using a disc in lieu of hands. Kam yanma

2 The pages of the examiner's answer are unnunbered. W have nunbered

the pages starting with one representing the cover page.
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additionally lacks neans (claim7) or interconnecting neans
(claim16) for urging the discs to rotate at the sane angul ar
velocity and direction as the second hand. [In addition,
appel l ant asserts (id., page 8) that even if "discs in |ieu of
hands” is well known in the art, this would still not provide
the necessary notivation. Appellant argues (id., page 7) that
al t hough the exam ner states that two subcl asses are dedi cated
to patents showi ng the clainmed features of the present
i nvention, that the exam ner chooses to reject the clains over
Kam yanma. Appellant states (id., page 8) that "it is
submitted that the Examiner's reference to unidentified
phantom prior art falls far short of the requirenment of
providing the requisite factual basis and establishing the
requi site notivation to support a conclusion of obviousness."
Appel l ant further asserts (id., pages 7 and 8) that the
exam ner has failed to set forth an explanati on of why or how
Kam yama, or the general know edge in the art, provides a
t eachi ng, suggestion, or notivation to nodify the watch of
Kam yama to produce the tinekeeper recited in clains 7 and 16.
The exam ner responds by asserting (answer, page 4) that
the issue is whether it would have been obvious to add second

hands to the displays 4, 5, and 6 of Kam yanma, and then
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repl ace the added second hands with di scs having hands

t hereon. The exam ner

points out in the remarks (id.), that the use of discs having
hands thereon is shown by the Miusy reference of record.

W note at the outset that the Miusy reference is not
referred to in the statenent of the rejection, and has not
been argued by appellant in the brief. "Were a reference is
relied on to support a rejection, whether or not in a 'mnor
capacity,' there would appear to be no excuse for not
positively including the reference in the statenent of

rejection.” 1n re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ

406, 407 n.3 (CCPA 1970). Here, although the exam ner refers
to Musy in the remarks, the exam ner fails to include the
reference in the rejection of the clains. Accordingly, the
Musy reference will not be considered in deciding this appeal
since the reference was not included in the rejection of the
clainms, and has not been argued in the brief by appellant.

See al so Ex parte Raske, 28 USPQ2d 1304, 1305 (Bd. Pat. App. &

Int. 1993).
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We find that Kam yama does not disclose the use of discs,
and does not disclose the use of discs that rotate in the sane
direction and have the sane angul ar velocity as the second
hand. W agree with the exam ner that the m nute hands 4b,
5b, and 6b rotate in the sane direction and have the sane

angul ar velocity. However, the clains recite, inter alia, that

t he di scs have the

sanme angul ar velocity as the second hand. In Kam yama, the
m nut e hands 4b, 5b, and 6b do not have the sane angul ar
vel ocity
as the second hand 3, as the second hand rotates at a faster
rate.

Wth respect to the exam ner's assertion (answer, page 4)
t hat second hands be added to the displays 4, 5 and 6, we
agree that one of ordinary skill in the art woul d have been
notivated to have added a second hand to each display having a
m nute hand and an hour hand. However, in the absence of a
teaching in the prior art, we find no suggestion in Kam yana

or the general know edge level in the art for additionally
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repl aci ng the added second hands with di scs having hands
formed on the disks. W do not know whether the exam ner is
asserting that each of the hour and m nute hands of displays
4, 5, and 6 wll all be replaced with discs having hands
formed thereon, or whether the exam ner intends to | eave the
m nute and hours hands as discl osed by Kam yama and add second
hands forned on discs.

The exam ner states (answer, pages 3 and 4) that two
subcl asses are dedicated to the use of discs in lieu of hands.
However, the exam ner has not stated which subcl asses are
being referred to. Nor has the exam ner provided any subcl ass

definitions that would establish contents of the patents

found in the two subcl asses.

We do not know if prior art exists that could be conbi ned
with the teachings of Kam yanma in order to arrive at the
clainmed invention. |If such prior art exists, it is the
exam ner's burden to locate the prior art and set forth a
rejection of the clainms that can be argued by appell ant.

Thus, we agree with appellants (brief, page 8) that the

exam ner is relying upon "phantom pri or
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art" to reject the clains on appeal. The exam ner's
unsupported assertions are not a substitute for evidence, and
do not anount to the substantial evidence required to

establish a prima facie

showi ng of obvi ousness of the clained invention. Accordingly,
the examner's rejection of clains 7-14 and 16-18 under 35

US. C 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 7-14 and 16-18 under 35 U.S.C. 8 103 is reversed.
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REVERSED
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