THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM C. BALDW N

Appeal No. 1999-2243
Application 08/567, 081!

ON BRI EF

Bef ore CALVERT, NASE and GONZALES, Admi nistrative Patent
Judges.

CALVERT, Adninistrative Patent Judge.

1 Application for patent filed Decenber 4, 1995.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains
12 to 28, 30 to 36 and 38. O the other clainms remaining in
the application, clains 2 to 11 have been all owed, and cl ains
29 and 37 have been indicated as all owabl e, subject to being
rewitten in independent form

The appeal ed clains are drawn to a casi no change
cart, and are reproduced in the appendi x of appellant's brief.

The references applied in the final rejection are:

Johnson D 179, 687 Feb. 12, 1957
Bol dt et al. (Boldt) 2,413, 164 Dec. 24, 1946
Jones et al. (Jones) 5, 289, 936 Mar. 1, 1994
Pike et al. (Pike) 5, 306, 028 Apr. 26, 1994
Evans 5, 306, 033 Apr. 26, 1994

Addi tional references of record,? applied herein in
rejections pursuant to 37 CFR 8§ 1.196(b), are:

Losi 4, 861, 049 Aug. 29, 1989

2 Losi was cited by the examiner in the first Ofice
action (Paper No. 3), and Whorton was cited in the Information
Dis- closure Statenent filed by appellant on March 6, 1996
(Paper No. 2).
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Whor t on 4, 886, 286 Dec. 12, 1989

The appeal ed clains stand finally rejected under 35
U S.C. 8§ 103(a) on the follow ng grounds:?
(1) daim12, unpatentable over Pike;
(2) dainms 13 to 15, unpatentable over Pike in view of Evans
and Jones;
(3) dainms 16, 20, 23 to 25, 27, 28, 31, 32 and 34 to 36
unpat ent abl e over Johnson in view of Pike;
(4) dains 17 to 19, 26 and 38, unpatentable over Johnson in
vi ew of Pi ke and Bol dt;
(5) dainms 22, 30 and 33, unpatentable over Johnson in view of
Pi ke, Evans and Jones;
(6) daim2l1l, unpatentable over Johnson in view of Pike,

Bol dt, Evans and Jones.

3 An additional rejection of clainms 24, 25 and 34 under 35
U S. C 8 112, second paragraph, is not repeated in the exam
iner's answer and therefore is presuned to have been wth-
drawn. Ex parte Emm 118 USPQ 180, 181 (Bd. App. 1957).
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Rej ection (1)

The Pi ke patent discloses a box shaped casi no change
cart with a pair of wheels, and side panels 14, 16 on which
"the casino nane and | ogo can be placed to hel p achi eve high

visibility for the cart to players"” (col. 2, lines 15 to 17).

The exam ner takes the position that this constitutes the
cl ai mred "means adapting said cart to match a sel ected casi no
t heme" because (answer, page 4):

It is common for casinos to have a thene

and make a logo to visually display the

theme. The placenent of a | ogo on the side

panel of a change card woul d adapt the cart

to match a selected casino thene.
Appel l ant, on the other hand, asserts that "dictionary defini-
tions of 'logo’" also do not relate that termto matching
"thenes,' nor does any prior art of record" (reply brief,
page 2).

After fully considering the record in light of the
argunents presented in appellant's brief and reply brief, and

in the exam ner's answer, we conclude that this rejection is

wel |l taken
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A "logo" is "a graphic representation or synmbol of a
conpany nane, trademark, abbreviation, etc., often uniquely
desi gned for ready recognition."* The |logo of a casino would
itself constitute a "selected casino theme," as recited in
claim1, because in normal usage the | ogo or synbol of the

casi no

woul d be used t hroughout the casino, generally wherever the
casino's nanme was di splayed. Therefore, placing the casino
| ogo on the side panels of the Pike cart, as disclosed by
Pi ke, woul d constitute the clained "nmeans adapting said cart
to match a selected casino thene," and all the Iimtations of
claim1l would be net.

In effect, our conclusion is that claiml is antici-
pated by Pike, under 35 U.S.C. 8§ 102(b). Neverthel ess, we

Wi ll sustain the rejection of claim1 under 8 103, since

* The Random House Dictionary of the English Language (2nd
Ed. 1987).
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anticipation is the ultimate or epitonme of obviousness. 1ln re
Avery, 518 F.2d 1228, 1234, 186 USPQ 161, 166 (CCPA 1975).°%

Rej ection (2)

The exam ner states the basis of this rejection as
(final rejection, page 4):
Based on the teachings of Evans and
Jones et al., it would have been obvious to
one having ordinary skill in the art at the
time the invention was nade to nodify the

cart of Pike et al. to have neans and pan-
els on the

sides of the cart to display advertising or

a particular casino thene dependi ng upon

t he design choice of the owner.

In our view, this rejectionis well taken as to
claim13. Contrary to appellant's argunents, the notivation

for providing the sides of Pike's cart with side panels which

are "slideably insertable and renovabl e woul d be the obvi ous

> W note that on Decenber 22, 1997, appellant filed a
decl aration of the inventor, WIlliam C. Baldw n, purportedly
showi ng commerci al success and copying of the invention by
others. This evidence has not been considered in relation to
rejections (1) and (2), since appellant only argues that it
supports the patentability of clains 16, 17, 31 and 38 (brief,
pages 17 and 18).
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one of permtting the use of advertisenents along with the
casi no nanme and | ogo disclosed by Pike. W consider that such
an arrangenent woul d have been readily suggested to one of

ordi nary skill by Evans' disclosure of the use of change-
abl e advertising placards 38 on a cart.

Rej ection (2) will therefore be sustained as to
cl ai m 13.

Claim 14 reads:

14. The apparatus of claim 12 wherein said neans

includes a plurality of conmponents attached to said cart, said
conmponent s conprising means for suggesting to an observer an
obj ect other than a change cart.
Wth regard to the claimed "plurality of components," the
exam ner finds that these are disclosed by Pi ke because (an-
swer, page 5):

Every conmponent on Pike et al. is capable

of being neans of suggesting sonething that

the object is something other than a change
cart.

For exanple, the two doors on top of the
cart m ght suggest to an observer that the
object is an ice creamcart as opposed to a
change cart. Furthernore, the renovable

si de panel s as taught by Evans and Jones et
al. in addition to the | ogo shown by Pi ke
et al. would provide a conponent that may

7
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suggest to an observer that the object is
sonet hing ot her than a change cart.

The exam ner's exanples are not commensurate with the | anguage

of claim 14, however, because this claimrecites that "said

neans [i.e., the "neans adapting said cart to match a sel ected
casi no thene" of parent claim12] includes a plurality of
conponents [etc.]" (enphasis added). Since the "neans adapt -
ing" disclosed by Pike is the logo attached to the side panels
(see rejection (1), supra), the examner's first exanple of a
"plurality of conponents” is not well taken because the two
doors 90 on the top of Pike's cart are not included in the
| ogo. As for the second exanple, if renovabl e side panels
were added to Pike's cart, it is not apparent to us what
obj ect other than a change cart they woul d suggest.

Accordi ngly, we conclude that the conbination of
Pi ke in view of Evans and Jones does not render the subject
matter of claim 14 obvious, and therefore we will not sustain
rejection (2) as to claim14, or as to claim15 dependent

t her eon.
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Rej ection (3)

As stated on page 5 of the final rejection, the

essence of this rejection is:
Based on the teachings of Pike et al.

it would have been obvious to one having

ordinary skill in the art at the tinme the

invention was made to nodify the cart of

Johnson to include a cash receptacle to

keep noney in for change.
Appel | ant argues at page 15 of the brief that (a) one skilled
in the art would not have been notivated to install a cash
receptacle in Johnson's cafeteria tray cart, and (b) since the
wheel s of the Johnson cart are all tangent to the sane pl ane,
the two centrally | ocated wheels are not "sized for carrying
the primary | oad of said cart,” and do not cooperate "to

enabl e manual turning of said cart on its own centerline,” as

recited in claim 16.°

® W do not find antecedent basis in appellant's specifi-

cation for the expression "on its own centerline.” See 37
CFR §8 1.75(d)(1). Fromthe disclosure at page 6, line
28, to page 7, line 3, we assune that any cart whose centra
pair of wheels is tangent to a floor plane |ower t han t he
pl ane to which the corner wheels (casters) are t angent
woul d neet claim16's recitation of being able to turn "on

its own centerline."”
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W agree with both of these argunents. As to (a),
t he exam ner asserts that "[i]t would be possible for a tray

cart

that carried itens for sale would need a cash tray to do

busi ness” (answer, page 6). However, this assunes that John-
son's cart carries itens for sale, but there is no disclosure
in Johnson that it does.” The fact that it would be possible
to wuse a cash tray on Johnson's cart is not a sufficient
basis for concluding that it would have been obvious to do so,
it being well settled that "[t]he nere fact that the prior art
may be nodified in the manner suggested by the Exam ner does
not nmake the nodification obvious unless the prior art sug-

gested the desirability of the nodification.™ [In re Fritch

972 F.2d 1260, 1266 n.14, 23 USPQ2d 1780, 1783-84 n.14 (Fed.
Cr. 1992). W do not consider that Pike's disclosure of a
cash receptacle 62 in a casino cart, which is used in a casino

to provi de ganbl ers, especially those playing slot machines,

" Since Johnson is a design patent, the only description
of the itemshown in the drawings is that it is a "tray cart."
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with ready access to change, woul d have suggested to one of
ordinary skill that such a receptacle be provided in the tray
cart of Johnson, since as far as can be determ ned Johnson's
tray cart is not used for collecting or providing anyone with
cash.

Wth respect to argunent (b), we do not consider

that Johnson neets the limtations in question because, as we

interpret the limtation concerning turning "on its own

centerline" (see footnote 6), the bottons of the five wheels

on Johnson's cart are all tangent to the sane pl ane.
Accordingly, rejection (3) will not be sustai ned.

Rej ection (4)

This rejection will |ikew se not be sustained. Even
assumng that it would have been obvious, in view of Boldt, to
provi de Johnson's cart with a wheel arrangenent as recited in
claim17, the rejected clains still distinguish over the prior

art applied in that it would not have been obvious to provide

11
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the clained cart with a cash receptacle, as discussed above in
connection with rejection (3).

Rej ections (5) and (6)

These rejections will not be sustained because the
addi tional references applied, Evans and Jones, do not supply
the deficiencies noted in the preceding discussions of rejec-
tions (3) and (4).

Rej ections Pursuant to 37 CFR § 1.196(b)

Pursuant to 37 CFR § 1.196(b), we enter the foll ow
i ng new grounds of rejection:
(I') Aains 16 to 19 and 31 are rejected under 35 U.S. C
§ 102(b) as being anticipated by Losi, which discloses a cart
having a box structure, a cash receptacle 69, and central
wheel s 10 projecting bel ow casters 12, 14. The Losi cart is
not a "casi no change"
cart, as recited in the preanble of claim 16, but this recita-
tion does not constitute a claimlimtation because it recites
no structural limtations of the clained invention, but
rather, a structurally conplete invention is defined in the

body of the claim and the preanble nerely states the purpose

12
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or intended use of the invention. Rowe v. Dror, 112 F.3d 473,

478, 42 USPQ2d 1550, 1553 (Fed. Gr. 1997), cited in Pitney

Bowes Inc. v. Hewl ett-Packard Co., 182 F.3d 1298, 1305, 51

UsP@d 1161, 1165 (Fed. Cir. 1999).

Wth regard to claim 17, the "common di stance"
recited is nmet by Losi, who discloses that the casters 12, 14
are raised "an inch or so above the floor" (col. 3, line 19).
This would "permt the casters to touch carpet” as recited,
since they would all touch the carpet if its pile were deep
enough, and even if it were not, the distance would permt
themto touch carpet, as by tipping the cart sonewhat about
t he central wheels 10.
(I'1) Cdains 16 to 21, 23 to 28, 31, 32, 34 to 36 and 38 are
rejected under 35 U . S.C. 8§ 103 as unpatentable over Wiorton in
view of Boldt. Whorton discloses a food-carrying cart having

a

13
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box structure, a cash receptacle 54, handles 64, 66, and an
open-faced storage conpartnent at the rear of the cart with
panel

means 42, etc. \Worton does not disclose centrally |ocated
wheel s which project below the plane of casters 58, 60, but
does state that "any other suitable rolling means could al so
be provided [on] the bottom surface 62 of portable concession
stand 10 if desired" (col. 5, lines 3 to 7).

Bol dt di scloses a cart for serving food which is
equi pped with central, |arger-di ameter wheels 18 whi ch project
bel ow t he corner-nounted casters 19; according to Boldt, with
this arrangenent "the nmedial wheels will carry the major
portion of the |oad and steering of the cart will be nade
easi er” (col. 3, lines 23 to 28). In viewof this
di scl osure, one of ordinary skill would have been notivated to
use the wheel arrangenent of Boldt on the Worton cart in
order to obtain the advantage thereof (easier steering) taught
by Bol dt.

The di nensions recited in clainms 27, 28, 35 and 36

are not consi dered of patentable significance, but would be

14
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sinply obvious matters of design dependi ng upon what size one
woul d have desired the Whorton cart to be. Appellant has not
shown that they are in any respect critical to the clainmed

i nvention. See

In re Whodruff, 919 F.2d 1575, 1578, 16 USPQ@2d 1934, 1936- 37

(Fed. Cir. 1990).

The recitation of a "casino change" cart does not
constitute a patentable limtation, for the reasons stated
under rejection (1), supra.

In making this rejection, we have taken into account
the declaration of the inventor (see footnote 5, supra), but
do not consider it sufficient to rebut the prima facie case of
obvi ousness established by the conbinati on of Worton and

Bol dt . 8

8 The declaration is not relevant to rejection (1), since
that rejection is based on anticipation, rather than
obviousness. 1n re Paulson, 30 F.3d 1475, 1482 n.11, 31
USPQRd 1671, 1676 n.11 (Fed. Cir. 1994).
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The declaration is to the effect that after
mar keti ng of the change cart disclosed in the application
began, (1) "a nunber of other casino change carts appeared in
the market which | believe were inspired by the design of the
subj ect application"” (tw exanples of such other change carts
are shown in Exhibits A and B), and (2) 292 of the previous
carts, without the centrally located | arge wheels, were sold
bet ween Septenber 27, 1992, and Cctober 6, 1995, while 803 of
the new carts, with the centrally located |arge wheels, were

sol d between COctober 6, 1995 and

Novenber 16, 1997. This evidence is insufficient as a
rebuttal of prima facie obviousness because, first, nere
copying is not

enough, wi thout any evidence to explain the notivation behind

t he

al l eged copying. Dotolo v. Qigg, 12 USPQ2d 1032, 1038

(D.D.C. 1989). See also Inre GPAC Inc., 57 F.3d 1573, 1580,

35 USPQ2d 1116, 1122 (Fed. Cir. 1995). Second, "evidence

16
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related solely to the nunber of units sold provides a very

weak show ng of commrercial success, if any. In re Huang, 100

F.3d 135, 140, 40 USPQ2d 1685, 1689 (Fed. Cir. 1996). There
must be an indication of whether the sales represent a
substantial quantity in the market, and proof of a nexus
between the sales and the nmerits of the clained invention, as
opposed to other econom c and commercial factors unrel ated
thereto. 1d. Such evidence is |acking here.

(1) dainms 20, 24 to 26 and 34 are rejected for failure to
conply with the second paragraph of 35 U S.C. §8 112, in that
the follow ng terns have no antecedent basis:

(i) "said handle” in claim20, line 2;

(1i) "said housing structure"” in clainms 24 to 26 and 34.

Remand to the Exam ner

Pursuant to 37 CFR §8 1.196(e), this case is remanded
to the exam ner to determ ne whether clains 22 and 33, or any

ot her

clainms in the application, should be rejected under 8 103 as

17
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unpat ent abl e over Losi, or Wiorton in view of Boldt, in view
of other prior art.
Concl usi on

The exam ner's decision to reject the clains on
appeal is affirnmed as to clains 12 and 13, and reversed as to
clains 14 to 28, 30 to 36 and 38. Clains 16 to 21, 23 to 28,
31, 32, 34 to 36 and 38 are rejected pursuant to 37 CFR 8§
1.196(b), and the application is renmanded to the exam ner
pursuant to 37 CFR § 1.196(e).

In addition to affirm ng the examner’s rejection
of one or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1.196(b) and a remand pursuant
to 37 CFR § 1.196(e). 37 CFR 8§ 1.196(b) provides that “[a]
new ground of rejection shall not be considered final for
pur poses of judicial review” 37 CFR 8 1.196(e) provides
t hat

[ W] henever a decision of the Board of

Pat ent Appeal s and Interferences includes

or allows a remand, that decision shal

not be considered a final decision. Wen

appropriate, upon concl usion of proceedi ngs

on remand before the exam ner, the Board of
Pat ent Appeals and Interferences may enter

18
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provi des:

an order otherwi se making its decision
final.

Regardi ng any affirmed rejection, 37 CFR § 1.197(b)

(b) Appellant may file a single request
for rehearing within two nonths fromthe
date of the original decision.

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exer -

cise one of the following two options with respect to the new

ground of

rejection to avoid term nation of proceedi ngs (37

CFR 8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anmendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsidered
by the exam ner, in which event the
application wll be remanded to the
examn ner.

(2) Request that the application be
reheard under 8 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
sanme record

Shoul d the appellant elect to prosecute further

before the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b) (1),

19
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in order to preserve the right to seek review under 35 U. S C
88 141 or 145 with respect to the affirned rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellant elects prosecution before the
exam -ner and this does not result in allowance of the
appl i cation, abandonnent or a second appeal, this case should
be returned to
the Board of Patent Appeals and Interferences for final action
on the affirned rejection, including any tinely request for
rehearing thereof.

No tinme period for taking any subsequent action in
con-nection with this appeal may be extended under 37 CFR §
1.136(a).

This application, by virtue of its "special" status,
requires an i medi ate action, MPEP § 708.01. It is inportant
that the Board be informed pronptly of any action affecting

the appeal in this case.
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AFFI RVED- | N- PART and REMANDED
37 CFR § 1.196(b)

| AN A, CALVERT
Adm ni strative Patent Judge

BOARD OF
PATENT
JEFFREY V. NASE ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
| AC: psb
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