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ON BRI EF

Bef ore CALVERT, STAAB, and NASE, Adm nistrative Patent Judges.
NASE, Adm ni strative Patent Judge.

DECI SI ON ON_APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 2, 4 and 5. Claim7 has been all owed.
Claim 6 has been withdrawn from consi deration under 37 CFR §
1.142(b) as being drawn to a nonelected invention. Clains 1

and 3 have been cancel ed.

We REVERSE.
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BACKGROUND
The appellants' invention relates to a nethod of
manuf acturing a rubber body of a bag shape to be used as a
weir main body which is subsequently placed on a river-bed in
a wi dthw se direction of the river and rises by being filled
with a fluid to forma weir. A copy of the clains under

appeal is set forth in the appendix to the appellants' brief.

The prior art of record relied upon by the exam ner in

rejecting the appealed clains is:

Gl | oway 3,053, 724 Sep. 11,
1962

Nagahama et al. 5, 305, 565 Apr. 26,
1994

( Nagaham)

In addition, the exam ner also relied upon the appellants’
adm ssion of prior art (specification, page 1, fourth

par agraph; Figure 8) relating to a rubber weir main body
(Admtted Prior Art).

Clainms 2, 4 and 5 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentable over the Admtted Prior Art in view of

Gal | oway and Nagahama.
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Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appellants regardi ng the above-noted
rej ection, we make reference to the answer (Paper No. 34,
mai | ed Decenber 21, 1998) for the exam ner's conplete
reasoni ng in support of the rejection, and to the brief (Paper
No. 33, filed Decenmber 3, 1998) and reply brief (Paper No. 35,
filed February 22, 1999) for the appellants' argunents

t her eagai nst.

OPI NI ON
I n reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
claims, to the applied prior art, and to the respective
positions articul ated by the appellants and the exam ner.
Upon eval uation of all the evidence before us, it is our
conclusion that the evidence adduced by the exam ner is

insufficient to establish a prima facie case of obvi ousness

with respect to the clainms under appeal. Accordingly, we wll
not sustain the examner's rejection of clainms 2, 4 and 5

under 35 U.S.C. §8 103. Qur reasoning for this determ nation follows.
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Most if not all inventions arise froma conbi nati on of

ol d el enments. See In re Rouffet, 149 F.3d 1350, 1357, 47

UsP@2d 1453, 1457 (Fed. Cir. 1998). Thus, every elenment of a
claimed invention my often be found in the prior art. See
id. However, identification in the prior art of each

i ndi vidual part clainmed is insufficient to defeat
patentability of the whole clainmed invention. See id. Rather,
to establish obviousness based on a

conbi nati on of the elenments disclosed in the prior art, there
must be sonme notivation, suggestion or teaching of the
desirability of making the specific conmbination that was nade

by the appellant. See In re Dance, 160 F.3d 1339, 1343, 48

USPQ2d 1635, 1637 (Fed. Cir. 1998); In re Gordon, 733 F.2d

900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984).

The notivation, suggestion or teaching may cone
explicitly fromstatenents in the prior art, the know edge of
one of ordinary skill in the art, or, in some cases the nature

of the problemto be solved. See In re Denbiczak, 175 F.3d

994, 999, 50 USPQ2d 1614, 1617 (Fed. Cir. 1999). In addition,

t he teaching, notivation or suggestion may be inplicit from
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the prior art as a whole, rather than expressly stated in the

ref erences. See WM Ganming, Inc. v. International Ganme Tech.,

184 F.3d 1339, 1355, 51 USPQ2d 1385, 1397 (Fed. Cir. 1999).
The test for an inplicit showng is what the conbi ned

t eachi ngs, know edge of one of ordinary skill in the art, and
the nature of the problemto be solved as a whole woul d have
suggested to those of ordinary skill in the art. See In re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981) (and

cases cited therein).

Claim5, the sole independent claimon appeal, reads as
fol |l ows:

A met hod of manufacturing a rubber body of a bag
shape to be used as weir main body which is subsequently
pl aced on a river-bed in a widthwi se direction of the
river and rises by being filled with a fluid to form a
weir, conprising the steps of:

preparing at |east two rubber weir main body
segnments which form portions of said rubber weir main
body extending in said wi dthw se direction of said river;

forming a material renoved portion with steps at
edges extending in said widthw se direction of each of
sai d rubber weir main body segnents;

contacting said rubber weir main body segnents with
each other at said edges;

| am nati ng unvul cani zed rubber sheets containi ng
reinforcing canvass on said material renmoved portions
bet ween both said rubber weir main body segnents
contacted with each other; and
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vul cani zi ng said unvul cani zed rubber sheets by
contact with a hot plate for integral bonding with said
rubber weir main body segnments to forma weir main body
having a substantially uniform cross-sectional shape in
said wi dthw se direction.

The Admitted Prior Art (see the appellants' Figure 8)
teaches a rubber weir main body which is manufactured by
(1) formng a material renoved portion with stepped portions
at edges of mamin body segnments 01 previously vul cani zed and
nol ded; (2) fitting a previously vul cani zed and nol ded
mat chi ng rubber sheet 02 containing a reinforcing materi al
into the stepped renoved portions of the adjoining segnents
01; (3) providing unvul cani zed rubber 03 between the
vul cani zed segnents 01 and the vul cani zed sheet 02; and (4)

vul cani zi ng segnments 01 to the sheet 02.

Gal l oway's invention relates to heavy duty flexible hose
known in the trade as "di scharge hose" which is used
extensively for | oading and unl oadi ng tanker vessels,
refueling oil-fired ships and for overland and under water oi
lines, and is particularly directed to a novel splice for such

hose whereby sections of the hose nay be joined together end
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to end into a unitary line of any desired | ength w thout the

use of netallic coupling nenbers.

To prepare the ends of Galloway's hose sections S, S for
splicing the sections are first, squared off so that the ends
1, 1' of their inner tubes or linings 2, 2" when brought
together in matching relation will abut in a plane transverse
to the hose axis. Then the cover and the several fabric
| ayers in each section are progressively cut away at
successively |l ess distances fromthis plane to expose the
underlying layer. This results in a stepped formation as
shown in Figure 1. The ends 1, 1' of the inner liners 2, 2
are coated with a suitable uncured rubber cenent, which shoul d
be dried at |east to tackiness before the ends are brought
together. Two |ayers 12, 13 of rubber inpregnated 3/8" nyl on
tape are wapped tightly about the center of the joint to
substantially fill in the space between steps 3, 3' and
adhered to liners 2, 2' and to each other by a suitable cenent
(see Figure 2). Next a layer 14 of rubber inpregnated tire
cord fabric tape cut on a bias of about 54/ is laid about tape

| ayer 13 between steps 4, 4' so that the nylon warp yarns form
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about 54/ angles to the mandrel axis and the tape edges j ust
abut said steps (see Figure 3). After the rubber inpregnated
fabric is applied, it and the remai ni ng exposed cut-away
surfaces of the sections are coated with rubber cement which
is allowed to dry; a sheet of bias-cut inpregnated cord fabric
15 simlar to the fabric of tape 14 and having its warp yarns
extending at a like angle to the mandrel axis (see Figure 4)
is now di sposed about the entire surface exposed between steps
8, 8 and for a short distance along steps 9, 9' toward the
ends of covers, 10, 10" with its warp yarns extending at bias
angul arity opposite that of warp yarns of |ayer 14 and cenent
is then applied to its outer face for reception of subsequent

| ayers, each of the latter in turn being |ikew se outwardly
coated with cenment prior to receiving a succeedi ng overlying

| ayer.

Gal | oway' s sheet 15 thus covers all the steps fornmed at
the ends of the cut-away fabric |layers but through its close
adherence to the subjacent material its outer surface exhibits
a series of generally corresponding steps (Figure 4) and the

| ongi t udi nal spaces between themare filled in as follows:
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First, an inpregnated bias-cut fabric layer 16 preferably with
its warp extending angularly with respect to the warp in sheet
15 and of a width just to fill renmaining spaces between steps
5 5 is applied (Figure 5) and in |ike manner succeedi ng

| ayers of bias-cut fabric 17, 18, 19 are supplied to fill the
spaces between steps 6, 6' (Figure 6); 7, 7' (Figure 8) and 8,
8 (Figure 8) respectively. Finally, outer layers of bias-cut
fabric 20, 21 (Figure 9), the outer one spanning the space

bet ween steps 9, 9' forned by the covers, followed by a
slightly longer rubber covering sheet 22 (Figure 10) are

di sposed about the entire assenbly and successively cenented
in place to supplenent the previous |ayers and enable a snooth

outer surface to be forned.

After Galloway's splice has been formed up and prepared
for curing by application of tape T (Figure 11) for
mai nt ai ni ng pressure against it and bl anket A (Figure 12) for
m nim zi ng escape of vul canizing heat, dry steam preferably at
about 80 p.s.i.g. is introduced through duct 26 to nmandrel
chanmber 25 and circul ated therethrough to exhaust duct 28 for

a suitable curing period. Upon conpletion of the vul cani zing
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the steamis shut off and the tenporary wappings (i.e., tape

T and bl anket A) renoved fromthe splice.

Nagahama's invention relates to a floor mat, particularly
used for dusting of shoe bottons by being laid in an entrance
or an inlet of housings and shops. As shown in Figure 6, pile
carpet 1 is vulcanized to an unvul cani zed rubber sheet 2 by
hot plates 5a and 5b through enbossing fibrous sheets 6a and

6b.

The appellants argue that the applied prior art does not
suggest the clainmed subject matter. W agree. In that
regard, after reviewing the teachings of the applied prior art
it is our conclusion that there is no notivation, suggestion
or teaching therein for a person having ordinary skill in the
art at the time the invention was made to have nodified the

Adm tted Prior Art by

the splicing technique taught by Galloway. |In our view the
only suggestion for nodifying the Admtted Prior Art in the

manner proposed by the exam ner (answer, pp. 3-4) to arrive at
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the cl ai ned subject matter stens from hindsi ght know edge
derived fromthe appellants' own disclosure. The use of such
hi ndsi ght know edge to support an obvi ousness rejection under
35 U. S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Assocs.., Inc. v. Garlock, Inc., 721 F.2d 1540, 1553,

220 USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S.

851 (1984). It follows that we cannot sustain the examner's

rejection of clains 2, 4 and 5.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2, 4 and 5 under 35 U.S.C. §8 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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