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DECI S| ON ON APPEAL

fromthe examner's fina

This is a decision on appeal

rejection of clains 1 to 12.2 At the oral hearing, the
appel lants wthdrew the appeal with respect to clains 1 to 4,
t he appeal with respect to clains

6 to 9 and 12. Accordingly,

patent filed February 28, 1997.

! Application for

2 Caim 11l was anended subsequent to the final
Nos. 5 and 6).

rejection

(see Paper
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1tod4 6to9 and 12 is dismssed. Cains 5, 10 and 11

remai n on appeal .

W REVERSE.
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BACKGROUND

The appellants' invention relates to a novelty candy
hol di ng device. A copy of clains 5, 10 and 11 appears in the

appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Tanaka 4,114,501 Sep. 19,
1978
Di ckhut 5, 395, 278 March 7,
1995

Claim 11 stands rejected under 35 U . S.C. 8§ 112, second
par agraph, as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which the

appel l ants regard as the invention.

Claim 1l stands rejected under 35 U.S.C. § 102(b) as

bei ng antici pated by Di ckhut.

Clainms 5 and 10 stand rejected under 35 U.S.C. 8 103 as

bei ng unpat ent abl e over Dickhut in view of Tanaka.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 4, mail ed Novenber 25, 1997) and the answer (Paper No. 9,
mai | ed June 23, 1998) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 8,
filed May 14, 1998) and suppl enental response (Paper No. 13,
filed August 19, 1999) for the appellants' argunents

t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nmake the

determ nati ons which foll ow

The indefiniteness issue
W w il not sustain the rejection of claim 11 under 35

U S. C 8§ 112, second paragraph.
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Clainms are considered to be definite, as required by the
second paragraph of 35 U.S.C. 8§ 112, when they define the
met es and bounds of a clainmed invention with a reasonabl e

degree of precision and particularity. See In re Venezia, 530

F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976). Thus, if the
scope of a claimwould be reasonably ascertai nable by those
skilled in the art, then the claimis not indefinite. See Ex

parte Porter, 25 USPQ2d 1144, 1146 (Bd. Pat. App. & Int.

1992) .

Wth this as background, we turn to the specific
rejection of claim11l under 35 U.S.C. § 112, second paragraph,
made by the examner. As set forth in the answer (pp. 7-8),

t he exam ner determned claim1l to be indefinite since it was
"uncl ear what structure is being referred to as the 'noise
maker' which is inside the housing.”™ The exam ner questioned
whet her the noi se naker was a separate structure fromthe

mat erial of the main housing. |If so, the exam ner stated that

"this would contradict claim1."
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In our view, the netes and bounds of claim 11 would be
understood with a reasonabl e degree of precision and
particularity by those skilled in the art. 1In that regard, we
agree with the appellants (suppl enental response, p. 4) that
claim1l recites two noi se makers. One noi se naker being the
bendabl e and stretchable material of the main housing which
makes a noise itself during bending and stretching of the
material as set forth in parent claiml1l. The second noise
maker being a separate noi se maker secured in the main housing
whi ch nakes a noise due to flexing or stretching of the
housing as recited in claim1ll. W see no basis for the
exam ner's determnation that this second, separate noise

maker, contradicts claim1.:3

For the reasons set forth above, the decision of the
examner to reject claim1l1l under 35 U S.C. 8§ 112, second

par agraph, is reversed.

® The issue of whether the clainmed two noi se maker
enbodi ment conplies with the witten description requirenent
of the first paragraph of 35 U . S.C. § 112 is not before us in
this appeal. 1In any event, the appellants have argued that
original clainms 1 and 11 provide the required witten
description support for claim1l under appeal.
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The anticipation issue
W w il not sustain the rejection of claim 11 under

35 U.S.C. § 102(b).

To support a rejection of a claimunder 35 U.S.C. §
102(b), it nust be shown that each elenment of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinberly-C ark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Gr. 1983), cert. denied, 465 U S. 1026 (1984).

We agree with the appellants' argunent (brief, pp. 6-7)
that Di ckhut does not disclose a separate noi se naker as
recited in claim1l. |In that regard, Dickhut only discloses
that the elongated tube 12 is fornmed so that an audi bl e effect
is created when the tube is extended. Dickhut does not
di scl ose a separate noi se maker secured in the tube 12 which
makes a noise due to flexing or stretching of the tube 12.
Thus, all the limtations of claim1l are not found in
D ckhut. Accordingly, the decision of the exam ner to reject

claim 11 under 35 U S.C. § 102(b) is reversed.
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The obvi ousness i ssue
W w il not sustain the rejection of claims 5 and 10

under 35 U.S.C. § 103.

The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

USP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F. 2d

413, 425, 208 USPQ 871, 881 (CCPA 1981).

We agree with the appellants' argunment (brief, pp. 9-10)
that the conbined teachings of Dickhut and Tanaka woul d not
have rendered it obvious to have arrived at the invention as
recited in clains 5 and 10. |In that regard, the applied prior
art does not teach or suggest that an aperture for receipt of
a candy sucker stick include an "expandabl e sl eeve" as recited
inclains 5 and 10. Contrary to the exam ner's position
(answer, p. 12), the cl ai ned "expandabl e sl eeve" is not
readabl e on part of the flexible tube 12 of D ckhut since to
meet the [imtations of claim1, the flexible tube 12 of

D ckhut itself defines the aperture and thus there is no
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aperture which includes an "expandabl e sl eeve"” for receipt of
an end of a sucker stick. Accordingly, the decision of the
examner to reject clains 5 and 10 under 35 U.S.C. 8 103 is

rever sed

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claim 1l under 35 U. S.C. § 112, second paragraph, is reversed,
t he decision of the examner to reject claim 11 under 35
U S C
8 102(b) is reversed; and the decision of the exam ner to

reject clains 5 and 10 under 35 U. S.C. 8 103 is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

LAWRENCE J. STAAB )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
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