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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the examner’s final rejection of clainms 1, 4-12, and 14-27,

which are all of the clainms pending in this application.

BACKGROUND

Appel lants’ invention relates to a color display device
including a plurality of |lum nous el enents disposed on a

flexible substrate in an N x Mmatrix. The flexible substrate
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is periodically thinned to facilitate rolling of the device.
An under standi ng of the invention can be derived froma
readi ng of exenplary claim1l1, which is reproduced as foll ows:

1. A two-dinensional color display device allow ng
sel ective generation and display of a broad range of col ors,
sai d device conpri sing:

a plurality of lum nous el enents each having | um nous
wavel engt hs different fromeach other collectively disposed on
a flexible substrate in an N x Mmatrix arrangenent, said
fl exi ble substrate being periodically thinned so as to
facilitate rolling of the device, at |east one of em ssion
intensity and a | um nous col or of each of said | um nous
el ements being separately controllable fromthose of other
ones of said lumnous elenents, said controllability being
conducted on the basis of selective variation of at |east one
of atime series pulse intensity and a width which is applied
to said | um nous el enent, such that each | um nous el enent
emts a desired em ssion intensity and | um nous color, and a
collective em ssion intensity and | um nous col or of adjacent
ones of said lum nous el enents effect display of a desired
color, one of said |um nous elements being controlled so that
the em ssion intensity thereof is different fromthe em ssion
intensity of at |east one other |um nous el enent when said one
and said at | east one other |lum nous elenment emt |ight, and
wherein N and M are each an integer not |less than 2; and

signal wiring connected to said |um nous el enents, said
signal wiring being arranged in a matri x.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Schei b 4,439, 818 Mar. 27, 1984

Havel 4, 965, 561 Cct. 23, 1990
(Effecive filing date: Jan. 08, 1986)
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M zushima et al.! 50- 74931 Jun. 19, 1975
(M zushi ma)

Clainms 1, 4-12, and 14-27 stand rejected under 35 U. S. C
8§ 103 as being unpatentable over M zushima in view of Scheib
and Havel .

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nmake reference to the exam ner’s answer (Paper
No. 46, mailed August 14, 1998) for the examner’s conplete
reasoni ng in support of the rejection, and to the appellants’
brief (Paper No. 42, filed August 12, 1997), suppl enental
appeal brief (Paper No. 45, filed May 8, 1998), and reply
brief (Paper No. 47, filed October 14, 1998) for appellants

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have

carefully considered the subject matter on appeal, the

1 I'n deternining the teachings of Mzushima, we will rely on the
transl ation provided by the USPTO. A copy of the translation is attached for
appel l ants' conveni ence.
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rejection advanced by the exam ner, and the evidence of

obvi ousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunments set forth in the briefs along wwth the examner's
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in the clains.
Accordi ngly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467
(1966), and to provide a reason why one having ordinary skill

in the pertinent art would have been led to nodify the prior
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art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or
know edge generally available to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prinma facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cr. 1992). If that burden is net,
the burden then shifts to the applicants to overcone the prinma
facie case with argunent and/or evidence. (Qbviousness is then

deternm ned on the basis of the evidence as a whole. See id.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cr. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,
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788 (Fed. GCir. 1984); and In re R nehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).

The exam ner takes the position (answer, pages 4 and 5)
t hat M zushima teaches the clainmed invention, with the
exceptions of the flexible substrate being periodically
t hi nned, the desired color being effected by the em ssion
intensity and | um nous col or of adjacent picture elenents, and
the different em ssion intensity of the picture elenents. To
overcone these deficiencies in M zushim, the examner relies
upon Scheib for a teaching of nmounting a plurality of LEDs on
a flexible substrate which is periodically thinned so as to
facilitate rolling of the display device. The exam ner takes
the position (answer, pages 7 and 8) that a "flexible
substrate” and a "regular hard circuit board" are used for the
sane purpose and "functionally performthe sane function and
that is supporting a plurality of display elenments and their
necessary wirings." According to the exam ner (answer, page
5), "flexible substrates are considered as alternative
equi val ent of regular hard circuit boards."” The exam ner
additionally relies upon Havel (id. at page 5) for a teaching

of nodulating the wiwdth of a time series pulse for separately
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controlling the emssion intensity of each LED. The exam ner
notes that collective emssion intensity and | um nous col or
effect display of a desired color.

Appel I ants assert (supplenental brief, page 4) that
al t hough Schei b teaches bendi ng, Schei b does not disclose
rolling of the substrate. Appellants further assert (id. at
pages 2-4) that it would not have been obvious to nodify
M zushima to have a periodically thinned flexible substrate.
M zushima is directed to a color video display panel which
represents shapes visually. This is done by radiating |ight
according to a shape which is to be displayed. The
representation of shapes is acconplished by electronic
sel ection or de-selection of the Iight generating el enents,
not by novenent of the light displaying elenents, as in
Scheib. Thus, according to appellants, the essence of each of
the two devices is nutually exclusive of each other, and
M zushi ma does not need Scheib's teachings of flexibility to
represent shapes. Appellants further assert (id. at page 4)
that "[t]hus, had a person of ordinary skill in the art

consi dered Scheib and M zushi ma together, they would have

di scerned no suggestion to nodify the Mzushim display to
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have periodically thinned portions, particularly since such

t hi nned portions would have no apparent utility in M zushinma."
Wth regard to Havel, appellants assert, (supp. answer, page
7) that Havel "has nothing to teach or suggest relevant to

flexibility of substrates or periodic thinning of substrates."”

W find that Scheib discloses (col. 2, lines 43-49) that

[t]he flexibility of tape 6 is inproved by the renoval
of triangular sections 22 at selected points along the
| ength of the tape as best shown in FIG 1. The apexes
of the triangular sections are oriented toward the
centerline of the tape. Flexibility of the tape can be
vari ed by varying the spacing and sizes of the renoved
triangul ar sections.
Schei b further discloses (id. at lines 53-55) that "[i]n
addi tion, shaping of the characters is enhanced since the
strip can be flexed in all three dinmensions to provide any
shape desired.” Fromthese teachings of Scheib, we agree with
t he exam ner (answer, page 5) that the periodically thinned,
flexible substrate of Scheib can be rolled. However, in
Scheib (col. 2, line 13), LEDs forma lighting strip. The
di splay fornms a design by shaping the flexible lighting strip
display into the desired shape. See e.g., Figure 3, where the

display is flexed into the nunber 815. This contrasts with
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the teachings of M zushim of having a color picture display
panel where the display of an inage is produced by
individually controlling the display and intensity of the
LEDs. We find that M zushima discloses (pages 2 and 3) a
color picture display panel constructed fromnultiple |um nous
picture elenents. The lum nous elenents enmt the prinmary
colors of red, green and blue. The color to be emtted from
each [ um nous elenent, and the intensity of the color, is
individually controlled. In Mzushim, the color picture

di spl ay panel is not disclosed as being flexible. W nmake
reference to the examner's answer (pages 5 and 6) for the
examner's findings with respect to Havel, which have not been
contested by appel |l ants.

From the teachings of M zushim, Scheib, and Havel, we
agree with appellants that one of ordinary skill in the art
woul d not have been taught to have nodified the display of
M zushima, to provide a two dinensional color display with a
periodically thinned flexible substrate.

The Federal Circuit has stated that "[t]he nere fact that
the prior art may be nodified in the manner suggested by the

Exam ner does not neke the nodification obvi ous unl ess the
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prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n.14, 23 USPQd 1780, 1783-84

n.14 (Fed. Cr. 1992), citing In re Gordon, 773 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Cir. 1984). "Ooviousness may not be
establ i shed using hindsight or in view of the teachings or

suggestions of the inventor." Para-Odnance Mg. v. SGS

|nporters Int’l, 73 F.3d 1087, 37 USPQ 2d at 1239 (Fed. Cr

1995), citing W_L. Gore & Assocs., v. Garlock, Inc., 721 F.2d

at 1551, 1553, 220 USPQ at 311, 312-13 (Fed. Cir. 1983).
Because Scheib is concerned with flexing a lighting strip
to create an inage, and M zushima and Havel are concerned with
creating imges by individually controlling the intensity and
color of LEDS in a color picture display panel, we find no
suggestion to conbine the teachings of the references to
arrive at a Mx N matrix color display panel that is flexible
and is periodically thinned so as to be capabl e of being
rolled. W agree with the exam ner that both a flexible
circuit board and a hard circuit board support the display
el ements and their wiring. However, we agree with appellants
that the flexible substrate of Scheib is for creating the

i mage di splayed by the LEDs, and that Havel does not nmake up



Appeal No. 1999-1687 Page 11

Appl i cation No. 08/152, 102

for the deficiencies of Mzushima and Scheib. W find no
reason to suggest providing Mzushima with a flexible display
because M zushi ma does not need a flexible display to create
an imge. The inmage is created by the individual control of
the LEDs. Since the flexibility of the display of Scheib is
for a fundanentally different purpose than the panel display
of M zushinma, we find no suggestion to conbine the teachings
of the references in the absence of appellants’ disclosure.
Accordingly, we find that the exam ner has failed to establish

a prima facie case of obviousness of the clainmed i nvention.

As each of the independent clains 1, 4, and 5 recites a color
di splay with | um nous el enents di sposed on a flexible
substrate in an Nx Mmatrix, with the flexible substrate
being periodically thinned so as to facilitate rolling of the
device, the rejection of clainms 1, 4, 5, as well as dependent

clains 6-12, and 14-27 under 35 U S.C. § 103 is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clains 1, 4-12, and 14-27 under 35 U.S.C. 8 103 is reversed.

REVERSED

KENNETH W HAI RSTON )

Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
ANl TA PELLMAN GRCSS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)
STUART S. LEVY )

Adm ni strative Patent Judge )
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