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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clains 1-4. W reverse.

BACKGROUND

The invention at issue in this appeal is an ink jet
recording head for ejecting liquid ink having charged toner
particles therein. As shown in Figure 1 of the appellants’

specification, the recording head includes an ink reservoir 3
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di sposed above a head body 1. An ink inlet tube 8 and an ink
outl et tube 9 connect the reservoir and head body. The
reservoir uses gravity to feed liquid ink 13 into the ink
inlet tube. As shown in Figure 3 of the specification, the
gravity-fed ink flows through the ink inlet tube into an ink

chanber 2 of the head body via an ink inlet port 10A

An el ectrophoretic electrode 6 is disposed at the rear of
the ink chanber. Wen a voltage having the same polarity as
the charged toner particles is applied to the el ectrophoretic
el ectrode, the charged toner particles mgrate toward the
front of the ink chanber, which causes the liquid ink to flow
in the direction of arrow 14. The liquid ink flowing within
the ink chanber is either ejected through an ejection slit
provi ded at the front end of the ink chanber based on the
action of ejection electrodes 5 or returned to the reservoir
via an ink outlet port 11A. Accordingly, the appellants’
recordi ng head provides an ink circulating feature w thout the
conventional need for an ink circulating punp. Furthernore,
the ink circulating feature provides a constant supply of

charged toner particles toward the ejection slit.
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Claim 1, which is representative for our purposes,
fol |l ows:

1. An ink jet recording head for ejecting
liquid ink having charged toner particles
conpri si ng:

a head body;

an i nk chanber in said head body for receiving a
liquid ink containing a plurality of charged toner
particles, said ink chanmber having a front end, a
rear end, an ink inlet port disposed adjacent said
rear end, an ink outlet port disposed adjacent said
front end, and an ink ejecting slit extending al ong
the front end of said ink chanber;

a set of electrodes including (1) a plurality of
ej ection el ectrodes arranged within said ink
chanber, said plurality of ejection electrodes
having a plurality of tips along said ink ejecting
slit for ejecting the plurality of charged toner
particles fromsaid i nk chanber, (2) an
el ectrophoretic el ectrode disposed within said ink
chanber and (3) an opposing el ectrode di sposed
out si de said i nk chanber and opposed to said
plurality of tips of said plurality of ejection
el ectrodes, said ink inlet port disposed between
said el ectrophoretic electrode and said plurality of
tips of said plurality of ejection el ectrodes; and

an ink reservoir, disposed above said ink
chanber and connected to said ink inlet port and
said ink outlet port, for providing the liquid ink
by gravity to said ink chanber through said ink
inlet port and for receiving the liquid ink from
said i nk chanber through said ink outlet port.
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The prior art applied in rejecting the clains foll ows:

Tanmura Japanese Patent Disclosure 60-250962 Dec. 11
19851

Barbero et al. (Barbero) 4,432, 003
Feb. 14, 1984.

Clainms 1-4 stand rejected under 35 U.S.C. § 103(a) as being
obvi ous over Tamura in view of Barbero. Rather than reiterate
the argunents of the appellants or examner in toto, we refer
the reader to the briefs and answer for the respective details

t her eof .

OPI NI ON
After considering the record, we are persuaded that the
exam ner erred in rejecting clains 1-4. Accordingly, we
reverse. We begin by noting the following principles fromln

re Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed.

Gr. 1993).

In rejecting clains under 35 U.S.C. 8§ 103, the
exam ner bears the initial burden of presenting a

prima facie case of obviousness. |In re Cetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992).... "A prima facie case of obviousness is

establ i shed when the teachings fromthe prior art

A copy of the translation prepared by FLS, Inc. (Apri
1998) for the U S. Patent and Trademark O fice is attached.
W will refer to the translation by its page nunbers.
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itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cr. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).

Wth these principles in mnd, we consider the examner's

rejection and the appellants' argunents.

The exam ner asserts, "Tamara discloses ... ink chanber R
having a front end, a rear end, an ink inlet port disposed
adj acent said rear end, an outlet port disposed adjacent said
front end and an ink ejecting slit P extending along the front
end of said ink chamber R...." (Examiner's Answer at 3.)
The “[a] ppel l ants contend that a clainmed feature (the ink
outlet port) is conpletely mssing from Tanmura's printing head

33.7 (Reply Br. at 4.)

Here, clains 1-4 specify in pertinent part the foll ow ng
[imtations.

[1]nk chanber having a front end, a rear end, an ink
inlet port disposed adjacent said rear end, an ink
outl et port disposed adjacent said front end, and an
ink ejecting slit extending along the front end of
said ink chanber ... and an ink reservoir, disposed
above said ink chanber and connected to said ink
inlet port and said ink outlet port, for providing
the liquid ink by gravity to said ink chanber
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through said ink inlet port and for receiving the

liquid ink fromsaid ink chanber through said ink

outlet port.
Accordingly, clains 1-4 require an ink chanmber having an inlet
port for receiving ink froman ink reservoir, a slit for

ej ecting sonme ink, and an outlet port for returning the rest

of the ink to the reservoir.

The exam ner fails to show a teaching or suggestion of
the limtations in the applied prior art. Tanmura discloses an
i nk
recording head for printing on recording paper. “The tip of
the recording head (1) where the slit-shaped ink splashing
opening (P) is fornmed is pointed so that the position
adj ustnment of the splashing ink is easier.” Tanura
Transl ation, p. 11. The recording head includes “an ink
keeper (4) which stores liquid ink (Q inits bottom” 1d. at
11. “A shallow groove is formed ... fromthe ink keeper (4)
to the ink splashing opening (P) so that an ink passage (R)..
is formed.” 1d. The ink passage necessarily includes an ink
inlet via which ink is fed fromthe ink keeper into the ink
passage on its way to the splashing opening for printing.

Al t hough the ink passage includes an ink inlet, an ink outlet
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for recirculating ink fromthe ink passage to the ink keeper

i's neither taught, suggested, nor necessary.

For its part, Barbero teaches an ink printing head that
includes an ink reservoir and an ink container. “The
reservoir 51 is connected to the container 34 by a hydraulic
circuit conprising a feed tube 52, a discharge tube 53 ....”
Col. 5, Il. 3-5. Furthernore, the discharge tube is
necessarily connected to an ink discharge port in the

cont ai ner.

The exam ner fails to identify a sufficient suggestion to
conbi ne the teachings of the references. “[l]dentification in
the prior art of each individual part clainmed is insufficient
to defeat patentability of the whole clained invention. |In re
Kot zab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1316 (Fed. G

2000) (citing In re Rouffet, 149 F.3d 1350, 1357, 47 USPQd

1453, 1457 (Fed. Cr. 1998)). “Rather, to establish
obvi ousness based on a conbi nation of the el enents discl osed
inthe prior art, there nmust be sone notivation, suggestion or

teaching of the desirability of nmaking the specific
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conbi nati on that was nmade by the applicant.” 1d. 55 USPQ2d at

1316 (citing In re Dance, 160 F.3d 1339, 1343, 48 USPQ2d 1635,

1637 (Fed. Cr. 1998);

In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.

Gir. 1984).

Here, although Tamura di scl oses an i nk keeper connected
to an ink passage via an ink inlet port therein and Barbero
di scl oses an ink reservoir connected to an ink container by an
i nk discharge port therein, the examner fails to allege, |et
al one show, sone notivation, suggestion, or teaching of the
desirability of enploying Barbero s ink discharge port in
Tamura’s i nk passage. The exanminer’s reason for repositioning
Tamura’s ink inlet port, viz., to “produce[] indelible signs
which are immediately dry and are forned of a uniformlayer of
ink[,]” (Exam ner’s Answer at 4), noreover, would not result
fromusing Barbero’ s ink discharge port in Tamura's ink

passage.

Because Tamura | acks an ink outlet port, and there is no
evi dence that Barbero’s ink discharge port would have been

desirable in the former reference’s ink passage, we are not
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per suaded that teachings fromthe prior art would have
suggested the conbi nati on of Tanura and Barbero nor the
l[imtations of an “ink chanber having a front end, a rear end,
an ink inlet port disposed adjacent said rear end, an ink
outl et port disposed adjacent said front end, and an ink
ejecting slit extending along the front end of said ink
chanber ... and an ink reservoir, disposed above said ink
chanber and connected to said ink inlet port and said ink
outlet port, for providing the liquid ink by gravity to said
i nk chanber through said ink inlet port and for

receiving the liquid ink fromsaid i nk chanber through said
ink outlet port." Therefore, we reverse the rejection of

clainms 1-4 as being obvious over Tanmura in view of Barbero.

CONCLUSI ON

In summary, the rejection of clains 1-4 under 8 103(a) is

rever sed
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REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH L. DI XON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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