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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte J. BRUCE EMVONS

Appeal No. 1999-1523
Application No. 08/839, 065*

ON BRI EF

Bef ore ABRAMS, STAAB, and NASE, Adninistrative Patent Judges.
NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 to 82 dCdains 9 to 19 have been

i ndi cated as being allowable. Caim20 has been cancel ed.

We AFFI RM | N- PART.

1 Application for patent filed April 23, 1997.

2 Cdaiml1l was anended subsequent to the final rejection.
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BACKGROUND

The appellant's invention relates to a connector. An
under st anding of the invention can be derived froma reading
of exenplary claim1l1l, which appears in the suppl enental

appendi x of clains (Paper No. 11, filed Decenber 22, 1998).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Rensch 3, 688, 461 Sept. 5,
1972
Hollis, Sr. 3,969, 563 July 13,
1976

Clains 1 to 3 and 6 to 8 stand rejected under 35 U S. C

§ 102(b) as being anticipated by Rensch.

Claim 4 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Rensch.

Claim5 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Rensch in view of Hollis, Sr.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the exam ner's answer (Paper
No. 12, muailed January 4, 1999) for the exami ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 10, filed Novenber 30, 1998) and reply brief
(Paper No. 13, filed March 8, 1999) for the appellant's

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

Caimil

We sustain the rejection of claim1l under 35 U. S. C

§ 102(b).
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Anticipation by a prior art reference does not require
either the inventive concept of the claimed subject matter or
the recognition of inherent properties that nmay be possessed

by the prior art reference. See Verdegaal Bros. Inc. v. Union

Gl Co., 814 F.2d 628, 633, 2 USP(R2d 1051, 1054 (Fed. Cir.),

cert. denied, 484 U S. 827 (1987). A prior art reference
antici pates the subject of a claimwhen the reference
di scl oses every feature of the clainmed invention, either

explicitly or inherently (see Hazani v. Int'l Trade Conmi n,

126 F.3d 1473, 1477, 44 USPQ2d 1358, 1361 (Fed. G r. 1997) and

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984)); however, the
| aw of anticipation does not require that the reference teach
what the appellant is claimng, but only that the clains on
appeal "read on" sonething disclosed in the reference (see

Kalman v. Kinberly-Jark Corp., 713 F.2d 760, 772, 218 USPQ

781, 789 (Fed. Cr. 1983), cert. denied, 465 U S. 1026

(1984)).
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We agree with the exam ner than claim1 is anticipated by
Rensch since the subject matter recited in claim1 "reads on"
Rensch. W read claim 1l on Rensch's Figure 1° as foll ows:

A connector, conprising:

a first connecting interface adapted to be connected to
and across a cross-section of a first beam (the radial arns of
Rensch's junction el enents 2A and 2C extending at the three
o' clock position, the web of Rensch's junction el enment 2A
extending fromthe three o' clock positioned armto the five

o' clock positioned arm the web of Rensch's junction el enent

3 For convenience, we will make the foll ow ng
designations: (1) the upper left junction elenent 2 is
designated junction el enent 2A; (2) the bottomleft junction
element 2 is designated junction elenent 2B; (3) the bottom
center junction elenment 2 is designated junction el enment 2C
(4) the rightnost girder running between junction el enent 2A
and junction elenment 2C is designated girder 3D; (5) the
| eftmost girder running between junction el enment 2A and
junction elenment 2C is designated girder 3E (6) the rightnost
gi rder runni ng between junction el enment 2A and junction
el ement 2B is designated girder 3F;, (7) the | eftnost girder
runni ng between junction elenment 2A and junction elenment 2B is
designated girder 3G (8) the bottompst girder running
bet ween junction el enent 2B and junction elenent 2C is
designated girder 3H, and (9) the topnost girder running
bet ween junction el enent 2B and junction elenment 2C is
desi gnat ed gi rder 3I.
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2C extending fromthe 11 o' clock positioned armto the three
o' clock positioned arm and if needed girder 3D)

a second connecting interface adapted to be connected to
and across a cross-section of a second beam (the radial arns
of Rensch's junction elenments 2A and 2B extending at the 11
o' clock position, the web of Rensch's junction el enment 2A
extending fromthe seven o' clock positioned armto the 11
o' clock positioned arm the web of Rensch's junction el enent
2B extending fromthe 11 o' clock positioned armto the one
o' clock positioned arm and if needed girder 30 ;

a first |oad bearing nenber having two ends and a |l ength
extending generally across said first connecting interface
(Rensch's girder 3E)

a second | oad bearing nmenber having two ends and a | ength
extendi ng generally across said second connecting interface,
one of said second | oad bearing nenber ends bei ng adj acent one
of said first |oad bearing nenber ends (Rensch's girder 3F);

a third | oad bearing nenber having two ends and extendi ng
generally between the other said end of said first |oad
beari ng nenber and the other said end of said second | oad

beari ng nmenber (Rensch's girder 3l); and
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wherein said first, second and third | oad bearing nenbers
are arranged in a generally triangular arrangenent (see Figure
1 of Rensch wherein girders 3E, 3F and 3l are shown in a
triangul ar arrangenent) such that a | oad al ong one of the
beans is transferred along at |east one of said | oad bearing
menbers (a | oad al ong one of the beans (e.g., a | oad applied
fromthe right in Figure 1 of Rensch) is inherently
transferred along at | east one of the | oad bearing nenbers

(i.e., girders 3E, 3F and 31)).

The appel lant's argunents concerning claim2l (brief, pp.
6-7, and reply brief, pp. 1-2) are unpersuasive for the
follow ng reasons. First, claim1l is anticipated by Rensch
since claim1 "reads on" Rensch as set forth above. Second,
claiml1l is directed to the connector per se and not the
conbi nati on of the connector, a first beam and a second beam
Third, we do not agree with the appellant's position (brief,
p. 6) that it is not proper to read Rensch's girders and
junction elenments as both a "connector” and a "beam" Lastly,
whil e Rensch's framework shown in Figure 1 mght not actually

be subjected to lateral loads (e.g., fromthe right in Figure
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1), we nevertheless find that as set forth above that Rensch's
framework is inherently capable of transferring a |ateral |oad
froma beamto at | east one of the |oad bearing nenbers (i.e.,

girders 3E, 3F and 3l).

For the reasons stated above, the decision of the
exam ner to reject claiml1l under 35 U . S.C. § 102(b) is

affirned.

Claims 2, 3 and 6 to 8

The appel l ant has grouped clains 1 to 3 and 6 to 8 as
standing or falling together.* Thereby, in accordance with
37 CFR 8 1.192(c)(7), clainms 2, 3 and 6 to 8 fall with claim
1. Thus, it follows that the decision of the examner to
reject clains 2, 3 and 6 to 8 under 35 U.S.C. § 102(b) is also

af firned.

Clains 4 and 5

W w il not sustain the rejection of clains 4 and 5 under

4 See page 4 of the appellant's brief.
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35 U S.C. § 103.

Claim4 reads as follows: "The connector of claim1,
wherein said connector is formed as a single-piece froma

casted piece of netal."

The exam ner found (answer, p. 5) that "Rensch sets forth
the invention except for the connector, including the |oad
beari ng nenbers, being fornmed integrally as a single-piece.”
Thereafter, the exam ner took the position that

case law dictates that form ng several pieces integrally

as a single-piece is not considered to be patentable

subject matter, and that it would have been obvious to
one of ordinary skill in the art to nodify the
configuration of Rensch to be fornmed as an integral
single-piece, in order to increase the rigidity of the

assenbly, and to reduce the nunber of steps required to
produce the structure.

The appel lants argue (brief, pp. 7-8, and reply brief,
pp. 2-3) that Rensch requires "that the junction elenents 2
are separate pieces fromthe girders 3" and that there is no
suggestion or incentive to make Rensch's lattice structure

into a single piece. Lastly, the appellant concludes that the
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exam ner has "failed to establish a prima facie case of

obvi ousness for Clains 4 and 5."

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto nake the proposed conbi nati on or other

nmodi fi cati on. See Inre Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clained subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of
ordinary skill in the art that would have | ed that individua
to conbine the relevant teachings to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988).
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W agree with the appellant that the exam ner has failed

to establish a prima facie case of obviousness for clains 4

and 5. In that regard, it is our determnation that the
claimed limtation of claim4 (i.e., said connector is forned
as a single-piece froma casted piece of netal) would not have
been obvious to one of ordinary skill in the art at the tine
the invention was made fromthe teachings of the applied prior
art (i.e., Rensch alone or conbined with Hollis). 1In
addition, we note that the exam ner incorrectly drew from case
law turning on specific facts, a general obviousness rule:
namely, that form ng several pieces integrally as a single-
piece is not considered to be patentable subject matter. No
such per se rule exists. The examner's citation (answer, p.

8) of In re Larson, 340 F.2d 965, 144 USPQ 347 (CCPA 1965) or

any other case as a basis for rejecting clains that differ
fromthe prior art by reciting a single-piece is inproper, if
it sidesteps the fact-intensive inquiry mandated by 35 U S. C
8§ 103. Thus, in this case, one nust determne if it would
have been obvious to one of ordinary skill in the art at the
time the invention was made to make Rensch's connector as a

single-piece. W think not for the reasons expressed by the
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appellant. Furthernore, even if it would have been obvious to
make Rensch's connector as a single-piece of netal, there is
no suggestion of formng such a single-piece from"a casted

piece of netal” as recited in claim4.5

For the reasons stated above, the decision of the

examner to reject clains 4 and 5 under 35 U S.C. 8§ 103 is

rever sed

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 to 3 and 6 to 8 under 35 U.S.C. §8 102(b) is affirned
and the decision of the examner to reject clains 4 and 5

under 35 U.S.C. § 103 is reversed.

°> W viewthe casting limtation of claim4 (i.e., said
connector is formed as a single-piece froma casted piece of
metal) as presenting a structural limtation not accounted for
in the examiner's rejection of claimA4.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JEFFREY V. NASE
Adm ni strative Patent Judge

NEAL E. ABRANMS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LAVWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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