THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 22,

24 and 28 to 31, all the clains remaining in the application.

1 Application for patent filed Cctober 24, 1995. According to the appellants,
the application is a continuation of Application 08/191,039, filed February 3, 1994, now
Patent No. 5,490, 723, issued February 13, 1996, which is a division of Application
08/ 080, 310, filed June 24, 1993, now Patent No. 5, 343,357, issued August 30, 1994, which
is a division of Application 07/935,110, filed August 26, 1992, now Patent No.

5,247,427, issued Septenber 21, 1993
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The clains on appeal are drawn to a frame for holding a

di sk drive, and are reproduced in the appendi x of appellants’

brief.
The references applied in the final rejection are:
Good et al. 5,571, 256 Nov. 5, 1996
( Good)
Deneke 489, 592 Jan. 18, 19302

(German Patent)
The appealed clains stand finally rejected on the

fol |l ow ng grounds:
(1) dainms 22, 28 and 29, anticipated by Deneke, under 35
U.S.C. § 102(b);
(2) dainms 24, 30 and 31, unpatentable over Deneke in view of
Good, under 35 U.S.C. § 103.

Considering first rejection (1) with regard to claim 22,
it is well settled that “[t]o anticipate a claim a prior art
reference nust disclose every limtation of the clained

invention, either explicitly or inherently.” 1n re Schreiber,

128 F. 3d 1473, 1477, 44 USPQRd 1429, 1431 (Fed. Gr. 1997).

Appel l ants argue that (brief, page 5):

2 In eval uating this reference, we have relied on the translation filed by

appel l ants on Novenber 12, 1996. Any references herein to Deneke by page and line are
to page and line of the translation.
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Claim?22 is not anticipated
by Deneke for at |east the
foll ow ng reasons: First, Deneke
fails to disclose a frane that is
a unitary structure. Second,
Deneke fails to disclose a franme
that includes a
T-bar extending longitudinally

along its bottomwall. Third,
Deneke fails to disclose a frane
t hat includes a detent included
in said T-bar.

First, with regard to whether Deneke's frane 4 is
“unitary”, the exam ner states on page 4 of the final
rejection® that “the Deneke device is a single unit and
therefore unitary”, and on page 3 of the answer that “The term

‘“integral’ has a nmeaning different from‘unitary’ .” However,
al though a structure made up of a nunber of pieces may be

“integral”, it is not necessarily “unitary.” As indicated in

the quote on page 6 of appellant’s brief fromln re Mrris,
127 F.3d 1048, 1056, 44 USPQ@d 1023, 1029 (Fed. G r. 1997),
“integral” has been interpreted as being a broader termthan

“unitary”. Also, in In re Heltzel, 137 F.2d 113, 115, 58 USPQ

556, 557 (CCPA 1943), it was held that a unitary structure is

3 References herein to the final rejection are to Paper
No. 16 (erroneously nunbered 14)(CQctober 9, 1997).

3
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not one which is “bolted, clanped, screwed, or tied together”
Since Deneke’s franme 4 is made of several pieces, as shown in
Fig. 2, we are doubtful that it can be considered “unitary”.
However, it is unnecessary to resolve this issue, since we

agree with appellants’ second and third argunments, supra.

As for the second argunent, the exam ner identifies
Deneke’s elenents 19 and 21 as the clainmed T-bar. W do not
consider this to be correct because only elenent 19 is a bar
“extending longitudinally along [the] bottomwall [of the
frame]” as clained, and it is rectangular in cross-section,
not T-shaped. Itens 21 and 22 are supports for bar 19, rather
than part of the bar. Al so, the bottomwall 23 of Deneke’s
frame is not “shaped to include” the bar, as recited in claim
22.

The third argunment concerns the recitation “said T-bar
including a detent.” Deneke' s specification does not
expressly disclose a detent, but the exam ner, noting the bal
beari ngs di scl osed by Deneke between tracks 18 and 19 (Fig.
4), seens to take the position in the final rejection that a

detent woul d be i nherent in Deneke because “Detents are a
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commonly used and well known neans of retaining bearings in a
gui de nmenber where bearings are present” (page 4). Then, in
the answer the exam ner goes further and states that Deneke’s

drawi ngs “show detents in which the bearings are guided” (page

4; enphasi s added).

The definition of “detent” is “a catch or lever in a
mechani smwhich initiates or |ocks novenent of a part”;* thus,
in
appel l ants’ di scl osed apparatus, elenent 65 is a detent
because it | ocks the nodule 33 in place on plate 35 (page 11
lines 7 to 14). Contrary to the examner’'s statenent, supra,
we are not aware of the use of a “detent” to hold bal
bearings in place, nor has the exam ner provided any evidence
t hereof . Deneke does not expressly disclose a detent per se,
but the exam ner seem ngly has construed the C shaped
structure holding the balls around bar 19 in Fig. 4 of Deneke
as a “detent”. In our view, this structure is not a detent,
but rather appears to be a cage, as is nornmally used for

hol di ng ball bearings. Consequently, we do not consider that

4 MGawHi Il Dictionary of Scientific and Technical Terms (2d Ed., 1978).
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Deneke shows a detent at bar 19, nor that a detent would
i nherently be present there.

Accordi ngly, since Deneke does not disclose at |east the
T-bar and detent as recited in claim22, we will not sustain
the rejection of claim22, nor of clainms 28 and 29 dependent
t her ef rom

Turning to rejection (2), the secondary reference, Good,
does not supply the deficiencies discussed above. Rejection

(2) therefore will not be sustained.

Concl usi on
The exam ner’s decision to reject clainms 22, 24 and 28 to
31 is reversed.

REVERSED
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