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DECI SI ON ON APPEAL

This is a decision on an appeal which involves clains 5,
6, 11-16 and 23-26 which are all of the clainms remaining in
t he applicati on.

The subject matter on appeal relates to a process for the
preparation of a polyolefin which includes the use of a

nmet al | ocene catal yst having a nono- or di- substituted
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et hyl ene bridge. This appeal ed subject matter is adequately
illustrated by independent clains 5, 6, 23 and 25, a copy of
whi ch taken fromthe appellants’ brief is appended to this
deci si on.

The reference set forth belowis relied upon by the
exam ner as evi dence of obvi ousness:

Wnter et al. (Wnter) 5,416,178 May 16, 1995
(effective filing date Aug. 4, 1988)

Clainms 23 and 24 are rejected under the first paragraph
of 35 U S.C. 8 112 “because there is no support in the
specification for the netall ocene of these clains” (answer,
page 3).

Al of the clains on appeal are rejected under 35 U S. C
§ 103 as bei ng unpatentable over Wnter.

These appeal ed cl ai ns have been separately grouped and
argued by the appellants as indicated on page 5 of the brief.
Accordingly, in our assessnent of the above noted rejections,
we have appropriately considered each of these separately
grouped and argued cl ai ns.

OPI NI ON
Havi ng carefully consi dered the argunent and evi dence

advanced by the appellants and by the exam ner on this appeal,
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we determ ne that only the section 103 rejection of clains 5,
6 and 11-16 shoul d be sustai ned.

Concerning the section 112 rejection, the exam ner urges
that “[t]he bridge ‘ethyl ene-ethylene’ would appear to refer
to a bridge of the structure ‘-(CH,,' which is not a species
of the netall ocenes of Formula (I) on page 2 of the
specification” (answer, page 3). However, we cannot agree
with the manner in which the exam ner has interpreted the
cl ai m 23 phrase “ethyl ene-ethylene” since this interpretation
plainly is inconsistent wwth the appellants’ specification

disclosure. |In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385,

388 (Fed. Cr. 1983). Instead, we agree with the appellants’
basic position that one with ordinary skill in the art would
interpret this clainmed phrase consistent with the
specification disclosure (e.g., see Exanple 29 and conpare
Exanple 8 of the specification) as referring to “ethyl -
ethylene.” As so interpreted, appealed clains 23 and 24

i ndi sputably define a nmetall ocene which is supported, that is

di scl osed, in the subject specification. It follows that we
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cannot sustain the exam ner’s section 112, first paragraph,

rejection of these clains.!

As for the section 103 rejection, we fully share the view
expressed in the answer and in the prior Board decision on
Appeal No. 93-2412 for parent application Serial No.

07/ 569,179 that the Wnter reference establishes a prima facie

case of obviousness with respect to the here clainmed subject
matter notwi t hstandi ng the appel l ants’ opposi ng vi ewpoi nt.

See, for exanple, Merck & Co. v. Biocraft Labs., Inc., 874

F.2d 804, 807, 10 USPQd 1843, 1846 (Fed. G r. 1989).
As rebuttal evidence of nonobvi ousness, the appellants
proffer the showings in their specification and in the Dolle

decl arati ons executed February 24, 1995 and Septenber 8, 1995.

! According to 37 CFR § 1.75(d) (1), application clains
must conformto the invention as set forth in the renai nder of
the specification and the ternms and phrases used in the clains
must find clear support or antecedent basis in the description
so that the neaning and terns in the clains nmay be
ascertainable by reference to the description. Therefore,
upon return of this application to the exam ner’s
jurisdiction, the exam ner should consider objecting to the
cl ai m 23 phrase “ethyl ene-ethylene” as failing to conformwth
t he | anguage of the subject specification and correspondi ngly
shoul d require the appellants to change the cl ai med phrase
“et hyl ene-ethyl ene” to the specification phrase “ethyl -
ethylene” so as to elimnate the aforenenti oned nonconformty.
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Therefore, we must now retrace our assessnent of the
obvi ousness i ssue before us giving due consideration to the
appel l ants’ evi dence of nonobvi ousness in conjunction with the

exam ner's reference evidence of obvi ousness. In re Rinehart,

531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

In his answer, the exam ner has conceded, in essence,
that these show ngs establish unexpected results with regard
to the inventive netall ocenes tested in conparison with the
cl osest prior art nmetallocene of Wnter. As correctly urged
by the exam ner, however, the inventive netall ocenes tested in
the showings are limted to only those having certain
et hyl ene-bri dged substitutions involving nethyl, ethyl and
phenyl groups. Thus, we share the exam ner’s position that
the proffered showi ngs are considerably nore narrow i n scope
than the appellants’ argued i ndependent clainms 5 and 6.

Evi dence presented to rebut a prim facie case of

obvi ousness nust be commensurate in scope with the clains to
which it pertains, and such evidence which is considerably
nore narrow in scope than the cl ai med subject matter is not

sufficient to rebut a prinma facie case. In re Dll, 604 F.2d

1356, 1361, 202 USPQ 805, 808 (CCPA 1979). Because the
appel l ants’ showing is considerably nore narrow than their

5



Appeal No. 1999-1418
Appl i cation No. 08/418, 847

i ndependent clains 5 and 6 as expl ai ned above, the evidence of
nonobvi ousness cannot be considered to outweigh the reference
evi dence of obviousness. It follows that we will sustain the
exam ner’s section 103 rejection based on Wnter of
i ndependent clains 5 and 6 and of clains 11-16 which depend
t heref rom

We reach a different conclusion with respect to appeal ed
claims 23 and 24. It is the examner’s viewpoint that the
appel  ants’ show ngs do not evince nonobvi ousness with respect
to these cl ains because the show ngs do not relate to the “-
(CH,) ,-" species to which the exam ner interprets these clains
as being directed. W have previously explai ned, however,
that the examner’s claiminterpretation is inappropriate and
that these clainms as properly interpreted are directed to the
appel l ants’ “ethyl -et hyl ene” enbodinment. This |ast nentioned
enbodi ment unquestionably is tested in the appellants’ show ng
and has yielded results which the exam ner has indicated are
unexpected. Under these circunstances, we ultimtely concl ude
that the appellants’ evidence of nonobvi ousness outwei ghs the
exam ner’s reference evidence of obviousness with respect to
appeal ed clains 23 and 24 as interpreted by this panel of the

Boar d. It follows that we cannot sustain the exam ner’s

6
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section 103 rejection of these clains as bei ng unpatentable
over Wnter.

We al so cannot sustain the exam ner’s section 103
rejection of appealed clainms 25 and 26 as bei ng unpat ent abl e
over Wnter. These clains are directed to the appellants’
racem c 1, 2-di phenyl-ethyl ene-bis-(1-indenyl) zirconium
di chl ori de enbodi ment, and this enbodi nent concededly has been
shown by the appellants to exhibit unexpected results (e.g.,
see specification Exanples 9 and 10 as well as the Dolle
decl aration executed Septenber 8, 1995). Neverthel ess, the
exam ner regards these showi ngs as nore narrow and t hus not
per suasi ve of nonobvi ousness with respect to clains 25 and 26
because “[t]here is no evidence that simlar results would be
obt ai ned when using different concentrations of netall ocenes
and/ or al um noxanes, different al um num zirconiumrati os,
different polynerization tenperatures and different ol efin
nmonomners” (answer, page 8).

However, the exam ner has provided no evidentiary support
for his concern that the nmetall ocene enbodi nent under
consi deration would not yield unexpected results if the above
not ed paraneters were altered. On the other hand, the
appel l ants’ show ngs reveal that this enbodi nent displays

7
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unexpected results under a variety of paraneter conditions

i ncludi ng sonme of those listed by the exam ner such as
differing netall ocene concentrations and differing olefin
nmononers (again see specification Exanples 9 and 10 in
conjunction with the Dol l e declarati on executed Septenber 8,
1995). These circunstances |lead us to conclude that the

evi dence before us on this appeal for and agai nst obvi ousness,
on bal ance, wei ghs nost heavily in favor of a nonobvi ousness
conclusion with respect to appeal ed clains 25 and 26.

In summary, we have sustained the exam ner’s section 103
rejection of clainms 5, 6 and 11-16 but not his section 103
rejection of clainms 23-26. W also have not sustained the
exam ner’s 112, first paragraph, rejection of clainms 23 and

24.

The decision of the examner is affirned-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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APPENDI X

5. A process for the preparation of a polyolefin by

pol ymeri zation of an olefin of the formula R!-CH=CH R? in
which R and R are identical or different and are a hydrogen
atomor a C-C,-alkyl radical, at a tenperature of 0Cto 150C,
under a pressure of 0.5 to 100 bar, in solution, in suspension
or in the gas phase and in the present of a catal yst which
consists essentially of a netall ocene and an al um noxane of
the formula (11)

RIO ) Rlﬂ ) RIO

| /
\ AL-0 A0 LA ()
RIO/

10
“ .Jni R

for the linear type, and/or of the formula (I11)

Al - o (III)
n+2
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for the cyclic type, in which, inthe fornulae (I1) and (I11),
R° is a C-GCs-alkyl group and n is an integer from2 to 50,
wherein the netall ocene is at | east one conpound of the

formula (1)

in which

M

R and R?

RP and R

or

rd
4
R (CR7RS,
’ f
Rr3 ' r3
Rl\'
. (1)

is zirconiumor hafnium

are identical or different and are a hydrogen
atom a C-C,-al kyl group, a C-C,-al koxy group,
G- Cyo-aryl group, a G-Cy-aryloxy group, a G-C,-
al kenyl group, a C,-Cy,-arylal kyl group, a
C,-C,-al kylaryl group, a G;-C,-arylal kenyl group
or a hal ogen atom

are identical or different and are a hydrogen
atom a halogen atom a C-C,-al kyl group or a
-NR°,, SR, -OR°, -QSir? -Sir? or -PR, radical,
which R is a C-Cy-al kyl group, a G-Cpy-aryl
group or, in the case of radicals containing Si
P, also a hal ogen atom
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or in each case two adjacent radicals R or R, together
W th the carbon atons joining them forma ring,

R, R and K’ are a hydrogen atom and

R is a phenyl, benzyl, nmethyl, ethyl, trifluoromethyl or
met hoxy gr oup.

6. A process for the preparation of a polyolefin by
pol ynmeri zation of an olefin of the formula R!-CH=CH R? in
which R* and R? are identical or different and are a hydrogen
atomor a C-C,-alkyl radical, at a tenperature of 0)Cto 150°C,
under a pressure of 0.5 to 100 bar, in solution, in suspension
or in the gas phase and in the present of a catal yst which

consi sts essentia
[ly of a Co nmet al | oc
ene and * 0 \ 0 an

al unmi noxa R! R R ne of

ay \\\\ ‘ | //// formul a
(11) A-0-TAl-0 LAl (11)
Rll)/ i J \ RIO

for the linear type, and/or of the formula (I11l)
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for the
type, in
in the
(rr) and
RYis a
al kyl
and n is
i nt eger
to 50,

t he

ene i s at

rd
rY
R " r3
RJ'\l
~ "
R2 \\ R3
R3
rY

one conpound of the fornmula (1)

Rlo

Al - O
n+2

is zirconium or

(CR7RS,

(III)

haf ni um

(1)

cyclic
whi ch,
formul ae
(rery,
C- G-

gr oup

an
from?2
wher ei n
nmet al | oc
| east

in which
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Rt and R are identical or different and are a hydrogen
atom a C-Cy,-al kyl group, a C-C,-al koxy group,
a G- Cye-aryl group, a G-C,-aryloxy group, a GC,-C,-
al kenyl group, a C,-Cy,-arylal kyl group, a
C-C,-al kylaryl group, a Gy-C,-arylal kenyl group
or a hal ogen at om
R and R are identical or different and are a hydrogen
atom a hal ogen atom a C-Cy,-al kyl group or a
-NR?,, SR, -OR’, -Q6Sir% -Sir? or -PR, radical,
in which R is a C-Cy,-al kyl group, a G-C,-aryl
group or, ~ \ Co in the
case of radi ca
10 10 10
S R R R contain
ing Si or \\\\ | ////
P, also
or in each w//// 0
case two R w —Jn. R adj acen
t radicals R or
R, t oget he
r wth the carbon atons joining them forma ring,

R and R are a hydrogen atom and

R and R are identical or different and are a phenyl, benzyl,

nmet hyl ,

ethyl, trifluoronmethyl or methoxy group.

23. A process for the preparation of a polyolefin by
pol ynmeri zation of an olefin of the formula R!-CH=CH R? in

whi ch R* and

R'? are identical or different and are a hydrogen

atomor a C-C,-alkyl radical, at a tenperature of 0)Cto 150C,
under a pressure of 0.5 to 100 bar, in solution, in suspension

or in the gas phase and in the present of a catal yst which
consists essentially of a netall ocene and an al um noxane of
the formula (11)
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for the linear type, and/or of the formula (I11)

for the cyclic

RIO type, in which,

4 in the formul ae

A\l - o] (III) (1) and (111,
42 R is a C-G-

al kyl group and
nis an integer
from2 to 50, wherein the netall ocene is wherein said

net al | ocene i s ethyl ene-ethyl ene(indenyl), zirconium
di chl ori de.

25. A process for the preparation of a polyolefin by
pol ynmeri zation of an olefin of the formula R!-CH=CH R?, in
which R* and R are identical or different and are a hydrogen
atomor a C-C,-alkyl radical, at a tenperature of 0)Cto 150C,

6
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under a pressure of 0.5 to 100 bar, in solution, in suspension
or in the gas phase and in the present of a catal yst which

consists essentially of a netall ocene and an al um noxane of
the formula (11)

Rlo Rw RlO
| ///
\ A0 A0 LAl )

for the ///’ \\\ | i near
t ype, Rw .J Rw and/ or of

t he - n forml a
(1)

Rlo

\ ‘

Al - O (III)

n+2

for the cyclic type, in which, inthe fornulae (I1) and (I11),
R° is a C-GCs-alkyl group and n is an integer from2 to 50,
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wherein said netallocene is racem c 1, 2-di phenyl -et hyl ene-bi s
(1-indenyl) zirconiumdichloride.



