The opinion in support of the decision being
entered today was not witten for publication
in alaw journal and is not binding precedent
of the Board.
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KIMIN, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
and 3-6, all the clains remaining in the present application.
Claim1l is illustrative:

1. A process for the preparation of a phosphoric
nmonoest er by reacting an organi ¢ hydroxyl conpound with a pre-
m xed phosphoryl ati ng agent consisting essentially of
phosphorus pent aoxi de and at | east one conpound sel ected from
t he group
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consi sting of water, phosphoric acid and pol yphosphoric acid,
under such conditions that a) the ratio as defined by formul a
(I') has a value in the range of from0.5 to 1.0, and b) the

ratio as
defin g8eUr rLebrezeufesqg g2 L302 ed
by WOTIL gwonuge ol bpo2bporLATSFLTUR ] form
(I1)
ul a rebrez2esureqg g2 R0 U(HO) cowbonug (1)
has a bpo2bPOLATSLTUR SReUL + | DAQROXAT val u
: TUcTnNgeq TU fUse oL OLBSUTC
eln HNOTIL SWOAUL OL MI[L6L MOTSL SwWoauf t he
range _ of
from 2.8
to rebrezsureq gz 1302 U(HYO) 3. 2:
TU fp6e DUo2bporLATILTUR gBeugp
WOTYL STWONUE OL MILE6L TUCTAgeq
(1)
gBeuUfr LebrLezsufseqg g2 LIQ2
[worgn gHoNUL OL bpoaprLlTSLIUa
The exam ner relies upon the follow ng reference as
evi dence of obvi ousness:
Rei er son 5,554,781 Sep. 10, 1996

(filed Mar. 6, 1995)
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Appeal ed clains 1 and 3-6 stand rejected under 35 U S. C
§ 102(e), and under 35 U.S.C. § 103(a), as being unpatentable
over Reierson.

The Rei erson patent relied upon by the exam ner has a
filing date of March 6, 1995. The application which matured
into the
Rei erson patent was a continuation-in-part of U S. Serial
No. 220,069, filed March 30, 1994, now abandoned. The
threshol d i ssue on appeal is whether the exam ner properly
relied upon the filing date of Reierson's parent application,
March 30, 1994, as the effective date of Reierson as a
reference under 35 U.S.C. 8§ 102(e). Manifestly, the filing
date of the Reierson patent, March 6, 1995, renders the patent
ineffective as a reference under 35 U S.C. 8§ 102(e) agai nst
the present application, which has an effective filing date of
Decenber 9, 1994.

As accurately pointed out by appellants, and not refuted
by the exam ner, the patented clainms of Reierson recite two
limtations that are narrower than the subject matter
di sclosed in Reierson's parent application, nanmely, (1)

excl usively reacting phosphoric anhydride and phosphoric acid,
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and (2) "the weight percent of the residual alcohol and
phosphoric acid are individually each |l ess than 6% "

The applicable lawis stated in In re Wertheim 646 F. 2d

527, 537, 209 USPQ 554, 564 (CCPA 1981):

Thus, in a situation such as this, only an

application disclosing the patentable

i nvention before the addition of new matter,

whi ch disclosure is carried over in to the

patent, can be relied upon to give a

reference disclosure the benefit of its

filing date for the purpose of supporting a

88 102(e)/ 103 rejection.

Hence, if the claimlimtations in the Reierson patent
regardi ng "exclusively reacting” and the anount of residual

al cohol and phosphoric acid are new matter in the Reierson
application, the filing date of the parent application cannot
serve as the effective filing date of the Reierson patent as a
ref erence.

In the present case, we concur wth appellants that the
exam ner has not established, in the first instance, that the
parent application described, wthin the neaning of 35 U.S. C
8§ 112, first paragraph, the clainmed invention in the Reierson
patent with respect to "exclusively reacting"” and "the wei ght

percent of the residual alcohol and phosphoric acid are

individually each less than 6% " \While the exam ner states
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that "an exam nation of the first Reierson application does not
descri be or even suggest possible additional additives" (page 4
of Answer), the exam ner has not established that the new
"exclusively” limtation was not critical to the issuance of
the Reierson patent. As stated in Wertheim 646 F.2d at 563,
209 USPQ at 563, "the type of new nmatter added nust be inquired
into, for if it is critical to the patentability of the clained
i nvention,

a patent could not have issued on the earlier filed application
and the theory of Patent O fice delay has no application.”

Li kewi se, the exam ner has not established that the claim
[imtation regarding residual anounts of al cohol and phosphoric
acid was described in the parent application, nor has the

exam ner denonstrated that the added |imtation was not

critical to the issuance of the Reierson patent. Wile the
exam ner

posits that this claimlimtation is "inherently obtained" by
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practicing the invention described in the parent application
(sentence bridging pages 4 and 5 of Answer), appellants have
shown in their Reply Brief that the Reierson invention does not
necessarily, or inherently, obtain products wherein the
resi dual al cohol and phosphoric acid are individually each |ess
than 6% See pages 3 and 4 of appellants' Reply Brief.

| nasnmuch as it is our judgnent that Reierson is not an
effective reference under 35 U S.C. § 102(e)/ 103 agai nst the
presently clained invention, we cannot sustain the examner's
rej ections.

I n concl usi on, based on the foregoing, the examner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

TEDDY S. GRON
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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