TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
Paper No. 38

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CARL HElI TSCHEL, COLIN W LLMOIT,
and WAYNE SCHI NDLER

Appeal No. 1999-0880
Application 08/ 700, 610*

HEARD: COctober 18, 1999

Bef ore KRASS, BARRETT, and FRAHM Adm ni strative Patent
Judges.

! Application filed August 12, 1996, for reissue of U S.
Patent No. RE 35, 364, which is based on Application No.
08/ 425,724, filed April 20, 1995, which is a continuation of
Application 08/ 087,142, filed July 2, 1993, now abandoned;
which is a continuation of Application 07/715,006, filed June
13, 1991, now abandoned; which is a continuation of
Application 07/398, 379, filed August 24, 1989, now abandoned,
which is a continuation of Application 06/792,661, filed
Cct ober 29, 1985, now U.S. Patent No. 4,750,118; which is a
conti nuation-in-part of Application 06/615,339, filed My 30,
1984, now U. S. Patent No. 4,638, 433.

1



Appeal No. 1999-0880
Application No. 08/ 700,610

KRASS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 20 through 45, all of the clains pending in this

rei ssue application.

The invention is directed to renote control garage door
openers. Morre particularly, manual code sw tches for
transmtters in such systens are elimnated by the instant
i nvention via a system whi ch enabl es a garage door opener to
|l earn the identities of and respond to multiple transmtters
with different codes. 1In a programnode, the receiver stores
a pre-programred code which it receives froma transmtter

Representati ve i ndependent claim 20 is reproduced as
fol | ows:

20. An operator for controlling a position of a barrier
conpri si ng:

at | east one radio frequency transmtter having a non-
user changeabl e code for radio frequency transmtting a radio
frequency transm ssion corresponding to the transmtter

a radio frequency receiver for being adapted to receive
the first-nmentioned radi o frequency transm ssion fromthe
first-nentioned radio frequency transmtter and bei ng adapted
to receive a second radi o frequency transm ssion froma second
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radio frequency transmtter having a second non-user
changeabl e code, different fromsaid first non-user changeabl e
code;

a program node designator for designating a program node;
a menory conprising a plurality of storage |ocations;

a processor having a processor controlled code |ocation
poi nter and responsive to a program node designation by said
program node desi gnator and the reception by said radio
frequency receiver of said first-nmentioned radi o frequency
transm ssion for storing a first stored code corresponding to
the first-nmentioned radio frequency transmtter in one of said
plurality of storage |locations derived fromthe processor
controlled code | ocation pointer, the processor responsive to
sai d program node designhation by said program node desi gnhat or
and the reception by said receiver of said second radio
frequency transm ssion for storing a second stored code
corresponding to the second radio frequency transmtter in
anot her of said plurality of storage |ocations derived from
the processor controlled code | ocation pointer, and the
processor responsive to an operate node and the reception of
said first-nmentioned radio frequency transm ssion after the
storage of said first stored code for noving the barrier and
responsi ve to said operate node and to the reception of said
second radi o frequency transm ssion after the storage of said
first and said second stored codes for noving said barrier.

The exam ner relies on the follow ng references:

Tol son 3,337,992 Aug. 29, 1967
Early 4, 369, 481 Jan. 18, 1983
Tsubaki et al. 4, 385, 296 May 24, 1983
( Tsubaki)
Pi nnow 4,573, 046 Feb. 25, 1986
(Pi nnow ‘ 046) (filed Nov. 1, 1983)
Pi nnow 4, 665, 397 May 12, 1987
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(Pi nnow ‘ 397) (filed effective Nov. 1, 1983)

Cains 20, 21, 33, 35 through 39, 41 and 44 stand
rejected under 35 U. S.C. 8§ 112, second paragraph, as being
vague and indefinite. Cains 20 through 45 stand rejected
under 35 U.S.C. 8§ 251 as being based on new matter added to
the patent for which reissue is sought. Cains 20 through 45
stand further rejected under 35 U.S.C. 8§ 112, first paragraph,
as relying on an inadequate witten description. Stil
further, clainms 20 through 45 stand rejected under 35 U.S.C. §
103 based on five alternative rejections: Tsubaki and Early;
ei ther one of Pinnow 397 or Pinnow ‘046 in view of Tol son and
Early; or either one of Pinnow ‘397 or Pinnow 046 in view of
Tsubaki and Early.

Reference is made to the briefs and answer for the
respective positions of appellants and the exam ner.

OPI NI ON
We have carefully considered the evidence before us

including, inter alia, the argunents by appellants and the

exam ner, the Rhyne, WIlInott and Rolls decl arations, Speci al
Master reports and the October 13, 1999 Federal Circuit

deci sion in Overhead Door Corporation and GM Hol di ngs, Inc v.
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The Chanberlain G oup, Inc., No. 98-1428 (Fed. Gr. Cct. 13,

1999) in reaching the follow ng findings.

We turn first to the rejection under 35 U S.C. § 112,
second paragraph. The exam ner contends that it is unclear
whether claim?20 is limted to a second transm tter because
line 3 only requires “at |east one” transmtter and the
receiver “being adapted to” receive a transm ssion froma
second transmtter does not positively require a second
transmtter. The exam ner al so questions the “can be”
| anguage of clains 33 and 35 as being indefinite because it is
not clear to the examner if the functions following this
| anguage are positively required by the clains.

W will not sustain the rejection of clains 20, 21, 33,
35 through 39, 41 and 44 under 35 U S.C. § 112, second
paragraph. Caim20 recites “at |east one” transmtter, which
means there may be one or nore transmtters but there nust be
at least one transmitter. This is not inconsistent with the
recei ver “being adapted to” receive first and second RF
transm ssions fromrespective first and second transmtters.
The | anguage nerely indicates that there need not be a second

transmtter, but if there is a second transmtter, the
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receiver “is adapted to” receive an RF transni ssion fromthat
second transmtter, as well as fromthe first transmtter

The “can be” |anguage of clainms 33 and 35 al so i s not
found to be indefinite in any way. It nerely indicates,
consistent with the specification, that while a code stored in
nmenory does not need to be changed, it “can be” changed by
switching to program node and energizing a transmitter with a
code different fromthat previously stored in the nenory.
Simlarly, inclaim35, while a code in a transmtter may
never be derived if such transmtter is not activated in a
program node, the claimnerely states that an RF signa
carries a code fromwhich the transmtter code “can be”
derived if it is desired to do so.

We turn nowto the rejections of clains 20 through 45
based on prior art. W wll not sustain any of the rejections

under 35 U.S.C. 8 103 because we find no prina facie case of

obvi ousness based on the evidence provided by the applied
ref erences.

Wiile there are many distinctions between the instant
claimed invention and the primary references to Tsubaki and

Pinnow, we find it unnecessary to discuss these distinctions
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because each one of the prior art rejections relies, at |east
in part, on Early and we find Early to constitute nonanal ogous
art. Early is applied by the exam ner for a teaching of a
non- user - changeabl e code, the exam ner concluding that it
woul d have been obvious to have nodified the primry
references, allegedly disclosing user-changeabl e code, in
order to provide for a plurality of transmtters with non-
user - changeabl e codes.

Early is directed to a key which is “coded” in an optica
manner so that when the key is inserted into a lock, a
correctly “coded” key will unlock the |ock. The “coded” key
conprises |light reflecting neans on the key. Wen the key is
inserted into the lock, these light reflecting neans are
| ocated in the path of a |aser beamand, if the key is a valid
one, light reflected back to a unique pattern of photo-di odes
w || cause the | ock to be unl ocked.

Early is not directed to anything related to garage door
opener systens or to controlling a position of a barrier, as
claimed. Early does not enploy radio frequency signals nor is
Early directed to a renote control of an object since the

“coded” key in Early nust be inserted into the | ock.
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Therefore, we find it difficult to discern any reason for the
artisan skilled in the RF renpte control garage door opener
art to have |ooked to Early for any gui dance on inproving or
nodi fyi ng renpte control garage door openers taught by Tsubak
and only tangentially suggested by the Pinnow references
(e.g., colum 9, lines 55-61) which are primarily concerned
with a universal electronic |ocking systemcontained in a
wri stwatch and enpl oying a photo-optical systemfor
controlling a | ocki ng mechani sm

A two-prong test has evol ved in determ ning whether prior
art is analogous. First, we ask whether the prior art is from
the sane field of endeavor as applicants’ invention,
regardl ess of the problem addressed. Then, if a reference is
not within the same field of endeavor, we ask whether the
reference is still reasonably pertinent to the particular

problemw th which the applicants are involved. In re Woaod,

599 F.2d 1032, 1036, 202 USPQ 171, 174 (CCPA 1979).

Quite clearly, Early is not directed, in any manner, to
the sane field of endeavor, viz., garage door openers, as the
i nstant invention. Thus, we nust determ ne whether Early

m ght still be reasonably pertinent to the particular problem
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with which applicants were involved. That problemwas the
elimnation of DIP switches to set codes in a transmtter and
receiver. Applicants’ solution was to enploy RF signals and
to use a non-user changeable code in the transmtter and have
the receiver learn that code fromthe transmtter when the
device is in a programnode. W do not find Early' s key for
operating a | ocking mechani sm by optical neans to be
reasonably pertinent to applicants’ problemof elimnating the
use of DIP switches in RF-renpote control devices nor do we
find Early suggestive, in any manner, of a non-user-changeabl e
code in a transmitter which is learned by a receiver in a
program node.

W find Early to constitute non-anal ogous art and, as
such, to be not applicable to the instant clained invention.
Since the exam ner has relied on Early for each and every one
of the rejections of the clains under 35 U S.C. 8§ 103, we w ||
not sustain the rejection of clains 20 through 45 under 35
Uus.C
8§ 103 based on any conbination of references set forth by the
exam ner. None of the renmaining references discloses or

suggests the cl ai ned non-user changeable code in a transmtter
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which is learned by a receiver in a programnode within a
system for controlling the position of a barrier.

Finally, we turn to the rejections of clains 20 through
45 under 35 U.S.C. § 251 and under 35 U.S.C. § 112, first
paragraph. W treat these rejections together because they
are both based on the examiner’s position that there is no
support for a “processor controlled code | ocation pointer” or
nmenory selection neans in clains 20, 22 and 35, for a
“software controlled code |ocation pointer” or nenory sel ector
in clainms 21, 23, 28, 30 and 40, or for a m croprocessor
i ncrenmenting the code |ocation pointer to select the nenory
address in claim34.

The exam ner contends that the only reference in the
specification to a “code | ocation pointer” is at colum 4,
line 55, and such is directed to switch 23 which is the only
code |l ocation pointer disclosed. The exam ner dism sses the
flow charts of Figures 3 and 4 because the description of the
flowcharts in the specification does not specify that the
flowcharts represent software or are in any way limted to a
processor control as a second enbodi nent of the invention.

The exam ner takes the position that any “control” nust be
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interpreted as relying on, and responsive to, switch 23 as the
code | ocation pointer since the original disclosure |acks any
reference to software or processor control of the pointer or
to the pointer being part of the processor. At page 6 of the
answer, the exam ner states that

[t]here is no indication that the increnmenting of

the location pointer in fig. 4 is a separate

sof tware enbodi nent and this increnenting is

interpreted as controlled by novenent of switch 23

to the next position based on the several references

to switch 23 determning the nmenory | ocation in

appel l ants’ s [sic] disclosure.

While we are not unsynpathetic to the exam ner’s
reasoni ng and we are not overly enthralled by appellants’ now
claimng a “processor controlled code | ocation pointer” and
“software controlled code |ocation pointer” in view of the
very neager description of any software and the rather cryptic
descriptions in the flowhart boxes of Figure 3, we nust
reverse the rejection of clains 20 through 45 under both 35
US C § 251 and 35 U. S.C. § 112, first paragraph, because we

believe that Figure 3 does disclose enough to indicate that

the inventors did have in their
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possession, at the tinme of the original filing date, the
i nvention as now clained, viz., a “processor” or “software”
control |l ed code | ocation pointer.
Initially, we point out that we have read and are aware

of the recent decision of the Federal Circuit in Overhead Door

Corporation and GVM Hol dings, Inc v. The Chanberl ain G oup,

Inc.. Wile appellants’ representative at the hearing of

Oct ober 18, 1999 indicated that the Federal C rcuit has now
spoken on the issue with which we are confronted, we cannot

agree. In our view, we are not bound by the Overhead Door

deci si on because the court dealt therein with an appeal froma
District Court grant of summary judgnent, concerned wth

whet her there were material issues of fact to be deci ded which
m ght negate the summary judgnment decision. Further, the
claims with which we deal are different fromthe patented

clains in Overhead Door, the issues are different (we deal

with the factual question of whether there was an adequate
witten description, or support, in the original disclosure

for that which appellants now claim and Overhead Door was

directed to an infringenent action wherein we deal with the

patentability of newy added clains in a reissue application.
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Thus, while Overhead Door is certainly closely related to the

I ssues with which we deal in this appeal, we do not find that
case to be dispositive of the issues before us notw thstandi ng
the dicta within the decision regarding a software enbodi nent.
In any event, we find, fortuitously, that there is
support in the original disclosure for the now clai ned
“processor controlled code | ocation pointer” and “software
controll ed code | ocation pointer” and, so, our decision is

conpatible with the dicta in Overhead Door

We have reviewed the argunments of appellants and the
exam ner, as well as the Special Master’s reports and the
Rhyne decl aration, of record. W find the declaration of Dr.
Rhyne to be persuasive. Wile the original specification
appears to disclose only one enbodi nent of a “code | ocation
pointer,” viz., the nechanical switch 23 in Figure 2, Figures
3 and 4 appear to indicate that there was sone software
enbodi nent originally envisioned by appellants. Now, it may
be that the flowharts are nerely systemdiagrans with
i ndi cati ons of the operations perfornmed, those operations not
necessarily being perforned by software. For exanple, the

di anond- shaped box in Figure 3 asking “In Program Mde?” is

13
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just an indication that switch 22 is either in program node or
not. This box does not, necessarily, describe a software
operation. Simlarly, further on down in the flowhart, when
it is indicating “Store code at | ocation pointed to by the

code | ocation pointer,” this is easily explained by the

m croprocessor 44 storing the code at a |ocation indicated by
mechani cal code | ocation pointer 23. Further, the instruction
in the next block, indicating “lIncrenent code |ocation
pointer. |If pointer increments over five,” may very wel
represent a manual “increnentation” of nmanual code contro

poi nter 23 back to the “1" position after storing a code in
the “5" position, notw thstanding Dr. Rhyne’'s indication that
the term“increnent” would be understood by artisans to refer

to a software enbodi nent. However, when the | ast nentioned

block in Figure 3 also recites, “then | oad code | ocation

pointer wth one” [enphasis ours], we agree with Dr. Rhyne
that this can only refer to a software-based action since
“load” is conventionally neant “[t]o place data into interna
storage” [see |IEEE Dictionary (1984)-Exhibit B attached to the
Rhyne declaration]. |In our view, it would not be reasonable

to attribute a “loading” function to the nechani cal code
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control pointer 23 of Figure 2. Accordingly, although, in our
view, the decision conmes down to one word, viz., “load,”
appearing in a box in the flow diagramof Figure 3, that is
enough to establish adequate support for the now clai ned
“processor controlled code | ocation pointer” and
“software controlled code |location pointer” as it shows that
the inventors had possession of a processor controlled code
| ocation pointer, in addition to the nmechani cal code |ocation
poi nter 23 of Figure 2, at the tine the application was
originally filed. Thus, we will reverse the rejections of
clainms 20 through 45 under 35 U . S.C. 8 251 and 35 U S.C. §
112, first paragraph.

We have reversed all outstanding rejections of the
instant clainms. Accordingly, the exam ner’s decision is
reversed.

REVERSED

Errol A Krass
Adm ni strative Patent Judge )
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Lee E. Barrett

PATENT
Adm ni strative Patent Judge
Eric Frahm
Adm ni strative Patent Judge
tdl
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