THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Ex parte CHRI STI AN KREMSMAI R and GERHARD HARTNER

Appeal No. 1999-0721
Appl i cation No. 08/683, 826

ON BRI EF

Bef ore ABRAMS, FRANKFORT and McQUADE, Adm nistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 5 through 8, which are all of the clains

remaining in this application.* Cainms 1 through 4 have been

1 A minor anendnent to claim5 was nade subsequent to the fina
rejection in a paper filed March 18, 1998 (Paper No. 10).
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cancel ed.

Appel lants’ invention is directed to a nethod of
manufacturing a flat friction ring. Caimb5 is representative
of the subject matter on appeal and a copy of that claim

appears in the Appendi x to appellants’ brief.

The prior art references relied upon by the examner in

rejecting the appeal ed clains are:

Tayl or 2,037, 440 Apr. 14, 1936

W nt er 2,046, 988 Jul . 07, 1936

Nel s 4, 260, 047 Apr. 07,
1981

Bauer 4,878, 282 Nov. 07, 1989

Clains 5 and 6 stand rejected under 35 U. S.C. § 103(a) as

bei ng unpatent abl e over Bauer in view of Taylor or Wnter.

Clains 7 and 8 stand rejected under 35 U. S.C. § 103(a) as
bei ng unpatent abl e over Bauer in view of Taylor or Wnter as

appl i ed above and further in view of Nels.

Ref erence is nade to the exam ner’s answer (Paper No. 14,




Appeal No. 1999-0721
Application No. 08/683, 826

mai l ed July 7, 1998) for the exam ner's reasoning in support
of the above-noted rejections and to the appeal brief (Paper
No. 13, filed June 10, 1998) for appellants’ argunents

t her eagai nst .

OPI NI ON

Qur eval uation of the obviousness issues raised in this
appeal has included a careful assessnent of appellants’
specification and clains, the applied prior art references,
and the respective positions advanced by appellants and the
exam ner. As a consequence of our review, we have cone to the
conclusion, for the reasons which follow, that the examner's
rejections of the appealed clains under 35 U . S.C. § 103(a) are

not well founded and, therefore, will not be sustained.

Turning first to the examner's rejection of clains 5 and
6 as bei ng unpatentable over Bauer in view of Taylor or
Wnters, we note that Bauer discloses a flat fiction ring
i ncluding a supporting ring (1) and a friction lining (3) on
at | east one side of the supporting ring, with the friction
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[ining defining approxi mtely radial oil grooves (4). As
recogni zed by the examiner, the friction lining (3) of Bauer
isin the formof a single continuous ring of friction
material that is glued onto the supporting ring (1) and which
includes at least one rimof lining material (e.g., 8) that is
used to maintain the position

of the individual parts (e.g., 7) of the friction lining (3)
upon

application thereof to the supporting ring (1). The at |east
one rim(8), seen in Figure 3, is renoved only after the
friction lining (3) is applied to the supporting ring (1).
Thus, the nethod of manufacturing the flat friction ring of
Bauer is entirely different than that set forth in appellants’

cl ai mrs before us on appeal .

Noting the clear differences between appell ants’ nethod
inclains 5 and 6 on appeal and that taught in Bauer, the
exam ner turns to the teachings of either Taylor or Wnter
which relate to the manufacture of non-netallic gears or
pul | eys by using a continuous strip of fabric, paper, felt or

the like that is inpregnated or coated with a suitabl e binder
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and helically wound into a stack, with certain parts of the
strip overl apping one another in the stack to ultimately form
a thickened rim conparatively thin web portions and a thick
hub for the gear or pulley when the stack is subjected to heat
and pressure in a nold (see, for exanple, Fig. 4 of Taylor and
Fig. 3 of Wnter). According to the examner, it would have
been obvious to one of ordinary skill in the art

to have provided in Bauer that the continuous strip

making up lining 3 is forned by cutting the strip as

a straight strip with slits 4 extending from one

side, not in ringed form where this strip is then

bent at the connecting webs about axes extending

perpendicu-larly to the plane until the sectors form

a pol ygon producing an annular friction |ining

because Taylor, and in the alternative Wnter, teach

that it is well-known to forma ringed structure in

this manner and it is obvious to replace one neans

for providing the ringed structure (i.e., that of

Bauer) with an art recognized alternative neans for

providing a ringed structure (i.e., that of Taylor

or Wnter).

Li ke appellants, we are of the view that the patents to
Tayl or and Wnter regarding the formation of gears and pull eys
are non-anal ogous to the art area relating to formng of flat
friction rings as in Bauer and appellants’ cl ai ned subj ect

matter. Moreover, it is our opinion that the exam ner has used

the clained invention as a blueprint to piece together the
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various unrel ated and di sparate teachings of the Bauer and
Tayl or or Wnter patents in an attenpt to arrive at the

cl ai med subject matter. |In this regard, we consider that the
exam ner’ s proposed nodifications of the particular nmethod of
formng the flat friction ring structure of Bauer in view of
ei ther of the nethods disclosed in Taylor or Wnter for naking
a gear or pulley are

based on hindsi ght reconstruction of the clainmed subject
matter using appellants’ own teachings and disclosure. In
addition, we note that the exam ner’s proposed nodification of
Bauer, i.e., by

elimnating the connecting rins (8) of Bauer in favor of the

strips seen in Taylor or Wnter, would destroy the capability
of the Bauer reference to forma flat friction ring |like that
seen in Figure 2 of Bauer where there are continuous oi
grooves (4) that are open at both ends. As for the exam ner’s
treatment of claim6 on appeal, we are in agreenment with
appel lant’ s argunents set forth in the paragraph bridging

pages 13-14 of the brief.
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For the above reasons, we refuse to sustain the
examner’s rejection of claims 5 and 6 under 35 U.S.C. §
103(a) as bei ng unpatentabl e over Bauer in view of Taylor or

W nt er.

Nor shall we sustain the exam ner’s other rejection under
35 U.S.C. 8 103(a). We have carefully reviewed the patent to
Nel s applied by the examner in the rejection of dependent
claims 7 and 8, but find nothing therein which would provide
for the teachings and/ or suggestions which we have al ready
determned to
be lacking in the exam ner’s stated basic conbi nati on of Bauer

and Tayl or or Wnter.

In regard to the exam ner’s attenpted conbi nati on of
Bauer and Taylor or Wnter, we note that it is well settled
that a
rejection based on 8 103 nust rest on a factual basis, with

t he

facts being interpreted w thout hindsight reconstruction of

the invention fromthe prior art. In making this eval uation,
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the exam ner has the initial duty of supplying the factual
basis for the rejection he advances. He nmay not, because he
doubts that the invention is patentable, resort to
specul ati on, unfounded assunptions or hindsight reconstruction
to supply deficiencies in the factual basis. See In re

Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).

cert. denied, 389 U S. 1057 (1968).

As shoul d be apparent fromthe foregoing, we have refused
to sustain either of the rejections before us on appeal. Thus
t he decision of the exam ner rejecting clains 5 through 8 of

the present application under 35 U S.C. 8§ 103(a) is reversed.

REVERSED

NEAL E. ABRAMS )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
JOHN P. McQUADE )
Adm ni strative Patent Judge )
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