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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1-24, which are all of the clains pending

in this application.

BACKGROUND
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Appellant's invention relates to a hot nelt wax coating
and a paper coated therewith. Al of appellant’s clains
require that the coating includes: (1) about 50-90% by
wei ght, of a paraffin wax, mcrocrystalline wax, or m xture
t hereof; (2) about 10-30% of at |east one chem cal conpound,
whi ch conpound i s capabl e of dispersing the wax in an aqueous
envi ronnent or capable of being chemcally nodified to so
di sperse the wax; and (3) a specified thernoplastic polyneric
material. Appellant discloses that stearic acid is a chem cal
conmpound that could be chemically nodified to so disperse the
wax. According to appellant, a paper coated with such a
coating conposition may be repul ped in an aqueous environment
(specification, page 9, last paragraph). Caim1l further
illustrates the subject matter on appeal and is reproduced
bel ow.

1. A hot nmelt wax coating conposition conprising:

from about 50-90% by wei ght of at |east one wax sel ected
fromthe group consisting of paraffin wax and mcrocrystalline
wax,

from about 10-30% of at |east one chem cal conpound
incorporated in said at | east one wax which is capabl e of
under goi ng chem cal nodification so as to be capabl e of

di spersing said at |east one wax in a substantially aqueous
envi ronment, and
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a thernoplastic polyneric material, selected fromthe
group consisting of hydrocarbon resin and copol yners of
et hyl ene and vinyl acetate.

The sole prior art references of record relied upon by
t he
examner in rejecting the appealed clains is:

Laumann 3, 950, 578 Apr. 13,
1978

Clainms 1-24 stand rejected under 35 U . S.C. 8§ 103 as being

unpat ent abl e over Laumann.

OPI NI ON
Upon careful review of the entire record including the
respective positions advanced by appel |l ant and the exam ner,
we find ourselves in agreenent with appellant that the
exam ner has failed to carry the burden of establishing a

prima facie case of obviousness. See In re Cetiker, 977 F.2d

1443, 1445, 24 USPQR2d 1443, 1444 (Fed. Cir. 1992); In re
Pi asecki, 745 F.2d 1468, 1471-1472, 223 USPQ 785, 787-788
(Fed. Gr. 1984). Accordingly, we will not sustain the

exam ner's rejection.
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Laumann di scl oses a coated paper that is not wet-strength
grade, such as a tissue or toilet paper, that wll
di sintegrate upon toilet flushing disposal thereof. Launmann
teaches a coating that includes a paraffin or mcrocrystalline
wax and wax nodifiers such as ethyl vinyl acetate or other
copol ymers or synthetic rubbers that may be used together with
a lining for coating that type of paper (colum 1, lines 9-
34). Laumann di scloses that “[t] he wax nmay be further
nodi fied by the inclusion of stearic acid or other stearates
and softened by the inclusion of lanolin, petrolatumor other
wax softeners” (colum 1, lines 34-37). According to the
exam ner, Laumann
“teaches other nodifying agents ... can be utilized in an
anount of about 10 to 30 parts as instantly clainmed” and “it
woul d be obvious for one of ordinary skill in the art to
utilize the stearic acid nodifying agent in anpunts as set
forth by the patent for other nodifying agents” (answer, page
5).

Appel l ant, on the other hand, points out that while
Laurmann di scl oses stearic acid as an optional ingredient,

Laumann furni shes no exanples utilizing stearic acid and does
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not teach the purpose of that ingredient or how nuch stearic
acid may be optionally used for that unstated purpose (brief,
pages 8 and 9 and reply brief, page 2).

On this record, we agree with appellant that the exam ner
has not carried the burden of establishing that Laumann woul d
have rendered the clained coating conposition and paper coated

with same prim facie obvious to one of ordinary skill in the

art. Here, we find insufficient direction in the relied upon
teachi ngs of Laumann to al one have reasonably suggested

i ncludi ng an anount of stearic acid in a coating correspondi ng
to the appellant’s clained anount to one of ordinary skill in
the art. Wile we are m ndful that the exam ner has opined
that stearic acid is a known wax di spersant (answer, page 5),
we note that appellant has disputed that assertion (answer,
page 9 and reply brief, page 2). The exam ner has offered no
ot her evidence to support that allegation and we are not
inclined to dispense with such proof under these
circunstances. Mreover, the exam ner has not established

that it would have been prim facie obvious to one of ordinary

skill in the art to use stearic acid in amunts correspondi ng

to the clainmed amount in the coating conposition for any
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pur pose from Laumann’s teachings, |et al one the
unsubstantiated di spersant utility asserted by the exam ner.
On this record, the exam ner has sinply not furnished any
convi nci ng reasons to suggest that the amobunts of other
coati ng conponents used by Laumann woul d be viewed by one of
ordinary skill in the art as instructive as to the anount of
stearic acid to be optionally added.

Accordingly, the rejection fails for |ack of a sufficient
factual basis upon which to reach a concl usion of obvi ousness.

In re Fine, 837 F.2d 1071, 5 USPQR2d 1596 (Fed. Cr. 1988).

The decision of the examner to reject clains 1-24 under
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35 U.S.C. §8 103 as bei ng unpatentable over Launann is
reversed.

REVERSED

Thomas A, Waltz
Adm ni strative Patent Judge

BOARD OF PATENT

Peter F. Kratz APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

Beverly A Paw i kowski
Adm ni strative Patent Judge
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