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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 10 and 12 through 16. Caim 11

the only other claimin the application, stands w thdrawn from
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further consideration under 37 CFR 8§ 1.142(b) as being

directed to a non-el ected speci es.

Appel lant's invention is directed to a backpack nounted
fire suppressant foam generation apparatus and to a nethod of
usi ng such an apparatus for generating fire suppressant foam
As seen in Figure 8 of the application drawi ngs, the backpack
unit is designed to be carried on the back of a single
firefighting individual and to be used in w | dland/ urban
| ocati ons which do not have access to an adequate supply of
the traditional fire suppressant material, i.e., water.
| ndependent clainms 1 and 12 are representative of the subject
matter on appeal and a copy of those clains, as reproduced
fromthe Appendix to appellant's brief, is attached to this

deci si on.

The prior art references relied upon by the examner in

rejecting the appeal ed clains are:

Fari son 3,337,195 Aug. 22,
1967
Stults 3,592, 269 Jul . 13,
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1971
Good, Jr. (Good) 3, 802, 511 Apr. 9,
1974
Teske et al. (Teske) 5, 255, 747 Cct. 26,
1993

Claims 1 through 5, 10, 12 through 14 and 16 stand
rejected under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Good

in view of Farison and Stults.

Clainms 6 through 9 and 15 stand rejected under 35 U. S. C.
8 103 as bei ng unpatentable over Good in view of Farison and
Stults as applied to clains 1, 12 and 14 above, and further in

vi ew of Teske.

Rat her than attenpt to reiterate the examner's ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel | ant
regarding the rejections, we nake reference to the examner's
answer (Paper No. 16, nmiled Cctober 2, 1998) for the
reasoni ng in support of the rejections, and to appellant's
substitute brief (Paper No. 15, filed August 10, 1998) for the
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argunent s thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow

Li ke appellant, we note that Good discloses (e.g., in
Figs. 1, 2, 16 and 17) a portable fire extinguisher in the
form of what the patentee describes as "a water tank adapted
to be worn on the back of a fireman, a hand-held gun that
i ncl udes a di scharge nozzle and which is connected to the
wat er tank by a flexible hose, and a gas pressure-operated
punp | ocated between the water tank and the nozzle of the
hand- hel d gun, for punping water fromthe backpack tank and
di scharging it at high pressure through the nozzle" (col. 2,
l[ines 10-18). In colum 2, lines 43-45, it is further noted
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that a single bottle of conpressed gas, which is normally air,
will be sufficient to punp several tanks of water, "or sone
other fire extinguishing liquid." The gas pressure-operated
punps of the various enbodi nents in Good are described (col

2, lines 49-54) as having the comon feature of being able to
"produce a high pressure stream of water or other
extinguishing Liquid fromthe nozzle of the hand-held gun,

wi thout requiring the fireman to exert hinself and becone
fatigued" (enphasis added). As recogni zed by the exam ner
(answer, page 4), nothing in the Good patent discloses or
suggests an apparatus and nethod for generating fire
suppressant foam and consequently this patent |acks nost of
the recited conponents necessary for generating such a fire

suppr essant foam

Fari son addresses a foam generating apparatus, e.g., for
foanms used in industrial cleaning applications (col. 2, lines
21-22), which apparatus is specifically designed to be used
wi th an open drum (4) of foamable liquid. The apparatus
i ncl udes a source of conpressed gas (not shown) capabl e of
supplying, via supply conduit (1), conpressed gas (such as air
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or nitrogen) at a pressure of from about 25 to 200 pounds per
square inch or nore. In addition, the apparatus includes a
conpressed gas operated piston punp (5) for producing a flow
of the foamable liquid fromthe drum (4) to a mxing T (10)
where the foamable liquid is mxed with the conpressed gas
fromconduit (9) to generate a foam Fromthe mxing T (10),
the foamis passed via conduit (17) to an expansi on chanber
(11) and subsequently to discharge conduit (12) which carries

the foamto a nozzle (14) for application at the point of use.

Stults discloses a high-expansion foam generating fire
extingui shing systemfor a fixed installation such as a
war ehouse or storage building (10). In this instance, the
systemincludes a container (22) of nitrogen gas under
pressure that is used to force a concentrate m x sol ution of
foamabl e liquid through line (40) to a manifold (44)
associated wwth a plurality of nozzles (60) which emt conical
streans (68) of concentrate m x solution against a foam
generating screen (56) to thereby create copi ous amounts of
foam (70). The exam ner specifically points to the disclosure
in Stults at colum 1, lines 15-18, relating to the statenent
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that "[t]he prior art discloses sone high-expansion foamfire

fighting systenms, both portable and fixed installations.™

In contrast to the exam ner's position (answer, pages 4-
5) that it would have been obvious to one of ordinary skill in
the art at the tine of appellant's invention to nodify the
invention of Good "to generate fire suppressant foanmt and to
provi de the backpack system of Good with each of appellant's
recited conponents necessary for generating such a fire
suppressant foam we note that none of the prior art applied
by the exam ner teaches or suggests a fire suppressant foam
generating apparatus which is of a size so as to be nountable
on the backpack of Good. Each of the patents relied upon by
the exam ner that relates to a foam generating system
di scl oses | arge arrangenents, e.g., for a fixed storage
building (Stults) or for drawing a foamable liquid from an
open storage drum (Farison). Thus, while we mght, in the
abstract, agree with the exam ner that it woul d have been
obvious to one of ordinary skill in the fire fighting art to
use a foamfire suppressant material instead of the liquid
(e.g., water) in the tank of Good, we see no basis in the
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applied references for concluding that it would have been

obvious to one of ordinary skill in the art to nodify the

backpack apparatus of Good so as to include an entire fire
suppressant foam generating system m niaturized and

consolidated to fit a backpack |ike that seen in Good.

As for the examner's reliance on the coment in Stults
colum 1, lines 15-18, relating to a prior art "portable"
hi gh- expansion foamfire fighting system we note that the
term"portable” as used in Stults nost |ikely indicates that
the systemis truck nmounted and thus is portable in the sense
that the truck can be noved to the location of a fire when
needed. There is clearly nothing in the Stults patent or any
other reference of record in this application to suggest that
a hi gh-expansion fire suppressant foam generating system sized
and consolidated to fit on a backpack was suggested or known
in the prior art before appellant's invention thereof. In
this regard, we also point to the patent to Teske relied upon
by the exam ner in the 8 103 rejection of clains 6 through 9
and 15 on appeal, noting that the Teske patent discloses a
fire suppressant foam generating systemthat is "portable"
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because it is apparently sized to be nounted on a fire truck
and driven fromthe transm ssion thereof (col. 2, lines 64-

67).

Absent know edge of appellant's invention, we see nothing
in Good, Farison and Stults which would have suggested their
conbi nation in the manner urged by the exam ner so as to
result in a backpack nmounted fire suppressant foam generating
system I n our opinion, the exam ner has used inperm ssible
hi ndsi ght derived from appellant's own teachings to
reconstruct the backpack liquid fire extinguisher of Good so
as to result in a fire suppressant foam generating system
m niaturized and consolidated to fit a backpack as required in

the clains before us on appeal.

Since we have determ ned that the teachings and
suggestions found in Good, Farison and Stults would not have
made the subject matter as a whole of clains 1 through 5, 10,
12 through 14 and 16 on appeal obvious to one of ordinary
skill in the art at the tinme of appellant's invention, we nust
refuse to sustain the examner's rejection of those clains
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under 35 U.S.C. 8§ 103.

As a further commentary on the examner's rejection of
claims 1 through 5, 10, 12 through 14 and 16 under 35 U S.C
8 103, we note that it appears that the exam ner has not
properly construed the "nmeans for expanding the fire
suppressant foam' of independent claim1l or the step of
"expandi ng the fire suppressant foam' as set forth in nethod
claim12, in accordance with 35 U S.C. 8§ 112, sixth paragraph.
Appel | ant has consistently argued with regard to these
limtations that the prior art relied upon by the exam ner
fails to disclose any nmechani smfor nechanically agitating the
fire suppressant foamto expand the fire suppressant foam
i.e., appellant has argued that the corresponding structure
and acts described in the specification distinguish the
cl ai med "nmeans for expanding” in claiml and step of
"expanding" in claim12 fromthe applied prior art references.
The exam ner instead of providing a proper analysis under 35
U S C 8§ 112, sixth paragraph, has nerely asserted that
appel  ant has presented argunments that are "directed toward
features not clained as argued" (answer,
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page 10) and pointed to the expansion chanber (11) of Farison
as being readable on the clainmed term nol ogy. However, since
there is no indication in Farison that the expansi on chanber
(11) therein includes any agitating structure |ike that seen
in Figures 2 through 7 of the application and described on
pages 11 through 13 of appellant's specification, or is in any
way capable of providing agitation of the foamto nmechanically
expand the foam subsequent to its formation, it is clear to us
t hat the expansi on chanber of Farison is not the sanme as or

t he equi val ent of the apparatus for expandi ng the foam

di sclosed in appellant's specification and thus is not
readabl e under

35 U.S.C. 8§ 112, sixth paragraph, as the "neans for expandi ng"
in appellant's claim1 or as responding to the step of
"expandi ng" in appellant's claim12. Accordingly, for this
additional reason we find that the exam ner's rejection of

i ndependent clains 1 and 12 based on the teachings of Good,
Farison and Stults, and the clains which depend therefrom is

not sust ai nabl e.

As for the examner's rejection of clains 6 through 9 and
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15 under 35 U.S.C. 8§ 103 as bei ng unpatentable over Good in
view of Farison and Stults as applied to clains 1, 12 and 14
above and further in view of Teske, we have reviewed the Teske
patent and find nothing therein which provides for that which
we have indicated above to be lacking in the exam ner's main
conbi nati on of Good, Farison and Stults. Thus, the exam ner's

rejection of

clains 6 through 9 and 15 under 35 U . S.C. 8 103 also will not
be

sust ai ned.?

'As for the Horner patent relied upon by the exam ner on
page 12 of the answer, we note that this patent has not been
set forth in the statenent of the 8 103 rejection before us on
appeal and therefore fornms no part of the issues presently
before us for review As pointed out by the Court in lnre
Hoch,

428 F.2d 1341, 1342, 166 USPQ 406, 407 (CCPA 1970), where a
reference is relied upon to support a rejection, whether or
not in a mnor capacity, there would appear to be no excuse
for not positively including the reference in the statenent of
the rejection.
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In light of the foregoing, the decision of the exam ner
rejecting clains 1 through 10 and 12 through 16 under 35
Uus. C

§ 103 is reversed.

REVERSED

| AN A. CALVERT )
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge

N N N N N N N N N N N

CEF: I nb

JAMES M GRAZI ANO

DUFT GRAZI ANO & FOREST
1790- 30TH STREET SU TE 140
BOULDER, CO 80301-1018
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CLAIM 1
Apparatus for generating fire suppressant foam
conpri si ng:
a backpack
a source of fire suppressant foamfluid nmounted on said

backpack;
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a source of pressurized gas nounted on sai d backpack;

means for producing a flow of said fire suppressant foam
fluid fromsaid source of said fire suppressant foam fl uid;

means for injecting a flow of said pressurized gas into
said flow of said fire suppressant foamfluid to create the
fire suppressant foam

means for expanding the fire suppressant foam and

means for delivering the fire suppressant foam

CLAIM 12

A net hod for generating fire suppressant foam using
apparatus conprising a backpack, a source of fire suppressant
foam fluid nounted on said backpack, and a source of
pressuri zed gas nounted on said backpack, said nethod
conprising the steps of:

producing a flow of said fire suppressant foamfluid from
said source of said fire suppressant foam fl uid;

injecting a flow of said pressurized gas into said flow
of said fire suppressant foamfluid to create the fire
suppressant foam

expanding the fire suppressant foam and

delivering the fire suppressant foamvia a delivery
syst em
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