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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1, 4, 6, 9-13, 15, 16
and 20, which constitute all the clainms remaining in the
application. An anmendnent after appeal was filed on March 20,

2001 and was entered by the exam ner.
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The di scl osed invention pertains to a data nedi a
storage library for storing and accessing storage nedi a.
Representative claim1l is reproduced as foll ows:

1. A data nedia storage library for storing and
accessi ng storage nedia, the library conprising:

(a) a housing;

(b) a storage array within the housing, the storage
array havi ng a nunber of storage |ocations;

(c) a plurality of nedia storage el ements adapted to
hol d t he storage nedi a;

(d) a plurality of data transfer elenents adapted to
read and wite information on the storage nedi a;

(e) a nedia transport elenment within the housing adapted
to nmove the storage nedi a between the nedia storage
el ement and data transfer el enent;

(f) a store guide within the storage array and wherein
the storage locations are slots arranged in the
store gui de;

(g) a nedia storage el ement adapter engaging the store
gui de slot and the nedia storage el enent for hol ding
the nedia storage elenent in the slot and all ow ng

t he medi a storage elenent to be renoved fromthe
sl ot; and

(h) a data transfer el enment adapter engaging the store
gui de slot and the data transfer el enent for hol ding
the data transfer elenent in the slot and all ow ng

t he data transfer elenment to be renoved fromthe
slot, the data transfer el enment adapter further
conprising a nmounting plate and a spring-1|oaded

| at chi ng mechani sm for engaging the data transfer
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el ement ,

wherei n each storage | ocation nmay engage one of the nedia
storage elenments and the data transfer el enents, thereby
allowing the interchangeability of nmedia storage elenments with
data transfer elenents within the storage array,

wherein the data transfer elenent can be renoved fromthe sl ot
while power is supplied to the data library.

The exam ner relies on the follow ng references:

Hanson 4,912, 580 Mar. 27, 1990
Baxter et al. (Baxter) 5, 206, 845 Apr. 27, 1993
Deki JP 5-282764 Cct. 29, 1993

Clains 1, 4, 6, 9-13, 15, 16 and 20 stand rejected
under 35 U . S.C. § 103. As evidence of obviousness the
exam ner offers Baxter in view of Hanson and Deki w th respect
toclaims 1, 4, 6, 9, 16 and 20, Baxter in view of Deki with
respect to clainms 10, 11 and 15, and Baxter in view of Deki
and further in view of Hanson with respect to clainms 12 and
13.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

CPI NI ON
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We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in claims 1, 4, 6, 9-13, 15, 16 and 20.

Accordi ngly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is

i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

determ nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
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one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clained invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d
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1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually made by appel | ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been

considered [see 37 CFR § 1.192(a)].

We consider first the rejection of clains 1, 4, 6, 9,
16 and 20 based on the teachings of Baxter in view of Hanson
and Deki. Al though appellants have nom nally indicated that
the clains do not stand or fall together [brief, page 3], they
have not specifically argued the Ilimtations of each of the
claims. Sinply pointing out that clains differ in scope with
no attenpt to point out howthe clains additionally patentably
di stinguish over the prior art does not amount to a separate

argunent for patentability. In re N elson, 816 F.2d 1567,

1572, 2 USPQ@d 1525, 1528 (Fed. GCir. 1987). To the extent
t hat appel |l ants have properly argued the reasons for
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i ndependent patentability of specific clains, we will consider
such clainms individually for patentability. To the extent

t hat appell ants have made no separate argunments with respect
to some of the clainms, such clainms will stand or fall with the

clains fromwhich they depend. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); ln re
Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).
For purposes of the rejection before us, clains 4, 6, 9 and 16
will stand or fall with claim1 while claim20 will be

separately consi der ed.

Wth respect to representative, independent claiml,
the exam ner reads a substantial portion of the claimon the
di scl osure of Baxter [answer, pages 4-5]. According to the
exam ner, Baxter discloses all the features of claim 1 except
for the spring | oaded | atching nmechani smand the data transfer
el emrent being renovable while power is supplied to the data
storage library. The exam ner cites Hanson and Deki,
respectively, as teaching these two features of claim1l. The
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exam ner explains why it would have been obvious to the
artisan to conbine these features from Hanson and Deki w th
the storage library of Baxter [id., pages 5-6].

Appel l ants argue that the elenments 46 and 47 of
Baxter, which the exam ner identified as the nedia storage
el enent adapter, are nerely the top and bottomwalls of a data
cell and, therefore, formpart of the data cell. Appellants
further argue that elenments 46 and 47 do not neet the
conventional definition of adapter [brief, pages 4-5]. The
exam ner responds that the word “adapter” is very broad, and
when the word is given its broadest reasonable interpretation,
el enents 46 and 47 of Baxter function as a nedia storage
el emrent adapter [answer, pages 7-10]. Appellants reiterate
their position that elenents 46 and 47 are not adapters as
clai med, and appellants further argue that elenents 46 and 47
do not “engage” storage cells 27 and 28 within the ordinary
meani ng of that term|[reply brief].

As noted, this particular argunent of appellants
hi nges on whether elenents 46 and 47 of Baxter forma nedia
storage el enment adapter and whet her these el enents engage the
store guide slot and the nedia storage elenent as recited in
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claiml1. The exam ner has identified cells 27 or 28 of Baxter
as the nedia storage elenents of the clained invention. These
storage el enents resenbl e cubes having a top portion, a bottom
portion and three side portions [see Figures 6-9]. The

remai ning face of the cube is open and is considered the front
of the cube for allowing the data storage nedia to be inserted
and renmoved fromthe cube or cell 27. As noted by appell ants,
el enents 46 and 47 of Baxter represent the top and bottom
faces of the cell 27 which nmeans that they are an integral

part of the cell 27 and are not adapters for engaging the
store guide slot and the cell 27 as required by claim1l.

The exam ner notes that the top and bottom faces of
cell 27 engage slots 39 (36?) for holding cells 27 and 28 to
the plate 29. The exam ner notes that the recitations of
claim1 do not preclude the integral connection or association
of the media storage elenents (27 or 28) with the el enent
adapter (46 and 47). After a careful review of the
record in this case, we agree with appellants that the
exam ner’s interpretation of the clained invention is not
reasonable. W agree with appellants that the integral walls
or faces of the cubes 27 in Baxter cannot al so be considered
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to be adapters which engage the cubes 27. C ause (g) of claim
1 recites that the media storage el enent adapter engages the
store guide slot and the nedia storage elenment for holding the
medi a storage elenent in the slot and allow ng the nedia
storage elenent to be renoved fromthe slot. Wile we could
agree with the exam ner that top and bottom portions 46 and 47
of cell 27 do engage slots 39 (36?) of the back plate, we
cannot agree with the exam ner that these two faces of the
storage cell also engage the storage cell as recited in claim
1. For two elenents to be engaged normally requires that the
two el enments be brought together and interlocked or nmeshed in
some manner. Top and bottom portions 46 and 47 of Baxter are
not engaged with cell 27. Thus, w thout deciding the exact
definition to be attached to the word “adapter” in claim1, we
find that Baxter does not teach an adapter engaging the store
gui de slot and the nedia storage elenent as recited in the

claim

We have considered alternative interpretations of Baxter, but
we are unable to find any readi ng of Baxter which neets the
recitations of clauses (g) and (h) of claim1.
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Al t hough appel l ants’ additional argunents in the
briefs with respect to Hanson and Deki are not convincing, the
examner’s failure to properly interpret the recitation in
clause (g) of claiml results in the failure to establish a

prima facie case of obviousness. W note that a simlar

recitation appears in independent claim16. Therefore, we do
not sustain the rejection of clains 1, 4, 6, 9 and 16 as set
forth by the exam ner. Since separately argued claim 20
depends fromclaim1l1, we also do not sustain the rejection of
cl ai m 20.

We now consider the rejection of clainms 10-13 and 15.
| ndependent claim 10 has a simlar recitation to the
recitation of claim1 considered above. Therefore, the
examner’s rejection of these clains suffers the same probl ens
di scussed above. Accordingly, we do not sustain the

examner’s rejection of clainms 10-13 and 15.
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In summary, we have not sustained any of the

exam ner’s rejections of the clains on appeal.

Therefore, the

deci sion of the examner rejecting clainms 1, 4, 6, 9-13, 15,

16 and 20 is reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

KENNETH W HAI RSTON

PATENT
Adm ni strative Patent Judge
JERRY SM TH
Adm ni strative Patent Judge
JS/ ki
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Gerald E. Hel get

Ri der, Bonnet, Egart & Arundel

333 South Seventh Street, Suite 2000
M nneapolis, MN 55402
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