The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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Before JERRY SM TH, BARRETT and RUGE ERO, Adninistrative
Pat ent Judges.

JERRY SM TH, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 1-10, which constitute
all the clains in the application. An amendnent after final
rejection was filed on Decenber 5, 1997, but was denied entry
by the exam ner.

The di sclosed invention pertains to a pager for
recei ving and di spl ayi ng nessages. An inportant feature of
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the invention is that the display is a dot matrix display, and
the nessage is scrolled by shifting the display by a
predet erm ned nunber of dots rather than character by
character.

Representative claim1l is reproduced as foll ows:

1. Pager for receiving a transmtted pager signal,
including identification code data and nmessage data, and for
di spl ayi ng said recei ved nessage data, conprising:

a receiving portion for receiving said transmtted
pager signal

a denodul ator for denodul ating said received pager
si gnal ;

a detector for detecting identification code data and
detecting and receiving said nessage data when said
identification code data agrees with an identification code
assigned to said pager;

an alert portion for alerting a user of said pager
when said detected identification code data agrees with an
identification code assigned to said pager;

a dot matrix display, having dot matrix of a x b, for
di spl ayi ng said nessage data, said a and b bei ng natural
nunber s;

a detection portion for detecting a total |ength of
sai d nessage data to be displayed on said dot matrix di splay
and whether or not said total length is larger than said a;
and

a display control portion for displaying a portion of
sai d nessage data on said dot matrix display, said display
control portion scrolling a predeterm ned nunber of dots of
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said to be displayed nessage data provided to said dot matrix
display at the sane tine every successive predeterm ned
interval in the direction defined by said a when said total
length is larger than said a so that said nessage data appears
to be shifted by a given shift anount on said dot matrix

di spl ay said every successive predeterm ned interval
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The exam ner relies on the follow ng references:

Sebest yen 3,976, 995
| wasaki 4,358, 761
Tsunoda 4, 646, 081
Kat sura et al. (Katsura) 4,947, 342
DeLuca et al. (DeLuca) 4,952, 927
G osjean et al. (G osjean) 5, 146, 612

The adm tted prior art.

The follow ng rejections are on

Aug.
Nov.

Feb.
Aug.
Aug.
Sep.

appeal before

24,
09,

24,
07,
28,
08,

us:

1976
1982

1987
1990
1990
1992

1. dains 1-10 stand rejected under 35 U.S.C. § 112,

first paragraph, as containing subject matter which was not

described in the specification so as to reasonably convey to

the artisan that appellant had possession of the clainmed

i nventi on.

2. Cains 1 and 7-10 stand rejected under 35 U S.C. §

103 as bei ng unpat entabl e over the teachings of the admtted

prior art in view of |wasaki.

3. Cainms 1 and 7-10 stand rejected under 35 U.S.C. 8§

103 as bei ng unpat entabl e over the teachings of DelLuca,

Sebestyen or Tsunoda in view of [|wasaki

art.

and the adm tted prior

4. Clainms 2, 3 and 5 stand rejected under 35 U.S.C. §

103 as bei ng unpat entabl e over the teachings of DelLuca,
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Sebestyen or Tsunoda in view of Iwasaki and the admtted prior

art and further in view of Katsura.
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5. Cains 4 and 6 stand rejected under 35 U . S.C. § 103
as bei ng unpatentable over the teachings of DelLuca, Sebestyen
or Tsunoda in view of lwasaki, the admtted prior art, Katsura
and G osj ean.

Rat her than repeat the argunents of appellant or the
exam ner, we nake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the obviousness rejections. W have, |ikew se, revi ewed
and taken into consideration, in reaching our decision, the
appel lant’ s argunents set forth in the briefs along with the
exam ner’s rationale in support of the rejections and
argunents in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the specification as filed provides a witten
description of the invention which is now clained. W are
al so of the view that the evidence relied upon and the |evel
of skill in the particular art would have suggested to one of
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ordinary skill in the art the obviousness of the invention as
set forth in clainms 1 and 7-10. W reach the opposite
conclusion with respect to clains 2-6. Accordingly, we
affirmin-part.

We consider first the rejection of clains 1-10 under
the first paragraph of 35 U S.C. § 112. The exam ner’s
rejection is based on the witten description requirenent of
section 112. Specifically, the exam ner points to the
recitation in the clains of the display control portion
scrolling a predeterm ned nunber of dots of said to be
di spl ayed nessage data provided to said dot matrix display at
the sane tinme every successive predetermined interval. The
exam ner argues that there is no support in the specification
for this “at the sane tinme” recitation [answer, page 4].

Appel I ant i ndicates how the display control portion of
i ndependent clains 1 and 9 should be interpreted, and
appel l ant argues that there is adequate support in the
specification for this interpretation [brief, pages 11-14].
The exam ner maintains his position that the specification
does not support the | anguage of the clainmed invention.

The | anguage of the display control portion in clains
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1 and 9 is anbi guous at best. The phrase “at the sane tine”
could be construed to nodify the scrolling step or could be
construed to nodify the “provided to the dot matrix display”
recitation. For purposes of the rejection before us, we are
of the view that the claimconstruction does not matter. The
specification as filed supports the interpretation that a
predet erm ned nunber of dots are scrolled at the sane tine as
evi denced by Figures 5A-5E. The specification as filed al so
supports the interpretation that a portion of data is provided
to the dot matrix display at the sanme tinme for reasons argued
by appel | ant .

Since we find that the original specification provides
evi dence to support the fact that appellant was in possession
of the claimed invention at the tine this application was
filed, we do not sustain the exanm ner’s rejection of the
clains under 35 U.S.C. § 112.

We now consi der the various rejections of the clains
under 35 U.S.C. 8 103. In rejecting clainms under 35 U S. C
§ 103, it is incunbent upon the exam ner to establish a
factual basis to support the |Iegal conclusion of obviousness.

See In re Fine, 837 F.2d 1071, 1073, 5 USPQd 1596, 1598 ( Fed.
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Cr. 1988). 1In so doing, the examner is expected to nmake the

factual determ nations set forth in Gahamv. John Deere Co.

383 U. S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to combi ne
prior art references to arrive at the clained invention. Such
reason nust stem from sonme teachi ng, suggestion or inplication
in the prior art as a whole or know edge general ly avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudki n-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland GO 1,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. GCr. 1985), cert. denied, 475 U S

1017 (1986); ACS Hosp. Sys., Inc. v. Mntefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prim facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444 (Fed. Cr. 1992). |If that burden is net,
the burden then shifts to the applicant to overconme the prim
facie case with argunent and/or evidence. (bviousness is then
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determ ned on the basis of the evidence as a whole and the
rel ati ve persuasi veness of the argunments. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunments actually made
by appel | ants have been considered in this decision.

Argunents which appellants coul d have nmade but chose not to
make in the brief have not been considered [see 37 CFR

§ 1.192(a)].

We consider first the rejection of clains 1 and 7-10
based on the admtted prior art and Iwasaki. The exani ner
finds that the admtted prior art teaches scrolling a pager
di splay on a character by character basis but not on a dot by
dot basis as clainmed. The exam ner cites Iwasaki as teaching
the scrolling of a dot matrix display on a colum by col um
basis. The examner finds that it would have been obvious to
the artisan to nodify the admtted prior art to scroll on a
colum by columm basis rather than on a character by character
basis in order to nake the scrolling display easier to read
[ answer, page 5].
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Appel  ant argues that |Iwasaki transfers data to the
di splay one row at a tine whereas the clainmed invention
di splays all the dots of a displayed area at the sane tine.
Appel I ant argues that the way in which a received nessage is
di splayed in Iwasaki is conpletely different fromthe way a
nmessage is displayed in their invention [brief, pages 15-17].
Appel l ant al so argues that there is no notivation for
conmbi ning Iwaskai’s colum by colum display with the
character by character display of the admtted prior art.

The exam ner responds that |Iwasaki teaches that a row
of bits is provided to the display at the sane tine, but
| wasaki al so suggests that a colum of bits could be provided
to the display at the sanme tine. The exam ner also notes that
the notivation to nodify the admtted prior art cones directly
from lwasaki which teaches that colum by colum scrolling is
easier to read than character by character scrolling [answer,
pages 12-13].

We agree with the position argued by the exam ner. As
not ed above, the |anguage of independent clains 1 and 9 is
anbi guous. If the clains are construed to require only that
scrolling of a predeterm ned nunber of dots occurs at the sane
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time, then Iwasaki clearly teaches that a predeterm ned nunber
of dots (1) are scrolled at the sane tine [see Figures 7A-7E].
If the clains are construed to require that a plurality of
di spl ay nessage data be provided to the display at the sane
tinme, then lIwasaki teaches that a full row of data or a ful
colum of data is provided to the display at the same tine.
Thus, in our view, either of these claiminterpretations is
taught by I wasaki .

We al so agree with the exam ner that the notivation to
nodi fy the admtted prior art cones directly from |lwasaki
| wasaki di scl oses character by character scrolling in the
prior art and points out that such scrolling is difficult to
read [colum 1, lines 23-31]. Iwasaki discloses that colum
by columm scrolling is easier to read [id., |ines 41-43].
Thus, the artisan would have been notivated to nodify the
character by character scrolling of the admtted prior art to
colum by colum scrolling to make the displ ayed nessage
easier to read as taught by |wasaki.

In summary, we find that the exam ner has presented a

prima facie case of the obvi ousness of clains 1 and 7-10 based

on the admtted prior art and Iwasaki. W have consi dered
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each of appellant’s argunents, but we find none of these
argunents to be persuasive of error in the rejection.
Therefore, we sustain this rejection of clains 1 and 7-10.

We now consider the rejection of clains 1 and 7-10
based on DelLuca, Sebestyen or Tsunoda in view of |wasaki and
the admtted prior art. Each of DelLuca, Sebestyen and Tsunoda
are cited as teaching the scrolling of a display although none
of these references scroll the display on a predeterm ned
nunber of dots basis as clained. The exam ner cites |wasaki
as teaching scrolling on a dot by dot basis as discussed
above. The exam ner finds that it would have been obvious to
the artisan to nodify any of DelLuca, Sebestyen or Tsunoda to
scroll on a dot by dot basis to make the display easier to
read as taught by Iwasaki [answer, pages 7-9].

Appel | ant argues that DelLuca uses a |iquid crystal
di spl ay having el enents rather than dots. Thus, appellant
argues that there can be no scrolling by dots in DelLuca.
Appel I ant al so argues that the dot matrix displays of
Sebestyen are not shifted as clainmed, and appel |l ant argues
that there would be no notivation to conbine the teachings of
Sebestyen and |wasaki. Appellant notes that Tsunoda uses a
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liquid crystal display and suffers the sanme deficiencies as
DeLuca [brief, pages 19-21].

The exam ner has not rebutted or even responded to any
of appellant’s argunents regarding the deficiencies of DelLuca,
Sebestyen or Tsunoda. W agree with appellant that there
appears to be questionable notivation for conbining the
teachings O Iwasaki and the admtted prior art with the
di spl ays of DelLuca, Sebestyen or Tsunoda. Since appellant has
present ed reasonabl e argunents agai nst the rejection of clains
1 and 7-10 based on the teachings of DelLuca, Sebestyen or
Tsunoda whi ch have gone unrebutted by the exam ner, we wl|l
not sustain this rejection of clains 1 and 7-10 as fornmul at ed
by the exam ner.

We now consider the rejection of clains 2-6 based on
DelLuca, Sebestyen or Tsunoda in view of |wasaki and the
admtted prior art and further in view of Katsura or G osjean.
Each of these clains depends fromclaim1l1l. As discussed
above, we have not sustained the rejection of claim1l based on
DelLuca, Sebestyen or Tsunoda in view of |wasaki and the
adm tted prior art. Therefore, this conbination of references
is not sufficient to support the rejection of any clains which
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depend fromclaim1l. Since neither Katsura nor G o0sjean
overcones the deficiencies of the basic conbination of
references di scussed above, we also do not sustain the
examner’s rejection of clains 2-6. W also note for the
record that we agree with appellant that there is no valid
basis for conbining the teachings of Katsura which relate to
cat hode ray tubes with the teachings of DelLuca, Sebestyen or
Tsunoda.

In summary, the rejection of clains 1-10 under the
first paragraph of 35 U.S.C. 8 112 is not sustained. The
rejection of clains 1 and 7-10 under 35 U. S.C. 8 103 based on
the teachings of the admtted prior art and Iwasaki is
sustained. The rejection of clains 1-10 under 35 U . S.C. § 103
based on the teachings of DelLuca, Sebestyen or Tsunoda i s not
sustai ned. Therefore, the decision of the exam ner rejecting

claims 1-10 is affirmed-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
LEE E. BARRETT )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

JOSEPH F. RUGGE ERO
Adm ni strative Patent Judge
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