The opinion in support of the decision being entered
today was not witten for publication and is not binding
precedent of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
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Ex parte M CHAEL G JONES

Appeal No. 1999-0431
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ON BRI EF

Bef ore THOVAS, KRASS and JERRY SM TH, Admi ni strative Patent
Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 1-21, which constitute
all the clains in the application.

The disclosed invention pertains to a protective cover
for a cable connector. Mdre particularly, the protective
cover uses a material which is expandable by contact with an
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expandi ng chem cal and shrinkabl e upon renoval of the
chem cal
Representative claim1l is reproduced as foll ows:

1. A protective cover for a cable connector, said
connector being affixed to an end of a cable and havi ng an
out side dianeter greater than an outside dianeter of said
cabl e, said cover conprising:

an outer elongated annul ar sleeve fornmed froma materi al
expandabl e by contact wth an expandi ng chem cal and
shri nkabl e upon renoval of said contact with said chem cal

an inner elongated annul ar sleeve fornmed froma materi al
expandabl e by contact wth an expandi ng chem cal and
shri nkabl e upon renoval of said contact with said chem cal
sai d inner elongated annul ar sl eeve di sposed within said outer
sl eeve;

said cover with said sleeves in chemcally expanded state
bei ng noveabl e into disposition covering said connector and a
portion of said cable attached thereto, with said inner sleeve
covering at |east said portion of said cable but not said
connect or;

wher eby when said cover is so di sposed over said
connector and said portion of said cable and renoved from
contact with said chem cal, said chem cal evaporates fromsaid
sl eeves and sai d sl eeves thereupon shrink to dianeters wherein
wal | thickness of said inner sleeve fills the space between
t he outside dianeters of said connector and said attached
portion of said cable sufficiently to permt shrinkage of said
outer sleeve to forma tightly fitted and substantially
i mmovabl e covering secured around said connector and at | east
a portion of said inner sleeve, thereby preventing said
connector fromcomng into contact wth adverse anbient
conponent s.

The exam ner relies on the follow ng references:
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Cl enmence et al. (d enence) 4,419, 322 Dec. 06, 1983
GQuzay, Jr. (CQuzay) 4,506, 430 Mar. 26, 1985
Fei t zel myer 4,976, 796 Dec. 11, 1990

Clains 1-21 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Guzay in view of
Clenmence with respect to clains 1-11, and Feitzel mayer is
added with respect to clainms 12-21.

Rat her than repeat the argunents of appellant or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejections and argunents in

rebuttal set forth in the exam ner’s answer.

1 Although the “lIssues” section of the exam ner’s answer
has noved claim 14 fromthe second group of clains to the
first group of clains, the “Gounds of Rejection” section of
the answer rejects the clains as indicated in this decision.
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It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clainms 1-21. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657
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664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasiveness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually made by appel | ant have been
considered in this decision. Argunents which appellant could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

We consider first the rejection of clains 1-11 based
on the teachings of Guzay and C enmence. These clains stand or
fall together as a single group [brief, page 7]. Wth respect
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to representative, independent claiml1l, the exam ner cites
GQuzay as teaching an elastic cover for a cable connector which
has an inner sleeve and an outer sleeve. The exam ner notes
that Guzay does not teach the sl eeves bei ng expandabl e by
contact with an expandi ng chem cal and shrinkabl e upon renoval
of the chemcal. The exanm ner cites C enence as teaching the
cold shrinking of elastoneric materials by allowing a swelling
agent to vaporize. The exam ner finds that it would have been
obvious to the artisan to apply the sleeves of Guzay to a
cabl e connection using a volatile swelling agent and all ow ng
its evaporation to shrink the sleeves because C enence teaches
this technique for adhering a cover to a cable connection
[ answer, pages 4-5].

Appel | ant argues that the exam ner has sel ectively
chosen portions from Guzay and Cl enence and ignored the
conpl ete teachings of these references. Appellant argues that
t he teachi ngs of Guzay and C enence are inconpatible because
GQuzay relates to nmechani cal or physical stretching of material
while C enence relates to a chem cal swelling process.
Appel | ant argues that conbining the teachings of Guzay and
Cl emence woul d render both covers ineffective for their
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i ntended uses [brief, pages 8-14]. The exam ner di sagrees
with these argunents [answer, pages 6-7].

We agree with the position argued by appellant.
Al t hough Guzay recogni zes that covers using physical
el asticity may have uses in common wth elastic sleeves which
are chemcally shrinkable, we can find no reason why the
artisan would start with the two sleeves of Guzay if the
covering were to be done using a chem cal shrink. The cover
in Guzay uses an inner sleeve and an outer sleeve only to
permt the outer sleeve to be pulled relative to the inner
sleeve to achieve its final form This final form does not
have two sl eeves. There would be no point to starting with
two sleeves in Guzay if the sleeves are not going to be pulled
rel ative to each other. Since a chem cal shrink cover would
have no use for the sleeves of Guzay, we can find no reason
for using the two sl eeves of Guzay in the manner proposed by
the exam ner. The nost that m ght be suggested by Guzay and
Clenence is that a single sleeve of shrinkable material could
be used in place of Guzay’'s sleeve 12 in its final formas
shown in Figures 8 and 11

Thus, we agree with appellant that the invention of
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claim1l can only result fromthe teachings of Guzay and
Clenence if one is attenpting to reconstruct the clained
invention in hindsight. Such a hindsight reconstruction of
the invention is inproper. Therefore, we do not sustain the
rejection of clains 1-11 as fornul ated by the exam ner.

We now consider the rejection of clains 12-21 based on
the teachings of GQuzay, O enence and Feitzel nayer. These
clainms stand or fall together as a single group [brief, page
7]. The exam ner cites Feitzelmayer to teach certain details
of the clained inner and outer sleeves. The exam ner
acknow edges that Feitzel mnayer was not cited to overcone any
deficiencies in the conbination of Guzay and Cl enence.
Appel | ant argues that Feitzel mayer has no relationship to the
clainmed invention and does not overcome the deficiencies in
t he basic conbination of Guzay and C enence.

We agree with appellant. Since Feitzel mayer does not
overcomnme the basic deficiencies in the conbination of Guzay
and C enence di scussed above, we do not sustain the rejection
of claims 12-21 for the sanme reasons di scussed above with
respect to claima1l.

In sunmary, we have not sustained either of the
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exam ner’s rejections of the appealed clains. Therefore, the
deci sion of the exam ner rejecting claims 1-21 is reversed.

REVERSED

JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
|
ERROL A. KRASS ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
JERRY SM TH )
Adm ni strative Patent Judge )
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